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An Organization for the 
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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York. 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-four years of existence the Association has been accumulating compr« 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


SOME REACTIONS TO THE OPINION OF JUDGE WYZANSKI IN 
NATIONAL FRUIT PRODUCTS CO. v. DWINELL-WRIGHT 
COMPANY* 


By Sergei S. Zlinkoff+ 







Even the most cursory reading of Judge Wyzanski’s opinion cannot but leave 
the impression that the ranks of the federal judiciary have been notably augmented 
by the elevation of Judge Wyzanski to their number. Regardless of whether or not 
one agrees with the Court’s conclusions with respect to the many points upon which it 
ruled, the opinion reveals a grasp of the fundamentals not only of the decisional law 
dealing with trade-mark and unfair competition issues, but of the economic and 
social forces that underlie the resolution of such problems. 

I propose to treat here only those phases of the Court’s opinon which deal with 
the inter-relationship between the Erie doctrine and the law of trade-marks and 
unfair competition. Needless to say, however, those portions of the decision deal- 
ing with the question of the extent of protection of trade symbols upon articles 
other than the precise ones upon which they are originally utilized, are of the 
greatest practical significance and deserve the careful consideration of the members 
of the bar and bench as well as the consumer and business man whose interests are 
necessarily affected by these rulings. 

The decision of Judge Wyzanski decisively and clearly rules upon several im- 
portant aspects of the inter-relationship between the Erie case and the law of trade- 
marks and unfair competition. The first of these is the determination that all issues 
affecting federally registered trade-marks—including the defenses to claims predi- 
cated upon such registrations—are to be governed by federal law and not local 
state rules. In so deciding, the Court has followed not only the decision of the 
Seventh Circuit Court of Appeals in Time, Inc. v. Viobin Corp.,* but has been 
generous enough to state that it adopted the approach to this question presented in 
my article dealing with the Erie case in relation to the law of trade- marks and unfair 
competition.? Since that article has previously been reproduced in the pages of this 
review, there is no need to elaborate upon this aspect of the Court’s decision.® 

In dealing, however, with the question of whether local or federal law is appli- 
cable to a claim of unfair competition, where the court’s jurisdiction over that claim 
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* Note—For text of this decision, see post, p. 516. 

+ Member of the New York and Federal bars. 

1. 128 F. (2d) 860 (C. C. A. 7th, 1942). Cert. den., 63 Sup. Court 78 (1942). 

2. Erie v. Tompkins: In Relation to the Law of Trade-marks and Unfair Competition 
(1942), 42 Col. L. Rev. 955, reprinted with permission in the September and October issues of 
the Trade-Mark Reporter. 
3. See especially the October issue of the Trade-Mark Reporter at pp. 99 to 108, inclusive. 
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does not rest upon diversity of citizenship but upon the ground “* * * that the facts 
supporting that cause of action are substantially the same as the facts supporting a 
‘not plainly unsubstantial’ cause of action for violation of the federal trade-mark 
act” the decision of Judge Wyzanski holds that local law applies. Such a con- 
clusion means that federal law will govern all claims or defenses thereto based 
upon registered trade-marks, but local law will be applied in determining all ques- 
tions of unfair competition, even if the factual elements underlying both sets of 
claims are identical, or at the least, basically inter-related and intertwined. Thus 
the decision does not follow my suggestion that “neither authority nor policy 
considerations justify the uncertainties and difficulties’* which the application of 
such a two-headed rule will necessarily entail. 

It is most important to realize that the source of the difference between Judge 
Wyzanski and myself with respect to the law applicable to unfair competition claims 
“pendant” to claims for infringement of federally registered marks, lies in a differ- 
ence of approach to the policy considerations sought to be effectuated by Erie v. 
Tompkins and its progeny. Whereas it has seemed to me that the fundamental 
evil sought to be eliminated by the Supreme Court “is the possibility that ‘fortuitous 
circumstance of residence’ should lead to ‘one rule of state law for litigants in the 
state courts and another for litigants who bring the same question before the federal 
courts’ ”’; Judge Wyzanski states the basic philosophy underlying this line of de- 
cisions in far broader terms. The following quotation from his opinion sets forth 
his conception of the breadth of the principle he believes to be involved: 


The basic argument against the federal common law in the type of case ordinarily 
cognizable in the state courts has been convincingly put by John Chipman Gray in The 
Nature and Sources of the Law (2nd ed., p. 249). Since the United States courts sit in 
the same territory as the state courts and exercise what must be regarded as a jurisdiction 
of an exceptional character, it is desirable that they should apply the same rules of law as 
the local state Courts. Compare D’Oench, Duhme & Co. v. Federal Deposit Insurance 
Corporation, 315 U. S. 447, 455. Stated in this way, the principle is broader than a prin- 
ciple of not allowing a person whose cause of action is in the United States courts by the 
accident of his citizenship (or by the accident that another cause of action is supported by 
the same facts) to secure a discriminatory benefit from a rule of law peculiar to the federal 
tribunals. Erie Railroad Co. v. Tompkins, 304 U. S. 64, 74-75. It is broader than a 
principle that where the plaintiff has an option to sue in either the courts of the United 
States or those of a state, he shall be bound by the same law. D’Oench case, supra, at 
pp. 466-467. 


It is somewhat difficult to reconcile the Court’s views as to the extremely wide 
applicability of state law, with its decision that all issues involved in suits predicated 
upon a federal registration, shall be governed by federal law, even though the trade- 
mark statute may not in express language deal with the particular issue or be more 
than a restatement of common law principles If one were to press the philosophy 
of the Court as epitomized by the quotation above, one might just as logically ask 
why should the mere “accident” of federal registration be allowed to permit the 
application of federal law, when, to the identical claims where a federal registration 


4. Ibid., p. 111. 
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is not present, local law is applicable. It would seem from a logical point of view 
that once it is decided that federal law should govern the issues presented in actions 
involving federally registered trade-marks, because of the existence of the federal 
statutory scheme and the provisions in those acts giving the federal courts jurisdic- 
tion over such claims regardless of diversity of citizenship, then all issues over 
which the federal court has jurisdiction by virtue of the inter-relationship of such 
issues with those over which the federal court is admittedly free to determine by the 
application of federal law, should likewise be governed by the same federal law. 

The decisions of the Supreme Court, as the various opinions rendered in the 
D’Oench, Duhme case indicated,’ have not settled this basic question as to the 
breadth of scope of the Erie doctrine. Therefore, it is most regrettable that the 
Supreme Court, following its general practice of denying writs of certiorari in 
trade-mark and unfair competition cases,° did not grant certiorari in the Time, Inc. 
v. Viobin Corp. case,’ where the petition and brief in support of it clearly presented 
the basic question of what shall be the governing law applicable to claims of unfair 
competition pendant to claims for the infringement of federally registered trade- 
marks—the facts underlying both sets of claims being the same." Obviously, the 
clarification and delimitation of the scope of the Erie doctrine is needed for the 
guidance of the courts, the bar and the business men whose interests are so directly 
affected in a practical way by the choice between federal and diverse local state rules. 

Equally as important as the Court’s ruling upon the question of the applicable 
law, 1.e., state or federal, to pendant claims of unfair competition, is its choice of 
what is the applicable local law where the alleged acts of unfair competition are tak- 
ing place in numerous states. One of the most important policy considerations 
which I urged to support the view that federal law should govern the type of claims 
we are here considering was the fact that otherwise great practical difficulties would 
result from applying local law to these fact situations which often involve not one 
state but all forty-eight. Judge Wyzanski treats the dangers and difficulties which 
I have depicted* as being “largely fanciful, at least in this District (1.e., Massachu- 
setts).” Although admitting that the traditional Massachusetts conflict of laws rule 
is that the “law of the place of the wrong” is the governing law, he contends that 
Massachusetts has never applied that principle “to cases where unlawful competition 
was alleged to have occurred in several states.” He, therefore, proceeds to apply the 
local Massachusetts law to the resolution of all the unfair competition issues, although 
the acts in question were taking place in numerous states and were not localized 
merely in the place of the forum. 


5. See my treatment of these diverse opinions in 42 Col. L. Rev. 955, 973, 974, which com- 
ments were omitted from the article as reprinted in the Trade-Mark Reporter. 

6. A checked survey of the past fifteen years, seems to reveal that, in trade-mark and unfair 
competition cases, the proportion of writs denied to those granted is more than eight to one, 
whereas in ordinary cases the average is approximately five to one. 

7. 128 F. (2d) 860 (C. C. A. 7th, 1942), cert. den. October 26, 1942. 

7a. One explanation for the Supreme Court’s failure to grant the writ of certiorari in the 
Time case, may lie in the fact that the petition asked for a review of all the proceedings below 
and did not ask merely for a review of the particular question here under discussion. 

8. See the September Reporter, pp. 88-90. 
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It should be noted at the outset that the cases® cited by Judge Wyzanski in sup- 
port of his view that the Massachusetts cases did not apply the “law of the place of 
the wrong... . to cases where unlawful competition was alleged to have occurred 
in several states” contain no discussion whatever of the principle for which he has 
cited them. It is difficult to see how in any sense they can be considered a rejection 
of the traditional conflict of laws rule which the Massachusetts courts, when the 
conflicting issue has been presented to them, have generally adopted. Furthermore, 
two of the three cases cited by the Court involved the question of the geographical 
allocation of trade-mark rights.*° They were concerned with the question of whether 
or not a secondary meaning had been established for marks within particular geo- 
graphical areas. The problems were similar to those before the Supreme Court 
of the United States in the famous Hanover Milling and Rectanus Drug Co. cases.” 
The Massachusetts Supreme Court, by its very decisions in two of the three cases 
cited by Judge Wyzanski, held that rights had been established for some states but 
not for others, and thus rendered a decree which dealt with the rights of the parties 
state by state. 

One can only wonder, therefore, at the judicial magic that uses these cases which 
themselves draw distinction upon the basis of a “checker-board jurisprudence,” to 
support the view that “‘the Massachusetts court has the robust common sense to avoid 
writing opinions and entering decrees adapted with academic nicety to the vagaries 
of forty-eight states. And until Massachusetts adopts a checker-board jurispru- 
dence, the Klaxon case does not require this Court to do so.” 

It is most important that the members of the bar understand that what Judge 
Wyzanski has decided with respect to the applicable local law governing claims of 
unfair competition, is that the internal, 7.e., local law of Massachusetts, governs all 
such claims regardless of where the acts of unfair competition are taking place. 
Thus the choice of state where the forum is located, has been made to govern claims 
of unfair competition regardless of the variety of states in which the acts of unfair 
competition may be taking place. This means that, for the evil of the accident of 
federal or state court, Judge Wyzanski has substituted the evil of the accident of the 
state where the particular suit happens to be brought. The Harvard Law Review 
in commenting upon this aspect of the Court’s decision states :” 


However reached, this result is desirable in so far as it achieves geographic uni- 
formity—one of the merits of the federal rule prior to the Erie case—but undesirable in so 
far as it makes the result of the case depend upon the choice of the forum—one of the 
demerits of the pre-Erie rule. 


9. Hub Dress Co. v. Rottenberg, 237 Mass. 281; Kaufman v. Kaufman, 223 Mass. 104 [11 
T.-M. Rep. 100]; C. A. Briggs & Co. v. National Wafer Co., 215 Mass. 100 [3 T.-M. Rep. 323]. 
10. The third case cited by Judge Wyzanski—Hub Dress Co. v. Rottenberg, 237 Mass. 281— 
merely contains the briefest mention of the fact that the parties were doing business in a number 
of states. Nothing appears in the opinion to indicate that this fact was given any consideration by 
either the parties or the court, and it had nothing to do with the simple issue which was before 
the court, namely, whether or not a secondary meaning had been established for the plaintiff's 
mark in a particular Massachusetts locality. 
10a. For a general discussion of these authorities and the problem of geographical rights, see 
Derenberg, Trade-Mark Protection and Unfair Trading (1936), Chap. VIII. 
11. 56 Harvard L. Rev. 298, at p. 323 (October, 1942). 
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Since the Court desires to avoid the uncertainties and difficulties involved in 
giving true application to “local law”—which would in reality mean the law of as 
many different states as were involved” in the transactions complained of—I sug- 
gest that the method of achieving this desirable result should not be to discard tradi- 
tional conflict of law rules. Rather the solution rests in recognizing that the policy 
considerations underlying the Erie case do not require that the courts and business 
men should be faced with the prospect not only of having to apply the laws of the 
different states, but of having to consider them at the same time and in the same suit 
that they are confronted with the necessity of applying federal law to the same set of 
facts utilized as the basis of claims of infringement of registered marks. 


Indeed, as has been pointed out above, it is difficult to believe that the local law of 
Massachusetts or any other state, authorizes or justifies a rule which would make the 
law of the forum govern all claims of unfair competition regardless of the relation be- 
tween the forum and the place or places where the acts complained of are taking 
place. Furthermore, it is most questionable whether or not, if the “local law” 
embodied a rule disregarding the law of the place where the transactions occurred 
and applied the law of the forum regardless of its relation to the transactions in- 
volved, such a rule would not be violative of the provisions of the Constitution.” 

One may hope that the other courts will reject at least this phase of the Court’s 
decision and not follow a policy of avoiding evils inherent in the mere accidental 
choice of federal or state courts by substituting evils inherent in the arbitrary appli- 
cation of the law of the state where the forum is situated, regardless of the law of the 
place where the transactions take place. 


In conclusion, may I suggest again, that the solution for the difficulties here 
outlined can be justly avoided by having the local law govern all claims and issues 
over which the federal courts’ jurisdiction is sustainable simply by virtue of diversity 
of citizenship, but that all issues over which federal jurisdiction is sustainable other 
than upon the basis of diversity be governed by federal law. 


12. See discussion of this precise problem in the September Trade-Mark Reporter, at pp. 88- 
90. This does not, however, give the full treatment of the question as set forth in my article as 
originally printed in the Columbia Law Review. 

13. See, e.g., Home Insurance Co. v. Dick, 281 U. S. 397 (1930); Hartford Accident & 
Indemnity Co. v. Delta & Pine Land Co., 292 U. S. 143; Western Union Telegraph Co. v. Brown, 
234 U. S. 542. Compare the recent decision of the Supreme Court in Griffin v. McCoach, 313 
U. S. 498, where after referring to several of these issues, Mr. Justice Reed, in remanding a 
case in order to determine what the applicable local law was, pointed out that if it was as con- 
tended for (at p. 504) “. .. it would then be necessary to decide whether the courts of Texas could 
constitutionally apply Texas law to a foreign contract, valid where made, because such contract is 
contrary to the state’s public policy.” This is not the appropriate place for a complete discussion 
of constitutional limitations: upon state conflict of law rules but helpful material on this question 
may be found in Cheatham, Sources of Rules for Conflict of Laws (1941), 89 U. of P. Law Rev. 
430; Dodd, The Power of the Supreme Court to Review State Decisions in the Field of Conflict 
of Laws (1926), 39 Harv. Law Rev. 533; Hilpert and Cooley, the Federal Constitution and the 
Choice of Law (1939), 25 Wash. U. L. Q. 27; Ross, Has the Conflict of Laws Become a Branch 
of Constitutional Law? (1931), 15 Minn. Law Rev. 161, “Full Faith and Credit” In a Federal 
System (1936), 20 Minn. Law Rev. 140. 
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COPYRIGHT IN WORD TRADE-MARKS 
By George Benjamin 


On the basis of the then relatively narrow and formalistic standpoint of German 
theory and practice, the present writer, in an article published in Gewerblicher 
Rechtschutzu Urheberrecht in 1921, reached the conclusion that a copyright in 
word trade-marks or trade-mark words does not exist, this for the reason that such 
words usually do not have sufficient originality, and for the further reason that there 
exists no serious need for resorting to copyright protection. 

Because the question of copyright in trade-marks, so far as he is aware, was 
never discussed in Germany before this article, the writer based his conclusions 
mainly on the theory and practice in the analogous questions of copyright protection 
for the titles of literary works. 

Renewed studies of the question in the German and American fields give rise to 
the following further comments: 

Of German trade-mark commentaries only that of Pinzger, discusses the ques- 
tion. This commentary, published in 1937, says at p. 20: 

As to pure word-marks it is doubtful, whether they can enjoy protection as works of 
literature. For the latter there is necessary individual, intellectual work which finds its 
embodiment in a written communication. This will hold true only rarely even for fancy 


words and original word structures and, therefore, is generally denied in principle (Kohler 
Copyright, p. 132), because the objective of a written communication is missing. 


It is noteworthy that Pinzger does not deny an a limine copyright protection to 
word-trade-maks, but terms it “doubtful,” i.e., not completely excluded. He does 
not, however, consider the marked analogy, stressed in the above-mentioned article 
of the present writer, to copyright in titles of works of literature. 

This latter question in the years after the said article appeared has made consid- 
erable headway in Germany. 

The very conservative Supreme Court of that country, in a decision published in 
Markenschutz, XXV (1929), p. 167, says that the question is “extremely doubtful,” 
but does not deny it a priori. 

The very progressive and competent Board of Appeals of Berlin, however, of 
which Pinzger for a time was a prominent member, in decisions handed down after 
this writer’s article, took a very positive standpoint on the question. 

In a decision published in Gewerbl. Rechtsschutz, 1923, p. 20, granting copy- 
right protection to the title of Emile Zola’s “The Paradise of the Ladies,” the Court 
said: 


Therefore, the title of a literary work enjoys an independent copyright protection in 
principle. Of course, one cannot fail to recognize that there are titles without individual 
color or generally used for dealing with certain questions. In such cases a copyright pro- 
tection of the title is excluded. 


The same Court, in a decision published in Gewerbl. Rechtsschutz, 1926, p. 441, 
went so far as to state: 


That the title as such enjoys copyright protection the Senate has declared already in 
its decision of August 31, 1922 (see above). The principles there stated that such a pro- 
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tection of title is given also when, no verbal identity, but only a deliberate assimilation 
exists, holds true also for the case at bar... . And the combination “Young Heidelberg” 
comes so close to the title “Old Heidelberg” that no free use in the sense of § 13 of the 
copyright law can be spoken of here, but a now permissible use of the original title in the 
sense of the §§ 11 and 12 of the Copyright Law. 


Now let us consider the American side of the question. 
Nims, in the third edition of his Trade-Marks and Unfair Competition, says on 
p. 970: 


I am of the opinion that there is no such thing as a monopoly or a property in the 
nature of a copyright . .. in the use of any name. 


This may hold true for the use of a name, lacking in originality, but, in the 
writer’s opinion, it is not true for the coining of an original name or for the original 
use of a common name. 

If one should propose as a trade-mark for cough drops or the like the word 
“Broncho-Buster,’”* he originates a slightly humorous designation which, though not 
a work of high quality, deserves copyright protection. 

The same holds true for the trade-mark “Dogtor,”* for a dog remedy, for the 
trade-mark ‘““Dog-Gone,’”* for a substance designed to keep dogs away from door- 
posts, or for a gasoline trade-slogan with “Madagascar,” such as: 


People are racing to the tank station like mad; a gas car from... arrived.* 


The same holds true also for the words “Nip Off Nippon,’” as a caption for a 


MacArthur cartoon, or as a trade-mark for a Japanese beetle trap ; and for the words 
“The Gremlin of the Kremlin,’”® as a caption for a Stalin cartoon. 

In all these cases some originality, however slight, exists in the words themselves 
or in the relation of the words to the goods to be designated thereby. 

It is believed that the originators of word trade-marks are entitled to copyright 
protection no less than the designers of pictorial trade-marks, and there is need for 
such protection. 

A patent attorney may be requested by his client to submit proposals for trade- 
mark words. Only one out of ten may be selected for immediate use. However, it 
may be desirable to reserve the others for future use. This should be made possible 
by means of publication with copyright notice and in a way to be suggested later in 
this article, thus making available a kind of substitute for the “defensive” trade- 
marks in vogue in certain European countries. 


It may even happen that a trade-mark has to be coined and selected long before 
the business itself is started. If immediate copyright protection is not possible in 
such a case, a competitor who has obtained knowledge surreptitiously, can, by im- 
mediate trade-mark use, deprive the original owner of all right and title thereto. 

Now the standpoint of the courts in this country with respect to the copyright 
protection of titles of literary works is shown by certain typical decisions. 

The decision in Black v. Ehrlich, 44 Fed. 796 (1891), denying copyright pro- 
tection to the title “Encyclopaedia Britannica,” says in part: 


1, 2, 3, 4, 5, 6. Copyright, 1942, by George Benjamin. 
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If literary property could be protected upon the theory that the name by which it is 
christened is equivalent to a trade-mark, there would be no necessity for copyright laws. 


The following recent decisions refuse copyright protection to the titles cited: 


Collins vy. Metro Goldwyn, 39 T.-M. Rep. 126,“Test Pilot” ; 

Tamras v. Twentieth Century Fox, 43 U. S. P. Q. 573, “Stowaway”; 
The Lone Ranger, Inc. v. Cox, 50 U. S. P. Q. 577, “The Lone Ranger’ ; 
Newcomb v. Young, 52 U. S. P. Q. 373, “Starlight” ; 

Carew v. R. K. O., 53 U. S. P. Q. 152, “Chatterbox.” 


Even the most cursory examination of these titles shows that they all are com- 
monplace words and mostly necessary descriptions of the contents of the respective 
literary works. 

In Black v. Ehrlich, mentioned above, the court says: 


With the exception of the copyrighted articles, the entire literary matter of the 
Encyclopaedia Britannica, Ninth Edition, is public property in this country at least, and 
a rival publisher has the right to make any use of it he sees fit. He may use any part 
of it, or all of it and call it by what name he prefers. Neither the author nor proprietor 
of a literary work has any property in its name. It is a term of description (italics added) 
which serves to identify the work. 


Manifestly, this has nothing to do with the interesting case of non-descriptive or 
coined fancy words or original uses or combinations of common terms. Therefore, 
the above-cited reference of the court to the trade-mark field is unnecessarily broad 
and an inadmissible generalization. 

The key to all these decisions is to be found in the most recent of them, Carew v. 
R. K. O., which states: 


Courts are very reluctant to give to anyone a monopoly on ordinary words of the 
English language. 


In this sentence the view is implied that a copyright monopoly in coined words 
and original combinations of ordinary words, in distinction from obviously descrip- 
tive words, is not excluded. 

Now let us see how it may be possible to secure such a copyright. The writer 
thinks that the best way is the registration of a print or label, although he is well 
aware that the Commissioner of Patents in Ex parte Moodie, 28 O. G. 1271, denied 
the possibility of registering trade-marks as labels with the following argument : 


I am satisfied that the Congress intended to devolve upon the Commissioner of Patents 
the duty of determining the character under the Trade-Mark and Label Law. Section 3 
of Chapter 301, Revised Statutes, contains the following clause: “except that there shall be 
paid for recording the title of any print or label not a trade-mark, six dollars,” etc. 

The words “not a trade-mark” plainly indicate that someone must decide whether or 
not the proffered label is really nothing but a label. Who is to determine this? The same 
section says: 

“And the Commissioner of Patents is hereby charged with the supervision and control, 
with the entry or registry of such prints or labels,” etc. 

The act requires this fee of six dollars to be paid for the registry of any label “not a 
trade-mark.” 

Why are these three words added? Because a different fee is required for the registry 
of a trade-mark. . . 
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I am aware also that a point can be made on the peculiar phraseology of the statute 
where the phrase is used, “except that there shall be paid for the title of any print or label, 
not a trade-mark, six dollars,” etc. It may be said that to be a trade-mark, in contempla- 
tion of the language, it must have been used, as such. I dissent entirely from this proposi- 
tion, for that involves the absurdity I have before mentioned, that to be a label and have 
the necessary characteristics of such it is only necessary that the applicant call the subject 
matter of his application a label. The better construction of the statute and the proper 
one, it seems to me, is that the subject matter of an application be that which may be 
properly claimed as a label, and not be merely subject matter for a trade-mark. The dis- 
tinctive feature of a label is that it is descriptive. It indicates the contents of the package 
to which it is affixed. It is composed of words in ordinary use with their ordinary sig- 
nificance. 


This writer finds the above argument neither conclusive nor convincing. The 
higher fee for a label compared to the fee for an ordinary copyright may have been 
fixed, not because of the examination, but because of the higher commercial value 
supposed to exist in a label compared to an abstract non-commercial composition. 

This is confirmed by the fact that the amount of said fee was not reduced when 
the registration of prints and labels was transferred to the Copyright Office, in 1940, 
where no facilities exist for any examination whatsoever. Hence, this fee cannot be 
an examination fee. 

This writer further thinks that the distinction between a trade-mark which must 
be used on goods before registration, and a label, which need not be, is justified. 

The writer thinks finally that the last sentence of the above quotation from the 
Moodie decision is absolutely without merit. From what statute can be derived the 
requirement that a label must be “composed of words in ordinary use, used with 
their ordinary significance’? On the contrary, the other requirements for a label 
being fulfilled, the originality and value of a label can only be enhanced by words 
not in ordinary use and with extraordinary significance. 

It cannot be contended fairly, from analogy to the passage quoted above from 
the Black Ehrlich decision, that, if trade-mark property were protected by copyright, 
there would be no necessity for trade-mark laws. 

First, many trade-marks are devoid of originality to such a degree as to be un- 
suitable for a valid copyright. 

Second, a copyright is given only for a limited time. Hence, as soon as the copy- 
righted trade-mark is used in practice, it should be registered as a trade-mark. At 
the expiration of the copyright the subject matter thereof would have obtained an 
established trade-mark significance for the owner of the mark. Others may use 
such subject matter after the expiration of the copyright for other, non-trade-mark, 
uses, if any there are. 

Occasionally a thing may lawfully enjoy double registered or unregistered pro- 
tection. Thus, in the United States the copyright registration of the picture of an 
article may give protection not only to such picture, but may have simultaneously 
the effect of a design patent for fifty-six years on the article itself (Jones Bros. v. 
Underkoffler, 31 U. S. P. Q. 197). 

Third, a trade-mark may be necessary as a basis for foreign trade-mark regis- 
trations. 
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Fourth, a trade-mark may be desirable for recording with customs’ collectors to 
stop the importation of goods with infringing trade-marks. 

The procedure for securing the label-or print-copyright would be as follows: 

The applicant files with the Copyright Office two copies of the not yet used trade- 
mark or slogan. Any copies, e.g., copies of or from an article like the present would 
be sufficient because the official pamphlet “Registration of Commercial Prints and 
Labels” sub. No. 7 asks only for “two complete copies of the print or label,” in dis- 
tinction from Trade-Mark Rule 21 (e) which asks for five specimens of the trade- 
mark “‘as actually used upon the goods.” 

It is hoped that, because of the decisions in King Features v. Bouvé, 48 U. S. 
P. Q. 237, and Bouvé v. Twentieth Century, 50 U. S. P. Q. 338, both holding that 
the only published edition is the best edition, the Copyright Office will not object to 
the quality of the copies. 

It is further hoped that, because of said decisions, the Office also will not make 
any attempt to determine the question of “artistic merit’ or “originality.” Con- 
trary to the view expressed by Dr. W. J. Derenberg in his excellent article “Com- 
mercial Prints and Labels” in the Yale Law Journal, May, 1940, p. 1224, the Patent 
Office has made such attempts, as is evidenced by the decision of the Commissioner 
of Patents, Ex parte Gannon, 479 O. G. 1003. 

Derenberg, on p. 1236, loco citato, reaches the conclusion : 


Whenever it appears that what the applicant really seeks and needs is protection of a 
slogan, trade-mark, trade-name, or a mere advertising idea, a protection that copyright 
registration cannot give—he should be discouraged from even attempting to secure a 
copyright. 

Derenberg cites as a corroboration of his standpoint Jackson Pub. Co. v. Quick- 
slip, 45 U. S. P. Q. 6, which denies copyright protection to the attachment of a pair 
of doll’s rubber pants to a greeting card. 

The present writer hopes he has shown that original trade-marks, slogans, etc., 
are of a much more copyrightable character. 

There is no law permitting copyright protection only for writings over a certain 
minimal length. Literary property cannot and should not be measured with a yard- 
stick. A short trade-mark or slogan may have more originality and intellectual 
quality than a fiction story of a hundred or more pages. Evidence of that are the 
high sums not seldom paid for the creation of trade-marks. 

For similar reasons, the original title of a cartoon or literary work should be 
copyrighted as a “book” in class (a) of the official classification before completion of 
the work itself. 


THE NEW YORK “FAIR TRADE” ACT AND FEDERAL PRICE 
CONTROL 


In a recent issue of the Reporter (October, 1942, p. 436), we reported a decision 
of the New York Supreme Court in an action (Schreier v. Siegel) brought by certain 
drug-store proprietors against a competitor under the State Fair Trade Act to re- 
strain the defendant from selling certain drug, cosmetic and toilet articles at less than 
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the price fixed by contract between the producers and their distributors. In that case 
the fact that the defendant was prevented by the Federal Price Control Act from 
complying with the state statute was a proper defense, the court held, provided his 
non-compliance was done in good faith. 

On appeal, the Appellant Division of the same court recently handed down a de- 
cision far more reaching in its results than the one above cited. The defendant 
advanced the familiar defense that he had sold the price-fixed products at less 
than the stipulated prices during the month of March, 1942, and hence was prevented 
by the Price Control Act from subsequently selling them at higher prices fixed by 
contract. This argument the Court found unsound, and commented as follows: 


Were we to hold that the position he (the defendant) has taken is proper, the result 
would be that he would be permitted to profit at the expense of the plaintiffs for the wrongs 

of which he was guilty in his failure to live up to the provisions of the fair trade contracts. 

We do not believe that it was ever the intention of the Congress of the United States by 

legislative enactment to put its stamp of approval upon unfair trade practices by per- 

mitting violators of a state fair trade law to profit at the expense of those who in good 
faith complied with its provisions. 

Accordingly, pending some adjustment which the defendant might be able to 
make with the Price Administrator that would harmonize the fair trade-act and the 
Federal statute, defendant was enjoined from selling the articles complaimed of at 
any price." 


TRADE-MARK OPPOSITIONS IN COLOMBIA 


Article 3 of Law No. 94 of July 9, 1931, in Colombia, provided that “‘Applica- 
tions for registration of trade-marks which treat of trade-marks already registered 
in favor of another person and which distinguish articles of the same nature shall 
not be admitted. This fact shall be officially declared by the appropriate Ministry.” 

The Ministry referred to in this provision is that of National Economy which 
includes the Office of Industrial Property. In view of this explicit legal recognition 
of the competence of the Ministry to disallow trade-mark applications, the practice 
developed of a dual system of oppositions : “administrative oppositions,” i.e., opposi- 
tions filed before the Industrial Property Office and in which the decision was issued 
by this Office with an appeal to the Minister ; and “judicial oppositions,” or opposi- 
tions submitted to the District Court of Bogota for decision with an appeal to the 
Circuit Court of Appeals. Interested parties naturally preferred the first kind of 
opposition, first, because it was a much speedier and less costly proceeding, and 
secondly, because the Office of Industrial Property had acquired experience in trade- 
mark matters and was developing a “case law” of precedents and analogous cases 
which was very helpful to everyone concerned. 

However, the terms of Article 3 were not clear with regard to the scope of action 
by the Ministry. At first, it seemed to it that it should pass upon an opposition and 


1. Hyman Schreier, Herman Smithline and Morris Raskin v. William Siegel. 
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reject an infringing trade-mark application only when the marks of the two parties 
were identical or nearly identical. This proved unsatisfactory. Then the Office 
of Industrial Property thought that it could also act when the Court had already 
passed upon an analogous case. Lastly, a decision of the Ministry of August 27, 
1941, gave authority to the Office of Industrial Property to decide as a rule on all 
oppositions filed before it and only subsidiarily to use the right of forwarding the 
case for decision to the Judicial Courts. 

It is a matter of regret to report that this Ministerial decision has now been re- 
versed by the State Council of Colombia, which is the supreme administrative tribunal, 
in its decision of September 7, 1942. This held that the Office of Industrial Property 
is not authorized to reject a trade-mark application filled with it unless the mark 
sought to be registered is identical to a previously registered mark. This means in 
effect that administrative oppositions are practically abolished, since cases of appli- 
cations for registration of trade-marks identical with previously registered marks 
are very rare. 

Judicial oppositions in Colombia are more or less ordinary court actions. They 
involve the taking of evidence, appointment of experts to advise the Court on the 
issues and particularly on the issue of similarity of the marks, hearings and briefs, 
all of which is a lengthy and costly proceeding. Insofar as owners of trade-marks 
are reluctant to initiate judicial oppositions, the change of procedure has the result 
of encouraging infringement and imitations of trade-marks. 


CHANGE IN THE INDIAN TRADE-MARK RULES 


Although the Indian Trade-Mark Rules, 1942, are generally similar to the 


British Trade-Mark Rules, 1938, an important variation appears in Rule 14, which 
reads: 


14. Application for old marks.—An application to register a trade-mark which has 
been continuously used by the applicant or his predecessor in business since before the 
25th day of February, 1937 (either in its original form or with additions or alterations not 
substantially affecting its identity) shall contain a statement of the period during which, 
and the person by whom, it has been used in respect of the goods mentioned in the appli- 
cation. The Registrar may require the applicant to file an affidavit testifying to such 
user with exhibits showing the mark as used. 


Further, when an application is made for registration of any mark, a search will 
be instituted which will include the marks on the deposit records, deposited under 
Sec. 85. If the mark sought to be registered is found to be similar to, or to conflict 
with, a deposited mark the applicant’s attention will be drawn to the deposit and also 
the notice of the depositor will be drawn to the application. Three months after the 
depositor receives such notice, his mark will be omitted from the list of deposited 
marks. The three months will be given in order to enable the depositor to file an 
application for registration of the mark deposited, or to enter opposition to the regis- 
tration of the mark applied for. For those who have deposited marks but have 
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delayed giving instructions to file applications for registration three months under 
present postal conditions is insufficient to receive the notice and to issue instructions. 
It may be, however, that an extension of time in such cases will be granted. 


MAINTENANCE OF BRAND IDENTITY A BUSINESS NECESSITY 


Despite the fact that many trade-marked products that have long been nationally 
advertised and distributed are being held in abeyance due to war-time restrictions, 
it is the consensus of opinion among manufacturers that the business good-will sym- 
bolized by the trade-mark or trade-name must be kept constantly before the public 
if post-war sales are expected. In other words, a trade-mark that is neither used 
or advertised ceases identify and hence is no longer a trade-mark. 

In this connection, Mr. John Holmes, president of Swift & Company, addressing 
the company’s 3,000 salesmen at a recent conference, had this to say: 


America’s system of economic enterprise is part of the American way of life; it is one 
of the things our enemies would like to destroy. A strong and smoothly functioning 
American business structure will make it easier after the war to give useful and profitable 
work to the millions who will be turning from war to peacetime pursuits. 

Obviously, therefore, it is our responsibility to continue to advertise our brand names 
and keep them alive in the minds of the consumer and the dealer. Every business house in 
America that is built on a foundation of brand identity has, I think, a similar responsibility. 
Now, more than ever, it is imperative to perserve our brand names if we are to have a 
dynamic and vigorous economic structure ready to go after this war has been fought and 
won, 


TRADE-MARK REGISTRATIONS IN DOMINICA 


The British Colony of the Leeward Islands until recently was divided into five 
Presidencies, each with its local government: Antigua (with Barbuda and Redonda), 
St. Kitts-Nevis (with Anguilla), Dominica, Montserrat, and the British Islands 
(with Sombrero). Recently, Dominica was separated from the Leeward Islands 
Colonies and now forms a separate colony. 

In view of the above, trade-mark registrations in the Leeward Islands no longer 
protect trade-marks in the colony of Dominica and a separate registration must be 
applied for in this colony. 

The procedure for registration is similar to that in the Leeward Islands. 


BOOK REVIEW 


Drug Products: Labeling, Packaging, Regulation. By Arthur Donald Herrick, of the New 
York and Federal Bars. Buckram, pp. 1-462. 1942. Revere Publishing Company, 69 New 
Street, New York, N. Y. Price, $7.50. 


This, the latest and undoubtedly one of the most comprehensive works on the sub- 
ject extant, its author states was written “to assist the manufacturer, distributor and 
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packer of drug products in his efforts to observe the spirit, as well as the letter, of 
existing law.” To this end, the origin and development of federal legislation affect- 
ing the sale of drugs and cosmetics is traced from the first law on the subject in 1848 
to the present, with special mention of the pioneer work of Dr. Harvey W. Wiley, 
the American Medical Association, and other professional groups, as well as of 
certain national magazines. 

Stress is laid on the benefits resulting from the passage of the Food and Drug 
Act of 1906, and the important Sherley Amendment of 1912, which in 1938 were 
superseded by the present Food, Drug and Cosmetic Act. Later chapters deal ade- 
quately and interestingly with misbranding, false and misleading labeling, dangerous 
drug products, adulterations, official drugs, submission of new drug applications, 
label display and cosmetics. Of especial value to drug manufacturers is the chapter 
entitled “Adequate Directions and Warnings Against Misuse” (pp. 183-213). 

The work is completed with appendices giving complete texts of all federal acts 
and regulations on the subject, tables of cases cited, also trade correspondence, bibli- 
ography and index. 

To all members of the Association, and their counsel, who are directly interested 
in the manufacture or sale of drugs, cosmetics or toilet articles, this book should 
prove exceedingly timely and helpful. Copies are available to members at the cus- 
tomary membership discount through the Association’s purchasing service. 

L. E. D. 
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PART II 


AETNA CASUALTY & SURETY COMPANY v. AETNA AUTO 
FINANCE, INC. 


United States Circuit Court of Appeals, Fifth Circuit 
November 14, 1941 


Unrair CoMpPEeTITION—“AETNA AuTO”—DeceptiveE Use oF TRADE-NAME—EFFECT OF CHANGE. 
Where appellant had identified the names “Aetna” and “Aetna Auto” with its nation-wide 
business of auto insurance, the use by appellee in its advertising and in its corporate name 
of the words “Aetna Auto,” held unfair competition, although appellee sold no insurance, 
but loaned money on automobiles, especially as the intent of appellee was plainly to trade 
upon appellant’s reputation. 
Moreover, the fact that appellee, after suit was brought, made certain changes in its 
advertising respecting the said words did not avoid an injunction against the use of such 
name in its business. 


In equity. Action for unfair competition. Appeal from District Court, North- 
ern District of Alabama. From judgment for defendant, plaintiff appeals. Reversed. 


Frank E. Spain and H. H. Grooms, both of Birmingham, Ala., for appellant. 
Harvey Deramus, Birmingham, Ala., and Butler Disman, Kansas City, Mo., for 
appellee. 


Before HutcHEson and McCorp, Circuit Judges, and M1ze, District Judge. 
HutTcHEson, Circuit Judge: 


The suit was brought by appellant to enjoin appellee from using as its corpo- 
rate name “Aetna Auto Finance, Inc.” The gist of the complaint, as appellant’s 
brief states it, was that defendant, a newly formed company, loaning money to 
automobile owners, and furnishing insurance on their cars, in connection with 
the loans, has chosen the name by which plaintiff has, for a long time been known, 
and has imitated its advertising, and is thereby leading these owners to think 
they are dealing with plaintiff, in violation of the principle that a name and repu- 
tation, like a face, is the symbol of its possessor and creator and another can use 
it only as a mask. The defense in general was that the name Aetna has not been 
and cannot be exclusively appropriated by plaintiff, that it has had wide and general 
use and is not at all peculiarly identified with so as to necessarily suggest plaintiff. 
It was further contended that no case of unfair competition was or could be made 
out, indeed, no case of competition of any kind, nor was there any showing that the 
name was chosen with unlawful design or has been or will be unfairly or fraudulently 
used, or that its choice or use of the name has injured or threatens injury to plaintiff. 

Plaintiff is, and has been for over thirty years, one of several affiliated compa- 
nies of Hartford, Connecticut, integrated through stock ownership and manage- 
ment into one nation-wide insurance organization and equipped to insure all or 
any of the insurable hazards of the country. 
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Automobile risks of all sorts are the concern of and are insured in plaintiff 
and its affiliated companies. At an annual cost of many hundred thousands of 
dollars, plaintiff has built around the slogan “Aetna-Ize” and other similar slogans, 
including “Aetna Service Spans the Continent,” “It Will Pay You to be an Aetna- 
Izer,” and “THe Aetna Auto Plan.” Plaintiff has repeatedly employed the terms, 
“Aetna Auto Combination Insurance,” “Aetna-Auto Liability Insurance,” and 
“Aetna-Auto Property Damage Insurance,” “Aetna Auto Collision Insurance,” 
“Aetna-Auto Fire & Theft Insurance,” “Aetna Auto Fire Policy,” “Aetna-Auto 
Fire Premium” and “Aetna Auto Companies.” 

Exhibits in evidence reveal the use of many advertising media, no less than 
twenty-four, where the words Aetna and Auto are conjoined. Plaintiff thus is not 
to be confused with the other aggregation of insurance companies known as the 
“Aetna Fire Group,” with which plaintiff and its associates were once affiliated but 
of which they are now competitors. From 1924 to 1935, plaintiff and its affiliated 
companies spent more than $2,000,000 in advertising and obtaining good-will and 
of this nearly one-third was devoted to the production of automobile business. The 
good-will accruing to plaintiff and its affiliated companies by this advertising is 
literally immeasurable because, in addition to spending money to advertise their 
business, they, through their 10,000 local agents, have carried on a nationwide 
safe driving test service. Plaintiff’s volume of business in Alabama in 1938 was 
$224,595.86, and there was testimony that “a company like that of defendant, whose 
name would tie up closely, might lead the public to believe they were in some way 
affiliated with us and we are necessarily affected by any unfavorable publicity the 
other concern got.” There was also some testimony of actual confusion of defend- 
ant with plaintiff. 

Defendant is an automobile finance company loaning money on automobiles 
and arranging for the sale of insurance thereon, in connection with such cars incor- 
porated in Jefferson County, Alabama, in 1937 with $2,000 authorized capital. 
It is a subsidiary of Lewis Investment Company of Missouri, whose other sub- 
sidiaries are “Aetna Auto” Finance Company of Kansas, “Aetna Auto” Finance 
of Georgia and Phoenix Finance Corporation of Arkansas. Defendant does employ 
the name Aetna, prominently displayed, and it is employing a circular device of 
approximately the same size and appearance as that employed by complainant 
upon which is imposed among other things, two automobiles and over which is 
written, in the same general type as that employed by complainant, the word 
“Aetna.” In its advertising it states that it is a “National Institution,” refers to 
its “National program” and states that it has “A New Plan for Auto Loans.” It 
states that it has “A Complete Auto Loan Service.” It asks its customers to 
“deal with a reputable company with a national reputation.” It states that “Aetna 
Brings to Birmingham a new plan for Automobile Loans.” It employs the slogan 
“The Aetna Way.” But it denies that the disk is similar to plaintiff's and it 
claims to have, since the controversy with Aetna arose, discontinued some of its 
advertising, particularly the statement that it is a “national institution.” It insists 
that it has not invaded and does not intend to invade the casualty insurance business 
but intends to confine its operations to automobile financing. In support of its 
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contention that plaintiff’s use of the name Aetna is not and cannot be exclusive, 
it offered: large numbers of trade-mark registrations identifying articles, some 
used by and some not used by plaintiff; numerous corporate charters in various 
states of numerous corporations not identified with plaintiff; and telephone direc- 
tories of various cities containing the name “Aetna,” as a part of the title, of various 
enterprises and businesses. 

On full evidence the cause was submitted to a special master who found that, 
though defendant had in the beginning used advertising that it ought not to have 
used, it had desisted, and that its conciliatory attitude since had deprived that fact 
of importance in the case. He found, too, that the evidence did not support the 
charge that the name was taken with a fraudulent or unfair intent, but that it showed 
that the name was not adopted for the purpose of passing its business off as 
complainant’s business or as one in any manner connected with complainant. 

He further found that the actions of the respondent since its incorporation 
have not had as their purpose or as their result, the deception of the public into 
the belief that the respondent is connected with the complainant. He found 
finally that respondent is not engaged in competition with the complainant and 
that not only has the public not been confused by the use of the name, but that 
the plaintiff has not been and will not be damaged by the defendant’s use of it. 
His findings and recommendations were approved by the district judge and there 
was a judgment for defendant. 

Appellant is here insisting that the finding that there was no actual intent 
to build on plaintiff's name is wholly contrary to the evidence, and further, that 
the solution of the case does not depend upon an actual intent to defraud, that is, 
to deceive any member of the public to his injury or even to deceive the plaintiff 
itself, or upon the existence of actual competition in a precise field. He insists 
therefore that the master misapprehended the nature of the case and decided wrong- 
fully upon such misapprehension. 

The case turns, appellant says, upon whether the evidence as a whole furnishes 
reasonable ground for the belief that there is a probability that persons may be 
deceived by the use of the name into thinking that there is a connection between 
plaintiff and the defendant, and that it would have a large bearing upon the atti- 
tude of the court, if defendant had this probability in mind, and was intending to 
create or give the impression that it was connected, identified or in some way 
affiliated with plaintiff. 

We agree with appellant. There may, of course, be imagined many cases where 
the use of the word “Aetna,” standing alone, will not be relieved against. It 
will serve no useful purpose to set these out. What is confusing here and what 
makes it plain that the defendant must be held accountable in equity for its actions, 
is that it has not contented itself with merely using the word “Aetna” for its name, 
but has taken the combination “Aetna Auto,” which plaintiff by its advertising, 
has made completely suggestive of itself. 

The name itself coupled with the advertising plaintiff began with, but which 
now under threat of suit it has discontinued, leaves us in no doubt that it was 
the purpose of defendant to build itself upon the established reputation and busi- 
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ness strength of plaintiff and to reap such benefit from it as it could. The mere 
desisting from these practices when brought to book for them, will not prevent 
an injunction against the use of the name which by its advertising it has identified 
with them. Neither will it do for defendant to say that its purpose is not to take 
automobile insurance from plaintiff because it is not in that business but in the 
business of loaning. It might not take any automobile insurance away and still 
not escape the charge of unfair competition. But as a matter of fact, its activities 
which always couple the giving of insurance with the giving of loans, will neces- 
sarily take some business away from plaintiff. 

But more significant and important than the fact that this is so, is the pur- 
pose evidenced by the choice, by this new comer into the field of automobile financ- 
ing, of name and advertising matter. This purpose is to project itself into that 
business arena panoplied in a name already favorably known, rather than to 
come into it on its own merits, and slowly building, here a little, there a little, 
establish its own place. The cases from this circuit on which appellee, the master 
and the district judge relied below’ do not support appellee’s position. They were 
all cases of entirely different purport. Cases in point here are: American Steel 
Foundries v. Robertson, 70 L. Ed. 317, 269 U. S. 372 [16 T.-M. Rep. 51] ; Arm- 
strong Paint & Varnish Works v. NU-Enamel Corp., 305 U. S. 315 [29 T.-M. 
Rep. 3] ; Standard Oil of New Mexico v. Standard Oil of California, 56 F. 2d 973 
[22 T.-M. Rep. 363]; Del Monte Special Food Co. v. California Packing Co., 34 
F. 2d 774 [19 T.-M. Rep. 443]; Western Auto Supply Co. v. Knox, 93 F. 2d 850 
[28 T.-M. Rep. 112]; Churchill Downs Distilling Co. v. Churchill Downs, 90 
S. W. 2d 1041; Indian Territory Oil and Gas Co. v. Indian Territory Illumina- 
tion Oil Co., 95 F. 2d 711 [28 T.-M. Rep. 295]. These cases all hold that where, 
as here, it plainly appears that there is a purpose to reap where one has not sown, 
to gather where one has not planted, to build upon the work and reputation of 
another, the use of the advertising or trade-name or distinguishing mark of another, 
is in its nature, fraudulent and will be enjoined. We think too that the invoked 
Alabama Name Statute,’ supports appellant’s claim to the injunction it asks. 

The judgment refusing the injunction was wrong and must be reversed and the 
cause is remanded for further and not inconsistent proceedings. 


1. Joseph Schliz Brewing Co. v. Houstton Ice & Brewery Co., 241 F. 817; Continental Ins. 
Co. v. Continental Fire Assn., 101 F. 255; Pulitzer Publishing Co. v. The Houston Printing 
Co., 11 F. 2d 834; Fidelity Bond & Mortgage Co. v. Fidelity Bond & Mortgage Co. of Texas, 
37 F. 2d 99; Gleaves v. W.B. Fishburn Co., 82 F. 2d 627. 

2. “No name shall be assumed which is identical with that of any corporation already exist- 
ing in this state, or so nearly similar as to lead to confusion and uncertainty.” Title 10, Sec. 2, 
Alabama Code. White v. Citizens Light & Power Co., 172 Ala. 232, 55 So. 193; Harrison 
Transfer Co. v. Harris Transfer & Warehouse Co., 208 Ala. 631; 95 So. 12; Bankers Fire & 
Marine Ins. Co. v. Sloss, 229 Ala. 26, 155 So. 371; McVay & Sons Seed Co. v. McVay Floral 
Co., 79 So. 116; Grand Lodge v. Grand Lodge K. of P., 56 So. 963; Boston Shoe Shop v. 
McBroom Shoe Shop, 72 So. 102. 
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GENERAL MOTORS CORPORATION, et at. v. CIRCULATORS & 
DEVICES MANUFACTURING CORPORATION 


United States District Court, Southern District of New York 
April 29, 1941 


Unrair CoMPETITION—“Fricip Arr” ON FANS—DECEPTIVE SIMILARITY TO “FRIGIDAIRE.” 

The use by defendant on its fans of the words “Frigid Air Circulators,” after plaintiff 
and its predecessors had adopted the name “Frigidaire” as a trade-mark for refrigerators 
and air-conditioning units, held unfair competition, and was enjoined. 

UNFAIR CoMPETITION—SCOPE OF PROTECTION. 

In the case at issue, although plaintiff does not make electric fans as such, certain devices 
made and sold under its trade-mark include them as necessary constituents; and the protec- 
tion to a mark extends to all autonymous elements necessarily embodied in goods to which 
it applies. 

Unrair CoMPETITION—DEcEPTIVE Use oF DescrRIPTIVE TERMS. 

Although defendant’s use of the words “Frigid Air” on electric fans was restrained, as 
no evidence appeared that confusion had resulted from use of “Frigid” alone, such use was 
not enjoined. 

Unrair CoMPETITION—SvuIts—ACCOUNTING. 

In the case at issue, held that defendant’s unfair competition did not call for an account- 
ing; but, if plaintiffs were otherwise advised, the matter might be considered on settle- 
ment of decree. 


In equity. Action for unfair competition. Decree for plaintiffs. 


Cooper, Kerr & Dunham (Drury W. Cooper and Thomas J. Byrne of counsel), 
all of New York, N. Y., for plaintiffs. 

Louis N. Field (Louis N. Field and Alfred A. Stander of counsel), both of New 
York, N. Y., for defendant. 


Byers, District Judge: 


The plaintiff's cause in unfair competition is based upon the defendant’s use 
of the word “Frigid” in such close relation to the word “Air” in the expression 
“Frigid Air Circulators’—meaning fans—that the trade-mark of the former 
“Frigidaire” has been simulated. 


There are few, if any, contested issues of fact, and it is clear that the plaintiffs 
are entitled to the injunction prayed for in the complaint. The evidence establishes : 


1. “Frigidaire” is a trade-mark of wide repute, which was adopted by the plaintiff’s 
predecessor in September, 1918, for refrigerators and refrigerating apparatus, and it was 
used extensively in connection therewith from that time forward until the filing of the 
complaint. 

2. The said trade-mark was also applied by the plaintiff’s predecessors in about 
1930 to devices known as air conditioning units for the cooling and conditioning of air 
within buildings and other structures. 

3. On or about November 30, 1936, the plaintiff General Motors Corporation duly 
acquired by succession the business, trade-mark and good-will of its predecessors which 
had established, expanded and conducted the manufacture and sale of refrigerators, refrig- 
erating apparatus and air-conditioning units, so identified with the trade-mark Frigid- 
aire; and since that date the plaintiff General Motors Sales Corporation (a wholly owned 
subsidiary of the first-named plaintiff) has been engaged in selling to the public such 
devices bearing that trade-mark. 
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4. Electric fans were and are incorporated into and form an integral part of such 
devices. 


5. The first-named plaintiff has the exclusive right to use the said trade-mark on 
such devices of its own manufacture. 


6. The said trade-mark is of substantial value to the said plaintiff, and its business 
in the devices to which it applies is extensive. 


7. The said trade-mark has been rendered familiar to the public as the result of 


extensive and costly advertising, and has come to identify these products of the plain- 
tiffs in the public understanding. 


8. The defendant was incorporated in June of 1938, and ever since has been engaged 
in assembling and selling electrically operated fans for use as such in promoting the circu- 
lation of air in rooms, offices and the like. 


9. With actual knowledge of the nature, extent and character of the plaintiffs’ said 
business and trade-mark, the defendant has advertised and sold its fans under a confus- 
ingly close adaptation of the plaintiffs’ said trade-mark by so displaying the word “Frigid” 
in association with the word “Air,” as to result in their use as “Frigid Air” as the trade- 


mark applied to and advertised in connection with the fans so assembled and sold by the 
defendant. 


10. Such conduct by the defendant was deliberate and intentional, and constituted 

a form of unfair competition with the plaintiffs, in that it was consistent with a purpose 

to associate, in the minds of purchasers, the fans so assembled and sold by the defendant, 

with the said business and trade-mark of the first-named plaintiff. 

It results from the foregoing, and is concluded, that the plaintiffs are entitled 
to an injunction against the defendant, forbidding it to employ the words “Frigid” 
and “Air” in any such relation and in any form which can result in their use so as 
to approximate, in sound or appearance, the said plaintiff’s trade-mark “Frigid- 
aire,” in connection with electrically propelled fans or blowers. 


OPINION 


The findings embrace the essential elements of this controversy and but brief 
discussion thereof is permissible. 

The fact that defendant chose to resort to the expression “Air Circulators” 
instead of the shorter and more familiar word “Fans” in its advertising matter, 
indicates, without more, its anxiety to seize upon some pretext to employ the word 
“Air” with “Frigid” in connection with a business that is akin to that of the plaintiff. 

Therein the defendant’s purpose was unmistakably laid bare. 

It is true that the plaintiffs do not make and sell electric fans as such; but the 
devices made and sold under the trade-mark “Frigidaire” include them as neces- 
sary constituents, and the protection of the trade-mark must extend to all autono- 
mous elements necessarily embodied in the products to which it applies. If this 
were not so, the opportunities for unfair competition would be greatly increased. 

The fact that the defendant sells fans alone, and not refrigerating apparatus, 
etc., does not entitle it to imitate or confiscate the plaintiff’s trade-mark, for reasons 
expounded in L. E. Waterman Co. v. Gordon, 72 F. 2d 272 [24 T.-M. Rep. 343]. 

Sight has not been lost of the further fact that defendant also uses the trade- 
mark “Circo,” and while it may of course use as many marks as it chooses, so 
long as it does not thereby purloin the property of others, the circumstance is not 


without its bearing upon the course of conduct reflected in the testimony and exhibits 
in this case. 
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The plaintiff urges, presumably under its prayer for further relief, that it may 
bar the use of the word “Frigid” alone, as applied to the defendant’s fans ; first, 
because the evidence shows that it was used unfairly, and solely to couple it with 
“Air” to the invasion of the plaintiffs’ rights; and secondly, because a manifest 
linguistic distortion results from its application to a fan which merely promotes 
circulation but does not create a state of relative frigidity. 

I should not suppose that the second ground would support an injunction, 
however desirable it is to promote the use of reasonably accurate verbiage in the 
realm of trade-marks. The first reason is more persuasive, but goes somewhat 
beyond the decided cases, except perhaps Barton v. Rex-Oil Co., Inc., 29 F. 2d 
474 [14 T.-M. Rep. 455]. There a coined word was simulated by the juncture of 
two that were not, and the use of the latter was forbidden on rehearing. This 
defendant employs, inaccurately, a common adjective, and when used alone, per- 
haps it may not infringe the plaintiff’s coined word. At least, there is no evidence 
that confusion has resulted from the defendant’s various activities, including its 
misleading advertising. It seems that, within this record, the Court may not go 
so far as to enjoin the use of “Frigid” alone, in the absence of evidence to support 
a conclusion that injury to the plaintiffs’ business is fairly to be anticipated there- 
from, or has indeed been shown. 

Nor is it apparent that the evidence calls for an assessment of profits and 
damages through an accounting, but if the plaintiffs are otherwise advised, the 
subject can be further considered on settlement of the decree, which is hereby 
ordered, with costs, to the plaintiffs. 

If additional findings and conclusions are deemed requisite, they may be 
settled at the same time. 


THE COCA-COLA COMPANY v. CHRISTOPHER tTrapine as LA COO 
COMPANY 


United States District Court, Eastern District of Michigan 
January 23, 1940 


UnFair COMPETITION—IMITATING TRADE-MArK—“Coca-CoLa” anp “La Cog” on BEVERAGES. 
The use by defendant on its bottled beverage of the words “La Coq” held to be an attempt 
to take advantage of the good-will earned by plaintiff in its “Coca-Cola” beverage and 
trade-mark and to constitute unfair competition. 
TrADE-Marks—“Coca-CoLa” AND “CoKE” AS TRADE-MARKS ON BEVERAGE—RIGHT TO USE. 

In an action brought by The Coca-Cola Company to restrain the use by defendant of the 
words “La Coq” on a competing beverage, plaintiff held to be the owner of the mark “Coca- 
Cola” and to have the exclusive right to its use, and to the use of its abbreviated form of 
the word “Coke.” 


In equity. Action for unfair competition. Judgment for plaintiff. 
Whittemore, Hulbert & Belknap, Detroit, Mich., for plaintiff. 
Howard H. Campbell and Ralph L. Barrows, both of Detroit, Mich., for defendant. 


LEDERLE, District Judge. 





COCA-COLA CO. v. CHRISTOPHER 


FINDINGS OF Fact 


1. Plaintiff is a Delaware corporation. The defendant is a citizen of Michigan 
and a resident in the City of Detroit. The amount involved in this suit is in 
excess of $3,000, exclusive of interest and costs. 

2. The plaintiff and its predecessors have, for many years, applied the trade- 
mark “Coca-Cola” to a soft drink syrup and beverage made therefrom, and have 
spent large sums of money advertising this product. For many years plaintiff’s 
trade-mark has been commonly abbreviated by dealers and the public to “coke.” 
The use of this name for plaintiff’s product has been common in Detroit and vicinity. 
Counsel for the defendant conceded “. . . that when I asked for ‘coke,’ however it 
is spelled, I expect to get Coca-Cola ....” Soft drinks are usually ordered by 
spoken word, and a call for “coke” is a call for Coca-Cola, and is so understood 
by dealers and the public. 

3. On January 17, 1940, the defendant filed a voluntary petition in bankruptcy 
and was adjudged bankrupt on January 29, 1940. In February, 1940, while the 
bankruptcy proceedings were ‘pending, he started to do business under the 
assumed name of the “La Coq Company,” in the city of Detroit. He never dis- 
closed to the Bankruptcy Court the fact that he was engaged in this business, 
and received his discharge in bankruptcy on September 12, 1940. The defendant 
had not to exceed $1,500 to be used for the purpose of developing his product. 
This money he secured by borrowing small amounts from several different 
individuals. 

4. The defendant testified as a witness in his own behalf, and from his 
testimony and his demeanor upon the witness stand I am forced to conclude that 
from the outset he intended to palm off his goods as those of the plaintiff, and that 
he selected the name “Le Coq” for the purpose of deceiving the public. He did 
not have sufficient capital himself to advertise his product and no means of securing 
such capital, and without such advertising there was no possibility of the success 
of this venture. The name “La Coq” is commonly pronounced the same as it 
would be if it were spelled “L-a C-o-k-e,” and this in turn would normally be 
understood to mean “a coke” with a broad “a.” The defendant also artificially 
colored his product for the sole purpose of making it similar in appearance to the 
product of the plaintiff. 

5. The defendant, by his conduct, passed off his goods as the plaintiff's goods 
and adopted means which he knew would be likely to deceive the public into think- 
ing that the plaintiff was the manufacturer thereof. 

6. Before filing its complaint the plaintiff requested the defendant to discon- 
tinue the use of the name “La Cog,” but the defendant refused to do so. 


CONCLUSIONS OF LAW 


1. The court has jurisdiction of the subject matter and of the parties to this 
action. 

2. The plaintiff is the owner of the trade-mark “Coca-Cola,” and is entitled 
to its exclusive use and to the exclusive use of the word “coke,” the abbreviation 
of its trade-mark “Coca-Cola.” The use by the defendant of the term “Coq’’ is 
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equivalent to the use of “Coca-Cola.” The use of this term is a representation 
that the defendant’s goods come from the plaintiff, or that the defendant is acting 
by or under the authority of the plaintiff. The defendant has attempted to take 
advantage of the good-will earned by the plaintiff, and the attempt to deceive the 
average purchaser and palm off his goods as the goods of the plaintiff constitutes 
unfair competition. Socony-Vacuum Oil Company v. Rosen, 108 F. 2d 632 [30 
T.-M. Rep. 165]. 

3. Plaintiff is entitled to a perpetual injunction enjoining the defendant from 
using upon or in connection with the sale, manufacture, bottling, advertising or 
offering for sale of any beverage syrup or beverage made therefrom, the word 
“coq,” whether in association with the term “la” or any other word, and other- 
wise competing unfairly with the plaintiff. 

4. The plaintiff has not proved actual damages to its business or established a 
measurable loss resulting from the unfair competition. Damages for unfair com- 
petition must be confined to the loss actually sustained by the plaintiff as the direct 
and natural consequence of such act, and damages which are uncertain or specula- 
tive cannot form the basis of recovery. Socony-Vacuum Oil Company v. Rosen, 
supra. Liberty Oil Corporation v. Crowley, Milner & Company, 270 Mich. 187, 
258 N. W. 241 [25 T.-M. Rep. 124]. 

5. A judgment may be entered for the plaintiff in accordance with these find- 
ings, with costs. 


BREESE, pornc susiness as TAMPAD CO. v. TAMPAX, INCORPORATED, 
ET AL. 


United States District Court, Southern District of New York 
October 22, 1941 


TRADE-MARK INFRINGEMENT—SUITS—PARTIES—MOTION TO REMAND 

In an action for trade-mark infringement, in which one party was a resident of the 
State and district and the other a non-resident, held that removal from the State to the 
Federal court was improper, especially as there was no separable controversy. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ENTERING COMPLAINANT'S MARKET 
WITH SIMILAR TRADE-MARK. 

Where, co-defendant Mann, after allegedly agreeing to promote the sale of plaintiff’s 
product under her trade-mark on a national scale, entered into secret dealings with another 
group and formed a company, Tampax, Inc., to sell a product in competition with plaintiff 
under a competing trade-mark, said Mann held guilty of trade-mark infringement and unfair 
competition against the plaintiff. 

TRADE-MARK INFRINGEMENT—SUITS—PARTIES. 

Whether individual defendant was dominant factor in corporate defendant is a question 
of fact which cannot be determined on affidavit showing comparative holdings of individual 
defendant and other directors. 


In equity. Action for trade-mark infringement and unfair competition. On 
plaintiff’s motion to remand action to state court. Granted. 


Eugene Frederick Roth, New York, N. Y., for plaintiffs. 
Pennie, Davis, Marvin & Edmonds (W. Brown Morton of counsel), all of New 
York, N. Y., for defendants. 





BREESE v. TAMPAX 


Concer, District Judge: 


Motion to remand. This action was commenced in the Supreme Court, New 
York County, by the plaintiff, a citizen of Connecticut, against Tampax, Inc., a 
Delaware corporation, and Ellery W. Mann, who is a citizen and resident of 
New York. The action was removed to this court on the petition of both 
defendants. 

After asserting that more than $3,000 is involved and that this is a suit as to 
which this court has original jurisdiction, the petition for removal alleges the 
following as the basis for removal : 


5. That there is a controversy in this suit, and that such controversy and every issue 
of fact and law therein is wholly between citizens of different states. 


Immediately following the quotation are set forth the facts of citizenship and 
residence of the three parties to the suit. 


The plaintiff now moves to remand the cause to the state court upon the ground 


“that the defendant Ellery W. Mann is and at the time of this action was a resident of 
the County and State of New York and this action was not properly removed to this 
court in accordance with the applicable statutory provisions. 


The motion is opposed for the reason that there is diversity of citizenship 
between the plaintiff and defendant Tampax, Inc., the only real defendant and 
the only defendant as to which the complaint states a cause of action. 

The real and determinative issue therefore on this motion is whether the defend- 
ant Mann is a real defendant, and whether or not a cause of action is alleged against 
him. 

There is no question that the presence of a merely nominal party, or one 
against whom no claim is stated, will not defeat removal. (Toadwine v. Cin- 
cinnati Ry. Co., 20 F. Supp. 226.) If, however, a good claim is stated then 
such defendant in fact is a substantial, not a nominal, party. 

My conclusion is that a good claim is stated. The complaint shows in sub- 
stance that Mann, at first as an officer of Zonite Products Corp. and later acting 
for himself, engaged in extensive negotiations with the plaintiff over a period 
of years looking towards the promotion and sale of plaintiff's product and the 
use of her trade-mark. During these negotiations he is alleged to have made 
promises to plaintiff that he would finance and promote the venture on a national 
scale. 

During these transactions with plaintiff, it is averred that Mann entered into 
secret dealings with another group, the purpose of which was to sell a product 
in competition with that of the plaintiff under a trade-mark that was similar to 
the plaintiff’s. It is alleged that Mann and his other associates formed a com- 
pany, the corporate defendant herein, to effectuate their purpose ; that Mann became 
its president and has at all times been the dominant force therein, directing its policy 
and its action. It is alleged that this corporation was formed and has been used 
to promote the sale of the competing product and to enhance the position of the 
competing trade-mark ; that due to the efforts of Mann the corporation has secured 








12 THIRTY-TWO TRADE-MARK REPORTER 


considerable financing and has extended itself into and usurped the market which 
is rightfully the plaintiff's. 

It is further alleged that all of the above was done wilfully and with full 
knowledge on the part of Mann and the corporation of plaintiff’s rights, was 
calculated to and did injure the plaintiff and deprive her of her lawful profits. 

The plaintiff seeks a decree adjudging her trade-mark valid and infringed by 
defendants, for an injunction against them and their agents, for an accounting 
for profits arising out of the infringement, and for damages caused by the unfair 
trade practices set forth. 

Aside from a possible right of action against Mann for deceit, as to the merits 
of which it is not necessary to rule, I am of the opinion that he is liable in tort 
not only for infringement as such, but for unfair competition. 

In Denominational Envelope Co. v. Duplex, 80 F. 2d 186, it was found that 
the individual defendants, one of whom was an officer of the corporate defendant, 
had participated actively in the infringement. As part of the plan it was found 
that one of them had been instrumental in forming the defendant corporation, and 
that both defendants were active in the affairs of the company and aware of the 
character of its operations (1.e., infringing the plaintiff's product). The court 
held them liable. The same rule was applied in Claude Neon Lights v. American 
Neon Corp., 39 F. 2d 548, wherein it was stated that all persons participating 
in the infringement are liable even though acting simply as officers of the corpo- 
ration. (And see National Geographic Soc. v. Classified Geographic, Inc., 27 
F. Supp. 655; Prest-O-Lite v. Acetylene Welding Co., 259 F. 940 [9 T.-M. Rep. 
441]; Hitchcock v. American Plate Glass Co., 259 F. 948; Saxlehelner v. Eisner, 
147 F. 189.) 

The cases cited by defendants, New Departure Mfg. Co. v. Rockwell Drake 
Corp., 287 F. 328; Art Metal Works v. Henry Lederer & Bros., 36 F. 2d 267; 
Reis v. Rosenthal, 204 F. 282; and Tuisel Corp. v. B. Haupt & Co., 25 F. 2d 318, 
hold either that conclusory allegations unsupported by facts are insufficient upon 
which to sustain personal liability, or that in order to charge the officer of a cor- 
poration with personal liability for infringement it must be shown that he did more 
than act within the scope of his duty as an officer, and that his conduct went beyond 
that point. 

This distinction was alluded to in the Claude Neon case, supra. The line of 
demarcation is, to say the least, a shadowy one, and it is perfectly obvious to me 
that the liability will depend in the last analysis upon the proof adduced. Whether 
the individual exceeded his office, or was guilty of conduct which will render him lia- 
ble, is a question of fact. Whether, as defendants urge, Mann was not the dominant 
factor in this corporation, or whether he was, cannot be determined upon an affi- 
davit which devotes itself to the comparative stockholdings of Mann and other 
directors, and this too is a question of fact. Suffice it is to say that a cause of 
action is stated against the individual defendant. 

Having thus found I can only conclude that the removal from the state to the 
federal court was improper. Here we have two defendants, both of whom I con- 
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clude are proper and real parties: one a non-resident and the other a resident of 
this state and district. 

Where there is no separable controversy (as herein) and a resident and non- 
resident are joined, the suit is not removable. (Rand v. Hercules, 28 F. 2d 131; 
McCafferty v. Wilson, 10 F. 2d 268; Thurston v. Northwestern Fire & Marine 
Ins. Co., 9 F. Supp. 848). 

Motion granted. Settle order on notice. 


CHAMPION SPARK PLUG COMPANY v. REICH, pornG BUsINEss As 
AUTOMOTIVE PRODUCTS COMPANY 


United States District Court, Western District of Missouri 
November 3, 1941 


TRADE-MARK [INFRINGEMENT—SUITS—INJUNCTION—DECREE—CONSTRUCTION. 

An opinion of the Court of Appeals should be construed with reference to the facts on 
which it is based. In an action to restrain defendant from the sale of plaintiff’s recondi- 
tioned spark plugs bearing its trade-mark “Champion” without removing all said marks 
therefrom, the court’s decree to that effect must be interpreted literally. 


In equity. Action for trade-mark infringement and unfair competition. On 
defendant’s objections to proposed decree and to an order for an accounting. 
Objections overruled. For earlier decision see 28 T.M. Rep. 545. 


Arthur C. Brown, Kansas City, Mo., for plaintiff. 


Charles H. Thompson and Johnson, Garnett & Quinn, both of Kansas City, Mo., 
for defendant. 


REEvEs, District Judge : 


Because of a complete disagreement between counsel on the questions (a) as 
to the comprehensiveness of the decree, and (b) whether an accounting should be 
ordered, I find it necessary to prepare, after a review of the authorities, a brief 
memorandum opinion. 

1. The question as to the comprehensiveness of the decree is dependent 
upon the opinion of the Court of Appeals reported 121 F. 2d 769. 

The point made by the defendant is that the decree should not be extended 
to forbid the retention of the “type-mark’’ of the. plaintiff on his reconditioned 
spark plugs. A careful study of the opinion of the Court of Appeals reveals that 
the reconditioned spark plugs of the defendant were treated as entirely different 
from the spark plugs of the plaintiff, which bore its trade-mark and type-marks. 
It was the view of the Court of Appeals, therefore, that all marks originally stamped 
by the plaintiff should be removed from the reconditioned plugs. It has been 
my view that, because of evidence of damage to the reconditioned device in remov- 
ing the trade-marks and type-marks of the plaintiff, a period of probation should 
be granted to determine whether the public has been or could be deceived. There 
being no such evidence, it seemed proper to decline to grant an injunction to pro- 
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hibit the use of an article because of the presence of marks not deceiving the public. 
However, the Court of Appeals did not agree with this viewpoint, and its opinion 
should be interpreted to mean that all marks of the plaintiff must be removed as 
a protection to the public. It is my duty to construe the opinion of the Court of 
Appeals precisely as a written instrument should be construed. I should go 
further and say, in construing opinions of the appellate courts, the principles of 
statutory construction control. This means that a judicial opinion should be con- 
strued with reference to the facts on which it is based and “the language used 
must be held as referring to the particular case, and read in the light of the cir- 
cumstances under which it is used, and of the issues or questions presented.” 21 
C. J. S. Section 22, pages 408, 409, 410, 411. White v. Aronson, 302 U. S. 16; 
Wright v. United States, 302 U. S. 583; Safe Deposit & Trust Co. v. Common- 
wealth of Virginia, 280 U. S. 83; People of Puerto Rico v. Shell Co., 302 U. S. 253. 

It follows from the foregoing that the decree submitted by plaintiff is no 
broader than the intendment of the Court of Appeals and is a proper decree 
upon the mandate. 

2. The plaintiff has asked for the appointment of a master to take an account- 
ing of profits. The defendant earnestly opposes such an appointment upon the 
ground that an accounting is not proper in this case. Able counsel called my 
attention to Ammon & Person v. Narragansett Dairy Co., 262 F. 880 [10 T.-M. 
Rep. 191]. The same case had been reported while in the District Court at 252 F. 
276 and 254 F. 208 [8 T.-M. Rep. 395]. Aside from the question of innocence 


in infringing the trade-mark, the litigants in that case covered different territory 
in the sale of the product. The Court of Appeals, 1. c. 884, said: 


So far as damages and profits are concerned, we agree, also, with the District Court 
that the burden is upon the plaintiff to prove that the defendant has made profits attribut- 
able, in whole or in part, to its trade-mark. . . . This burden was not sustained. 

Section 99, Title 15 U. S. C. A. contemplates that when a decree has been 
rendered in a case of trade-mark infringement “for wrongful use of a trade-mark 
the complainant shall be entitled to recover, in addition to the profits to be 
accounted for by the defendant, the damages the complainant has sustained 
thereby, and the court shall assess the same or cause the same to be assessed 
under its direction.” 

The Supreme Court, in Hamilton-Brown Shoe Company v. Wolf Bros. & 
Co., 240 U. S. 251, 1. c. 260 [6 T.-M. Rep. 169], held that the rule in such cases 
“is strictly analogous to that applied in patent cases.” In that opinion the court 
said that “the right to use a trade-mark is recognized as a kind of property, of 
which the owner is entitled to the exclusive enjoyment to the extent that it has 
been actually used. . . . The infringer is required in equity to account for and 
yield up his gains to the true owner, upon a principle analogous to that which 
charges a trustee with the profits acquired by wrongful use of the property of 
the cestui que trust.” 

The Court of Appeals for the Sixth Circuit reached the same conclusion in 
Kresge v. Champion Spark-Plug Co., 3 F. 2d 415 [15 T.-M. Rep. 276]. 
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Upon the record in this case the plaintiff is entitled to have an accounting 
of profits and the same will be ordered. 


Mr. Roy P. Swanson will be appointed as Special Master to hear the matter 
as by order concurrently filed. 


SOLVENTOL CHEMICAL PRODUCTS, INC. v. LANGFIELD, porne susi- 
NESS AS THE SOLVITE COMPANY 


United States District Court, Eastern District of Michigan 
November 12, 1941 


TRADE-MARK INFRINGEMENT—“SOLVENTOL” AND “SoLviTe”—CoNFLICTING MARKS. 

The word “Solventol” held confusingly similar to “Solvite.” 

TRADE-MARK INFRINGEMENT—TEST OF SIMILARITY OF SOUND. 

In retail business where transactions are conducted orally, the sound of a name is of 
great significance; moreover, in radio advertising there is no effective way of avoiding 
confusion between the sound of defendant’s trade-mark “Solvite” and plaintiff’s mark 
“Solventol.” 

TRADE-MARKS—WATER SOLUBLE CLEANER AND Dry CLEANING Soap—Goops oF SAME DescriP- 
TIVE PROPERTIES. 

A water soluble cleaner for general household use held to have the same descriptive 
properties as dry cleaning soap. 

TRADE-MARKS—REGISTRATION—SuIt Unper R. S. 4915—Force or Patent Orrice Decision. 

In suits brought under R. S. 4915 the decision of the Patent Office must be accepted as 


controlling, unless the contrary is established by evidence which carries through to a 
conviction. 


TRADE-MARK [NFRINGEMENT—OPPOSITION—SCOPE OF REGISTRANT'S BUSINESS. 

That registrant’s business is very small as compared with applicant’s business is of no 
significance in an opposition proceeding brought under R. S. 4915, particularly as registrant 
has shown that it has no intention of abandoning its mark. 

TRADE-MARKS—RIGHT TO REGISTER. 


The statute governing the right to register a trade-mark, in so far as it prohibits the 
registration of a mark which is confusingly similar to a prior mark, is simply declaratory 
of common law regarding infringement. 


In equity. Action under R. S. 4915 to obtain registration of a trade-mark, in 
which defendant counterclaimed for trade-mark infringement. Judgment for de- 
fendant. For decision below, see 21 T.-M. Rep. 264. 


Harness, Dickey & Pierce, Detroit, Mich., for plaintiff. 
Hill, Hamblen, Essery & Lewis, Detroit, Mich., for defendant. 


LEDERLE, District Judge: 


FINDINGS OF FACT 


1. Plaintiff, Solventol Chemical Products, Inc., has its principal place of busi- 
ness in the City of Detroit. Defendant, Conrad E. Langfield, doing business as 
The Solvite Company, is a resident of Northville, Michigan. 

2. The complaint and the counterclaim are based upon the trade-mark laws 
of the United States. 
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3. Both parties are engaged in the manufacture and sale of cleaning prepara- 
tions. These products are sold in bulk to commercial establishments and at retail 
for ordinary household uses. 

4. Defendant adopted its trade-mark “Solvite” in 1914, and it has been in 
continuous use by him since that date. It was registered in the United States 
Patent Office on June 12, 1928, under the Act of February 20, 1905. 

5. Plaintiff adopted its name “Solventol” in 1932, and on October 14, 1936, 
filed an application in the United States Patent Office to register the name “Sol- 
ventol” as its trade-mark for a general cleaning compound for use in household 
and industrial cleaning. On March 30, 1938, defendant filed a notice of opposi- — 
tion to the registration of the mark on the ground that it so nearly resembled the 
trade-mark, “Solvite,” owned and registered by the defendant, as to be likely to 
cause confusion and mistake in the mind of the public and deceive purchasers. 
On April 24, 1939, the Examiner of Trade-Mark Interferences in the Patent 
Office sustained defendant’s opposition, holding that the plaintiff was not entitled 
to register the name “Solventol.” On May 4, 1939, plaintiff filed an appeal from 
the decision of the Examiner of Interferences to the Commissioner of Patents, and 
on January 30, 1940, the Commissioner of Patents affirmed the decision of the 
Examiner of Trade-Mark Interferences and refused to register plaintiff's trade- 
mark “Solventol.” (Langfield v. Solventol Chemical Products, Inc.) 

6. Plaintiff’s product is a water-soluble cleaner for general household and 
industrial use. Its product cannot be used with a dry cleaning solvent. Defend- 
ant’s cleaner cannot be used with water, but is used in connection with cleaning 
solvents, such as gasoline or naphtha. The Examiner of Interferences found 
that “. . . . both (products) are cleaning compounds and while they are perhaps 
adapted for use, in general, by different classes of commercial, or industrial con- 
cerns, both are sold in small containers for various household uses and are in part 
recommended for cleaning the same garments and household furnishings. It seems 
to the Examiner that these goods are even more closely related than the opposer’s 
dry cleaning soap, on the one hand, and a sanitary solvent for cleaning toilet bowls, 
on the other, which were held to possess the same descriptive properties in Lang- 
field v. Solvit-All Corp., 49 F. 2d 480. 

The evidence produced in this case fully supports the decisions made by the 
Patent Office and establishes that the two marks are confusingly similar. 

7. On February 9, 1940, plaintiff filed this complaint under Revised Statutes 
4915, 35 U. S. C. 63, seeking a decree authorizing the Commissioner of Patents 
to register its trade-mark in the United States Patent Office. The defendant filed 
a counterclaim charging the plaintiff with trade-mark infringement by reason of the 
use of the mark “Solventol” and asked for an injunction and an accounting, but 
at the hearing withdrew his claim for an accounting. 

8. The defendant never heard of “Solventol” until March, 1938, and shortly 
thereafter requested the plaintiff to discontinue the use of this name. Mr. Charles 
A. Campbell, president of the plaintiff, replied that he would take the matter up 
with the company’s attorneys and undoubtedly the defendant would hear from them. 
The plaintiff's attorneys did not discuss the matter with the defendant but pro- 
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ceeded with their attempts to register the plaintiff's trade-mark in the Patent Office. 
9. From 1932 to 1936, plaintiff sold its product in bulk quantities of 100 pounds 
or more directly to commercial and industrial concerns, who used it for their own 
cleaning. In 1936, the plaintiff began selling its compound at retail. Since the 
beginning of the business in 1932, the plaintiff's sales have been as follows: 


Value Value 
Year Total Weight Retail Sales Total Sales 


none $ 84,000.00 

$ 4,658.95 107,906.72 

7,718.23 150,660.70 

2,370,000 Ibs. 38,095.50 177,036.27 
3,560,000 Ibs. 80,233.45 284,857.33 
3,480,000 Ibs. 106,410.67 296,765.92 


14,150,000 Ibs. $237,116.80 $1,101,226.94 


During the years 1936 to 1940, both inclusive, the defendant sold approxi- 
mately 3,000 pounds of his product, having a sales value of approximately $4,600. 
Plaintiff has actively promoted the retail sales of its product by the employ- 
ment of house-to-house canvassers and demonstrators, and has expended upwards 
of $400,000 for this purpose. The defendant has spent approximately $75,00U 
for advertising its product since 1914, but has spent practically nothing for adver- 


tising or sales promotion since 1930. 

10. Plaintiff adopted the arbitrary and fanciful name “Solventol’” without mak- 
ing any investigation to determine if a name confusingly similar was in use for 
products of the same descriptive properties. Purchasers of the plaintiff’s product 
in bulk are experienced buyers, and such sales are made on the merits of the product 
directly by representatives of the plaintiff company. The trade-mark has little or 
no significance as to such sales. 

At or about the time plaintiff started to actively promote the sales of its prod- 
uct at retail, it also recognized the need for a trade-mark and filed its application 
for registration of the name “Solventol.” If a search had been made at that time, 
it would have been discovered that the defendant’s mark was registered, and that 
the defendant was diligently protecting its interest in that trade-mark in the Patent 
Office and in the courts. 

The case of Langfield v. Solvit-All Corp., 49 F. 2d 480 [21 T.-M. Rep. 264], 
was decided April 29, 1931. The defendant’s products have been on sale con- 
tinuously since 1914. Since 1928 its containers have carried the notice of trade- 
mark registration. If the plaintiff had made an investigation to determine its right 
to use the trade-mark it adopted, it could have discovered the defendant’s product 
in Detroit retail establishments. Before starting out on an expensive sales cam- 
paign, as the plaintiff did in 1936, a reasonably prudent man would have made an 
investigation to determine whether it had a right to use the trade-mark “Solventol.” 
All the expenditures made in connection with its retail sales program were made 
either through its negligence, or through its failure to recognize that the right to 
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the exclusive use of an owner’s trade-mark is a property right. It may be that the 
discontinuance of the use of the name “Solventol” will result in serious conse- 
quences to the plaintiff’s business. It is the penalty which it will have to pay for 
its negligence and its disregard of the defendant’s rights. 

If the only persons purchasing both parties’ products were deaf mutes, the 
plaintiff's argument that the two names are dissimilar in appearance would be 
effective. It must be recognized, however, that in retail business the transactions 
are conducted orally and the sound of a name is of great significance. Likewise, 
we must recognize that much of the advertising, in these times, is conducted by 
radio, and I know of no effective way of avoiding confusion between the sound 
of the defendant’s trade-mark “Solvite” and the plaintiff’s “Solventol.” 

The fact that the defendant’s business is very small compared to the business 
transacted by the plaintiff is of no significance. The fact that the defendant has 
spent practically no money since 1930 in advertising its business is of rio conse- 
quence. The defendant has shown by his conduct that he has no intention of aban- 
doning his rights in his trade-mark. 


CONCLUSIONS OF LAW 


1. This Court has jurisdiction of the parties and of the subject matter of the 
complaint and counterclaim. (American Steel Foundries v. Robertson, 262 U. S. 
209, 67 Law. Ed. 953; 269 U. S. 372, 70 Law. Ed. 317 [16 T.-M. Rep. 51].) 

2. The statute governing the right to register a trade-mark in so far as it 
prohibits the registration of a mark which is confusingly similar to a prior trade- 
mark is simply declaratory of common law regarding trade-mark infringement. 
(American Steel Foundries v. Robertson, supra.) 

3. Defendant’s registration of the trade-mark “Solvite” is valid and subsisting, 
and the defendant is the owner thereof. The goods to which the parties apply 
their marks are merchandise of substantially the same descriptive properties. 
(Langfield v. Solventol Chemical Products, Inc., 21 T.-M. Rep. 264.) 

4. The decision of the Patent Office must be accepted as controlling unless 
the contrary is established by evidence, which in character and amount carries 
through to a conviction. The burden was on the plaintiff to show by clear and 
convincing evidence that the decision of the Commissioner of Patents is erroneous 
before it is entitled to register its trade-mark. This it has failed to do. (Century 
Distilling Company v. Continental Distilling Company, 106 F. 2d 486 [28 T.-M. 
Rep. 410]. Yale Electric Corp. v. Yale and Towne, 26 F. 2d. 972 [17 T.-M. 
Rep. 414].) 

5. The plaintiff did not acquire the right to use defendant’s trade-mark by 
the expenditure of a large sum of money to build up its good-will with the mis- 
taken idea that it had a right to do so; and it follows that it did not acquire the 
right to use a trade-mark confusingly similar to that of the defendant. The defend- 
ant has not been guilty of laches but objected to the plaintiff's conduct as soon as 
he discovered it, and has persistently and vigorously asserted his right to the regis- 
tered trade-mark. No one has the right to use a technical trade-mark of another 
in connection with like goods; but if he does and persists after being notified to 





R. F.C. v. MENIHAN CORP. 19 


desist, fraud and imposition, which constitute the essence of the injury, will be 
presumed and relief granted. McLean v. Fleming, 96 U. S. 245, 24 Law. Ed. 
828; Mishawaka Rubber & Woolen Manufacturing Co. v. S. S. Kresge Co., 119 
F. 2d 316. 

6. Two trade-marks are substantially the same in legal contemplation if the 
resemblance is such as to deceive an ordinary purchaser giving such attention to 
the same as such a purchaser usually gives. Where the similarity is sufficient 
to convey a false impression to the public mind and is of a character to mislead and 
deceive the ordinary purchaser in the exercise of ordinary care and caution in such 
matter, it is sufficient to give the injured party a right to redress. (McLean v. 
Fleming, supra.) 

7. The Commissioner of Patents rightly refused to register the plaintiff’s 
mark. A judgment may be entered dismissing the complaint and enjoining the 
plaintiff from using the name “Solventol’” as a trade-mark for a cleaning compound 
in accordance with these findings and conclusions. 


RECONSTRUCTION FINANCE CORPORATION v. J. G. MENIHAN 
CORPORATION, Et AL 


United States District Court, Western District of New York 
October 15, 1941 


TRADE-MARK INFRINGEMENT—SUITS—Costs. 

The equity practice of granting extra allowances in appropriate cases has its authority 

in power of court to do equity between the parties, and its use is exceptional. 
TRADE-MARK INFRINGEMENT—SUITS—MEASURE OF Costs. 

In a suit for trade-mark infringement and unfair competition the prevailing defendants 
were allowed ordinary costs, but not extra allowance, since the suit was not vexatious but 
brought in good faith and tried with due despatch. Moreover, the charges of fraud and 
misconduct brought against the defendants were not proven. The presence of a fund or its 
equivalent is not essential to the awarding of extraordinary costs. 


In equity. Action for trade-mark infringement and unfair competition. Costs 
taxed. For earlier decision, see 30 T.-M. Rep. 430. 


Effingham Evarts (Sol A. Liebman of counsel), both of New York, N. Y., for 
plaintiff. 

Werner, Harris & Tew (Hugh J. O’Brien of counsel), both of Rochester, N. Y., 
for defendants. 


BurkE, District Judge. 


The defendants in this suit in equity to enjoin trade-mark infringement and 
unfair competition have prevailed. On the original application for normal costs 
and an extra allowance this Court held that it was without power to allow costs 
against the plaintiff on the ground that it was a government agency and that 
the law did not permit the allowance of costs. 29 F. Supp. 853. The Circuit 
Court of Appeals reversed. 111 F. 2d 940. The case went to the Supreme Court 





20 THIRTY-TWO TRADE-MARK REPORTER 


on a writ of certiorari. The Supreme Court affirmed the order of the Circuit 
Court of Appeals. 312 U. S. 81. The application is here now both for normal 
costs and an extra allowance. Neither the Circuit Court of Appeals nor the Supreme 
Court expressed any opinion as to how the discretion of the Court should be 
exercised. 

The practice in equity of granting extra allowances in appropriate cases has 
its authority in the power of the Court to do equity between the parties. Its use 
is exceptional. “In any event such allowances are appropriate only in exceptional 
cases and for dominating reasons of justice (Sprague v. Ticonic National 
Bank, 307 U. S. 161, 167). The extra allowance sought is technically known 
in equity practice as costs “as between solicitor and client” and is “as much of 
the entire expenses of the litigation of one of the parties as fair justice to the other 
party will permit.” (Sprague v. Ticonic National Bank (supra), page 165.) 

The ground of defendants’ application is that the suit was vexatious in that 
gross charges of fraud and misconduct were falsely made against the defendants 
and not sustained. The plaintiff alleged and proved that it loaned the Menihan 
Company the sum of $250,000, taking as security mortgages on its real estate 
and personal property and assignments of its trade-marks and trade-names. The 
Menihan Company defaulted and went into bankruptcy. The plaintiff, to protect 
the loan, bought from the trustee in bankruptcy substantially all of the real and 
personal property of the Menihan Company, including the good-will, trade-marks 
and trade-names. Within a month after the adjudication in bankruptcy the defend- 
ant corporation was formed. J. G. Menihan, Sr., who had been president of the 
Menihan Company, became president of the new company. J. G. Menihan, Jr., 
his son, became its vice-president. The new company began the manufacture and 
sale of shoes and used in its business the trade-marks and trade-names formerly used 
by the old Menihan Company. The plaintiff claimed that such use was wrongful, 
that the trade-marks and trade-names were the property of the plaintiff and that 
the use by the defendants was deliberate and with the intent to fraudulently appro- 
priate to themselves the good-will of the business acquired by the plaintiff and to 
take advantage of the celebrity in the shoe business of plaintiff’s trade-marks and 
trade-names. The proof showed that the plaintiff had sold at public auction with- 
out restriction all the physical assets of the defunct corporation except the real 
estate. The decision in the case turned on the question of whether the plaintiff, 
in view of such disposition of the physical assets, had any existing business or 
trade to which the good-will, trade-marks and trade-names might attach. The 
Court held that it did not and dismissed the complaint on the merits. The question 
was fairly debatable. The suit was not vexatious. The plaintiff had no ulterior 
motive in bringing it. The issues were tried with due dispatch. There is nothing 
in the record to indicate that the suit was not brought in good faith to protect what 
the officers of the plaintiff thought were valuable assets acquired by it in an honest 
attempt to recoup the loss it had sustained on the loan on which the Menihan 
Company had defaulted. The charges of fraud and misconduct, unproved as the 
Court held, may not be deemed to be such as would warrant the granting of an 
extra allowance. Equitable considerations do not require it. 
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I find nothing in the opinion of the Circuit Court of Appeals reversing the 
order of this Court to indicate, as counsel for defendants suggests in the briefs 
filed, that its prior ruling in Gold-Dust Corporation v. Hoffenberg (87 F. 2d 451) 
is to be viewéd as obsolete. I take it to be the rule as stated there “that counsel 
fees will not usually be allowed against an unsuccessful litigant.” That seems to 
be consistent with the view expressed in Sprague v. Ticonic National Bank (supra). 
Where costs, other than normal costs, are allowed in equity cases there usually is 
a fund which has been recovered through the successful party’s efforts in which 
others similarly situated share or a variant thereof as where the rights of others 
similarly situated have been established as a result of stare decisis. Sprague v. 
Ticonic National Bank (supra). But the presence of a fund or its equivalent is 
not essential to the awarding of extraordinary costs where other equitable con- 
siderations require it. See Guardian Trust Co. v. Kansas City Southern Ry. Co., 
28 F. 2d 233, 241. Here there is no fund and there are no special circumstances 
which amount to appropriate equitable considerations which move the Court in its 
discretion to grant an extra allowance. 

The plaintiff should have ordinary costs which may be taxed in the usual manner. 


CARTIER, INC. v. PARFUMS BLANCHARD, INC 
(N.Y. L. J.) 


New York Supreme Court, Special Term 
December 19, 1941 


TRADE-NAMES AND UNFAIR COMPETITION—“CARTIER’—USE OF COMPETITOR’S TRADE-NAME 
AS TRADE-MarK. 


Where plaintiff's business was founded in Paris in 1859 and a branch established in 
New York City in 1909, both featuring the name “Cartier” on their jewelry products, the 
adoption and use by defendants of the name “Chartier” as a trade-mark for their perfumes 
sold in the same territory as plaintiff’s products held infringement, and was enjoined. 


In equity. Action for trade-mark infringement brought under Section 877, 
Civil Practices Act (New York). Injunction granted. 


CoHALAN, Judge: 


The plaintiff applies for a temporary injunction restraining the defendant from 
using the name “Chartier” on its products. This pursuant to Section 877, C. P. A. 
It also prays for an order, pursuant to Section 964 of the Penal Law of the State 
of New York, enjoining the defendant from the use of that name. 

The plaintiff’s business was founded at Paris, France, in 1859. A branch office 
was established in this city in 1909. The American business was incorporated 
in 1919. The enterprise was founded by a “Cartier,” who was the great-grandfather 
of the present president of the company. Four generations of the family have 
labored successfully to establish a name and reputation of which they may well 
be proud. The plaintiff’s main industry is the sale of jewelry. Its place of business 
in this city is No. 653 Fifth Avenue. For the past twenty years or more it has 
sold containers for lipsticks, vanities and other articles of similar kind, this for 
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an average annual income in a period of nineteen years of over $43,000 a year. 
All of the plaintiff's products bear its name, “Cartier.” 

The defendant is a New York corporation, with offices at No. 50 West Seven- 
teenth Street. Its officers appear to be Howard Kestenbaum, Norman Kesten- 
baum and Mrs. Freda Kestenbaum. It is in the perfumery business, and sells a 
product which it calls “Chartier.” When the plaintiff protested against the use 
of this name, it was told by the then attorney of the defendant that “ ‘Chartier’ is 
a geographical name derived from a town of record in the United States.” On 
the argument of this present motion the counsel for the defendant informed this 
court that the word “Chartier” is a French word of whose meaning he was not 
aware. No brief or affidavit furnished to the court gives any reason for the 
defendant’s use of this word “Chartier.” There is no proof by defendant of any 
French origin of its business or of any relationship to a town “Chartier” in the 
United States, if there be such a town. 

The similarity between the names “Cartier” and “Chartier’ ’is apparent. There 
is but one letter’s difference in the two. On this application it is obvious that not 
only were the plaintiff's rights infringed, with the possibility that the work of 
four generations may be injured by the activities of the defendant, but there is 
also proof that the general public can be, and probably would be, deceived by 
the similarity of names and the similarity of appearance of the containers, into 
buying the product of the defendant in the belief that they were buying the product 
of the plaintiff. Neither of these results is desirable. Both the plaintiff and the 
public should be protected by this court in their right to fair treatment. 

Cases analogous to the one at bar have been frequently presented. Perhaps 
the most widely known is Tiffany & Company v. Tiffany Productions, Inc., (262 
N. Y. 482, affirming 237 App. Div., 901) [23 T.-M. Rep. 117]. Other authorities 
are therein collated. In that case Tiffany & Company, dealers in jewelry, were 
permitted to enjoin producers and distributors of motion pictures from the use of 
the name “Tiffany” in connection with the defendant’s business and advertising. 
The reasoning that obtained in that case applies here. 

In Long’s Hat Stores Corp’n v. Long’s Clothes (224 App. Div. 497) [18 T.-M. 
Rep. 562], Proskauer, J., writing for the Appellate Division, said: 


Plaintiff, however, is entitled to be protected not only from direct competition but 
from any injury which might result to it from the deception of the public through the 
unauthorized use of its trade-name or a trade-name which would lead the public to believe 
that it was in some way connected with plaintiff.” (Italics mine.) 


The motion for a temporary injunction nuder Section 877, C. P. A., is granted. 

The relief sought by plaintiff under Section 964 of the Penal Law presents a 
novel question on which, apparently, there are no decisions since the enactment of 
the law in 1937. A ruling under this section is unnecessary here. The plaintiff 
has its relief under the Civil Practice Act. Motion disposed of as indicated. 
Settle order. 
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IN THE MATTER OF THE APPLICATION OF THE B. MANIS- 
CHEWITZ COMPANY 
(Ser. No. 416,429) 


United States Court of Customs and Patents Appeals 
December 1, 1941 


TRADE-MARKS—“STAR OF THEM ALL” anp “Star Biscuits”—CoNFLICTING MARKS. 
A trade-mark consisting of the words “Star of Them All,” below a blue-colored, six- 
pointed star, held to be confusingly similar to a mark composed of a five-pointed star, above 
which is a scroll bearing the words “Star Biscuits.” 


On appeal from a decision of the Commissioner of Patents, refusing to register 
a trade-mark. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 114. 
Walter F. Murray (Murray, Sackhoff & Paddock), of Cincinnati, Ohio, for 
appellant. 
W. W. Cochran, Solicitor, and Howard S. Miller, both of Washington, D. C., for 
the Patent Office. 


GarRRkETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents affirming 
that of the Examiner of Trade-Marks rejecting appellant’s application for regis- 
tration of a mark for use on crackers or biscuits, which mark as described in the 
brief on behalf of appellant, consists of “a blue colored, six-pointed star having 


therebeneath, on a diagonal line, the words ‘Star of Them All.’” The application 
was filed February 25, 1939. 

The rejection was based upon a registration, issued February 22, 1938 (trade- 
mark No. 354,685), upon an application filed December 15, 1934, of a mark which 
is described in the decision of the Commissioner as “a large five-pointed star, above 
which is a scroll bearing the words ‘Star Biscuits,’ and below which is a similar 
scroll bearing the words ‘of America, Inc.’ ” 

In the course of the decision the Commissioner said: 

I agree with the Examiner that “the goods of each party are likely to be known as 


‘Star’ biscuits,” and it seems to me that confusion would inevitably result from the 
concurrent use of these two marks. 


We are in agreement with the above finding. 

The only question before us is the statutory right of appellant to register under 
the Trade-Mark Registration Act of 1905, as amended. Section 5 of that act 
(U.S. C. A., §85 (b)), contains the following : 


Provided, that trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the same 
descriptive properties, or which so nearly resemble a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered. (Italics supplied.) 


The goods of applicant, as named in the application, are identical with the 
goods named in the registration upon which the rejection was based. The respective 
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marks are not identical. Applicant’s mark embraces as one of its features a repre- 
sentation of a six-pointed star, colored blue, while the star symbol in the regis- 
tered mark is five-pointed and apparently is white upon a five-pointed black back- 
ground. The word notations which accompany the respective marks also differ, 
but the word “Star” is a very conspicuous feature of both. 

The deduction of the tribunals of the Patent Office to the effect that the goods 
of both parties are likely to be known as “Star Biscuits” seems to us to be reasonable 
and natural, and it is our view that confusion as to origin would be highly probable. 

It is argued on behalf of appellant that there is such a widespread use of star 
trade-marks that no one is entitled to broad rights thereunder and “he who adopts 
a star trade-mark and sufficiently distinguishes it from prior marks, is entitled 
to protection.” In connection with this argument several cases involving ques- 
tions of infringement are cited, and it is urged, in effect, that there is no “valid 
reason for the wide discrepancy between the decisions of courts relating to infringe- 
ment and the decisions of this court relative to registration.” 

We have frequently had occasion to point out the distinction between pro- 
ceedings in equity involving the right to use a mark, and the right to register under 
the plain terms of the statute. See Richard Hellman, Inc. v. Oakford & Fahnestock, 
19C. C. P. A. (Patents) 816, 54 F. 2d) 423 [22 T.-M. Rep. 18] and cases therein 
cited. It is deemed unnecessary to repeat here what so often has been said upon 
this subject. 

Another argument on behalf of appellant is to the effect that it is the owner of 
prior registrations of marks claimed to be similar to the mark of the application, 
and that this “should resolve any doubt in applicant’s favor.” Three of the marks 
cited in this connection appear to have been registered before the registration of 
trade-mark No. 354,685 upon which the rejection of the mark here involved was 
based. They so differ as to both their symbolic and word features from trade- 
mark No. 354,685 that we can readily understand why registration of the latter 
was granted despite them. The fourth registration (trade-mark No. 371,161) was 
granted September 19, 1939, upon an application filed February 25, 1939, subse- 
quent to the registration of No. 354,685. It consists of a six-pointed star, apparently 
colored blue, having below it an inscription in Hebrew characters, the English 
translation of which, according to the statement in the Commissioner’s decision, is 
“The Aristocrat of the Family.” 

Whether registration No. 371,161 should have been granted in view of regis- 
tration No. 354,685, is not a matter of concern here. The record does not disclose 
any opposition to it and, incidentally, it may be said that the record does not 
disclose any opposition to the registration involved in No. 354,685, nor any effort 
to have it cancelled. 

However that may be, it is unnecessary to consider here appellant’s theory 
respecting its rights growing out of its earlier registrations. It invokes them only 
in support of the contention that they should “resolve any doubt” in its favor, thus, 
we suppose, attempting to contravene the usual rule that a question of doubt should 
be resolved against a newcomer. -It is unnecessary for us to consider this ques- 
tion because, as we view the situation here, there is no question of doubt respecting 
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the likelihood of confusion as to origin to be resolved one way or the other. 
The decision of the Commissioner is affirmed. 


OLD JOE DISTILLING COMPANY v. ESBECO DISTILLING 
CORPORATION 


United States Court of Customs and Patent Appeals 
December 1, 1941 
Opposition No. 18,020 


TRADE-MarKs—“OLp Joe” oN WHISKEY—ASSIGNMENT—LACK OF EVIDENCE. 

In an opposition proceeding involving right to register the words “Old Joe” as a trade- 
mark for whiskey, in which applicant-appellant sought to show prior use through transfer 
of title to said mark from one Hawkins, held that, inasmuch as the latter’s sole use of the 
mark was in connection with the purchase of certain buildings and stock of “Old Joe” 
whiskey when the parent corporation was dissoved, there was no valid transfer of title. 


Appeal from a decision of the Commissioner of Patents in an opposition pro- 
ceeding, sustaining a trade-mark opposition. Affirmed. 


Robert I. Dennison, of Washington, D. C., and John F. Brezina, of Chicago, IIl., 
for appellant. 


A.W. Murray, of Chicago, IIl., for appellee. 


GarreETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents affirming 
that of the Examiner of Interferences sustaining the opposition of Esbeco Dis- 
tilling Corporation (hereinafter generally referred to as opposer) to the applica- 
tion by Old Joe Distilling Company (hereinafter generally referred to as applicant) 
for registration of the notation “Old Joe” as a trade-mark for whiskey. 

Applicant is a corporation organized under the laws of the State of Kentucky, 
having its principal office at Lawrenceburg in Anderson County of that state. The 
articles of incorporation bear date of July 28, 1933. A prior corporation having 
the same name—Old Joe Distilling Company, Inc.—which operated in the same 
county but at a different location from that now occupied by applicant, was organ- 
ized in 1912 and dissolved in 1924. As will appear from facts hereinafter recited, 
applicant bases its claim of priority, in part, upon the use of the mark by such prior 
corporation. 

Opposer is a corporation organized under the laws of the State of Delaware, 
having its principal office at Stamford, Connecticut. It seems to have been organ- 
ized early in 1933 under the name Esbeco Beverage Company, which name was 
later changed, by amendment to the charter, to Esbeco Distilling Corporation, the 
amendment being made after it became legal to manufacture whiskey. 

Both companies are engaged in distilling, manufacturing, rectifying and sell- 
ing whiskey. So the goods of both are the same in character, and the ultimate 
question to be determined is that of priority. 
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Opposer has no registration in the United States Patent Office, nor any applica- 
tion for registration, but relies upon claimed prior use to establish ownership. 

It does not seem to be questioned that opposer made use of the mark as early 
as February 27, 1934, while the earliest use of it awarded applicant by the tribunals 
of the Patent Office was in August, 1934, when a sale was made. It is not con- 
ceded by counsel for applicant that this was its first sale, but it appears that it did 
not begin the manufacture of whiskey until May 10, 1934. So, if applicant must 
be confined to its use of the mark upon whiskey manufactured by itself, opposer 
was clearly the prior user. Applicant, however, has endeavored to trace title to 
the mark through use by alleged predecessors as more particularly recited here- 
inafter. 

In its application for registration applicant stated : 


The trade-mark has been continuously used and applied to goods in the business of 
applicant and its predecessor since 1818. 


There is no substantial evidence of use of the brand or name, “Old Joe,” earlier 
than about 1886, but it seems to be fully established that whiskey manufactured 
at a distillery in Anderson County, Kentucky, owned at different times by different 
individuals, was sold under that brand or name during many years preceding 1912. 

In 1912, as has been stated (following a fire which destroyed a part of the 
plant), a corporation was organized under the laws of Kentucky, having the name 
of Old Joe Distilling Company, which acquired the plant from its individual own- 
ers, and proceeded to manufacture whiskey, marketing it under the brand, “Old 
Joe.” The manufacture continued until 1917 when, on account of national pro- 
hibition, distilling was discontinued. 

It appears that sometime in 1920 the assets of the original Old Joe Dis- 
tilling Company, including the stock of whiskey then on hand (some sales per- 
missible by law having been made from the plant after manufacture ceased in 
1917) were sold to one Gratz B. Hawkins, he having about that time become presi- 
dent of the original company (whose existence as a legal entity continued, 
according to the finding of the Commissioner of Patents until November 8, 1924, 
when it was dissolved) and who is president of the applicant company ; that after 
the sale to Hawkins the whiskey was retained in the warehouse at the plant until 
May, 1923, and some sales were made from the plant under the law and regulations 
then existing; that in May, 1923, such of the stock of whiskey as remained in 
company’s warehouse, 527 barrels, was shipped to Louisville, Kentucky, and there 
stored, or concentrated, in a bonded warehouse of the Louisville Public Ware- 
houses Company, in conformity with the requirements of the National Prohibition 
Act; that negotiable certificates of ownership, or warehouse receipts, were issued 
to the owners of the whiskey ; that the whiskey was bottled from time to time under 
supervision of the warehouse authorities and withdrawn upon permits duly granted 
in conformity with law, and that labels showing the whiskey to be the product of 
the Old Joe Distilling Company were placed upon the bottles, as well as other 
labels bearing the notation “Old Joe Whiskey.” 

It is the contention of applicant, in substance, that title to the brand “Old Joe” 
was acquired by Gratz B. Hawkins along with the properties and good-will trans- 
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ferred to him in 1920 by the corporation of which he then became president ; that 
the brand or name was used by him in making sales from the company’s plant and 
in such dealings as were transacted later through the public warehouse, and that 
the brand was conveyed to applicant after its organzation in 1933, along with 


whatever assets or properties of the first corporation Hawkins conveyed at that 
time. 


The Examiner of Trade-Mark Interferences took the view that Hawkins did 


not acquire title to the mark in question. In the course of his decision after analyz- 
ing and quoting certain of the testimony, he said: 


After a consideration of applicant’s proofs it is deemed to appear that Hawkins merely 
purchased some buildings and a part (or perhaps all) of the stock of whiskey then on 
hand from the corporation of which he was president. Such purchase was in connection 
with the dissolution of the corporation and quite obviously this mere dissolution could 
give him no title to the mark in question. 

Having acquired no title to the mark “Old Joe” from the former Old Joe Distilling 
Company, and since he personally made no such use of the mark as to create any rights 
thereto in himself, it follows that he could not make a valid assignment thereof. 


In the opinion of the Commissioner, it was unnecessary to pass upon the 
question of what rights Hawkins acquired in the mark. 


After reciting certain facts and quoting certain matter (a part of which we 
quote hereinafter ), he said, inter alia: 


Assuming, without deciding, that Mr. Hawkins, as he seems to contend, acquired title 
to the mark from the original Old Joe Distilling Company when he purchased its stock 
of whiskey, and that his sale of the warehouse receipts, in exchange for which the whiskey 
was released to purchasers, constituted use by him of the trade-mark, proof still was 
required of a valid transfer from Mr. Hawkins to applicant. It was said by the Court of 
Customs and Patent Appeals in Kelly Liquor Co. v. National Brokerage Co., 26 C. C. 
P. A. 1110, 102 Fed. (2d) 857 [29 T.-M. Rep. 279]: 

“But a trade-mark can be transferred only in connection with the transfer of an 
existing business. A trade-mark is treated as merely a protection for good-will, and is 
not the subject of property except in connection with an existing business.” 

Mr. Hawkins did not pretend to transfer an existing business to applicant. What 
he did undertake to transfer was a thing figmental. It was not his business of trading 
in negotiable warehouse receipts. It was merely the purported good-will of a “distillery 
business” that had never existed. Mr. Hawkins had never engaged in that business 
personally, and prior to 1920 he had not even been connected with his alleged assignor, 
which discontinued its distillery business in 1917. It follows that his quoted communica- 
tion and his testimony in relation thereto amounted to nothing more than abandonment 
of any interest he might have possessed in the trade-mark, and conferred upon applicant 
no rights other than those resulting from such abandonment and its own subsequent 
adoption and use of the abandoned mark. 


We have carefully examined all the competent evidence introduced on behalf 
of applicant, consisting of the testimony of witnesses and various documents intro- 
duced as exhibits. 

We are of opinion that it was established by the testimony of Mr. Edmund H. 
Bacon, vice-president of the Louisville Public Warehouses Company, having 
executive and co-managerial duties, that the whiskey transferred from the original 
Old Joe Distilling Company’s plant was stored in the public warehouse at Louis- 
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ville in the name of the company, and that the company’s name was used in the 
dealings relative to the whiskey conducted with and through the warehouse both 
before and after the final dissolution of the company in 1924. It is not clear whether 
the barrels containing the whiskey bore trade-mark labels at the time of their 
storage, but apparently they were stenciled or marked in some manner indicating 
that the product was that of the Old Joe Distilling Company, and after the whiskey 
was bottled, labels were placed on the bottles showing the whiskey to be the product 
of that company and when withdrawn from the warehouse the bottles bore such 
labels, as well as labels bearing the notation “Old Joe Whiskey.” 

Unhappily for applicant, however, the testimony given by Mr. Hawkins is 
lacking in definiteness and clearness upon some of the important phases which 
must be considered in determining the ultimate issue. It is not clear just what he 
acquired in 1920 after he became president of the first Old Joe Distilling Com- 
pany, nor in what capacity he acquired whatever he then did acquire. Parts of his 
testimony would indicate that he became the outright purchaser of the entire 
capital stock of the original company, together with its physical assets (including 
at least a part of the whiskey), the good-will and the brands, while other parts 
indicate that he took the properties over in what may be described as being in 
the nature of a trusteeship for the purpose of winding up the business. 

Another matter not made clear by the testimony of Hawkins is that of the 
actual ownership of the whiskey which was transferred from the warehouse of 
the first Old Joe Distilling Company to the Louisville Public Warehouse in May, 
1923. He testified at one point that he had bought all the whiskey on hand in 
1920, and “sold a great deal of it there at the old plant.” With respect to such 
as was shipped to and stored in the public warehouse for which negotiable cer- 
tificates of ownership, or warehouse receipts, were issued, however, he testified 
“T know I owned a good deal of it. The other was owned by different people.” 

There is nothing of record to show who the “different people” were that owned 
the “other,” and any conclusion with respect thereto would be purely speculative. 

It must be borne in mind, of course, in considering the issues here that the 
respective Old Joe Distilling Companies were legal entities, separate and apart 
from Mr. Hawkins, considered as an individual, althougth he was for a time 
president of the first and is now (or was at the time his testimony was taken) 
president of the applicant company. 

It must also be borne in mind that what was actually sold, whether by the 
company or by Hawkins individually, consisted of negotiable certificates, or ware- 
house receipts, and not of the whiskey per se. Those receipts could be purchased 
by any one, and under proper permits the whiskey represented by them could be 
withdrawn from the public warehouse. As of course, the final dissolution of the 
original Old Joe Distilling Company in 1924 eliminated it as a legal entity, and 
of necessity all transactions with regard to the whiskey had thereafter, in a legal 
sense, must have been by individuals. 

Without pursuing further the situation relative to the transactions through 
the warehouse, we are compelled to conclude that whatever may have been Mr. 
Hawkins’ relation to the business and whatever rights in the brand he may have 
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acquired and whatever the status of such rights before and after the dissolution of 
the original company, there is no satisfactory evidence of his having conveyed to 
the new corporation, applicant here, any properties which carried the brand or 
trade-mark with it. 

The mere sale of the certificates of ownership which was the actual business 
in which Mr. Hawkins was engaged during that period would not, as we view it, 
carry trade-mark rights to the purchasers, but, even if it did, we do not find any 
evidence that he ever conveyed any certificates or any of the whiskey made by the 
first Old Joe Company to the new company. 

Applicant has relied upon what purports to be a copy of “excerpts from minutes 
of directors’ meeting of Old Joe Distilling Company duly held on September 12, 
1933,” embracing a proposal made to the new company by Mr. Hawkins, one 
of which excerpts reads as follows: 


There has been presented to you by Mrs. Agnes F. Brown a proposal providing for 
the conveyance to you of certain real property and the grant to you of a certain ease- 
ment, in consideration of the issuance and delivery by you of 49,500 shares of your 
common stock, and the undersigned agrees that when and as said proposal shall be 
accepted by you, he will assign and transfer to you the good-will now owned by him and 
formerly connected with the distillery business operated by him in Anderson County, 
Kentucky (which business was suspended on or about the year 1917 because of the 
amendment to the United States Constitution, prohibiting the sale of intoxicating liquors), 
together with a list of customers of said business, formulae, trade-marks and brands 
owned in connection therewith, including the trade-mark and brand of “Old Joe” used 
on whiskey sold by said business. (Italics ours.) 


Another of the excerpts states that “The foregoing proposal is hereby accepted 
this twelfth day of September, 1933, and Mr. Hawkins testified orally that the 
transaction referred to was consummated about that time, by which it is supposed 
he meant that he, about that time, transferred to the new company what he had 
proposed to assign and transfer to it. 

It may be said that introduction of the foregoing excerpts were objected 
to by counsel for opposer on the ground that they were not the originals, and 
the commissioner expressed the view that the objection was sound. By reason of 
a stipulation of counsel for the use of copies, appearing of record, we have treated 
them as competent evidence, but they do not sustain applicant’s position. 

By reference to the underscored matter in the proposal so made it will be seen 
that Mr. Hawkins did not propose to convey to the new company any whiskey 
manufactured by the original company which may have been in the public ware- 
house at that time, nor any character of goods upon which the trade-mark appeared. 
What he did propose to convey, so far as the trade-mark is concerned, seems to 
have been property described by the Commissioner as a “thing figmental.” 

There is testimony by both Mr. Bacon and Mr. Hawkins indicating that some 
of the old stock of whiskey was in the public warehouse at the time the new com- 
pany was organized, and that it was withdrawn after that time by different persons. 
One withdrawal in particular is emphasized by applicant. ‘It appears to have 
been made February 6, 1934, which antedated the use of the mark of opposer and 
is relied upon by applicant to establish prior use. One difficulty about this trans- 
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action, so far as applicant is concerned, is that there is no showing in the record 
that the whiskey withdrawn in this shipment, or even any certificates or ware- 
house receipt representing it, was ever conveyed to applicant by Hawkins or any- 
one else. 

We have given careful consideration to the briefs and arguments of applicant’s 
counsel, but are of opinion that, upon the facts presented, the Commissioner 
reached the only conclusion permissible under the law governing trade-mark 
registrations, and his decision is, therefore, affirmed. 


BLAND, J., dissents. 


NORMA-HOFFMAN BEARINGS CORPORATION v. EDW. H. 
HUFNAGEL 


United States Court of Customs and Patents Appeals 
(Opposition No. 18,828) 
December 1, 1941 


TRADE-MARKS—OPPOSITION—BALL BEARINGS, ROLLER BEARINGS AND RELATED MACHINES, 
AND BorLer CompouNnps, Soot DEsTRoYERS AND Rust SoLtvents—Goops or Dir- 
FERENT DESCRIPTIVE PROPERTIES. 

Ball bearings, roller bearings and related machines and mechanical devices held to be 

of different descriptive properties from boiler compounds, soot destroyers and rust solvents. 
TRADE-M ARKS—OPPOSITION—“NORMA”—PART OF CORPORATE NAME. 

Where appellee’s use of the word “Norma” as a trade-mark was not a complete adop- 
tion of appellant’s corporate name, Norma-Hoffman Bearings Corporation, and the respective 
goods were dissimilar in character, held that no confusion in their origin would result 
from appellee’s registration of its mark. 

TRADE-MARKS—OPPoSITION—NOTICE. 

Where appellant’s notice of opposition failed to refer to its sale of grease bearing its 
mark, its use of the mark on such goods was not considered in determining the question 
of like or unlike descriptive properties. 


Appeal from a decision of the Commissioner of Patents in an opposition pro- 
ceeding, upholding the Examiner’s decision dismissing the opposition. Affirmed. 
For the Commissioner’s decision, see 31 T.-M. Rep. 115. 


C. P. Goepel, of New York City, and Raymond J. Mawhinney, of Washington, 
D. C., for appellant. 


Robert M. Zacharias, of Washington, D. C., for appellee. 


LENROOT, Judge: 


Appellant here brings before us for review a decision of the Commissioner of 
Patents affirming the decision of the Examiner of Interferences dismissing appel- 
lant’s notice of opposition and holding that appellee is entitled, under the Trade- 
Mark Act of February 20, 1905, to register his trade-mark “Norma” for use 
on “boiler compounds, soot destroyers and rust solvents.” 

Appellant’s opposition is based upon its prior adoption, use and registration of 
the same mark for ball bearings, roller bearings, and related machines and 
mechanical devices. 
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Appellee’s application was filed on November 22, 1938, and a substitute petition 
and statement filed by him on January 9, 1939, states that he does business under 
the name of “Norma Chemical Company” and that he has used the mark “Norma” 
applied to boiler compounds, soot destroyers and rust solvents since May, 1938. 

Appellee introduced no evidence. 

The only evidence introduced by appellant is a stipulation of facts from which 
it appears that in 1911 “The Norma Company of America” was organized as a 
corporation of New York; that in 1924 the name of the corporation was changed 
to “Norma-Hoffman Bearings Corporation”; that since 1911 appellant has made 
and sold ball bearings, each stamped with the name “Norma,” and that long prior 
to the date of filing of its notice of opposition it had applied the trade-mark “Norma” 
to “internal grinding spindles, balls and rollers of steel, gauges, instruments of 
precision, grinding, turning and polishing machines,” and had sold the same so 
marked in interstate commerce; that for about ten years prior to 1939 it had 
expended in advertising the word “Norma” from $40,000 to $100,000 per year. 

The stipulation also sets forth that since 1923 appellant has made a specialty 
of grease-packed bearings, and that as a result of research work begun about 
1935 it has sold grease bearing the trade-mark “Norma.” However, there is 
nothing in the stipulation respecting the time when such sale of grease began, 
and appellant’s notice of opposition makes no reference to the sale of grease 
bearing the trade-mark “Norma.” 

There are but two issues raised by appellant’s notice of opposition, viz., (1) 
whether ball bearings and bearing devices to which appellant applies its mark are 
of the same descriptive properties as boiler compounds, soot destroyers and rust 
solvents to which appellee applies his mark; (2) whether, upon the facts of record, 
appellee’s mark constitutes an appropriation of appellant’s corporate name, for- 
bidden by Section 5 of said Trade-Mark Act. 

The Examiner of Interferences held that the goods to which the respective 
parties apply the mark “Norma” are not of the same descriptive properties within 
the meaning of that term as used in Section 5 of said Trade-Mark Act, and that 
the use of the notation “Norma” by appellee did not constitute an appropriation 
of appellant’s corporate name. 

With respect to the stipulated fact that appellant has applied its mark to grease, 
the Examiner held that this was not pleaded in its notice of opposition, and further- 
more that the stipulation does not show that appellant has sold such goods at as 
early a date as that to which appellee is entitled. 

The Commissioner of Patents, in affirming the decision of the Examiner of 
Interferences, stated : 


The opposition is predicated chiefly upon opposer’s prior adoption, use, and registra- 
tion of the same mark for ball bearings, roller bearings, and related machines and 
mechanical devices. The record discloses that opposer has also applied the mark to a 
grease for bearings; but, as pointed out by the Examiner, such use was not pleaded 
in the notice of opposition, nor does it appear to have antedated applicant’s first use of 
the mark on the goods set forth in the application. For either of these reasons the 
Examiner was right in refusing to consider it as a basis for judgment. 
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It is opposer’s contention that rust solvents may be used to prevent the formation 
of rust on ball or roller bearings. There is no evidence to support this contention, and 
I doubt that the asserted fact is one of which judicial notice may properly be taken. But 
even were it proved, I should still be constrained to agree with the Examiner that neither 
rust solvents and bearings, nor any other of the goods to which the parties respectively 
apply the mark in question, possess the same descriptive properties within the meaning 
of the Trade-Mark Act. 

Another ground of opposition pleaded in the notice is that applicant’s mark con- 
stitutes an appropriation of opposer’s corporate name. Obviously such appropriation is 
only partial; and there is nothing in the record to indicate that the word “Norma” 
alone would be likely to suggest “Norma-Hoffman Bearings Corporation” to the mind 
of the public, except in connection with the particular class of merchandise in which 
opposer deals. 


We are in accord with the holdings of the Patent Office tribunals that upon 
the record made the goods of the respective parties do not possess the same descrip- 
tive properties, and that in determining that question appellant's use of its trade- 
mark upon grease may not be considered. 

It may be unfortunate for appellant that a more complete factual record was 
not made, but we must pass upon the facts set forth in the record and those of 
which we may take judicial notice. 

There is no proof respecting the use of rust solvents, and we cannot, in our 
opinion, take judicial notice that they are used for the prevention of rust. The 
term “rust solvents” indicates materials for the removal of rust after it is formed 
and nothing more. _ 

There is nothing in the record before us from which we can hold that ball 
bearings and ball bearing devices in use are normally subject to rust formation ; so far 
as ball bearings are concerned the contrary is suggested by the stipulated fact that 
appellant since 1923 has made a specialty of grease-packed bearings. 

Therefore we are of the opinion that the purchasers of a rust solvent bearing 
appellee’s mark would not be likely to conclude that appellant had produced such 
goods. In the case of Elgin American Manufacturing Co. v. Elizabeth Arden, Inc., 
23 C. C. P. A. (Patents) 1168, 83 F. (2d) 687 [26 T.-M. Rep. 416], we said: 


.... The real question confronting us is whether the goods of the respective parties 
are so related, commercially or otherwise, that, when marketed under the involved 
trade-marks, the purchasing public might reasonably conclude that they originated 
with the same concern. 


In our opinion, goods used for the removal of rust are not so related to goods 
which in use normally do not rust that the concurrent use of the same mark upon 
rust solvents and upon ball bearings and ball bearing devices would be likely to cause 
confusion in the minds of purchasers as to the origin of the goods to which the 
mark is applied. 

We next come to the consideration of the use by appellee of a part of appel- 
lant’s corporate name. The leading case upon this subject is that of American Steel 
Foundries v. Robertson, 269 U. S. 372 [16 T.-M. Rep. 51], wherein it is stated, 
pp. 381, 382: 


. . . . Where the appropriation of the corporate name is complete, the rule of the 
statute, by its own terms, is absolute and the proposed mark must be denied regis- 
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tration without more. But where less than the whole name has been appropriated, the 
right of registration will turn upon whether it appears that such partial appropriation is 
of such character and extent that, under the facts of the particular case, it is calculated 
to deceive or confuse the public to the injury of the corporation to which the name belongs. 


Since, upon the question of whether the goods of the parties possess the same 
descriptive properties, we hold that confusion in origin of the goods is not likely 
from the concurrent use of the mark upon the goods of the respective parties, it 
follows that, in accordance with the rule stated in the case last cited, we must 
hold that the use of the mark “Norma” by appellee upon rust solvents would not 
deceive or confuse the public to the injury of appellant, to whom the name “Norma- 
Hoffman Bearings Corporation” belongs. 

In this opinion we have not discussed other goods, viz., boiler compounds and 
soot destroyers, to which appellee applies his mark, for the reason that it is obvious 
that such goods are not of the same descriptive properties as the goods to which 
appellant applies its mark, nor are they even remotely related thereto. 

The decision appealed from is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


A ffixation of Mark 
Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks and 


held that the latter should not have refused registration to Campana Corporation 
of the notation “First Nighter” as a trade-mark for “lotions for the skin, skin- 
creams, and astringents.” 

With reference to applicant’s use of the mark and the attitude of the Examiner, 
the First Assistant Commissioner said : 


The mark sought to be registered does not appear upon applicant’s labels, but only 
upon leaflets that are inserted in the cartons containing the bottles or jars in which the 
various products are sold. These leaflets are referred to by the Examiner as “advertis- 
ing circulars carrying much descriptive reading and pictorial matter arranged in columns.” 
Each column is devoted to a separate item, under the heading “A ‘First Nighter’ Product.” 
The Examiner was of the opinion that this does not constitute trade-mark use of the 
words “First Nighter,” and refused registration on that ground. 


In disagreeing with the conclusion of the Examiner, the First Assistant Com- 
missioner stated : 


Section 29 of the Act of February 20, 1905, provides that “a trade-mark shall be 
deemed to be ‘affixed’ to an article when it is placed in any manner in or upon either the 
article itself or the receptacle or package or upon the envelope or other thing in, by, or 
with which the goods are packed or inclosed or otherwise prepared for sale or distribu- 
tion.” Within the meaning of that broad language I think there can be no question but 
that applicant’s mark is “affixed” to the goods described in the application, and that in 
the absence of opposition the mark is entitled to registration.” 


1. Ex parte Campana Corporation, Ser. No. 439,748, 163 M. D. 855, November 6, 1941. 
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Cancellation—Res Adjudicata 


Frazer, F. A. C.: Denied a petition brought in these four cancellation proceed- 
ings involving S. H. Kress and Company, as the petitioner, and Kaufmann Depart- 
ment Stores, Inc., as the respondent. 


The First Assistant Commissioner recounted the history of these proceedings 
as follows : 


In the above entitled proceedings I rendered a decision on June 12, 1939, affirming 
decisions of the Examiner of Interferences sustaining the petitions of S. H. Kress and 
Company to cancel four trade-mark registrations issued to Kaufmann Department Stores, 
Inc. (S. H. Kress and-Co. v. Kaufmann Department Stores, Inc., 504 O. G. 854.) No 
appeal was taken from that decision, but an action was instituted under Section 4915 
Revised Statutes in the United States District Court for the Southern District of New 
York, wherein a decree adverse to Kaufmann Department Stores, Inc., was entered on 
April 9, 1941. (Kaufmann Department Stores v. S. H. Kress Co. [29 T.-M. Rep. 454].) 
On September 17, 1941, the parties filed in the Patent Office a stipulation “subject to 
approval of the Commissioner of Patents, that said registration No. 254,586 shall remain 
under and be subject to said order of cancellation, but that as to the remaining registra- 
tions, to wit, No. 229,173, 254,346 and 261,220 said order shall be and hereby is rescinded 
and vacated and each of said registrations shall be reinstated and remain in full force 
and effect as originally issued prior to institution of said cancellation proceedings.” On 
September 30 I disapproved the stipulation. Kaufmann Department Stores, Inc., now 
petiions for reconsideration of that action, and that the stipulation be approved. 


In conclusion the First Assistant Commissioner stated: 


It having been finally adjudicated that each of the registered marks in question is 
confusingly similar to the previously registered mark of S. H. Kress and Company, and 
appropriated to merchandise of the same descriptive properties, their registration is 
forbidden by the express terms of the statute; and the parties to these proceedings 
cannot, “by any agreement, confer upon the Commissioner of Patents the power to do that 
which the law forbids.” Skookum Packers Association v. Pacific Northwest Canning 
Co., 18 C. C. P. A. 792, 45 Fed. (2d) 912 [21 T.-M. Rep. 50].” 


Conflicting Marks 


“Continental” and “Continental Electric” 


Van Arspace, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Continental Motors Corporation of the word “Conti- 
nental” for goods specified in the application as follows: 


Engine driven lighting and power plants including both stationary and portable engine 
driven lighting and power plants of the direct current type of 6, 12 and 32 volt, and which 
plants vary in size and capacity and produce from substantially 200 watts to 5,000 watts, as 
well as 110 volt A. C. lighting and power plants of varying capacity; replacement gen- 
erators solely for the above engine driven lighting and power plants, storage batteries 
employed with said plants and other electrical accessories for use with said plants; and 
all parts thereof. 


The Examiner based his refusal of registration on a prior registration issued 
to Continental Electric Co., Inc., of the words “Continental Electric” with the 


2. S.H. Kress and Company v. Kaufmann Department Stores, Inc., Canc. Nos. 3231, 3239, 
3240, and 3241, 163 M. D. 854, November 6, 1941. 
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word “Electric” being disclaimed, for electric motors, electric generators, alternators, 
rotary converters, motor-generator sets, dynamotors and switchboards. 

After noting that the applicant had conceded that the marks are confusingly 
similar, the Assistant Commissioner stated that the sole question presented for 
determination by him was whether or not in the application there are goods listed 
which are of the same descriptive properties as goods listed in the cited registration. 
In answering that question in the affirmative the Assistant Commissioner said : 


Engine driven power plants include generators which are driven by an engine to pro- 
duce electric power. Both the engine and the generator are major parts of the plant. In 
my opinion such power plants are assemblies of the same descriptive properties as the 
motor-generator sets named in the cited registration. In such sets a generator is driven 
by an electric motor to produce electric power and the generator is an important part. 

Further, just because the generators named in the application are stated to be for 
replacement solely for applicant’s power plants does not, to my mind, make those generators 


goods of not the same descriptive properties as electric generators generally, as embraced in 
the prior registration. 


It is noted that applicant in its brief states “generators as manufactured and sold by 
the Continental Electric Co., may be used in engine driven lighting and power plants.” 
Accordingly, to apply the name “Continental” to applicant’s engine driven power plant 
which includes a generator,, in my opinion, would lead persons familiar with the trade- 
mark “Continental Electric” of the cited registration as applied to generators and motor- 
generator sets to be confused and deceived as to the source of origin of the plant.’ 


“Soltene” and “Solvenol” 


VAN ARSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Hercules Powder Company to the appli- 
cation of Crosby Naval Stores, Incorporated, for registration of the mark “Soltene” 
for terpene hydrocarbon solvent. The opposition was based on a registration 
to opposer of the mark “‘Solvenol” for terpene hydrocarbon solvent for use in all 
processes and compounds using turpentine, such as paints, varnishes, enamels, pro- 
tective coatings, rubber processing and cleaning compounds, etc. As stated by 
the Assistant Commissioner, this registration was issued prior to the date of first 
use given in applicant’s application. 

The applicant denied that the goods of the parties are of the same descriptive 


properties. In referring to this position of the applicant, the Assistant Commis- 
sioner said: 


One of applicant’s principal contentions is that because the terpene hydrocarbon solvent 
named in the registration is classified therein in Class 16, Paints and painter’s 
materials, and in the application, without objection by the Examiner, the terpene hydro- 
carbon solvent is classified in Class 6, chemicals, medicines and pharmaceutical prepara- 
tions, the presumption is that the terpene hydrocarbon solvents of the registration and 
application differ in descriptive properties to the same extent that paints and painter’s 
materials differ from chemicals, medicines and pharmaceutical preparations, and since 
neither opposer nor applicant has made any showing of record to what sort of terpene 
hydrocarbon solvent applicant applies the mark “Soltene,” opposer has failed to establish 


eit Ex parte Continental Motors Corporations, Ser. No. 422,272, 163 M. D. 813, September 15, 
1. 
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of record that the terpene hydrocarbon solvents of the parties are goods of the same 
descriptive properties and, in consequence, the notice of opposition must be dismissed. 


The conclusion reached by the Assistant Commissioner was expressed as 
follows: : 


Class 6, referred to, includes chemicals having general industrial utility, not excluding 
utility in paints, and a solvent usable in paints may be a chemical of general utility, classi- 
fiable in-that class. Therefore, the broad designation of goods in the opposed applica- 
tion embraces the specific goods as named in the registration and to that extent the goods 
named in the application and in the registration are identical. Furthermore, the fact 
that the registration and the application give the goods different Patent Office classifi- 
cation is not of controlling importance. Harlan-Wallis Coal Corp. v. Transcontinental 
Oil Co., 20 C. C. P. A. 944, 64 Fed. (2d) 122, 1933 C. D. 287 [23 T.-M. Rep. 208]. In 
the absence of other evidence, the applicant’s sworn application establishes prima facie use 
of the mark thereof on the goods as named therein. General Baking Company v. Com- 
mander-Larabee Corp., 23 C. C. P. A. 973, 82 Fed. (2d) 427 [26 T.-M. Rep. 278]; Gen- 
eral Foods Corporation v. Casein Company of America, Inc., 27 C. C. P. A. 797, 108 
Fed. (2d) 261; Sentry Safety Control Corporation v. Sentry Electric Co., 518 O. G. 781 
[30 T.-M. Rep. 683]. Accordingly, in my opinion, the registration and the application 
should be considered as designating identical goods and also goods of the same descriptive 
properties. 


In finding the marks of the parties confusingly similar, the Assistant Commis- 
sioner said : 


Neither mark is distinctively displayed. Each appears to be purely fanciful and 
arbitrary. It is noted, as shown by numerous registrations made of record by appli- 
cant, the prefix “Sol” is quite common in registered marks. However, no syllable in 
either mark impresses me as being more dominant than any other syllable. Comparing 
the words “Soltene” and “Solvenol” undissected, I am impressed more by their similari- 
ties in appearance and in sound than by their differences and have the opinion they are 
confusingly similar when applied to terpene hydrocarbon solvents as named in the regis- 
tration and in the application.* 


“National” and “National Co-operatives” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of National Fireworks, Inc., to the application 
of National Co-Operatives, Inc., for registration of a trade-mark for 


matches, dynamite, fuses, blasting caps, firecrackers, fireworks, air rifles and parts 
thereof, shot guns and parts thereof, revolvers, cartridges, shot gun shells, shot gun 
shell vests and belts, cartridge belts, leather and canvas gun cases, and holsters. 


The mark sought to be registered is a composite mark and was reproduced in 
the decision of the First Assistant Commissioner. This mark comprises a seal 
carrying the words “National” and “Co-operatives” separated by the notation 
“CO-OP” displayed in larger type than said words. 

The opposer relied upon its use of the word “National” for goods which the 
First Assistant Commissioner found to be of the same descriptive properties as, 
and, in part, identical with, the goods of the applicant. 


4. Hercules Powder Company v. Crosby Naval Stores, Incorporated, Opp’n No. 19,770, 
163 M. D. 856, November 8, 1941. 
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The Examiner concluded that applicant’s mark is confusingly similar to oppo- 
ser’s mark “National.” In his decision the First Assistant Commissioner said: 


While this word is not the most prominent feature of applicant’s mark, it is neverthe- 
less quite conspicuously displayed therein, and it is opposer’s entire mark. Taking 
all these circumstances into consideration, I am unable to say beyond doubt that there 
is no reasonable likelihood that confusion may result from the concurrent use of the 
two marks in trade. Thus applying the familiar rule that all doubt in that regard must 


be resolved in favor of the first to use, it is my opinion that the opposition was properly 
sustained.® 


Descriptive Term 


“B-Scorbic” for vitamin tablets 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition of The Upjohn Company to cancel trade-mark 
registration No. 363,627 issued January 3, 1939, to The Maltine Company. The 
registered mark is the notation “B-Scorbic” for vitamin tablets. 

The sole question involved in the appeal was whether the mark “B-Scorbic” 


is merely descriptive of the goods to which it is applied. Upon this question the 
First Assistant Commissioner had the following to say: 


The two active ingredients of respondent’s product are vitamin B; and vitamin C. 
Vitamin C is also known as ascorbic acid. The word “ascorbic” is thus necessarily 
descriptive of vitamin C; and I am constrained to agree with the Examiner that the 
term “Scorbic,” being an obvious contraction of that word, is equally descriptive. .. . 

Respondent argues that the letter “B” is not descriptive of vitamin B;. In the prose- 
cution of its application before the Examiner of Trade-Marks, however, respondent 
disclaimed that letter in response to the Examiner’s ruling that it “is a vitamin designa- 
tion and is not subject matter for exclusive appropriation.” Moreover, the record in 
the instant proceeding establishes beyond question that all vitamins of the B complex are 
loosely designated by the letter alone. 

Respondent’s mark is thus made up of two independently non-registrable elements, 
each retaining its original significance. That a mark of this character may not properly 
be registered under the Trade-Mark Act of 1905 was expressly declared by the Court 
of Customs and Patent Appeals in the case of In re The Midy Laboratories, Inc., 26 
C. C. P. A. 1294, 104 Fed. (2d) 617 [29 T.-M. Rep. 392]. 


In response to the argument by respondent that its mark 


means nothing at all to the general public and it is only to those who are fully informed 
of the art to which the word relates and who take the time to dissect the mark that it 
suggests the components of the product, 


the First Assistant Commissioner quoted as follows from the decision of the 
Court of Customs and Patent Appeals in the case of In re Richfield Oil Co., 24 
C. C. P. A. 996, 88 Fed. (2d) 499 [27 T.-M. Rep. 232]: 


“We think this contention is without merit. If the word is descriptive to those skilled 
in the art, it is descriptive within the prohibition of the statute and is not registrable. It 
would be non-registrable if it was in a foreign language, if it was descriptive, although 
not understood by all purchasers who understood other languages only.””® 


5. National Fireworks, Inc. v. National Co-Operatives, Inc., Opp’n No. 19,639, 163 M. D. 
861, November 25, 1941. 


6. The Upjohn Company v. The Maltine Company, Canc. No. 3665, 163 M. D. 864, Novem- 
ber 27, 1941. 
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Goods of Same Descriptive Properties 


Alimentary pastes, and fruit preserves and honey 


VAN ArspaLe, A. C.: Denied a petition filed by V. Viviano & Bros. Macaroni 
Manufacturing Co., Inc., under rule 63 from the refusal by the Examiner of Trade- 
Marks to register applicant’s mark “Belmont” for alimentary pastes, particularly 
macaroni, elbow macaroni, spaghetti, hollow spaghetti elbow and vermicelli, under 
Section 1 of the Act of March 19, 1920, in view of a prior registration of the mark 
“Belmont” granted under Act of 1920 to another for fruit preserves and honey. 

The applicant contended that the goods of his application and of the registration 
are not of the same descriptive properties and that because the cited registration 
was granted under the Act of 1920 it may not be availed of properly as a bar to 


registration of its mark. In response to these contentions, the Assistant Commis- 
sioner said : 


The goods named in the application and in the cited registration are commonly known 
as groceries, sold in the same stores, and to the same class of purchasers, and in my 
opinion are goods of the same descriptive properties. Cheek-Neal Coffee Company v. 
Hal Dick Manufacturing Company, 17 C. C. P. A. 1103, 40 Fed. (2d) 106 [20 T.-M. Rep. 
274}. 

I also hold that the fact the cited registration issued under Act of March 19, 1920, 
does not disqualify that registration from being used by the Examiner as a basis for refus- 
ing registration of applicant’s mark. Ex parte Perfect Garment Company, 531 O. G. 808 
[31 T.-M. Rep. 417]. 


The Assistant Commissioner stated that the marks being the same and being 
applied to goods of the same descriptive properties, he considered the Examiner 
to have been correct in refusing the registration for which petitioner applied’ 


Interference 


Petition to dissolve dismissed 


Frazer, F. A. C.: Dismissed a petition brought by The Celotex Corporation, 
in this interference wherein its opponent is United States Gypsum Company. The 
decision of the First Assistant Commissioner on the petition is copied below. 


The Celotex Corporation petitions that this interference be dissolved on the ground 
that the subject matter thereof is res judicata in view of the proceedings in trade-mark 
opposition No. 15,388. 

The question raised by the petition has not been ruled on by either the Examiner of 
Trade-Marks or the Examiner of Interferences. Moreover, a motion to dissolve the 
interference, raising the ground of res judicata which is presented by the petition, was 
filed by the petitioner on November 5, 1941. Under these circumstances the request 


that the matter be considered by the Commissioner is clearly premature, and the petition 
is dismissed.® 


7. Ex parte V. Viviano & Bros. Macaroni Manufacturing Co., Inc., Ser. 420,653, 163 M. D. 
853, November 4, 1941. 


8. United States Gypsum Company v. The American Gypsum Company (The Celotex 
Company, assignee, substituted), T.-M. Int. No. 3325, 163 M. D. 8066, November 28, 1941. 
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Non-Conflicting Marks 
“From the Heart” and “The Heart of a Good Cocktail” 


Frazer, F, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of Gordon’s Dry Gin Company Limited 
to the application of Sam Terry for registration of a trade-mark for “non-alcoholic 
fruit juices sold for beverage purposes.” 


The First Assistant Commissioner referred to the marks of the applicant and 
the opposer as follows: 


The mark sought to be registered is the disclaimed notation “From the Heart” in- 
closed within a heart-shaped border. The opposition is predicated upon opposer’s owner- 
ship of two previously registered marks. One is for alcoholic cocktails, and bears no 
resemblance to applicant’s mark save that it includes a heart-shaped border. The other 
is the notation “The Heart of a Good Cocktail” with the last three words disclaimed, and 
is registered for gin. 


In agreeing that the opposition properly was dismissed, the First Assistant 
Commissioner stated : 


Broadly speaking, opposer’s goods and those of applicant doubtless possess the same 
descriptive properties within the meaning of the Trade-Mark Act, but specifically they 
differ widely. It may be.that their sale under identical marks would lead to confusion, 
but these marks are far from being identical. The situation is not unlike that presented 
in Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 C. C. P. A. 1143, 120 Fed. (2d) 
370 [31 T.-M. Rep. 330], where, as here, the goods involved were alcoholic beverages 
on the one hand and non-alcoholic beverages on the other. These were held by the United 
States Court of Customs and Patent Appeals to be goods of the same descriptive proper- 
ties, but sufficiently different to be sold under somewhat similar marks without likelihood 
of confusion. The court pointed out that “it is, of course, well settled that specific differ- 
ences in goods which are of the same general descriptive character should be considered 


in connection with differences in marks in fairly determining the question of likelihood 
of confusion.’”® 


Non-Descriptive Terms 


“Betascorbate” for a certain medicinal substance 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of The Maltine Company to 
the application of The Upjohn Company for registration of the word “Beta- 
scorbate,” as a trade-mark for “a medicinal substance for the treatment of vitamin 
and nutritional disorders.” 

The opposition was based upon opposer’s use and alleged ownership of the 
expression “B-Scorbic,” which was registered for substantially the same goods 
prior to applicant’s first use of the mark it sought to register. The Examiner held 


the marks to be confusingly similar. In his decision the First Assistant Commis- 
sioner said: 


In a companion proceeding (The Upjohn Company v. The Maltine Company, applica- 
tion for Cancellation No. 3665), a decision is being rendered concurrently herewith sus- 


9. Gordon’s Dry Gin Company Limited v. Sam Terry, Opp’n No. 19,431, 163 M. D. 862, 
November 25, 1941. 
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taining a petition to cancel the registration upon which opposer here relies, on the ground 
that the registered mark is merely descriptive of the goods to which it is appropriated. 
That being true, any dealer in such goods has the right to use this descriptive term, 
and opposer can suffer no damage from the registration of applicant’s mark unless it is 
likewise descriptive. It was the Examiner’s opinion that “Betascorbate” is “a mere 
colorable variation” of “B-Scorbic,” but I am constrained to disagree. The two expres- 
sions sound somewhat alike, but not sufficiently so to be confused as to meaning; and 
they differ widely in appearance. While faintly suggestive, it is my opinion that appli- 
cant’s mark is non-descriptive, and is entitled to registration.’° 


Op position—A p peal 


Frazer, F. A. C.: Denied a motion brought by the opposer, Bausch & Lomb 
Optical Company, in this proceeding wherein Max Bressler is the applicant. 
In his decision, the First Assistant Commissioner said: 

Bausch & Lomb Optical Company, opposer in the above entitled proceeding, moves 
to dismiss the appeal of Max Bressler from the decision of the Examiner of Interferences 
sustaining the opposition. 

In support of the motion it is asserted that the record establishes use by a partner- 
ship rather than by applicant of the mark sought to be registered, and that such use was 
not commenced until after the applicaton was filed. Manifestly, these are matters that 
involve the merits of the application, and do no affect applicant’s right to prosecute his 
appeal if he so desires.2* 


Surnames 


“Briggs & Stratton” held unregistrable 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Briggs & Stratton Corporation of a mark consisting in the 
surnames “Briggs & Stratton” printed in prominent block letters surrounded by 
an elongated octagonal frame superimposed on a diamond-shaped outline. The 
Assistant Commissioner held that the Examiner correctly refused registration on 
the ground that the surnames of the mark are not distinctively displayed. He said: 


In my opinion, the composition of the mark is such that observers will be impressed 
by and will remember the surnames rather than the manner in which the names are dis- 
played, and that the appearance of the mark does not patina the significance of the 
surnames as indicating origin of the goods.?* 


10. The Maltine Company v. The Upjohn Company, Opp’n No. 19,637, 163 M. D. 863, 
November 27, 1941. 
11. Bausch & Lomb Optical Company v. Max Bressler, Opp. No. 20,133, 163 M. D. 866, 
November 28, 1941. 
mg Ex parte Briggs & Stratton Corporation, Ser. No. 437,756, 163 M. D. 811, September 11, 
1941. 
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PART II 


MISHAWAKA RUBBER & WOOLEN MANUFACTURING COMPANY vy. 
S. S. KRESGE COMPANY 


United States Circuit Court of Appeals, Sixth Circuit 
April 18, 1941 


TRADE- MARKS—REGISTRATION—EFFECT. 
Registration of a trade-mark does not enlarge registrant’s rights, but only confers juris- 
diction on the court, with other procedural advantages. 
TRADE-MARKS AND UNFAIR COMPETITION—DrEss OF Goops—ELEMENTS COMMON TO TRADE. 
A manufacturer may market his product in a dress in which there is no element of size, 
shape, color, lettering, word or symbol to which he has an exclusive right of use, but, if 
the ensemble has come to be a public guaranty of origin or quality, he may secure protection 
against unlawful piracy by a competitor on the ground of unfair competition. 
TRADE-MARKS—DEFINITION. 
A technical trade-mark is a word, device or symbol lawfully appropriated by a manu- 
facturer or trader to distinguish his products, the primary purpose of which is to indicate 


the origin of the goods, and not to distinguish a particular grade, style or size of the owner’s 
products. 


TRADE-MARKS—COLOR. 


Color, except in connection with some definite arbitrary design which serves to distinguish 
the article as made or sold by a particular person, is not the subject of a trade-mark; but the 


owner of a valid trade-mark, otherwise distinctive, may be protected against appropriation 
by a rival through mere change of color. 


TRADE-MarK INFRINGEMENT—INTENT—RELIEF. 

Guilty knowledge or fraudulent intent is not an essential element of infringement of a 
mark, which will be restrained irrespective of the question of intent on the part of the 
infringer. If the opportunity is furnished whereby deception may ensue, a basis exists to 
grant injunctive relief. 

TRALD-MARK INFRINGEMENT—SUITS—ABSENCE OF FRAUDULENT INTENT—DAMAGES. 

Proof of the absence of fraudulent intent in trespassing on trade-mark rights may avail 

a defendant in saving costs, damages or profits where his acts have been bona fide. 
TRADE-MARK INFRINGEMENT—COLORABLE IMITATION OF LABEL FEATURES. 

It is the duty of the court to compare the whole labels used by the parties, and if it finds 
that the infringer’s devices are colorable and require careful inspection to distinguish them 
from those of the goods imitated, an injunction will issue. 

TRADE-MARK INFRINGEMENT—INTENT. 

If one intends that the name, symbol or label which he chooses should be mistaken for 

that of another, it is fair to assume he will use them to promote that belief or purpose. 
UNFAIR CoMPETITION—ELEMENT OF FRAUD. 

In cases of unfair competition fraudulent intent must be shown by the evidence or be 
inferable from the circumstances, but where one uses the trade-mark or trade symbol of a 
competitor, fraud will be presumed from the wrongful use. Moreover, if such use is con- 
tinued after due notice, fraud and imposition will be presumed and relief granted. 

TRADE-Marks—Marxks Pusiict Jurts—SyMBoL OF BALL or CIRCLE. 

A circle or ball as a trade-mark is publici juris where it has not acquired a secondary 
meaning. Where, therefore, appellant’s mark consisting of a ball or circle, used on its 
rubber heels sold as part of the shoes, had not become distinctive of such goods, the use 
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by appellee on its detachable rubber heels and lifts of a red circular mark held not to 
constitute infringement. 


TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING—PROOF OF PRoFITS—FoRM OF INJUNCTION. 
In the case at issue, the burden of proving that appellee had made profits, attributable 

in whole or in part to its trade-mark, was upon the appellant. The decision of the lower 
court prohibiting the use of any red or reddish circular figure, or imitation thereof on the 
face portion of the heel, and limiting the accounting to profits unlawfully enjoyed by appellee 


from sales made by it after May 19, 1933, of rubber heels bearing a red or reddish circular 
mark, was affirmed. 


TRADE-MARK INFRINGEMENT—USE OF MARK ON DIFFERENT Goons. 
It is not infringement to use the identical mark of another person upon an entirely 
different class of goods, but the owner of a trade-mark for a broad class is entitled to 


enjoin the use of the mark on a particular species of goods belonging to the class covered 
by the mark. 


In equity. Action for trade-mark infringement and unfair competition. From 
a judgment for plaintiff, plaintiff appeals. Affirmed. 


Thomas S. Donnelly, Detroit, Mich., and Eugene M. Giles, Chicago, Ill., for appel- 
lant. 


Lawson & Giles, Detroit, Mich., for appellee. 
Before Hicks, HAMILTON and Martin, Circuit Judges. 


HamILTon, Circuit Judge: 


Appellant, Mishawaka Rubber and Woolen Manufacturing Company, filed a 
complaint against the appellee, the S. S. Kresge Company, for trade-mark infringe- 
ment and unfair competition. The court found for appellant, but it claims the relief 
granted was inadequate and on this appeal it asks that the judgment be extended to 
award it further and other relief. 

For many years appellant has been engaged in the manufacture, sale and dis- 
tribution of footwear of various kinds and for more than thirty-five years, has been 
manufacturing rubber heels for use on its boots and shoes. Continuously since 
1898, appellant has used a trade-mark which it registered in 1901 for its goods, con- 
sisting of an arbitrarily selected representation of a circular figure or colored ball of 
varying shades of red applied directly to the tread face at approximately the center 
of the rubber heel. It has renewed the registration of its trade-mark from time to 
time and is presently using it. 

Since 1917 it has exemplified its trade-mark by embedding a circular plug of 
contrasting colored rubber in the heels of shoes sold by it of the same thickness of 
the heel so that the distinctive marking remained on the product during its life. In 
combination with the colored circular ball figure, appellant also used other registered 
trade-marks consisting generally of the words “Ball Band” or sometimes “Mishko” 
in raised lettering and also at bottom the lettering “Mishawaka, Indiana.” The 
circular mark and the words “Ball Band” were associated together in different ways, 
the ball-shaped mark sometimes appearing between the words “Ball” and “Band” 
and sometimes being at the side of or above or below them. The words “Trade- 
Mark, Rubbers, Mishawaka, Ind.” were always stamped under the colored circular 
mark. Mishawaka is the town in Indiana where appellant did its manufacturing. 
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Appellant has spent, and is continuing to spend, large sums of money advertising 
in catalogs, pamphlets, newspapers and by window displays, its product under its 
trade-marks, prominently displaying its colored circular figure as an identification of 
origin. Appellant’s shoe heels have been sold throughout the United States always 
as a part of its shoes, never separately. 

Appellee, the S. S. Kresge Company, operates and maintains a large number of 
retail stores throughout the United States where it sells detached rubber heels and 
lifts manufactured for it by the Essex Rubber Company, O’Sullivan Rubber Com- 
pany and the Boston Woven Hose and Rubber Company. Those manufactured for 
it by the Essex Rubber Company had a red circular mark on the tread with the word 
“Crusader” in raised lettering and embossed in the outer face of the circular mark 
was a crusader’s head or a head in armor. 

On discovery that appellee was selling the above-described heels, appellant, on 
May 9, 1933, notified appellee that it was infringing its trade-mark and appellee on 
May 19, 1933, informed appellant it intended using some color other than red on its 
heels and notified the Essex Company to discontinue the use of the red circular mark 
on the heels manufactured for it and from about June 6, 1933 to June 29, 1934, Essex 
manufactured and supplied appellee heels with a circular orange colored mark, but 
from May, 1933, until June, 1934, appellee continued to sell heels with red circular 
mark, as well as those with orange circular mark indiscriminately mixed together on 
the same counters. Appellant again notified appellee of the alleged infringement on 
February 15 and also on June 14, 1934, and on June 29, 1934, appellee notified the 
Essex Rubber Company to discontinue delivery of heels to it. From June 1, to 
September 1, 1934, the Essex Rubber Company was changing its molds and there- 
after supplied appellee with heels with an indented diamond-shaped insert with a 
crusader’s head embossed thereon, the insert contrasting to the color in the body 
of the heel and having on it the word “Crusader.” 

The heels manufactured for appellee by the O’Sullivan Rubber Company, had 
on the tread surface an embossed circular Indian head in red with the words “Sure- 
Foot” in raised lettering thereon and these were delivered to appellee from July 1, 
1934, to December 1, 1934, and sold by it from bins and counters on which were also 
displayed and sold heels having the red “Crusader” mark. After December 1, 1934, 
appellee requested the O’Sullivan Rubber Company to change the color of the cir- 
cular Indian head mark from red to green and thereafter appellee sold these heels 
bearing the green circular Indian head mark from the same bins and counters where 
there was displayed and offered for sale heels bearing the red circular mark of the 
“Crusader” type, the orange circular mark of the “Crusader” type and the indented 
diamond-shaped “Crusader” head type. 

The heels made for appellee by the Boston Woven Hose & Rubber Company had 
an American eagle on a circular background on the tread surface, with the word 
“Evergrip” embossed thereon but they did not use a red or reddish color. 

The court below found that the heels manufactured for the appellee by the Essex 
Rubber Company and the O’Sullivan Rubber Company infringed appellant’s trade- 
mark but that those manufactured by the Boston Woven Hose & Rubber Company 
did not so infringe. It also found that the method followed by appellee in the sale 
of its heels and lifts was unfair to appellant. 
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The court decreed that appellant be enjoined from selling, aiding or abetting 
others either directly or indirectly in selling rubber heels with a red or reddish cir- 
cular ball figue.appearing on the surface portion of the heel or any imitation thereof, 
so nearly resembling the ornamental dress of the heels of appellant as to be cal- 
culated to deceive the ordinary purchaser as to the source of such goods and it also 
decreed that appellee account to appellant for profits realized by its after May 19, 
1933, on rubber heels bearing a red or reddish circular mark indented upon the face 
portion thereof, to purchasers who were induced to buy because they believed the 
heels to be those of appellant and which sales appellant otherwise would have made. 

Broadly stated, appellant attacks the decree in two particulars: (1) that the court 
should have enjoined the appellee from selling any heels with a disc of different color 
from the remainder of the heel; (2) that appellee should have been required to ac- 
count for the profit on the sale of all heels with a distinctive colored disc regardless 
of any direct evidence of positive deception or whether or not appellant would other- 
wise have made the sales. 

The registration of appellant’s trade-mark did not enlarge its substantive rights. 
All it did was to confer jurisdiction on the court regardless of diversity of citizenship 
and gave registrant certain procedural advantages. Armour & Company v. Louis- 
ville Provision Company, 283 F. 42 (C. C. A. 6) [13 T.-M. Rep. 44] ; Armstrong 
Company v. Nu-Enamel Corp., 305 U. S. 315, 322 [29 T.-M. Rep. 3]. 

Whatever substantive rights appellant may have in the premises arise under local 
law and are within the scope of Erie Railroad Company v. Tompkins, 304 U. S. 64; 
Kellogg Company v. National Biscuit Company, 305 U. S. 111 [29 T.-M. Rep. 569]. 
However, the parties make no claim that the local law is different from the general 
law on the subject and each has relied in the briefs almost entirely on Federal 
precedents. 

A manufacturer may market his products in a dress in which there is no element 
of size, shape, color, lettering, word or symbol to which he has the exclusive right of 
use, but if the ensemble has come to be a public guaranty of origin and quality, he 
may secure protection against unlawful pirating by a competitor on the ground of 
unfair competition; Shwannecke v. Genesee Coal Company, 262 Mich. 624. In 
such a case, it is the duty of the court to examine the dress of the product in the 
original and that of the alleged pirate as a whole, both as to resemblances and dif- 
ferences to ascertain whether, in view of the differences, the resemblances are so 
marked that the ordinary purchaser would be likely to be deceived. The manu- 
facturer may also put forth his product marked with an arbitrary symbol, lettering 
or figure and rely upon building up a good will by associating in the public mind his 
product with the invented word or arbitrary symbols, and by thus using the marking 
acquire an exclusive right in it. Smith v. Walker, 57 Mich. 456. The symbol or 
marking of the manufacturer does not exist in gross or separate and apart from the 
good-will with which it is associated but only attaches itself to the goods which it 
identifies and which goods are manufactured or sold by its owner. 

An abstract right in a symbol has no existence, but the symbol must be con- 
sidered in association with the article which it identifies. In this sense a trade-mark 
differs from a patent or copyright. The latter exist the instant either is issued or 
entered. The patentee or author, without use, remains the real or true owner of the 
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grant until it is dedicated to the public use by abandonment or by operation of law, 
but the registry of a trade-mark does not ipso facto make the mark. Patent right 
and copyright rest upon the view that the results of the original labor of the inventor 
and the author ought as a matter alike of justice and of public policy to be secured 
against piracy, while as regards the proprietor of a trade-mark, the question of 
originality does not arise so long as the mark is sufficiently distinctive really to iden- 
tify his goods and for the purpose of registration to satisfy the Trade-Mark Act. 
In truth the registration of a trade-mark is rather the recognition of a fact than the 
grant of a privilege. The law of trade-marks is analogous to that of patents or copy- 
rights in that each is based on one’s rights to have guaranteed to him the profit 
derivable from his own property. 

A “technical trade-mark” may be defined as a word, device or symbol lawfully 
appropriated by a manufacturer or trader to distinguish his specific products, the 
primary purpose of which is to indicate the origin of his goods and not to distinguish 
a particular grade, style or size of the manufacturer’s products. It must be capable 
of distinguishing one’s articles from all others as regards origin or ownership. As 
to whether a commercial signature of one’s goods is a technical trade-mark is 
material here. 

Guilty knowledge or fraudulent intent is not an essential element of infringe- 
ment of such a mark. It is well settled that an infringement will be restrained irre- 
spective of the question of intent on the part of the infringer. Saxlehner v. Siegel- 
Cooper Company, 179 U. S. 42, 43. This is based upon the ground that the original 
proprietor has a qualified property right in the trade-mark, of which the pirate has 
made unlawful use. 

The right to an injunction is not made to depend upon the fact that deception was 
either intended or practiced. If the opportunity is furnished where deception may 
ensue, a basis exists to grant injunctive relief. Lawrence Mfg. Company v. Tennes- 
see Mfg. Company, 138 U. S. 537, 555. This rule, however, does not prevail in all 
cases in awarding either damages or costs. Proof of the absence of fraudulent inten- 
tion in trespassing on trade-mark rights may avail a defendant in saving costs, dam- 
ages or profits where his acts have been perfectly bona fide. The rule prevails in 
Michigan that an account of profits will not be taken where the wrongful use of a 
trade-mark or trade-name has been merely accidental or without any actual or 
wrongful intent to defraud the original owner or to deceive the public. Liberty Oil 
Corporation v. Crowley, Milner Company, 270 Mich. 187 [25 T.-M. Rep. 124]. 
This is in harmony with the rule prevailing in the federal courts. Straus v. Notaseme 
Company, 240 U. S. 179, 181 [6 T.-M. Rep. 103]. 

In many cases, it is difficult to determine whether complainant’s trade-mark has 
been actually pirated in such manner as to be likely to deceive and impose upon cus- 
tomers or patrons of his manufacture or business, but it is the duty of the court in 
all cases to compare the whole labels or symbols used by the respective parties, and 
if the court finds that the infringers’ devices are colorable, which requires a careful 
inspection to distinguish his marks and appearances from those of the manufacture 
imitated, the court will protect the original owner, but is not bound to interfere 
where ordinary attention by the purchaser will enable him to discriminate. The 
burden rests on complainant to show by a fair preponderance of the evidence that the 
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ordinary mass of purchasers giving that attention which such persons usually give 
in buying the article on question would probably be deceived. 

Where a person uses the business symbol or label of another with the fraudulent 
purpose of obtaining business which belongs to the other, there will be no injustice 
if the court assumes the label or symbol so chosen accomplishes the purpose although 
the resemblance is slight. If one intends that the name, symbol or label so chosen 
should be mistaken for that of another, it is fair to assume he will use them to pro- 
mote that belief or purpose. Therefore the motives with which the name, symbol 
or label is chosen, its similarity, as well as the surrounding circumstances, all enter 
into the determination of whether business will be lost or diverted. Where, how- 
ever, the name, symbol or label is not chosen to deceive and has not been used in a 
way intended or calculated to deceive, the court should not interfere unless the 
similarity is sufficient to deceive the usual persons proceeding with ordinary care. 
Supreme Lodge K. of P. v. Improved Order K. of P., 113 Mich. 133. There is no 
finding of fact in the case at bar, and we find no evidence in the record to support the 
inference that appellee adopted the symbol used on its heels for the fraudulent 
purpose of attracting to itself business or sales which belonged to appellant and there 
is no evidence that any such sales occurred. The action is therefore limited to the 
charge that the defendant has infringed a technical trade-mark in violation of a 
qualified property right wherein the fraudulent intent is presumed. No justification 
is found in the record for an inference that any one appears to have been deceived by 
appellee’s trade-mark into purchasing its shoe heels and lifts in the belief that he was 
purchasing shoe heels produced by appellant. 

Appellant’s trade-marks had been so long in use and so widely advertised, it is 
presumed that appellee had knowledge of them and, even if the appellee assumed its 
trade-marks without any intention to mislead the public or to unfairly interfere with 
appellant’s trade, if they so closely imitated appellent’s as to lead to confusion and 
tended, because of their similarity to be taken by the public for those of appellant, 
appellee must be held to the same responsibility as though it had been guilty of in- 
tentional pirating. Dayton v. Imperial Sales & Parts Company, 195 Mich. 397 
[7 T.-M. Rep. 303]. 

It is the tendency of the courts to restrict the scope of law applicable to technical 
trade-marks and extend its scope in cases of unfair competition. Mill Company v. 
Alcorn, 150 U. S. 460; Koehler v. Sanders, 122 N. Y. 65. Appellant rests its cause 
of action both on the law of technical trade-marks and unfair competition. This 
being true, it becomes essential to ascertain the distinctions as well as the resem- 
blance between the two legal principles. The underlying concept of each is the same; 
namely, the prevention of that which in its operation and results is a fraud upon the 
public and an injury to the rival trader. Canal Company v. Clark, 80 U. S. 311, 322. 
But, while the idea of fraud lies at the foundation of the law of technical trade-marks 
as well as that of unfair competition, it must be remembered that fraud may rest in 
actual intent shown by evidence or inferred from the circumstances or conclusively 
presumed from the act. Fraudulent intent must be shown by the evidence or be 
inferable from the circumstances in cases of unfair competition but where one uses 
the trade-mark or trade symbol of a competitor, fraud will be presumed from the 
wrongful use. No one has the right to use the technical trade-mark of another in 
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connection with like goods but if he does and persists after being notified to desist, 
fraud and imposition, which constitute the essence of the injury, will be presumed 
and relief granted. Lawrence Mfg. Company v. Tennessee Mfg. Company, 138 
U. S. 537, 549; McLean v. Fleming, 96 U. S. 245, 252; H. E. Winterton Gum Com- 
pany v. Auto Sales Gum & Chocolate Company, 211 F. 612 (C. C. A. 6). 

Appellant having acquired the exclusive right to the use upon its shoes of the 
trade-mark heretofore described, the remaining question is: Would the coloring and 
markings of appellee’s lifts and heels, excluded from the injunction, likely mislead 
the ordinary or usual buyer into believing that he was purchasing goods manufac- 
tured by appellant? 

All of the heels manufactured by appellant had a red circular figure or red ball 
on the tread face in approximately the center thereof with the words “Ball Band” 
in raised lettering in different configurations and at the bottom thereof the lettering 
“Mishawaka, Indiana.” All of appellee’s heels, with the exception of two types, 
used the circular ball at first in red then in orange, green and beige but embossed on 
some of them were a Crusader’s head, on some an Indian head, and on others an 
eagle. Appellant’s heels had no arbitrary figure on them, but a circular contrasting, 
reddish section with accompanying lettering. 

Color, except in connection with some definite arbitrary design which serves to 
distinguish the article as made or sold by a particular person, is not the subject of 
a trade-mark, but the owner of a valid trade-mark, otherwise distinctive, may be 
protected against appropriation by a rival through mere change in color. Samson 
Cordage Works v. Puritan Cordage Mills, 211 F. 602 (C. C. A. 6) [2 T.-M. Rep. 
412]. In considering the likelihood of confusion of goods where a trade-mark is a 
figure or design or lettering, the owner’s right may well cover that figure or design or 
lettering reproduced in any color for the identity of the figure, design or lettering, 
may mislead the purchaser in spite of the difference in color. But, the difference in 
color may so emphasize the difference between the figure, design or lettering as to 
obviate the likelihood of deceiving any purchaser. If the trade-mark were a black 
cross, certainly one in bright red would distinguish them. 

The words or phrases appearing on the respective marks here involved are so 
essentially dissimilar as to lend no color to deceit. Hence, obviously there can be 
no possibility of any confusion in sound between the “Ball Band” and the words 
“Crusader,” “Sure-foot,” and “Evergrip,” so it is clear that the lettering on the 
heels is not relevant to the issue here, and consideration must be confined to a com- 
parison of the physical appearance of the two designs. 

A circle or ball as a trade-mark is publici juris where it has not acquired a sec- 
ondary meaning as in the case here and therefore appellant can claim no exclusive 
right to their use standing alone. Patton Paint Company v. Sunset Paint Company, 
290 F. 323 (C. C. A. D. C.) [13 T.-M. Rep. 335]. The degree of resemblance 
necessary to constitute infringement is incapable of exact definition. All that courts 
of justice can do in that regard is to say that no manufacturer or seller can adopt a 
trade-mark so resembling that of another trader that ordinary purchasers buying 
with ordinary caution are likely to be misled and each case must be determined on 
facts peculiar to it. In the case of a symbol merely, an imitation must be fairly 
exact to infringe. In cases where the trade-marks are the imprints of animals of 
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the same genus, one large, fat and well conditioned, the other small, lank and lean, 
there is no actionable deceit. Popham v. Cole, 66 N. Y. 74. 

In our opinion the symbols and lettering descriptive of the articles and bearing 
the names of appellant and appellee respectively as manufacturers or producers, are 
entirely unlike in arrangement, general form and appearance insomuch that no one 
could mistake the lifts and heels of appellee, excluded from the lower court’s injunc- 
tion, for those of appellant. 

Where two persons are engaged in selling like goods, each of them may aptly 
designate and describe them or attractively present them for sale but neither may 
acquire the exclusive privilege of doing so, and neither has the right to insidiously 
mislead purchasers into the belief that his wares are those of his competitor. The 
products here involved have some family resemblance but do not show close kinship. 

The right to the exclusive use of a technical trade-mark is limited to a use of it 
upon some particular class of goods. Accordingly, it is not an infringement to use 
the identical trade-mark of another person upon an entirely different class of goods, 
but the owner of a trade-mark for a broad class, such as here, is entitled to enjoin 
the use of his mark on a particular species of goods belonging to the class covered by 
the mark. But, before he is entitled to an accounting of profits for the use of his 
mark, the burden rests on him to show by a fair preponderance of evidence that 
either actual or reasonably probable deception or confusion has resulted and regard 
must be given to the class of persons who purchase the articles and to the circum- 
stances ordinarily attending their sale. From the circumstances of this case, there 
appears no reasonable probability that there was confusion or deception without 
evidence of the fact. Therefore, the burden was upon appellant to prove that appel- 
lee had made profits attributable in whole or in part to the use of appellant’s trade- 
mark, even though they used identical or similar colors. 

We agree with the District Court that the burden is upon appellant to prove that 
the appellee has made profits attributable in whole or in part to its trade-mark. 
Westinghouse Manufacturing Company v. Wagner Manufacturing Company, 225 
U. S. 604, 622. 

The injunction which was granted was expressly limited to prohibiting the use 
of any red or reddish circular ball figure appearing on the face portion of the heel, 
or any imitation thereof so nearly resembling the ornamental dress of appellant’s 
heels as to be calculated to deceive the ordinary purchaser as to the source of the 
goods, and accounting was limited to profits unlawfully enjoyed by appellant from 
sales made by it after May 19, 1933, of rubber heels bearing a red or reddish circular 
mark indented upon the face portion thereof, to purchasers who were induced to 
buy because they believed the heels to be those of appellant and which sales appellant 
would otherwise have made. 

The trade-marks of appellant were in part old and in part new, but for the pur- 
pose of presenting its goods to the public as identifying origin, it had the right to 
adopt the combination it used and it is entitled to protection against palpable imita- 
tions and to the profits, if any, appellee has received by reason of the presumed 
palming-off of its goods as those of appellant. The case of appellant is not very 
strong on the facts, yet it seems to be entitled to the carefully limited injunction and 
accounting of profits which was granted. 
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The court in its judgment postponed the matter of awarding costs until the final 
disposition of the decreed accounting. Appellant asked us to amend the judgment 
by awarding it costs. The Rules of Civil Procedure, Rule 54, Title 28, U. S.C. A., 
following Section 723(c) provides that costs shall be allowed as of course to the 
prevailing party unless the court otherwise directs. 

By the plain language of the rule, the imposition of costs is a matter within the 
discretion of the trial court. Since the judgment is not final in this respect, we pass 
it. Appellant, deeming itself prejudiced by the error if any, may get redress through 
application to the lower court for a modification of its judgment and afterwards if it 
deems itself aggrieved, he may appeal to this court for a review of the court’s final 
judgment. 

Judgment affirmed. 


ADDRESSOGRAPH-MULTIGRAPH CORPORATION v. AMERICAN 
EXPANSION BOLT & MANUFACTURING COMPANY 
United States Circuit Court of Appeals, Seventh Circuit 


November 25, 1941 


UnFair CoMPETITION—SUITS—J URISDICTION—STATE Courts, ILLINOIs. 

In an action for alleged unfair competition where defendant’s acts were committed in 
the State of Illinois, the law of unfair competition as announced by the courts of Illinois 
should be applied. Where therefore, no cause of action was found under state laws, the 
judgment of the District Court in plaintiff’s favor was reversed. 

UnFair CoMPETITION—COPYING PATENTED ARTICLE AFTER EXPIRATION OF PATENT. 

The copying and sale by defendant of plaintiff’s address plates, on which the patent had 
expired, together with certain other acts alleged to consititute unfair competition with 
plaintiff, held not to constitute unfair competition under the Illinois rule; and the decree 
of the lower court in favor of plaintiff was, accordingly, reversed. 


In equity. Action for alleged unfair competition. From a decision of the Dis- 
trict Court, Northern District of Illinois, in plaintiff's favor, defendant appeals. 
Reversed and remanded. 


Samuel G. Banning and Ephraim Banning, both of Chicago, IIl., for appellant. 
Philip M. Aitken, Lincoln, Neb., and J. Rex Allen, Chicago, Ill., for appellee. 


Before SparKs and Major, Circuit Judges, and Linb.ey, District Judge. 


Major, Circuit Judge: 


This is an appeal from an interlocutory injunction decree, entered February 7, 
1941, in conformity with the prayer of a complaint charging unfair competition. 

The complaint, filed February 21, 1934, charged as its major premise that the 
defendant had misappropriated a business system originated, built up and maintained 
by the plaintiff. This system, so it was alleged, was a new and novel idea in the com- 
mercial field, namely, the addressing and writing of various data on many business 
forms in a mechanical manner rather than manually as had been the practice thereto- 
fore. Plaintiff’s system included the medium by which the idea of mechanical ad- 
dressing could be successfully marketed. Mechanical addressing requires the manu- 
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facture and sale of blank plates, upon which the information desired to be printed 
on the various business forms is embossed, the manufacture and sale of machines for 
embossing the information on the blank plates (such machines were designed by 
plaintiff as “Grapho-types”) the manufacture and sale of machines through which 
the embossed plate would pass so that the information on the embossed plates would 
be transferred to a business form or letter (such machines were known as “Ad- 
dressing Machines’’). 

It was also alleged that in building up this system, plaintiff had expended great 
effort and large sums of money in advertising, developing and maintaining extensive 
sales and service organizations, that the machines used in the system were sold at 
a low margin of profit and that plaintiff’s profits were derived largely from its sys- 
tem rather than the sale of machines. It was further alleged that among the sup- 
plies or parts necessary to the operation of the addressing machines were address 
plates; that plaintiff’s chief source of profit resulted from the sale of such plates 
which were required by its customers in great volume as its system developed, and 
that without the profits derived therefrom it could not afford the expense of main- 
tenance and expansion of its business system. 

The patents covering plaintiff’s mechanical equipment, including the address 
plates, expired about a year previous to the time when defendant commenced the 
manufacture and sale of the address plates, admittedly sold to the owners and users 
of machines purchased from the plaintiff. Defendant also admittedly has not at- 
tempted to compete with plaintiff's business system through the development of 
such a system of its own, but has limited its competition with plaintiff to the sale of 
the address plates which are intended only for use in connection with plaintiff’s 
machines. Also admittedly, the defendant has incurred none of the expense in the 
manufacture and sale of plaintiff’s machines, nor in the establishment and main- 
tenance of its so-called system. Thus, so it alleged, defendant is enabled to sell its 
plates at a substantially lower price than plaintiff without contributing to the develop- 
ment or maintenance of plaintiff’s system. Upon this premise it is contended that 
defendant has misappropriated plaintiff’s business system and is therefore liable for 
unfair competition. 

Other charges were made against the defendant which we think may properly 
he termed ancillary or perhaps incidental to the main charge, as follows: (a) Dis- 
tribution of inferior products to the injury of plaintiff's good-will, (b) substitution 
of plaintiff’s plates on orders for defendant’s plates in certain instances without notice 
to customers,’ (c) misrepresentation as to the character and quality of defendant’s 
plates, (d) improper acquisition of information concerning plaintiff’s customers and 
business, and (e) libel (1) assertions by the defendant that plaintiff was charging 
monopolistic prices, and (2) charges by the defendant that plaintiff’s service men 
were guilty of sabotage in an effort to discredit the defendant. 

A hearing was had before the master who, in his final report, found all issues in 
favor of the defendant, except (1) that the defendant on several occasions sold plain- 


1. We do not understand there is any contention that the proof discloses a conventional 
charge of “palming off.” The proof relative thereto and any contention arising therefrom must 


be viewed in the light that it was incidental to the main charge of unfair competition with plain- 
tiff’s business system. 
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tiff’s plates without sufficiently advising customers as to the origin thereof, and (2) 
defendant represented to customers that service men employed by plaintiff would 
misadjust the machines when they found defendant’s plates in use thereon, and also 
represented to customers that plaintiff was a monopolistic company and charged 
monopolistic prices. It was recommended that an injunction issue requiring the 
defendant, when supplying plaintiff’s plate, to give adequate notice to the customer 
that it was of plaintiff’s manufacture and that defendant be restrained from making 
the so-called libelous statements. Objections were filed to the master’s report by 
both parties. Plaintiff’s objections were sustained and those of the defendant over- 
ruled. Thus, the court found all issues in favor of the plaintiff and entered its find- 
ings of fact, conclusions of law and the decree from which this appeal was taken. 
The court also ordered an accounting of profits and damages. 

It appears that the lower court decided the case upon general Federal law. At 
any rate, it is certain that the law of unfair competition, as announced by the courts 
of Illinois, was not applied. We are therefore at the threshold of our consideration 
met with defendant’s contention that under Erie R. R. Co. v. Tompkins, 304 UV. S. 
64, the law of state, as announced by its courts, must be given effect, and that by such 
law, no cause of action was stated or proved. Plaintiff feebly responds to this argu- 
ment by calling attention to the fact that neither of the parties relied upon the Erie 
case in their briefs filed with the master, and for this reason it should not be con- 
sidered here. It further argues that the case, by its very nature, is and should be 
an exception to the rule therein announced. Neither contention is plausible. A 


study of the Erie case is convincing that it is of general application with the excep- 
tion stated on page 78: 


Except in matters governed by the Federal Constitution or by Acts of Congress, the 
law to be applied in any case is the way of the state. . 


Any doubt in this respect was removed in Ruhlen v. New York Life Ins. Co., 
304 U. S. 202, 205, where the court said: 


.... The doctrine applies, though the question of construction arises not in an action 
at law, but in a suit in equity. ... 


There is little room for argument but that the District Court, as well as this 
court, must give application to the Illinois law of unfair competition. This court 
would be obliged to apply the state law announced subsequent to a decision of the 
lower court. Vanderbark v. Owens-Illinois-Co., 311 U. S. 538. 

Confronted with this situation, no good purpose could be served in analyzing 
the many Federal cases relied upon by plaintiff in support of the decree. This is so 
for the reason that the law of unfair competition, as announced in Illinois must be 
applied. In Stevens-Davis Co. v. Mather & Co., 230 Ill. App. 45, in an exhaustive 
opinion where the issues were quite similar to those of the instant case, that court, 
after an extensive review of authorities, on page 65, said: 


The courts in this state do not treat the “palming off” doctrine as merely the designa- 
tion of a typical class of cases of unfair competition, but they announce it as the rule of 
law itselfi—the test by which it is determined whether a given state of facts constitutes 
unfair competition as a matter of law. . . . the “palming off” rules is expressed in a posi- 
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tive, concrete form which will not admit of “broadening” or “widening” by any proper 
judicial process. It is rigid and inelastic... . 


In the instant suit, plaintiff relies heavily upon International News Service v. 
Associated Press, 248 U. S. 215 [9 T.-M. Rep. 15], in support of its theory, 
adopted by the lower court, that defendant was guilty of unfair competition by a 
misappropriation of plaintiff's business system. That identical theory was presented 
and rejected in the Stevens-Davis case and the International News Service case was 
referred to on page 66, as follows: 


.... The decision of the Supreme Court of the United States, although entitled to 
the deference which is due to so distinguished a tribunal, is not a rule of decision that 
must be followed by a state court in the class of cases in question. In cases not involving 
the construction of the constitution or laws of the Union, the decisions of the Supreme 
Court of the United States are not binding as authority on the state courts. .. . 


In other words, the Stevens-Davis case repudiates the precise theory on which 
plaintiff attempts to sustain the decree in the instant case. The doctrine of unfair 
competition, as announced in the Stevens-Davis case, was expressly approved by the 
same court in Soft Lite Lens Co., Inc. v. Ritholz, 301 Ill. App. 100 (June, 1939). 
Nor can the Illinois rule be questioned because it has been announced by an in- 
termediate state court. In the recent case of Fidelity Union Trust Co. v. Field, 311 
U. S. 169, 177, the court said: 


.... An intermediate ‘state court, in declaring and applying the state law, is acting 
as an organ of the state, and its determination, in the absence of more convincing evidence 
of what the state law is should be followed by a Federal Court in deciding a state question. 
We have declared that principle in West v. American Telephone and Telegraph Co., 
post, page 223.... 


The law of Illinois having been clearly announced, it follows, so we think, that 
not only was the decree appealed from erroneously entered, but that plaintiff’s bill 
of complaint failed to state a cause of action. We are presented with the further 
contention on the part of the plaintiff, however, that if the doctrine of the Erie case 
is to be given application, it must also be applied to the field of conflict of laws. 
That the doctrine embraces such field has recently been held in Klaxon Co. v. Stentor 
Mfg. Co., Inc., 313 U. S. 487, 496, wherein the court said: 


We are of the opinion that the prohibition declared in Erie Railroad v. Tompkins, 304 
U. S. 64, against such independent determinations by the federal courts extends to the field 
of conflict of laws. The conflict of laws rules to be applied by the federal court in Dela- 
ware must conform to those prevailing in Delaware’s state courts. .. . 


We understand in Illinois the conflict of laws rule requires the application of the 
law of the state where the wrong is consummated. There may be some exceptions 
or limitations upon this rule, but if so, they are not here material. Defendant con- 
cedes that there is such a rule, but denies its relevancy in the instant situation. 

On the other hand, plaintiff invokes the rule on the theory that the unfair com- 
petitive acts occurred in states other than Illinois. In its own language, its con- 
tention is thus stated: 


. . .. The misappropriation of the plaintiff's system was accomplished through the 
introduction into that system of the defendant’s plates at the customers’ place of business, 
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which was outside the State of Illinois. The wrongs to plaintiff by reason of defendant’s 
false advertising and libelous statements were accomplished at the point that these charges 
were in legal contemplation published, that is, where the plaintiff’s customers and the 
public read such charges, which was outside the State of Illinois. 


We do not agree with this contention. As pointed out heretofore, the main 
charge of unfair competition was a misappropriation by the defendant of plaintiff’s 
business system. The essential element of this alleged wrong was the manufacture 
and sale by the defendant of plates for the purpose of use in certain machines manu- 
factured and sold by the plaintiff. Defendant’s place of business was in Illinois 
where it received and filled orders for such plates. 

The wrong, if such it be, was the sale in Illinois for the use indicated. In our 
judgment, there is no merit in plaintiff’s argument that no wrong was committed 
until the plates were actually used in a foreign state. We have also pointed out here- 
tofore that the other alleged offenses, such as libel and misrepresentation were merely 
incidental to the main charge. Certainly, standing alone, they do not constitute un- 
fair competition under the Illinois rule. We think we might add that they, standing 
alone, do not constitute unfair competition under the Federal rule. At most, they 
were acts of aggravation to the main charge. 

When the main charge fails, those incidental thereto must also fail. We there- 
fore conclude there is no occasion to apply the Illinois conflict of laws doctrine. 

The decree is reversed and the cause remanded with directions to vacate the 
judgment and dismiss the complaint. 


AMERICAN ENAMELED PRODUCTS COMPANY vy. ILLINOIS 
PORCELAIN ENAMEL COMPANY, et At. 


United States Circuit Court of Appeals, Seventh Circuit 
November 15, 1941 


Unrair COMPETITION—CopyING FEATURES OF UNPATENTED ARTICLE—ABSENCE OF DISTIN- 
GUISHING MARK or NAME. 

In a suit to enjoin the manufacture by appellee of certain enameled bath room fixtures, 

identical with those made for many years by appellant and its predecessors, inasmuch as 

none of the articles was protected by patent or copyright, or bore the name of the manu- 


facturer, or other distinguishing mark, and there was no proof of “palming off,” there was 
no unfair competition. 


In equity. Action for alleged unfair competition. From decree dismissing the 
complaint, plaintiff appeals. Affirmed. 


Casper W. Ooms, Chicago, Ill., for appellant. 
Chas. B. Cannon and Geo. N. Wallace, both of Chicago, IIl., for appellees. 


Before Sparks and Minton, Circuit Judges, and Linptey, District Judge. 


Sparks, Circuit Judge: 


Appellant sought to enjoin appellees from the manufacture of a line of thirty-six 
porcelain enameled bathroom fixtures. 
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Thirty-three of this number were, in form and dimensions, identical and indis- 
tinguishable from those made for many years by appellant and its predecessors. 
None of appellant’s articles or designs were covered by patent or copyright; none 
bore the name of the manufacturer, nor any other name or mark by which it might 
be distinguished ; none were alleged or proved to have acquired a secondary mean- 
ing; and it is conceded that there was no proof of “palming off.” 

The complaint further sought to enjoin appellees from distributing circulars in 
which their products were illustrated by cuts photographically reproduced from the 
circulars distributed for many years by appellant ; and from using serial numbers in 
the marketing of their products which were identical, as to the two integers which 
distinguish the article, with the two integers appellant has long employed in its ad- 
vertising to identify its corresponding article. 

The appellee company was organized under the Illinois laws in 1938. The ap- 
pellant corporation was organized some time previously and is the Company’s sole 
sales outlet. Three of the four individual appellees were former employees or 
agents of appellant. 

The District Court, after hearing the evidence, denied the relief sought, on the 
authority of Sinko v. Snow-Craggs Corp., 105 F. [2d] 450 (7th Circuit). That deci- 
sion was correct. 

Decree affirmed. 


THE COLSON CORPORATION v. PIERCE MANUFACTURING 
CORPORATION 


United States District Court, Western District of New York 
March 15, 1941 


Unrarir CoMPETITION—MARKET COMPETITION Not ESSENTIAL. 

Although market competition is present in most cases of unfair competition, it is not 
essential, and the threat of competition is sufficient. 

Unrairn CoMPETITION—CopyING DESIGN oF UNPATENTED ARTICLE. 

Where, in an action to restrain defendant from the alleged copying of the design of 
plaintiff’s tricycle, the question of unfair competition was a close one, and certain similarities 
in the respective designs were functional, a preliminary injunction was denied, pending the 
filing of additional evidence and testimony. 


In equity. Action for unfair competition. On plaintiff’s motion for a pre- 
liminary injunction. Denied. 


Kenefick, Cooke, Mitchell, Bass & Letchworth (Thomas R. Wheeler, of counsel), 
all of Buffalo, N. Y., for complainant. 

Bean, Brooks, Buckley & Bean (Richard W. Treverton and Edwin T. Bean, of 
counsel), all of Buffalo, N. Y., for defendant. 


Knicut, District Judge: 


Each of the parties is now and has been for many years engaged in the manu- 
facture of tricycles and other types of kindred items. This suit is brought to restrain 
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the advertising for sale, sale or offering for sale by the defendant of a tricycle claimed 
to be similar in model and design to a certain tricycle heretofore manufactured, ad- 
vertised and sold by the complainant. No patent or patented parts are here 
involved, and no registered trade-mark is involved, though the complainant since 
1939 has used the word “Trike” in connection with its own corporation name as a 
designating emblem on its tricycles. Unfair competition is charged. 

The complainant’s first type of a chain driven tricycle was developed in 1930 
and showed a frame consisting of tubing with two semi-plate steel uprights attached 
to the seat post mast and leading to either side of the rear axle. Minor changes in 
certain features of this tricycle were made from time to time down to 1939. The 
chain guard was then entirely enclosed, where theretofore it had been only partially 
so, and the support for the seat mast was made in a “U” shape. The tubing then 
used in this and the other part of the frame was one inch in size. Early in 1940 the 
tricycle in question was manufactured and sold. This differs from the 1939 product 
in the respect that the tubing in the frame was one and one-quarter inches in diameter 
and, further, as complainant asserts, that the rear axle was housed. The defendant, 
however, has submitted as an exhibit a tricycle purported to have been made by com- 
plainant before 1940 showing the rear axle housed. 

In the fall of 1940 the defendant put out its tricycle in question. This bears the 
name plate “Emblem” and the maker’s name and business location. It is the claim 
of the complainant that the design of the two products is substantially the same ; that 
the defendant’s product differs from the complainant’s only with respect to the num- 
ber of spokes in the wheel, a one-piece pedal crank instead of three-piece and frac- 
tional difference in design of the chain guards and the different hubs used on the 
wheels. It, however, now appears that defendant’s product differs from that of the 
complainant in several other details than those hereinbefore enumerated. 

The complainant seeks a temporary injunction pending trial of the issue herein. 

Both designs show two curved tubes one and one-quarter inch in diameter, one 
extending from the head of the frame to the seat and supporting the hanger for the 
pedal crank and the other inverted “U” shape tube member connecting such other 
tube to the rear axle. Both show the rear axle entirely enclosed. One difference in 
the frame is that the “U” shaped member in the plaintiff’s product is welded to the 
rear face of the main tube while the defendant’s product has two rear arches both 
welded to the main tube. The general contour of each is the same. 

The basis for this suit is that the defendant has manufactured and intends to 
manufacture in commerce in the United States a tricycle so simulating the design 
of the complainant’s tricycle that the public will be deceived in believing and accept- 
ing it as the complainant’s product. If the facts sustain this claim, complainant will 
be entitled to the relief sought. Unfair competition “is nothing but a convenient 
name for the doctrine that no one should be allowed to sell his goods as those of 
another.” Vogue v. Thompson Hudson Co., 300 F. 509 [15 T.-M. Rep. 1]. It is 
based on the equitable doctrine of fair dealing. 


Unfair competition consists essentially of the conduct of a trade or business in such a 
manner that there is an express or implied representation that the goods or business of 
one man are the goods or business of another. Nims, Unfair Competition and Trade- 
Marks, Sec. 4 page 19, quoting 28 American & Eng. Ency., page 343. 
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The foregoing principles of law do not apply alone to the protection of parties having 
trade-marks and trade-names. They reach way beyond that and apply to all cases where 
fraud is practiced by one in securing the trade of a rival dealer; and these ways are as 
many and as Various as the ingenuity of the dishonest schemer can invent. Nims, page 
17, Sec. 4, quoting Weinstock, Lubin & Co. v. Marks, 109 Cal. 529. 


It is equally a principle of law, however, that “if defendant so conducts its busi- 
ness as not to palm off its goods as those of the complainant, the action falls.” Nims, 
p. 16, Section 4, quoting Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 
U. S. 118. “Usually, when involved, market competition is present. It is not 
essential, however.” Reconstruction Finance Corp. v. J. G. Menihan Corp., 22 
F. Supp. 180 [30 T.-M. Rep. 430]. No market competition is shown. The threat 
of competition is sufficient. 

The power of the court to issue preliminary injunctions in a case involving a 
charge of unfair competition should be exercised with great caution. It should not 
ordinarily be granted unless “the right thereto is clear and free from reasonable 
doubt. . . .” 63 C. J. 553; and cases cited. The authorities on this proposition are 
uniform and numerous. 

Selchow & Righter v. Western Printing & Lithographing Co., 29 F. Supp. 569 
[29 T.M. Rep. 625] ; Canadian Club Corp. v. Canada Dry Ginger Ale, 46 F. [2d] 
964 [22 T.-M. Rep. 7]; Ross v. Neuville, 34 F. Supp. 466; American Mercury v. 
Kiely, (2d C.) 19 F. [2d] 295; Murray Hill Restaurant, Inc. v. Thirteen Twenty- 
One Locust, 98 F. [2d] 578 [28 T.-M. Rep. 423]; N. Y. Asbestos Mfg. Co. v. 
Ambler Asbestos Air Cell Covering Co., 102 F. 890. “A rule of law cautions us to 
proceed with great deliberation where the injunction pendente lite will in effect 
determine the litigation, and give the party seeking the relief the entire relief which 
is prayed for in the final decree.” American Mercury v. Kiely, supra. Citing Best 
Foods, Inc. v. Hamphill Packing Co., 295 F. 425 [15 T.-M. Rep. 208], and other 
cases. 

The case presents a close question. The defendant first went into production of 
the type of tricycle in question in 1940. It already appears this was subsequent to the 
production of the complainant’s tricycle here involved. As stated, the complainant 
had been making tricycles for years preceding that date. The outline of the frames 
of tricycles here in suit is comparably the same. A detailed examination and meas- 
urement of the various parts in each with reference to the height from the floor and 
the distances of the parts from each other in such product show them to vary only 
slightly. Each has one and one-quarter tubular frame, chain guard on top and 
bottom, and housed rear axle. All these things go to show similarity in outline. 

The so-called “Rollfast’”’ machine, built before 1940, did not have the enclosed 
rear axle. The so-called “Skippy” tricycle made in 1937 shows a slightly different 
bend in the main tube but a rear axle enclosed in a housing, chain guard on both 
top and bottom and the U-shape support for the main tube with the same method of 
attachment thereto as shown in the complainant’s product. The “Skippy” tricycle 
of 1940 (Gendron), so far as the parts here are concerned is like that of 1937, except 
that the outline of the main tube more nearly corresponds to that of the complainant’s 
product. Various other types of tricycles have been shown, none of which, however, 
shows in combination a comparable frame design, rear axle connection and housing, 
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and chain guard top and bottom. None of the products above mentioned have been 
shown to have a one and one-quarter inch tubular frame. The defendant submits 
an affidavit that the Junior Toy Company of Hammond, Indiana, used a one and 
fifteen-sixteenths inch diameter frame in 1938 in its child’s vehicle, and that many toy 
manufacturers used this size tubing in 1939. Plaintiff does not deny this, but says 
that the Junior Toy Company used this in an ordinary velocipede rather than in a 
chain drive tricycle. If it was used in comparable structures, it has a bearing upon 
the question of whether plaintiff’s product shows a distinctive frame design. At- 
tention has been called to the difference in various parts of the two products and that 
certain parts are functional. The matters may have a bearing upon the question of 
distinction in design. 

It seems that a case is presented where a decision which is almost decisive of the 
issue should not be made upon affidavits alone and that a fuller opportunity should be 
made for presentation of proofs. The complainant urged the granting of a pre- 
liminary injunction because the exhibition of defendant’s product at American Toy 
Fair, commencing March 10, 1941, in New York, N. Y., would lead to “inestimable 
difficulty and damage to the complainant.”” It was urged that it was of primary im- 
portance that a temporary injunction be granted for that reason. The final papers 
upon this motion were not submitted to the court until March 10 instant, and there 
was, therefore, no opportunity to restrain the exhibition at that fair. 

Nothing is said relative to the written communication by one alleged to be con- 
nected with the defendant company in which it is claimed that he stated, in effect, 
that complainant’s product was copied in the defendant’s product. What relation- 
ship this individual has to the defendant can be fully presented upon the trial and 
the question of any admissions then considered. 

It would seem that it will not be necessary to present a large volume of evidence 
in addition to that connected with the exhibits already in evidence and that the trial 
could be speedily concluded. No reason is seen why a trial date cannot now be fixed 
and the final issue determined reasonably soon. 

The motion for preliminary injunction is denied. 


SCHNEIDER et AL. TrapING As AUGUST THOMSEN & CO. v. FREY 


United States District Court, District of New Jersey 
December 17, 1941 


UnFair CoMPETITION—“ATECO” AND “ARTIST” ON SYRINGES—NON-CONFLICTING MARKS. 

The word “Artist” held not to be confusingly similar to the name “Ateco,” both marks 
being used on ornamenting syringes. 

Unrair CoMPETITION—USE OF SIMILAR CARTONS AND LABELS. 

Where, although the labels of both plaintiff and defendant were shown in light blue 
against a white background, neither package was distinctive in design, and their general 
appearance not so similar as to confuse or deceive customers, held there was no unfair 
competition. 

UnFair CoMPETITION—SvUITS—LACHEsS. 
A delay of more than fifteen years in bringing suit, held laches. 
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In equity. Action for unfair competition. Complaint dismissed. 


Sandmeyer & Meisner (William J. Dowd of counsel), both of Newark, N. J., for 
plaintiffs. ° 


John Trier, Newark, N. J., for defendant. 
Situ, District Judge. 


This is an action for unfair competition. The issues are the conventional issues 
usually presented in actions of this kind. The determinative facts are relatively few 
and do not require extensive discussion. 

FINDINGS OF Fact 


I 


The plaintiffs are residents and citizens of the State of New York; the defendant is a 
resident and citizen of the State of New Jersey. 


II 


The plaintiffs, partners, trading as August Thomsen & Co., are, and have been, for more 
than twenty-five years, engaged in the manufacture and sale of an ornamenting syringe; the 


defendant, a former employee of the plaintiff, is, and has been, for approximately twenty years, 
engaged in the manufacture and sale of a similar device. 


Ill 


The device, which is used for decorating cake, pastry, etc., had been in common use long 
prior to its manufacture by either the plaintiff or the defendant. It consists of an ejector unit 


and a set of interchangeable nozzles, the orifices of which differ in design and pattern the 
decoration. Each nozzle is identified by number. 


IV 


The product of the plaintiffs’ manufacture is, and has been, for approximately twenty- 
five years, identified by the trade-mark “Ateco,” a coined word derived from the name “August 
Thomsen & Co.,” the name under which the plaintiffs are, and have been for the said period 
of time, doing business. The said trade-mark was duly registered in the United States Patent 
Office on January 8, 1924. 


V 


The product of the plaintiffs’ manufacture is, and has been for approximately twenty-five 
years, marketed in a carton of suitable size. The carton is light blue, and bears on the top 
side of the cover a label on which there are imprinted the trade-mark “Ateco,” which is in 
script, and representative drawings of the contents of the carton; the label, which is likewise 
light blue, rests against a white background and is so placed that the exposed edges of the 
background form a frame around the label and along the top edges of the carton. The package, 


however, is not distinctive either in design or general appearance. The only real identifying 
characteristic of the package is the trade-mark. 


Vi 


The product of the defendants’ manufacture, prior to the institution of this suit, was, and 
has been for approximately twenty years, likewise marketed in a carton of suitable size. The 
carton was light blue, and bore on the top side of the cover a label on which there were imprinted 
the trade-name “Artist,” which was in script, and representative drawings of the contents of 
the carton; the label, which was likewise light blue, rested against a white background and 
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was so placed that the exposed edges of the background formed a frame around the label and 
along the top edges of the carton. This package, however, was likewise not distinctive in either 
design or general appearance. The only real identifying characteristic was the trade-name. 


VII 


The package of the plaintiffs bears a striking resemblance to the package of the defendant. 
It is apparent from the descriptions that the cartons are identical in size, color and style of 
print. There is not, however, such a similarity in general appearance as would confuse or 
deceive the ordinarily prudent purchaser. The package of the defendants is not a colorable 
imitation of the package of the plaintiff. 


Vill 


The name of the manufacturer does not appear on either of the packages, and, except for 
the trade-mark “Ateco” and the trade-name “Artist,” there is nothing to indicate the source 
of the product. The packages, when considered per se, lack distinction in design, as hereinabove 
stated and, in the mind, of the Court, there is considerable doubt that either package is, or has 
been, associated in the mind of the public with the product. 


IX 


The foregoing finding of fact is supported by the undisputed testimony that the plaintiffs, 
although not abandoning the package hereinabove described, have indiscriminately used other 
packages which differ in both color and style. It clearly appears that the only common 
identifying characteristic of the plaintiffs’ packages has been the trade-mark. 


D4 


The plaintiffs had been fully informed in 1924 of the alleged unfair competitive practices, 
but did nothing except demand by letter that the said practices be discountinued. The instant 
suit was not instituted until August 16, 1939, more than fifteen years after the plaintiffs had 
become cognizant of the alleged unfair competitive practices. 


XI 


The defendant, after the commencement of this action, discontinued the package hereinabove 
described. The defendants’ product is, and has been since the said discontinuance, marketed in 
a yellow carton, which bears on the top side of the cover a label on which there are imprinted 
the trade-name “Artist,” which is in script, and representative drawings of the contents of the 
carton. The trade-name “Artist,” although in script, bears no resemblance in appearance to the 
trade-name “Ateco.” 


XII 


The new package of the defendant differs from the package of the plaintiffs in color and 


general appearance. The possibility of confusion and deception, if there were such possibility, 
has been completely eliminated. 


XIII 


The record is devoid of any competent evidence of actual confusion or deception. This fact, 
although not determinative, is persuasive, where, as here, the issue of similarity may be doubtful. 


XIV 


The interchangeable nozzles are, and have been identified by numbers, which correspond to 
the numbers by which the patterns they produce are, and have been, identified. The defend- 
ant’s system of identification is identical with the plaintiffs’ system of identification. It clearly 
appears, however, that the said system has been in common use since 1895. Neither the patterns 
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nor the numbers identifying them have been exclusive with the plaintiffs, and they, therefore, 
have acquired no property right in them. 


Conc.usions or Law 
I 
The plaintiffs are not entitled to an injunction for the reasons hereinabove stated. 
II 


If the plaintiffs were entitled to injunctive relief their right to an accounting 
for profits is barred because of their undue delay in asserting this right. 


Il 


A judgment in favor of the defendant and against the plaintiffs, but without 
costs, may be entered. 


GILBERT v. GENERAL MOTORS CORPORATION 
United States District Court, Western District of New York 
September 25, 1941 


UnFair CoMPETITION—CopyING FEATURES OF UNPATENTED DEVICE. 

In a suit to restrain alleged unfair competition in copying the functional features of an 
unpatented switch device for automobile starters, where it was shown that, neither defendant 
nor its agents betrayed plaintiff's confidence, as alleged, by appropriating any of the features 
of the said device, but, on the contrary, developed a switch totally dissimilar in principle to 
plaintiff's invention, there was no unfair competition. 


In equity. Action for unfair competition in appropriating invention. Complaint 
dismissed. 


Frank Keiper (Werner, Harris & Tew (by Hugh J. O’Brien) and John D. Meyer, 
of counsel), all of Rochester, N. Y., for plaintiffs. 

Frederic R. Twelvetrees, Buffalo, N. Y. (Drury W. Cooper and Allan C. Bakewell, 
both of New York, N. Y., of counsel) for defendant. 


Burke, District Judge. 


The basis of plaintiff’s claim is that he submitted in confidence to the defendant 
a novel device consisting of an automobile starting switch and that the defendant, 
in abuse of the confidence, appropriated the underlying idea of his device in develop- 
ing and manufacturing its own starter control which, he claims, is but a modified 
equivalent of his switch and embodying its fundamental idea. This switch, he 
claims, has been used on defendant’s cars in large numbers and defendant has made 
large profits therefrom for which it should account. 

Plaintiff’s switch is a key-start device which uses the vacuum of the manifold by 
means of a cylinder and piston. The function of the vacuum is to pull apart the elec- 
trical contacts. It has a mechanical connection by means of a wire from the piston 
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to the accelerator pedal. This connection either pulls the electrical contacts apart 
or holds them apart upon a drop in the manifold vacuum. The control switch is 
normally closed. Closing the ignition switch causes the starting motor to become 
operative. A spring inside the cylinder holds the control switch normally closed. 
The spring is overcome by vacuum to open the switch. It is opened by vacuum 
exerted on the piston and is prevented from closing by depressing the accelerator 
pedal. 

Plaintiff relies on three separate submissions of his device to the defendants. 
The first was on September 10, 1931. Watkins, who was interested in selling the 
device to the defendant, drove a car equipped with Gilbert’s vacuum controlled 
switch to one of defendant’s subsidiaries, Delco Appliance, a manufacturer of house- 
hold appliances located at Rochester, New York. He demonstrated the device to 
Findlay, one of the engineers in charge of new devices. Findlay has since died. 
Findlay rode in the car, operated it and examined the device by looking at it but did 
not take it apart. Apparently, Findlay thought he was examining a patented device. 
So did Watkins. He asked Watkins for the patent number. Watkins did not have 
the patent number of Gilbert’s earlier patented switch which was gravity controlled. 
He wrote Findlay several days later giving him the patent number and a sketch of 
the patented switch. Findlay replied several days later stating that his company 
was not interested. I reject the testimony of Watkins that Findlay made a sketch 
of the switch on the occasion of the demonstration at Rochester. Watkins did not 
see any sketch made by Findlay. He merely assumed that he made one. The second 
submission claimed by plaintiff was on the occasion of a visit of the plaintiff accom- 
panied by one Henry to the Chevrolet plant at Detroit. There is no documentary 
proof of the claimed submission there. There is no definite proof of anyone to whom 
the device was submitted. The third submission was occasioned by a letter written 
for plaintiff by one Frantz on December 26, 1931 to another of defendant’s sub- 
sidiaries, Delco-Remy Corporation at Anderson, Indiana. The letter referred to the 
issued patent by number and referred to a pneumatic automotive starter without 
description. The letter was answered on December 29, 1931 by the chief engineer of 
Delco-Remy stating that his company would be interested in examining the starting 
motor and the patent. On December 31, 1931 Frantz again wrote inclosing a photo- 
stat of a later application for another patent relating to a starting motor and in- 
forming Delco-Remy that he was sending on one of the starters. It was received at 
the Delco-Remy plant, was examined and tested by its engineers sometime in 1932. 

Previous to plaintiff’s first claimed submission, the defendant had begun develop- 
ment work on automatic starter control. Edwards, an engineer employed by the 
defendant, was engaged in such development work in 1930 at the Delco-Remy plant. 
In December, 1930 he became familiar with a starting device which had been sub- 
mitted to the defendant by Blake and Hill. This was a key-start device. Under his 
direction a combination vacuum and magnetic switch was built in January, 1931 and 
was installed on a car and tested. This switch utilized as an auxilliary control 
vacuum pressure derived from the intake manifold by means of a diaphragm. 
Another of the same general type was built in April, 1931 and was installed on a car 
and tested. Difficulties developed on these installations which resulted in a re- 
design of the control switch. Edwards was relieved of his duties in this experimental 
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work in April or May, 1931. He was succeeded by Dyer who continued the devel- 
opment work of Edwards. Dyer made a drawing of a starter system not of the key 
start type on September 10, 1931 in which manual operation of the accelerator pedal 
closed the starter circuit. This was the first idea sketched by Dyer of starter control 
through the accelerator. In this device when the engine commences to run the 
starter switch is made inoperative by generator voltage. It does not utilize vacuum 
control. On September 29, 1931, he made a drawing of an accelerator control 
vacuum switch. The accelerator pedal is used to close the starter circuit. It has a 
vacuum switch operated from a diaphragm which disables the switch holding contact 
lever. Vacuum does not open the switch but disables a clutch lever between the 
switch and the diaphragm so that the switch will then snap open of its own accord 
and remain open regardless of vacuum pressure. Dyer’s next device was built and 
installed on a car on November 11, 1931 and on another car in January, 1932. 
This was the first rotary type of switch operated with a vacuum. In this device 
also the accelerator pedal is used to close the starter circuit. The vacuum principle 
is the same as in the former device. In the latter a torque spring is used to open 
the switch. In the former a compression spring performs the same function. The 
switch in coming into contact has a rotary motion and slides upon two stationery 
contacts. 

The commercial Buick starter switch operates in a rotary fashion by means of a 
vacuum in a diaphragm. The vacuum diaphragm de-clutches the operating arm and 
allows the torsion spring to rotate the movable contact out of engagement with the 
fixed contacts of the switch. 

Gilbert’s device with the improvements covered by his second application was an 
unpatented article not yet on the market. The sole purpose of exhibiting it to the 
defendant was to sell or lease it for a consideration. Under the circumstances there 
was an implied agreement upon the part of the defendant not to use anything of 
novelty disclosed by the device for its own benefit. (Hoeltke v. Kemp, 80 F. [2d] 
912, 923, Cert. denied 298 U. S. 673; Becher v. Contoure Laboratories, 279 U. S. 
388, 390.) 

There is no evidence that Findlay ever communicated the result of his examina- 
tion of Gilbert’s device or any of its details to Dyer or that Dyer ever knew anything 
at all about Gilbert’s device until after he had designed, built, and installed starter 
devices which were not key-start mechanisms, but manually operated starter systems 
with vacuum operated disabling mechanism. Nor is there any evidence that, as a 
result of the plaintiff's claimed second submission of his device at the Chevrolet 
plant in Detroit, Dyer obtained any information or knowledge of Gilbert’s structure. 
At the date of plaintiff’s third submission of his device to the Delco-Remy division 
about December 31, 1931, Dyer had already designed, built and installed the manu- 
ally operated systems with vacuum control above referred to. 

Plaintiff argues that up to September 29, 1931, when Dyer made his first draw- 
ing of an accelerator control vacuum switch, he had not seen any vacuum switch or 
the design of any vacuum switch which contained a connection to the accelerator 
rod to control the opening and closing of the circuit, unless it was Gilbert’s. At that 
time he had seen Blake and Hill’s vacuum device, he had already designed a starter 
control not of the key-star type in which manual operation of the accelerator pedal 
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closes the starter circuit. He knew of Collins’ device which was an accelerator con- 
trolled vacuum switch. To hold that Dyer knew of Gilbert’s device at that time 
would be to indulge in sheer speculation. To hold that he attempted to copy the 
features of Gilbert’s device would be to completely overlook the fact that his design 
and structure utilized vacuum and accelerator control in a substantially different 
manner than Gilbert. There is evidence of orderly and progressive development 
of the Buick switch whose structure and operation completely distinguishes it from 
Gilbert’s. 

Collins submitted to defendant in January, 1931 an accelerator control vacuum 
switch of his own invention. A license on his invention was entered into with the 
defendant on December 1, 1931. Collins had used this device on his car success- 
fully in June, 1930. Collins, like Gilbert, employed a vacuum-operated device of the 
piston type. The function, however, was different from Gilbert’s. In the Collins 
device, unlike Gilbert’s, the piston does not carry current and performs no service 
in making or breaking an electrical connection. The piston is, therefore, loosely 
fitted, unlike Gilbert’s where it is part of an electric circuit. Vacuum does not open 
the Collins switch but disables the mechanical connection between the switch lever 
and the accelerator. This permits the switch to open by spring pressure. The 
switch is not held in open position by vacuum nor by depression of the accelerator. 
These features of Collins’, present in the Buick switch, are not embodied in the 
Gilbert switch. 

The evidence establishes that Kauffman had adopted means operated by the 
accelerator pedal to prevent closing of the control switch at low vacuum, one of the 
improvements on Gilbert’s device shown ‘in his second application, and had success- 
fully used it as early as the summer of 1928, prior to any date proved by Gilbert for 
use and successful operation of his improved device. Kauffman’s device embodying 
such means was submitted to the defendant before any submission by Gilbert of his 
switch. 

The many important features of construction and operation of the Buick switch, 
present in the devices of Collins and Kauffman and not found in Gilbert’s, demon- 
strates conclusively that Gilbert’s switch was not copied nor were his ideas embodied 
in the Buick switch. Gilbert’s switch is normally closed, requiring only the turning 
of the ignition key to cause the starting motor to become operative. The accelerator 
pedal has no function in making the starting motor operative, its function being to 
pull the electrical contacts apart or to hold them apart upon a fall in vacuum. A 
spring holds the control switch normally closed. The spring is overcome by vacuum 
to open the switch. If the engine stalls when the accelerator is in a position where it 
does not hold the control switch open, there will be an automatic re-start which will 
recur on each stalling of the engine. The control switch is opened by vacuum 
exerted on a movable contact and held open by depressing the accelerator pedal. 
The Buick switch, like Collins’ and Kauffman’s, is normally open and the closing of 
the ignition switch does not cause the starting motor to operate. The accelerator 
must be depressed to close the control switch. The accelerator does not hold the 
switch in open position. No spring holds the control switch closed. It is normally 
held open by a spring and must be closed by depressing the accelerator to overcome 
the force of the spring. If the engine stalls there is no automatic re-start and no re- 
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start at all unless the accelerator pedal is again depressed. The switch is not opened 
by vacuum. The vacuum disconnects the member which operates the movable 
switch contact. The Buick switch has nothing in common with Gilbert’s except the 
use of vacuum control and a mechanical connection to the accelerator pedal. The 
construction and function of each of these in the Buick switch is materially different 
from Gilbert’s. Furthermore, these features were common in several prior struc- 
tures. Defendant obtained nothing from any of Gilbert’s submissions of his device 
that aided it or that it used in its development of the commercial switch. 

The complaint should be dismissed. Submit findings and conclusions on notice. 


FAMOUS FUNNIES, INC. v. FAMOUS FUNN FAMILY, INC., et at. 
United States District Court, Southern District of New York 
March 29, 1941 


Unrarr CoMpetiITion—Use or Srmicar Literary TitteE—“Famous Funnies FAMILY” AND 
“Famous FuNN FAmILy”—CoNFLICTING MARKS. 

Plaintiff had, since January, 1936, put out a monthly magazine for children under the name 
“Famous Funnies Family,” and had identified it exclusively with the publisher. Defendant, 
in September, 1939, began to issue a catalogue of children’s toys under the title “Famous 
Funn Family, Inc.,” over plaintiff’s protest. Defendant held guilty of unfair competition, and 
an injunction was ordered, but no accounting of profits. 


In equity. Action for unfair competition. Decree for plaintiff. 


W. Hastings Swenarton, New York, N. Y. (Harold G. Manning, Waterbury, 
Conn., of counsel) for plaintiff. 
Solomon M. Cheser, New York, N. Y., for defendants. 


Byers, District Judge: 


This is an unfair competition cause in which the plaintiff seeks an injunction, 
etc., for the alleged infringement of its common law rights because of the defendant’s 
use of the corporate name “Famous Funn Family, Inc.” ; the individual co-defendant 
is the sole stockholder of the corporate defendant, and caused the latter to be or- 
ganized. It appears that he exclusively conducts its operations. 

The bill of complaint was filed on September 29, 1939. 


The evidence establishes: 

1. The plaintiff is a corporation of Connecticut, organized in October, 1935, at which 
time it succeeded the Eastern Color Printing Company, which published a juvenile monthly 
booklet or magazine under the registered trade-mark “Famous Funnies.” 

2. The plaintiff is the owner of the said registered trade-mark covering comic booklets, 
and the good-will of the business in which it was so used, under due assignment. 

3. The said booklets have been regularly and continuously published, circulated and 
sold monthly by the plaintiff since January of 1936. 

4. During the year 1935, the plaintiff adopted, for use in connection with its said booklets, 
the words “The Famous Funnies Family,” which have regularly ani plainly appeared on 
the editorial page of each issue since that time. 
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5. The words “The Famous Funnies Family” have come to be identified with the plain- 
tiff’s publication and its business as completely as if that had been the corporate name of 
the plaintiff, or the title of its booklet. 

6. The addressee of a large part of the mail matter delivered to the plaintiff is “Famous 
Funnies Family”; letters in large volume, so addressed, are shown to have been received 
and replied to over the words “The Famous Funnies Family,” at the plaintiff’s business 
offices in Waterbury, Conn., and in New York City. 

7. The plaintiff’s said juvenile booklet contains illustrations consisting largely of repro- 
ductions of comic strips appearing in the newspapers, and the front covers are similarly 
decorated; the price to the consumer is 10c a copy, and the booklet and its contents are 
calculated to appeal to children from nine to fourteen years of age; also its back cover 
contains illustrated advertising matter of toys and similar products. 

8. During the last three months of the years 1937, 1938 and 1939, the monthly circu- 
lation of the plaintiff's booklet averaged about 440,000, 330,000 and 314,000, respectively. 

9. The defendant corporation was organized during the year 1939 by the defendant 
Freud, under the corporate name shown in the title of this action. 

10. The defendant’s publication is a catalogue of toys, published once a year in anticipa- 
tion of the holiday season, and contains nothing but illustrations with descriptive reading 
matter and prices of toys, dolls, games, etc.; the front cover is illustrated appropriately 
and contains in prominent lettering the words “Famous Funn Family Service.” The 
pamphlet bears on the front cover, the imprint of a dealer in the products listed, and the 
advertising is paid for by the manufacturers of the described products. 

11. There is no similarity in appearance between the publications of the plaintiff and 
the defendant. 

12. The advertisements in the defendant’s publication are arranged progressively, so 
as to indicate which of the products illustrated are appropriate to children of the ages from 
two to ten years, respectively, which presentation was novel, and peculiar to defendant’s 
catalogue. 

13. The first edition of the defendant’s publication was issued late in September of 
1939, over two months subsequent to written notification of July 21, 1939, on behalf of 
the plaintiff to the defendant that the former would regard the use of the name “Famous 
Funn Family, Inc.,” as an infringement upon its trade-mark and good-will, and as likely 
to cause confusion in the trade and financial loss to the plaintiff. 

14. The selection by defendant Freud of the corporate name of his company and its 
use of the phrase “Famous Funn Family Service” must be deemed to have been deliberate 
and with knowledge on his part of the name of the plaintiff’s publication and of its adop- 
tion and use of the phrase ‘““The Famous Funnies Family.” This is so, because he had been 
interested commercially in the advertising of toys, etc., for fourteen years prior to 1939. 

15. The two publications are competitive only to the extent that they both carry 
advertising of toys and similar products. 

While the foregoing is deemed to have been shown, it is also true that the proof fails 
to demonstrate any loss of advertising by the plaintiff to the defendant owing to the publi- 


cation of the latter’s catalogue in the fall of 1939 and prior to the filing of the bill of 
complaint. 


CoMMENT 


The foregoing is thought to comprehend the evidence material to a decision of 
this case. Much testimony was offered on the part of the defendant to demonstrate 
that the particular kind of toy catalogue which Freud designed was new as an adver- 
tising medium, and that its primary purpose was to direct the attention of adult pur- 
chasers to toys and games appropriate for children of varying ages; and that a selec- 
tion of such products was carefully made in connection with annual exhibitions of 
toys and by a committee of those best equipped to advise on the subject, having in 
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mind materials used, appropriateness of design and color, ingenuity, and the like; 
since there was no contention to the contrary, that testimony is accepted. 


The invasion of plaintiff’s prior right to the phrase “Famous Funnies Family” 
requires consideration in but two respects: 


(a) The obvious copy of the plaintiff's chosen designation, except for the mere omission 
of the letters “ies” from the word “Funnies.” 


For the purpose of this decision, it is believed to be a reasonable inference, from 
the facts which have been shown, that the defendant Freud deliberately and inten- 
tionally adopted the words which had become identified with the plaintiff’s publica- 
tion, because he thought that he had something to gain by doing so. His explana- 
tion of his conception of a family group at the north pole in connection with the 
activities of the patron saint of Christmas in making up a collection of toys, and 
thinking of that as an occasion of family fun; therefore that it was the fun family, 
and then adding an extra letter “n” for some kind of illusory reason, is far fetched 
and not persuasive. Toys are not purchased by family groups; the transaction 
itself is frequently far removed from fun; and the process of selection is seldom 
arrived at in family conclave. 

The plaintiff’s marginal illustrations of the several characters depicted within 
the covers of its booklet, were probably what suggested the defendant’s choice. 

It seems to be plain that the defendant elected to evade the complete legend 
“Famous Funnies Family” but to come as near as he could, by merely omitting the 
last three letters of the second word; if this is so, the case should be decided exactly 
as though the defendant were using the precise combination of words adopted by the 
plaintiff. 


(b) The second question then would be, whether the parties sufficiently compete in a 
common field, to entitle the plaintiff to the protection that it seeks. 


It is proper to observe that the defendant Freud testified that any name could 
have been appropriately selected as that of the family group used in exploiting his 
novel advertising plan, and that he deliberately refrained from using his own for 
reasons that were deemed to be commercially sound ; he urged that the name actually 
chosen ought not to be surrendered, because in excess of $60,000.00 had been ex- 
pended during the year 1939 in promulgating, organizing and advertising his enter- 
prise. 

Those figures are not disputed, but it is a mistake to argue that they were spent 
on behalf of the name “Famous Funn Family.” The money was spent to exploit 
the advertising scheme, as such, and not to popularize the name chosen for the cor- 
poration. His scheme was novel and, as his advertising was intended for both the 
trade and the consumer, he was forced to spend money promoting the idea. 

Up to the time of filing the bill, the plaintiff failed to demonstrate actual competi- 
tion between the parties ; it may be, that if the plaintiff seeks to expand the advertis- 
ing in its booklet, its efforts will be impeded to the extent that the defendant has 
preempted some of that business under a name and style of which the plaintiff was 
the originator ; whether such possible injury to its business and good-will entitles it 


to the protection here sought, is the only debatable issue which survives a considera- 
tion of the testimony. 
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There are many recent decisions to the effect that actual competition between 
the product identified by names, initials and the like, need not be shown in order to 
entitle the first user to injunctive relief: Great Atlantic & Pacific Tea Co. v. A. & P. 
Radio Stores, Inc., 20 F. Supp. 703; Vogue Co. v. Thompson-Hudson Co., 300 F. 
509 [15 T.-M. Rep. 1]; L. E. Waterman Co. v. Gordon, 72 F. [2d] 272 [24 T.-M. 
Rep. 343] ; Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52. 

The latter case contains a helpful review of the authorities, and an exposition 
of the philosophy which has been reflected in the manifest tendency of the courts to 
extend a wider hospitality to the originator of an identifying name or symbol, who 
seeks equitable protection against a poacher, than was formerly deemed compatible 
with a wise exercise of the injunctive process. 

On the theory that since the greater includes the less, if even in the absence of 
any present or future competition the granting of the relief sought may yet be 
justified, a fortiori the same result should follow where only a probability or likeli- 
hood thereof can be forecast from the evidence. 

I cannot believe that the defendant’s catalogue will be any the less available to 
its advertisers, if the words “Famous Funn Family” are removed from it. I can 
believe that unless this is done, the legitimate development of the plaintiff’s booklet 
as an appropriate advertising medium for toys may be adversely affected, by reason 
of the obvious resemblance between “The Famous Funnies Family” as used by the 
plaintiff, and “Famous Funn Family” as displayed by the defendant. 

The plaintiff unsuccessfully sought to avoid litigation by timely written notice 
prior to the publication of the defendant’s 1939 booklet, and the defendant chose to 
ignore that opportunity to select a distinctive and non-infringing designation for 
their projected catalogue. 

It is therefore concluded that the plaintiff is entitled to an injunction, with costs, 
as prayed, but no accounting of profits is shown to be appropriate. Settle decree. 


SUN VALLEY MANUFACTURING CO. v. SUN VALLEY TOGS, INC. 
United States District Court, Southern District of New York 
May 9, 1941 


TRADE-MARKS AND UNFAIR COMPETITION—“SUN VALLEY’—GEOGRAPHICAL TERM—USE IN 
CorPoRATE NAME. 

Where geographical names and descriptive terms have become exclusively identified with 
the first user, equity may enjoin a later user. However, the use by plaintiff of the name 
“Sun Valley” in its corporate name held not to have been of such long duration as to give 
it a secondary meaning identifying its business of manufacturing ski suits and other sports 
apparel; and its motion for a temporary injunction against defendant Sun Valley Togs, Inc., 
a manufacturer of cotton skirts, was denied. 


In equity. Action for unfair competition. On plaintiff’s motion for temporary 
injunction. Denied. 


Charles Sonnenreich, New York, N. Y., for plaintiff. 
William Weisman, New York, N. Y., for defendant. 





SUN VALLEY MFG. CO. v. SUN VALLEY TOGS 


MANDELBAUM, District Judge: 


This is a motion for a temporary injunction which seeks to restrain the defendant 
from using its corporate name. 

The plaintiff, Sun Valley Manufacturing Co., a Massachusetts corporation, in- 
corporated August, 1940, manufactures ski suits and other sportswear apparel. 
It maintains two showrooms in the City of New York. The defendant, Sun Valley 
Togs, Inc., a New York corporation, incorporated in January, 1941, manufactures 
a cotton skirt, known as “Bamboo Broomstick Skirt.” 

While the plaintiff concedes that the parties do not manufacture similar products, 
it predicates its claim for relief on the theory that the defendant is using a similar 
name and in that way is capitalizing on the good-will of the plaintiff’s trade-name. 

The motion is opposed on various grounds, principally, that the plaintiff has 
not established a secondary meaning in the name “Sun Valley”; there has been no 
simulation by defendant of the plaintiff’s product nor has there been any “palming 
off” of defendant’s products for those of the plaintiff’s; that the plaintiff has not 
nor will be damaged. 

I believe that a consideration of the defendant’s first objection to the motion 
will dispose of the entire matter. The name “Sun Valley,” used both by the plain- 
tiff and defendant, is geographical, being the name of a resort popular for winter 
sports in the State of Idaho. It is recognized that geographical words and words 
that are merely descriptive of the merchandise are not capable of exclusive appro- 
priation. However, long and exclusive usage of such words by a trader or distribu- 
tor may result in such words acquiring a secondary meaning quite apart from their 
primary significance. Under such circumstances, equity may enjoin one who makes 
use of such words. (British-American Tobacco Co. v. British-American Cigar 
Stores, 211 F. 933) [4 T.-M. Rep. 293] 

The elements to be considered in whether a name has acquired a secondary 
meaning are generally (a) length of use of such name, (b) the nature and extent 
of popularizing and advertising such name, (c) the efforts in promoting the con- 
sciousness of the public in connecting that name with a particular product. 

Considering the affidavits and exhibits in the light of the foregoing, I conclude 
the following: The plaintiff has used the name in dispute for a comparatively short 
period of time. The claim of extensive advertising of the name is unsupported by 
any proof except the categorical statement by an officer of the plaintiff corporation. 
Finally, there is insufficient evidence offered by the plaintiff to establish that either 
store buyers or ultimate purchasers have made purchases of the defendant’s products, 
believing them to be the plaintiff’s. From the different types of trade to which the 
respective parties cater, I cannot see how they can be misled. Any further discus- 
sion would serve no useful purpose since I believe that the plaintiff has failed to 
establish a secondary meaning in the name “Sun Valley.” In view of the fact that 
the parties manufacture different products, there cannot be any competition between 
them and it follows that any claim for unfair competition must fail. All in all, the 
issuance of a temporary injunction should be sparingly exercised in the absence of 
clear proof. 

The motion is accordingly denied. 
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SUNSEALED PRODUCTS, INC. v. DOMINO CANNING ASSOCIATION 
Florida Supreme Court 
July 8, 1941 


TRADE-MARK INFRINGEMENT—SUITS—“SUNSEALD” ON CITRUS FRUIT—USE oF MARK IN 
CorPORATE NAME. 


Where the parties agreed to restrict the controversy to question of which, if either, was 
entitled to exclusive right to use the word “Sunseald” as a trade-mark on citrus fruit, 
the successful party was not entitled to have the other enjoined from using said word in 
its corporate name. 


TRADE-M AaRKS—“SUNSEALD”—ASSIGNMENT— VALIDITY. 

The originator of the trade-mark “Sunseald” registered it in the name of a corporation 
of which he was president, but reserving title thereto by agreement of the parties, the 
corporation having license. After the corporation became bankrupt, said mark, together 
with the good-will, was assigned by bankruptcy trustee to plaintiff. Plaintiff held to have 
title to mark as against assignee of originator during bankruptcy proceedings, and the 


status of said title was not affected by originator’s act in registering the mark as the property 
of the corporation. 


In equity. Action for trade-mark infringement. From decree for plaintiff, 
defendant appeals. Modified. 


Alvan B. Rowe, of Bradenton, Fla., for appellant. 
L. M. Turner, of Tampa, Fla., for appellee. 


THOMAS, Justice: 


A bill of complaint was filed by Domino Canning Association against Sun- 
sealed Products, Inc., and Florida Everglades Company, two corporations, and 
A. C. Whitefield, which contained a prayer for injunction against the defendants 
to prevent their marketing citrus products under the trade-name “Sunseald”’ 
and the use of that word as a part of the corporate name of one of the defendants. 
The corporation, Florida Everglades Company, and the individual defendant, A. C. 
Whitefield, were upon their motions to dismiss, eliminated as parties to the suit 
and the cause proceeded to a trial of the controversy between the other defendant, 
Sunsealed Products, Inc., and Domino Canning Association. 

At the time of the dismissal of these litigants a stipulation was signed by the 
counsel for the remaining parties wherein it was agreed that “the proof and decree 
in this case shall be limited to the sole issue as to which, if either, of these parties 
is entitled to the exclusive use of the word ‘Sunseald’ on their canned citrus prod- 
ucts.” This stipulation which was approved by the court having narrowed the 
controversy to the one question stated, we will confine our observations to that 
proposition. Esch, et al. v. Forster, et al., 123 Fla. 905, 168 So. 229. There is, 
therefore, no necessity to discuss or determine the charge of the appellant that the 
bill was multifarious. 

At the conclusion of the testimony heard by the chancellor he entered a final 
decree declaring that the plaintiff, Domino Canning Association, was entitled to 
the exclusive use of the trade-name and enjoined the defendant Sunseald Products, 
Inc., from employing that word as a part of its corporate name and from marketing 
or selling any citrus products under it except with the permission of the plaintiff. 
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The trade-name was originated by A. C. Whitefield, who was instrumental in 
the formation of Florida Sunseald Products, Inc., the latter using the label on 
its products. Later this same person caused to be formed Whitefield Citrus Prod- 
ucts Corporation and the trade-name “Sunseald” was registered in the United 

States Patent Office by Whitefield who represented that it “belonged to the com- 

pany.” Evidence is that simultaneously an agreement was made between this 
company and Whitefield under which title to the trade-name was to be held by the 
latter, while the former was given license to use it on its products. Whitefield 
Citrus Products Corporation, Inc., met financial distress and was subsequently 
declared bankrupt, whereupon its assets were purchased by an attorney for an 
undisclosed principal. Meanwhile, during the proceedings in bankruptcy White- 
field assigned the trade-name to appellant. The appellee corporation was then 
organized and on April 5, 1940, shortly after the sale under order of the federal 
court to the agent, the trustee in bankruptcy issued a bill of sale to the newly formed 
company conveying all the assets of the bankrupt estate, including trade-marks. 
On the same day the trustee executed an assignment to Domino Canning Asso- 
ciation reciting in it that the assignee was the highest and best bidder for all of the 
assets of the bankrupt estate, “including the good-will of the business, in which the 
trade-mark ‘Sunseald,’ registered September 15, 1936, under No. 338,879 in the 
United States Patent Office, was used.” In this instrument all of the right, title 
and interest of the trustee in and to the trade-mark itself and the good-will of the 
business related thereto was transferred to the assignee. 

There is proof that the attorney for the trustee made an investigation to deter- 
mine the name of the person in which the trade-mark was registered both in the 
Patent Office of the United States government and the office of the Secretary of 
State of Florida. This investigation disclosed that in both places registration 
appeared in the name of Whitefield Citrus Products Corporation. It was estab- 
lished also that Whitefield, the individual, was the president of the corporation 
bearing his name and with which he had dealt with reference to the transfer and 
license to use the trade-mark, although the public records at all times showed that 
the trade-mark was registered in the name of the corporation. 

We are of the opinion that the finding of the chancellor was entirely in accord 
with the facts and that there was a valid transfer of the good-will of the business 
of the bankrupt corporation and the trade-name “Sunseald” by the trustee in 
bankruptcy to the plaintiff in the initial suit. 

At the time jurisdiction of the bankruptcy court attached, the trade-name was 
registered in the capitals of the United States of America and of the State of 
Florida in the name of the Whitefield Citrus Products Corporation and an investi- 
gation of the records available to the attorney for the trustee in bankruptcy failed 
to show there was any interest outstanding in any corporation or individual other 
than the original registrant. When the assets were sold it was obviously the pur- 
pose and function of the court to dispose of all of them. A valuable item was the 
much discussed trade-name which doubtless was inseparable from the good-will 
of the business. Emphasis is placed by the appellant on the circumstances that the 
property of the bankrupt corporation was sold to an undisclosed principal; the 
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state of the title to the trade-name because of the arrangement between the corpora- 
tion and its president; and the recital in the schedule in bankruptcy: “L. Patents, 
copyrights and trade-marks, viz.: None.” 

It is assumed that when the agent bid at the sale for an undisclosed principal 
he was representing a corporation then in the process of being organized because 
the actual transfer was made directly from the trustee in bankruptcy to the new 
organization and no question has arisen about the regularity of that transaction. 
The status of the title to the trade-mark, where brought into question in the suit 
of the Whitefield Citrus Products Corporation against the purchaser at the bank- 
ruptcy sale, was not affected by Whitefield’s conduct in registering it as the prop- 
erty of the former, of which he was then president and receiving a transfer to him 
individually in exchange for a license to use it, all on the same day. The filing of 
the schedule in bankruptcy in which it appeared that no trade-marks were held adds 
no strength to the appellant’s position as that was the creation of the bankrupt 
corporation. 

We consider the transaction by which title once held by Whitfield Citrus Prod- 
ucts Corporation found its way into the Domino Canning Association to have been 
regular and so well established that there was ample foundation for the chancellor’s 
decree granting the injunction. 

In view of the restrictions of the stipulation which we quoted at the outset the 
decree should not have restrained the defendant corporation from using the word 
““Sunseald” as a part of its corporate name or required the corporation to change 
its designation by the elimination of that word. 

Affirmed in part, reversed in part. 


Browy, C. J., TERRELL and CHAPMAN, JJ., concur. 


DIRECT SERVICE OIL COMPANY v. HONZAY, pboINc BusINEssS AS 
DIRECT SERVICE OIL COMPANY 


Minnesota Supreme Court 
December 12, 1941 


UnFairn COMPETITION—TRADE-NAMES—DEFINITION—How AcQUIRED—RIGHT TO PROTECTION. 
A trade-name is a word or phrase by which a business or an article of merchandise 
coming from a specific source is known to the public. Protection to a trade-name is granted 
on the ground of unfair competition, and relief afforded to protect its owner against diver- 
sion of his trade to a later user or simulator of the name. Moreover, a trade-name can be 
acquired only by appropriation and use. 
TrADE-NAMES—IDENTIFICATION WITH BuUSINESS—EXTENT OF PROTECTION. 

Inasmuch as a trade-name exists only as appurtenant to a business, the right to its use 
is co-existent with the markets in which it has been used, and the first user must show 
competition between his goods and those of the subsequent user in the market where protec- 
tion is sought. Therefore, a trade-name, like a trade-mark, cannot project the right of 
protection in advance of the extension of the trade, or operate as a claim of territorial rights 
over areas into which it thereafter may be deemed desirable to extend the trade. 

TRADE-NAMES—RIGHT OF First USER. 

The first user of a trade-name is not entitled to protection in the market of a subsequent 

user. However, where the first user’s goods are sold in the markets of a second user at the 
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time of commencement of such use by the latter, the first user’s right will be protected 
regardless of the distance between the places of business of the parties. 


UnFairR COMPETITION AND TRADE-NAMES—“Drrect SERVICE” ON FILLING STATIONS. 

Where it was shown that defendant’s use of the name “Direct Service” on his gasoline 
filling stations, adopted after plaintiff’s adoption of the same name for its filling stations, 
did not come into competition with plaintiff's business and no proof of conclusion of pur- 
chasers was adduced, the complaint was dismissed. 


In equity. Action for alleged unfair competition in the use of a trade-name. 
Bill dismissed. 


Louis H. Joss, Minneapolis, Minn., and L. D. Barnard, Renville, Minn., for appel- 
lant. 


Lauerman & Pfeiffer, Olivia, Minn., for respondent. 


PETERSON, Justice: 


Plaintiff sues to enjoin defendant from using in connection with the operation 
of his filling station the words “Direct Service,” “Direct Service Station,” and 
“Direct Service Oil Company,” to which it claims the exclusive right as its trade- 
name in virtue of prior appropriation and use for many years in connection with its 
business. 

Since 1926 plaintiff has been engaged in the business of selling at wholesale and 
retail gasoline, grease, oil, tires, radios, and automobile accessories. In August, 
1937 defendant commenced to operate a filling station in Olivia in which he handled 
at retail a similar line of products. 

At and prior to the time defendant opened his station plaintiff owned and 
operated sixteen filling stations in Minneapolis, St. Paul, and Milwaukee. It has 
a large investment. Its business, which has been extensively advertised, is profitable. 

The distinctive feature of plaintiff’s business is that its stations are located on 
main streets or highways and adjacent to railroad trackage. By reason of location 
on railroad trackage, plaintiff is able to unload gasoline direct from railroad cars to 
its tanks without any hauling by truck. Dealers whose stations are not so situated 
must have gasoline hauled by truck from railroad tank care to the stations. By direct 
transfer of gasoline from railroad cars to tanks at its stations, plaintiff saves the cost 
of trucking the gasoline, and thus is able to undersell its competitors. 

Because the words “Direct Service” expressed the method of operation, plaintiff 
and the partnership which was its predecessor adopted the words as the trade-name 
for the business. 

Defendant’s station is located on a trunk highway and is adjacent to railroad 
trackage. His mode of operation is substantially the same as plaintiff’s. The chief 
difference is that defendant operates only one station while plaintiff operates many. 
Prior to opening his station, defendant had seen some of plaintiff’s stations, in Min- 
neapolis and the station of an independent dealer at Glencoe, all of which were 
operated by the direct service method mentioned and advertised that fact. He 
adopted the words “Direct Service” as also characteristic of his business, which he 


commenced under the name of “Direct Service Oil Company, James E. Honzay, 
Prop., Olivia, Minnesota.” 
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In October or November, 1938, which was fourteen or fifteen months after de- 
fendant opened his station, he learned that plaintiff's corporate name was “Direct 
Service Oil Company.’ Thereupon he discontinued the use of the quoted words in 
his trade-name. Thereafter he did business under the names of “Honzay’s Direct 
Service, James E. Honzay, Prop.” and “Honzay’s Direct Service Station, James E. 
Honzay, Proprietor.” During all the times mentioned the words “Direct Service” 
were conspicuously painted on defendant’s station. Also, during all such time, he 
maintained three large signs with the words “Direct Service” on them, one of which 
was located on the premises, another on the highway about two miles west, and the 
third on another highway about one-half mile south of his station. 

At the time defendant opened his station and for over two years thereafter, 
plaintiff’s closest station was in Minneapolis, approximately 100 miles away. Sub- 
sequently plaintiff opened other stations. On May 27, 1939, which was almost two 
years afterwards, it granted the use of its trade-name to a partnership operating a 
station at Hector, which is located about fourteen miles east of Olivia. Between the 
last mentioned date and the time of trial in May, 1940, it made arrangements for the 
the use of its name with filling station operators at Hutchinson, St. Cloud, Big Lake, 
Owatonna, Duluth and New Richmond, Wisconsin, the closest of which was forty- 
five miles from Olivia. It also made arrangements shortly before the trial with a 
dealer at Lake Lillian, which is about fifteen miles distant, whose station had not 
been opened at the time of trial. 

Sales of their products by the parties and others engaged in the same business 
are essentially local transactions at their filling stations, where customers come 
with their automobiles for the purpose of making purchases and receiving delivery. 
There was some testimony that dealers, by means of tank trucks operating from a 
filling station, also sell some of their products to their patrons situated out in the 
country wherever they may be. Over 90 percent of defendant’s business came from 
customers who lived in the area lying ten miles to the south, west, and north and 
five miles to the east of his station and who were aware of the fact that he was the 
sole owner thereof. He was born and has spent his entire life in the community 
and is widely and favorably known there. The trade territory of the partnership 
at Hector, which was granted the use of plaintiff’s trade-name, extended five miles 
west and thence north, east, and south from their station. They traced at least 75 
percent of their trade to customers whom they knew lived in that area. Con- 
sequently, the trade territory of defendant did not come within four miles of the 
partnership’s. Although plaintiff claimed that its customers might be and were 
misled to believe that defendant’s station belonged to plaintiff and to purchase his 
products in the belief that they were plaintiff’s, there was no evidence that plaintiff 
had a single customer in the territory where defendant conducted his business or 
that any of plaintiff’s customers were misled. 

On the negative side, then, it appears that there has been no competition between 
plaintiff and defendant. When defendant commenced business plaintiff’s nearest 
filling station was about 100 miles away. At the time of trial even plaintiff’s licensee 
at Hector, the station nearest to defendant, did not come into competition with him. 
Defendant did not represent his business as having any connection with plaintiff. 
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Plaintiff has no mail-order or other business in defendant’s territory. No overlap- 
ping of trade was shown. 
The court below found among other things 


that defendant’s business at no time came into competition with plaintiff's business; that 
defendant’s business or trade-name did not in any manner lead, tend to lead, deceive, or 
mislead buyers or any of the travelling public who might or did make purchases at the 
station to think or believe that he or they were trading with plaintiff; . . . . and that plain- 


tiff was not shown to have suffered any injury or damage whatsoever by any act or doings 
of defendant. 


We shall assume, but do not decide, that plaintiff by prior appropriation and use 
in the operation of its business in Minneapolis, St. Paul and Milwaukee acquired a 
trade-name in the words “Direct Service.” The question is whether or not the 
trade-name rights extended to an area in which plaintiff did no business so as to 
prevent defendant from appropriating and using the words there. If this question 
is decided against plaintiff, all its other contentions must fall with it. 

A trade-name, as the term signifies, is a word or phrase by which a business or 
specific articles of merchandise from a specific source are known to the public. 
N. W. Knitting Co. v. Garon, 112 Minn. 321, 128 N. W. 288. Protection of a trade- 
name is afforded upon the ground of unfair competition. Relief is granted to protect 
the owner of a trade-name against diversion of his trade to a later user or simulator 
by the latter’s fraud and deception in misleading the buying public to believe that his 
goods are those of the owner of the trade-name. The protection is against filching or 
pirating of business, as the practice has been characterized, by a rival. 

A trade-name can be acquired only by appropriation and use. Rodseth v. N. W. 
Marble Works, 129 Minn. 472, 152 N. W. 885, Ann. Cas. 1917A, 257. 

The right to a trade-name, being for the protection of the business of the owner, 
has no other existence. A trade-name, like the trade-mark considered by us in Cigar 
Makers’ Protective Union v. Conhaim, 40 Minn. 243, 41 N. W. 943, 12 A. S. R. 
726, 3 L. R. A. 125, exists as an incident to the business in which it was acquired by 
appropriation and use. Children’s Bootery v. Sutker, 91 Fla. 60, 107 So. 345, 44 
A. L. R. 698 [16 T.-M. Rep. 211]. The right to a trade-name is not one in gross or 
at large. The owner can use it only to protect his business. He cannot, like the 
owner of a patent, make a purely negative and merely prohibitive use of it as a 
monopoly. Rodseth v. N. W. Marble Works, 129 Minn. 472, 152 N. W. 885, Ann. 
Cas. 1917A, 257, supra; United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 
39 S. Ct. 48, 63 L. ed. 141 [9 T.-M. Rep. 1]. 

It follows as a necessary consequence that the right to a trade-name is coexistent 
with the markets in which it has been used. Only in such markets can there be the 
requisite appropriation and use to acquire a trade-name and the conditions which 
give rise to invoking its protection. The first user of the trade-name must show 
competition between his goods and those of the subsequent user thereof in the market 
where protection is sought. United Drug Co. v. Theodore Rectanus Co., 248 U. S. 
90, 39 S. Ct. 48, 63 L. ed. 141, supra; Annotations, 36 A. L. R. 928. A trade-name 
cannot travel to markets which the business of the owner thereof has never reached. 
Absent statute, a trade-name like a trade-mark cannot “project the right of pro- 
tection in advance of the extension of the trade, or operate as a claim of territorial 
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rights over areas into which it thereafter may be deemed desirable to extend the 
trade.” United Drug Co. v. Theodore Rectanus, 248 U. S. 90, at p. 98; see 
U.S. P.& L. Co. v. Griggs, Cooper & Co., 279 U.S. 156 [19 T.-M. Rep. 187]. 

Where the use of a trade-name is in different markets, the first user is not en- 
titled to protection in the market of a subsequent user. The rule has been applied to 
users in different parts of the nation such as patent medicine manufacturers in 
Haverhill, Mass., and Louisville, Ky., United Drug Co. v. Theodore Rectanus Co., 
248 U. S. 90, 39 S. Ct. 48, 63 L. ed. 141, supra; the operator in San Diego and the 
manufacturer in Chicago of yellow cabs, Yellow Cab Co. of San Diego v. Sachs, 
191 Cal. 238, 216 p. 33, 28 A. L. R. 105 [13 T.-M. Rep. 373] ; and to operators of 
hotels having the same name at Atlantic City and Chicago. Ambassador Hotel 
Corp. v. Hotel Sherman Co., 226 Ill. App. 247. Likewise, a merchant operating in 
one market is held not entitled to prevent the use of his trade-name by another mer- 
chant in a market where he does not sell his goods or conduct his business, such as 
the operator of theaters in Boston, New York, and throughout the United States 
and Canada as against the operator of theaters in Lynn, Roxbury, Lawrence, Fitch- 
burg, and Portland, Loew’s Boston Theatres Co. v. Lowe, 248 Mass. 456, 143 N. E. 
496, 36 A. L. R. 919 [14 T.-M. Rep. 380] ; a retail dealer in men’s hats with stores in 
New York, Brooklyn, Providence and Boston as against one with stores in Worces- 
ter, New Haven, and Woonsocket, Kaufman v. Kaufman, 223 Mass. 104, 111 
N. E. 691 [6 T.-M. Rep. 266]; a retail dealer in household appliances in Detroit 
and other cities as against such dealer in Grand Rapids, whose store, as here, was 
100 miles distant from plaintiff’s closest store at the time the name was first appro- 
priated and used by the latter, Good Housekeeping Shop v. Smitter, 254 Mich. 592, 
236 N. W. 872 [21 T.-M. Rep. 360] ; and, a retail dealer in clothing in Seattle as 
against one in Spokane, Eastern Outfitting Co. v. Manheim, 59 Wash. 428, 110 p. 
23,35 L. R. A. (N. S.) 251. 

On the other hand, where the goods of the first user of a trade-name are sold in 
the markets of a second user at the time of the commencement of such use by the 
latter, the first user’s right to the trade-name will be protected regardless of the dis- 
tance between the places at which the parties conduct their business. For example, 
a retail dealer in children’s clothing with a store in New York will be protected as 
against a later entrant in the field at Chicago, where the former did an extensive 
mail-order business which competed with the latter for the same business, Ball v. 
Best, 135 F. 434; and so likewise a retail grocery store operator who had a store in 
Seattle and some customers in Tacoma was protected as against a later user with a 
store only in Tacoma. Groceteria Stores Co. v. Tibbett, 94 Wash. 99, 162 p. 54, 
L. R. A. 1917C, 955 [7 T.-M. Rep. 211]. 

The Washington court adhered to the distinction in holding that the owner of 
the trade-name “Paramount,” which it used in connection with a downtown theater 
in Seattle showing first-run pictures, was not entitled to protection of the name 
against a suburban theater owner showing fourth- and fifth-run films, where it ap- 
peared that both competed for different patronage. Code v. Seattle Theatre Corp., 
162 Wash. 379. 

It makes no difference that the first user of a trade-name operates his business 
through multiple units located in different parts of the state. The right of a chain 
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store operator is no different than that of others. Good Housekeeping Shop v. 
Smitter, supra; National Grocery Co. v. National Stores Corp., 95 N. J. Eq. 588, 
afirmed, 97 N, J. Eq. 360 [14 T.-M. Rep. 331]. The fact that here the words are 
part of the plaintiff's corporate name does not entitle it to relief simply because of 
that fact. Yellow Cab Co. of San Diego v. Sachs, supra. 

Plaintiff relies heavily on cases like Standard Oil Co. of Maine v. Standard Oil 
Co. of N. Y. (1 Cir.), 45 F. [2d] 309 [21 T.-M. Rep. 107], and Standard Oil Co. 
of N. M. v. Standard Oil Co. of Cal. (10 Cir.), 56 F. [2d] 973 [22 T.-M. Rep. 363], 
which do not involve the question now before us, but rather whether the complainant 
as the first user of the trade-name in the field had acquired a right thereto as against 
the defendant as a subsequent user. 

The finding of no competition between plaintiff and defendant in the latter’s 
market where he used the words in which plaintiff claims a trade-name definitely 
puts this case in the class where the first user of a trade-name is not entitled to relief. 
But, even so, plaintiff urges that its business is growing and that in the near future 
it will enter defendant’s field, if that has not already been done. Such a contention 
is “too remote and fanciful,” said the New Jersey court in rejecting it in a well con- 
sidered opinion reviewing the principal decisions. National Grocery Co. v. National 
Stores Corp., 95 N. J. Eq. 588, 594, affirmed, 97 N. J. Eq. 360, supra. Whatever 
confusion may arise from conflicting use of the trade-name if plaintiff should ever 
enter defendant’s markets will be attributable to its entry there with notice of the 
situation. Of this defendant, not plaintiff, will have the right to complain. United 
Drug Co. v. Theodore Rectanus Co., supra. 

Affirmed. 


MEISNER v. MEISNER, Et At. 


New York Supreme Court, New York County 
June 7, 1941 


Unrarr CoMPETITION—BASIs. 

The grounds on which unfair competition will be enjoined are (1) that the means used 
are dishonest, and (2) that by false representation or imitation of name or device, there is 
a tendency to create confusion and thus work fraud on the public. If these grounds are 
absent, and no trade-mark rights are involved, an injunction does not lie. 

Unrarr CoMPETITION—USE oF SIMILAR SURNAME—DISTINGUISHING FEATURES. 

The use by defendant of the surname “Bea Meisner” on her millinery stores located on 
Fifth Avenue, New York City, and elsewhere, held not to constitute unfair competition against 
plaintiff, who featured the name “Janet Meisner,” as the name of her millinery store on 
Madison Avenue, New York City, especially as the respective store fronts and window 
arrangements were totally unlike in appearance.. 

Unrarr Competition—Svuits—DEFENSES. 

Where plaintiff sought to encourage and induce the commission of a wrong upon her 

as the basis of an appeal to equity, she was held not entitled to relief. 


In equity. Action for unfair competition. Judgment for defendants. 
Eber, Justice: 


Action to enjoin unfair competition and for an accounting. The gravamen of 
the complaint is the practicing of fraud, deception and confusion upon the purchasing 
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public in that purchasers are led to believe—and that such is the tendency—that 
when dealing with the defendants they are dealing with the plaintiff and are pur- 
chasing plaintiff’s merchandise. 

The plaintiff and the defendants are retailers of ladies’ hats. The surnames of 
the plaintiff and the individual defendants are the same, but the parties are not re- 
lated by consanguinity or affinity ; they are total strangers. Plaintiff’s establishment 
is located at No. 397 Madison Avenue; defendants have two establishments, one at 
No. 433 Madison Avenue and the other at No. 506 Fifth Avenue, all in Manhattan. 
Each of the parties features the name “Meisner” on the show windows of the stores; 
plaintiff, in comparatively small and inconspicuous script in the middle of a large, 
square show window—‘“Janet Meisner”’—and underneath, in block lettering, 
“Millinery”; the entrance door is on the right hand side; at defendants’ Madison 
Avenue store, on the top of two oblong shaped show windows, in large and conspicu- 
ous bold script, “Bea Meisner” ; the entrance door is between both windows; at de- 
fendants’ Fifth Avenue store, above two oblong shaped windows, in large and con- 
spicuous bold block letter the name “Bea Meisner”; the entrance door is between 
both windows; in addition, defendants have signs on the floor of each show window 
bearing the name “Bea Meisner.” The store fronts and window setups of the parties 
are wholly and totally dissimilar, structurally and otherwise. One must need be 
blind not to instantly notice and be aware of these distinctive features. 

The labels used by the parties are likewise wholly dissimilar in appearance, 
design and coloring ; plaintiff employs a black label with white lettering ; defendants 
use a light tan label with blue lettering for the Fifth Avenue shop, and a gray label 
with blue lettering for the Madison Avenue establishment; plaintiff features the 
name “Janet Meisner”; defendants “Bea Meisner.” In defendants’ establishment 
theretofore conducted at Northampton, Massachusetts, in 1930, the defendants used 
a label of Nile green with dark green lettering, featuring “Meisner’s Hats.’ The 
legends in the labels used by the parties are likewise wholly dissimilar ; a further de- 
tailed featuring of the differences is unnecessary; they are readily apparent at a 
glance. 

Plaintiff's case as to alleged fraud, deception and confusion rests, basically, 
upon the testimony of a specially hired and paid investigator, and also upon the tes- 
timony of two of the defendants’ former employees who are now competitors of the 
defendants, maintaining a like establishment next door to the defendants; the de- 
fendants are at No. 506 Fifth Avenue; the former employees of defendants are at 
No. 504 Fifth Avenue, in the same building. 

I may say at the outset that the testimony of these persons was very unimpres- 
sive ; the former employees of defendants evinced throughout their testimony a bitter 
hatred of the defendants; their motive in seeking to aid plaintiff in accomplishing 
success in this action was manifest and their attitude and manner of testifying left 
no doubt in the mind of the court that they were deliberately falsifying to vent their 
spleen upon the defendants. The paid investigator employed by plaintiff, similarly 
by her demeanor upon the witness stand, satisfied the court that she, too, was 
deliberately untruthful and unworthy of belief. 

The plaintiff opened her Madison Avenue establishment in 1934. She testified 
that she enjoyed a large patronage of 20,000 customers; that she sells 5,000 hats a 
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year. Strangely enough, of this vast number of customers and sales, she seems not 
to have encountered any complaints from her customers of fraud, deception or con- 
fusion; she found it necessary to support these allegations by resorting to specially 
hired and paid investigators and former employees of the defendants. Effort was 
made to bolster up as best as was possible the testimony of these persons by calling 
upon plaintiff’s customers ; of the vast number of her patrons but two were produced ; 
upon these two neither fraud nor deception was practiced. 

Plaintiff’s proof wholly failed to satisfy this court that fraud or deception was 
practiced by the defendants or their employees or that confusion has resulted or that 
there is the likelihood thereof. 

On the other hand, the defendants established to the satisfaction of this court 
that they operated a millinery establishment under the name of “Bea Meisner” 
since 1922, almost twelve years prior to that of the plaintiff ; that at no time did they 
simulate the plaintiff’s establishment, nor by their conduct practice or attempt to 
practice any fraud or deception upon the public. 

There are other elements which have been considered by this court and of which 
it is not unmindful. It has been so often said that, “The law deals with realities” 
that it seems superfluous to repeat it. In cases of this nature it is settled by mul- 
titudinous authorities that the equity power of the court should not be exercised to 
interfere with freedom of conduct of trade and general business competition, “but 
only to restrain fraud and imposture” (Never-Wet Corp’n of America v. Never- 
Wet Processing Corp’n, 277 N. Y. 163, 169 [28 T.-M. Rep. 167] ; that the grounds 
on which unfair competition will be enjoined are these: (1) that the means used are 
dishonest; (2) that by false representation or imitation of name or device there is 
a tendency to create confusion and thus work a fraud upon the public by inducing 
it to accept a spurious article. If these grounds are absent and no trade-mark rights 
exist, an injunction does not lie (Dress Circle, Inc., v. Franklin Simon & Co., Inc., 
174 Misc., 176; 20 N. Y. Supp. [2d], 225, and cases there cited). “The essence of 
wrong of unfair competition is that a defendant is palming off its goods as the mer- 
chandise of another. If a defendant so conducts his business as not to palm off his 
goods as those of the complainant, he cannot be enjoined” (Wornova Mfg. Co. v. 
McCawley & Co., 11 F. [2d] 465, 466, C. C. A. 2) [16 T.-M. Rep. 371]. The de- 
fendants have been and are honestly engaged in business, and no basis whatever 
exists, factual or equitable, to warrant interfering with them. 

Aside from this, the plaintiff does not come into a court of equity with clean hands. 
She designedly fomented this lawsuit; she deliberately sought to induce and entice 
the defendants to commit a wrong as a basis for the institution of this action. To 
that end she caused the witness Speigel, one of her specially hired and paid investi- 
gators, by subtle references to attempt to induce the defendants’ saleslady to intimate 
that the defendants’ establishment was that of the plaintiff. That a party’s case is 
predicated upon the testimony of hired detectives or investigators is not in itself to 
be regarded as a militating factor ; nor does it necessarily render such testimony in- 
admissible or discreditable ; from the very nature of the matter it may very well be 
the only method by which the evidence of wrongdoing may be obtained ; that is one 
thing. But when their services are engaged, not for the purpose of obtaining such 
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evidence, but to create it by deliberate enticement and inducement, to furnish a 
basis for an application to the court for relief, it is quite another matter. 

Equity will not aid one who consciously invites the wrong of which he complains 
(Langley v. Devlin, 95 Wash. 171, 163 Pac. 395; Edwards v. Allouez Mining Co., 
38 Mich. 46, 52) ; so where the result complained of is induced by plaintiff’s own 
conduct, equity will refuse relief. One cannot aid, encourage or solicit the commis- 
sion of a wrong upon him and complain to equity that he has been injured by the act 
which he was instrumental in procuring to be done (Deweese v. Reinhard, 165 U. S. 
386; Keystone Driller Co. v. General Excavator Co., 290 U. S. 240, 244-5 [19 
U. S. P. Q. 228, 229, 230]; Nat. Fire Ins. Co. v. Thompson, 281 U. S. 331; 
Pomeroy, equity Juris. 4th ed., Section 397). Instigation, inducement and entice- 
ment are frowned upon generally, both at law (1 Am. Juris, p. 414, Section 16; 1 
Corpus Juris, p. 971, Section 65) and in equity (cases supra). As said by Cooley, J., 
in the Edwards case (supra): “If a man invites an injury .... his prayer for the 
special interposition of equity on the ground that what he invited and expected was 
about irreparably to injure, would not be likely to trouble the judicial conscience 
very much if it were wholly ignored.” 

Here, as stated, the plaintiff sought to encourage and induce the commission of 
a wrong upon her as a basis for an appeal to equity ; that such conduct is improper is 
self-evident ; even if she had succeeded, she still would not be entitled to relief in 
equity. Ifthe testimony of her specially hired and paid investigator is true, she was 
guilty of violating equitable precepts of fair dealing and righteous conduct ; in equity 
the court does not look to see who took the bait, but rather to see who held it out 
(Edwards case, supra). As said in Bentley v. Tibbals, 223 F. 247, 251, C. C. A. 
2): “In other words, the plaintiff’s own conduct must not have been characterized 
by a want of good faith or a violation of the principles of equity and righteous deal- 
ing.” 

Plaintiff does not come into court with clean hands (Prince Mfg. Co. v. Prince’s 
Metallic Paint Co., 135 N. Y. 24, 38). 

Judgment for defendants dismissing the complaint upon the merits, with costs. 
Thirty days’ stay; sixty days to make a case. Requests to find passed upon. 
Settle decision and judgment. 


IN RE FORGED STEEL PRODUCTS COMPANY 
United States Court of Customs and Patent Appeals 


June 30, 1941 


TRADE-M ARKS—REGISTRATION—UTILITARIAN FUNCTION OF Goops. 
A mark consisting of rows of circular upraised recesses used on pliers, held not to be 
registrable as a trade-mark, as it is a utilitarian function of the goods, irrespective of the 
inclusion in the mark of the words “Velvet Grip.” 


Appeal from a decision of the Commissioner of Patents, refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 293. 





IN RE FORGED STEEL PROD. CO. 


Harry C. Alberts, Chicago, Ill., for appellant. 
W.W. Cochran for the Commissioner of Patents. 


HATFIELD, Judge: 


These are appeals from the decisions of the Commissioner of Patents affirming 
the decisions of the Examiner of Trade-Marks denying appellant’s applications for 
the registration of alleged trade-marks under the Trade-Mark Act of February 20, 
1905. 

For the purpose of the hearing in this court, the records in the cases were con- 
solidated, and as the evidence submitted by appellant applies with equal force to the 
issues in each case, we shall dispose of the issues presented in one opinion. 


AppPEAL No. 4460, Sertat No. 378,746 


The mark involved in this appeal consists, as stated in appellant’s amended ap- 
plication, “of the words ‘Vacuum Grip’ surrounded by rows of circular recesses in 
the form and design shown in the drawing, said recesses being either upraised or 
countersunk relative to the handle grasping surface tool to which they are applied.” 
(Italics not quoted. ) 

It is stated in appellant’s application that appellant has used the involved trade- 
mark on pliers since June 1, 1920. 

In his decision denying appellant’s application for the registration of the alleged 
trade-mark, the examiner stated that the circular recesses if countersunk in the 
handle of the tool, as stated in appellant’s application, would produce a suction or 
vacuum between such handle and the hand of the user of the tool; that the term 
“Vacuum Grip” merely announced that fact; and that, therefore, the mark was 
descriptive of one of the essential characteristics of appellant’s goods. The examiner 
held that if the circular recesses were upraised instead of countersunk they would 
serve as friction elements, and would also serve a somewhat ornamental purpose; 
that whether countersunk or upraised in the handle of the tool the circular recesses 
were integral parts of the goods and served a merchanical and useful function; 
and that, therefore, the alleged trade-mark was not registrable. 

The Commissioner of Patents, although being of opinion that the words “Vacuum 
Grip” were not descriptive of the goods on which the mark was used, held that the 
circular recesses forming a substantial portion of the mark served a utilitarian pur- 
pose and that, therefore, the mark was not registrable. 

It may be said at this point that the reason given by the Commissioner of Patents 
for holding that the words “Vacuum Grip” were not descriptive of the goods on 
which they were used was that, as appellant was the owner of trade-mark registra- 
tion No. 141,355, issued April 19, 1921, on an application filed June 8, 1920, for the 
trade-mark “Vacuum Grip” for use on cutlery, machinery, and tools and parts 
thereof, it was “entitled to the benefit of any reasonable doubt as to the registrability 
of the same or a closely similar mark upon a subsequent application to register.” 

In holding that appellant’s mark was not registrable, the Commissioner referred 
to his decision in companion appeal No. 4461, wherein he stated, inter alia: 


It is my opinion that registration was properly refused on the ground that the alleged 
trade-mark is an integral part of the goods to which it is applied, and is of mechanical 
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utility in connection therewith. It is a matter of common knowledge that the handles of 
most pliers are roughened to prevent slipping in the hand of the user, and it is admitted by 
applicant’s counsel that, “to a negligible extent,” the embossed circles on applicant's plier 
handles serve that purpose. This admission of counsel is predicated upon a statement 
occurring in the affidavit of applicant’s president “that this particular symbol serves no 
utilitarian purpose beyond that of any other roughened surface found on hand tools to pre- 
clude slipping of the palms thereover during the grasp thereof.” (Italics not quoted.) 


The affidavit referred to in the quoted excerpt from the Commissioner’s decision 
in appeal No. 4461 is not in the record, and there is no explanation of why it is not. 
Accordingly, the quotation from the affidavit of the president of the appellant com- 
pany appearing in the Commissioner’s decision must be regarded by us as accurate. 
In re Kluter, 25 C. C. P. A. (Patents) 730, 732, 92 F. [2d] 906. 

The record contains the affidavits of one H. G. Kell, vice-president of the appel- 
lant company, dated February 24, 1939, and April 24, 1940, respectively. In the 
affidavit dated February 24, 1939, it is stated in substance that the circular recesses 
forming a part of the alleged trade-mark here involved are technically referred to as 
“vacuum cups”; that such recesses when countersunk could not possibly impart a 
suction effect; that when countersunk such recesses present a fanciful appearance 
and neither describe nor misdescribe either the hand tool or the handle thereof on 
which they are used; that appellant has expended more than $100,000 in populariz- 
ing its alleged trade-mark ; and that the public has learned to understand that ap- 
pellant’s alleged trade-mark indicates origin of appellant’s goods in appellant. 

In his affidavit dated April 24, 1940, Mr. Kell stated: 


.... that it has been found from a production standpoint more desirable to impress 
the Vacuum Grip Symbol by resort to countersunk rather than upraised recesses in the 
handle grasping surfaces of the tool; that this renders it more adaptable to production 
methods and gives greater life to the impressing die; that instances of tools whereon the 
Vacuum Grip Symbol is impressed by resort to countersunk recesses are shown in the 
circular accompanying the amendment filed on to wit April 8, 1940; .... that the aforesaid 
countersunk recesses defining the “Vacuum Grip” symbol as illustrated in applicant’s trade 
circular present a smooth surface to the feel of the palm when grasped for manipulation 
of the respective tools; that these symbols present no roughened surfaces to the feel of 
the hand during the manual grasping operation and that the aforesaid “Vacuum Grip” 
symbol (the circular recesses) on the aforesaid tools does not aid in the gripping of the 
tools, but is still as important as ever in designating origin of the tools in and to the appli- 
cant, Forged Steel Products Company. 

Affiant further avers and states the fact to be that Earl W. Myers, who originally sub- 
scribed to and executed an affidavit of record in this case, is now deceased; that the 
affidavit of said Earl W. Myers has reference only to Vacuum Grip Symbols of the upraised 
type illustrated in the aforesaid circular; that the “Vacuum Grip” Symbol of the upraised 
type is gradually being dispensed with and will only be utilized until the present impression 
dies therefor become too worn for further use; that thereafter the upraised “Vacuum 
Grip” Symbol on such few remaining illustrations now contained in the aforesaid circular, 
will be substituted by the “Vacuum Grip” Symbol of the countersunk recessed type; . . . . 
that when new dies are made to displace the upraised “Vacuum Grip” Symbol, all of these 
tools will present the same symbol as identified for the countersunk recess type in the 
aforesaid illustrations; that none of the “Vacuum Grip” Symbols will then present any 
roughened surfaces to the feel of the palm; and that any roughened surface in the upraised 
“Vacuum Grip” Symbol is merely incidental rather than a necessary or desired feature 
thereof and is entirely eliminated in the countersunk recess type symbol; and that the 
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“Vacuum Grip” symbol is utilized merely to designate origin of the aforesaid tools in and 
to applicant as set forth in affiant’s previous affidavit. (Italics not quoted.) 


On page 20 of appellant’s circular, referred to in the affidavit of Mr. Kell, under 
the heading “Facts You Should Know About Pliers,” reference being had to appel- 
lant’s vacuum grip pliers, it is stated, among other things, that the handles of appel- 
lant’s tools are comfortably formed and that the “famous ‘Vacuum Grip’ .. . . gives 
you a sure hold.” On page 21 of the circular, with reference to pliers No. 137, it is 
stated: “Fashioned handles for greater comfort to the hand, with deeply bossed 
‘Vacuum Grip’ cups, affording a sure, non-slip hold.” On page 23 of the circular, 
with reference to pliers No. 196, it is stated: “Full curved handles for hand comfort, 
with deeply recessed Vacuum Grip ‘cups’ for a sure grip.” 

It is apparent from the affidavits of Mr. Kell and Mr. Myers (former president 
of the appellant company) and from appellant’s circular (which was made a part 
of the record) that when the circular recesses are upraised the handles of the pliers 
have a roughtened surface which prevents slipping in the hands of the user. 

It is true that affant Kell stated that it is the purpose of appellant to discontinue 
the use of the upraised circular recesses in the alleged trade-mark. It is sufficient 
to say in this connection that the application here involved expressly includes up- 
raised circular recesses. It is clear, therefore, from the record that the circular 
recesses in appellant’s alleged trade-mark are a part of appellant’s pliers and have a 
utilitarian function. The alleged trade-mark is, therefore, not registrable. Jn re 
Dennison Manufacturing Company, 17 C. C. P. A. (Patents) 987, 39 F. [2d] 720; 
In re Vertex Hosiery Mills, Inc., 18 C. O. P. A. (Patents) 725, 45 F. [2d] 249 
{21 T.-M. Rep. 36]; Jn re National Stone-Tile Corporation, 19 C. C. P. A. 
(Patents) 1101, 57 F. [2d] 382 [22 T.-M. Rep. 217]; Sparklets Corporation v. 
Walter Kidde Sales Co., 26 C. C. P. A. (Patents) 1342, 104 F. [2d] 396. 

The decision of the Commissioner of Patents is affirmed. 


AppEAL No. 4461, Serrat No. 380,630 


The alleged trade-mark involved in this appeal is the same as that involved in 
companion appeal No. 4460, except that it does not contain the words “Vacuum 
Grip.” 

The mark consists, as stated in appellant’s application, “of a symbol defined by 
three rows of circular recesses which may be upraised or countersunk relative to 
the handle grasping surface of the tool to which it is applied as shown in the draw- 
ing.” (Italics ours.) It is further stated in appellant’s application that appellant has 
used its alleged trade-mark on pliers since June 1, 1920. 

The Commissioner of Patents held that the symbol, consisting of three rows of 
circular recesses, forming appellant’s alleged trade-mark was a part of the tools to 
which it was applied ; that it served a utilitarian function ; and that therefore, it was 
not registrable as a trade-mark. 

In our decision in companion appeal No. 4460, we quoted from the decision of the 
Commissioner in the instant appeal. 

We are of opinion, for the reasons stated in our decision in appeal No. 4460, 
that the Commissioner of Patents reached the right conclusion. Accordingly, his 
decision is affirmed. 
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WINCHARGER CORPORATION v. WINCHESTER REPEATING ARMS 
COMPANY (WESTERN CARTRIDGE COMPANY, 
ASSIGNEE, SUBSTITUTED ) 


United States Court of Customs and Patent Appeals 
December 29, 1941 
Opposition No. 17,236 


TRADE-MARKS—OPPosITION—“WINCHARGER” AND “WINCHESTER”’—CONFLICTING MARKS. 
The name “Wincharger,” used as a trade-mark for electric storage batteries, held con- 
fusingly similar to the word “Winchester,” used on flashlights and electric batteries. 
TRADE-MARKs—OPPposITION—Dry CELL BATTERIES AND STORAGE BATTERIES—Goops OF SAME 
DESCRIPTIVE PROPERTIES. 


Electric batteries of the dry cell type held to possess the same descriptive properties as 
storage batteries. 


On appeal from a decision of the Commissioner of Patents in an opposition 
proceeding, reversing a decision of the Examiner of Interferences. Affirmed. For 
the Commissioner’s decision, see 30 T.-M. Rep. 577. 


Charles M. Thomas, of Washington, D. C., and Irving Herriott, of Chicago, IIl., 
for the appellant. 
Charles R. Allen, of Washington, D. C., and Morrison T. Hankins, of New York 
City, for appellee. 


GarrETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents sustaining 
the opposition of appellee to appellant’s application for registration of the notation 
“Wincharger” for use as a trade-mark for electrical storage batteries, the application 
being filed August 30, 1937. In so deciding, the Commissioner reversed the deci- 
sion of the Examiner of Interferences. 

In its notice of opposition appellee listed various registrations by it of the word 
“Winchester” for use as a mark on a wide variety of articles, including one of 
February 7, 1922, for “flashlights and electric batteries,” this being the registration 
upon which it principally relies. 

The forms of the respective marks may be seen from the following facsimiles: 


Opposer’s 


WINCHESTER 


Applicant’s ~ 


INCHARGE, 
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It may be said that the zigzag lines of appellant’s mark are stated to be arranged 
for the simulation of lightning flashes. 


Both parties took testimony and a somewhat elaborate record was presented, 
due in part to the fact that there was another controversy between the same parties 
involving a cancellation proceeding, and the testimony was taken concurrently in 
both cases. Our decision in the cancellation proceeding, which also reached us by 
appeal, is rendered concurrently herewith. Wénchester Repeating Arms Company 
(Western Cartridge Company, Assignee, Substituted) v. Wincharger Corporation 
(Appaal No. 4528), 29 C. C. P. A. ( Patents) . F. [2d] (p. 87 post.). 

While the difference in the issues involved in the respective cases require separate 
decisions, it may be said that there is no serious dispute as to facts in either case, 
and we deem it unnecessary here to enter upon any recital of the history. of the 


businesses of the parties additional to what is stated in our decision in the companion 
case. 


In describing the goods involved in the instant (opposition) proceeding, the 
Examiner of Interferences said: 


The opposer sells a wide variety of goods, of which it seems to here rely primarily 
upon electric batteries. These are all of the dry cell type and, as shown by the catalogue, 
opposer’s Exhibit 1, include heavy duty radio A, B and C batteries and smaller batteries 
used for flashlights, ignition, etc. 

Storage batteries, unlike dry cell batteries, are capable of being recharged and may 
be designed to accommodate heavy electric charges, so that they are suitable for many 
uses, such as house lighting, machinery operation and others for which dry batteries are 
impracticable. Although the two types of batteries doubtless pertain to the same classifica- 
tion of goods they are quite different in structure, appearance and ordinarily in price, and 
for practical reasons are not as a rule competitive articles. 


Following this, the Examiner of Interferences drew attention to the difference 
in the appearance, etc., of the marks and, citing different authorities deemed by him 
to be applicable, said: 


The differences in the specific characteristics of the goods and in their trade appeal 
and the differences in the marks here involved seem to the examiner to be cumulative in 
nature. The latter is persuaded that the cumulative affect thereof is sufficient to obviate 
any reasonable likelihood of confusion as a result of concurrent use of these marks in trade. 
In this connection the record seems to show that the applicant has used the mark it seeks 
to register in good faith, and it must be here presumed that it will continue to do so. 
Ward Baking Co. v. New Standard Baking Co., 448 O. G. 764; 71 F. (2d) 186; 21 C. C. 
P. A. 1173 [24 T.-M. Rep. 324]. 


The decision of the Commissioner was less elaborate than that of the Examiner 
of Interferences. After stating the issue, the Commissioner said: 


That electric batteries and electric storage batteries are merchandise of the same 
descriptive properties seems self-evident. It appears, however, that the batteries in which 
opposer actually deals are all of the dry cell type; and it was the examiner’s opinion that 
the specific differences between storage batteries and dry cell batteries, considered in 
connection with the differences between the marks of the parties, are “sufficient to obviate 
any reasonable likelihood of confusion as a result of concurrent use of these marks in 
trade.” 

I am unable to agree with the examiner’s conclusion. The two words “Winchester” 
and “Wincharger” contain the same number of letters, the first five and the last two being 
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identical ; they are both three-syllable words, with the accent normally on the first syllable ; 
they do not differ greatly in sound; and, as displayed in the registration and the applica- 
tion, they are quite similar in appearance. I think their use on goods so nearly related 
as dry cell batteries and storage batteries may readily lead to confusion. 


Comprehensive briefs embracing much argument and citing many authorities 
have been filed before us and these have been carefully considered along with the 
oral arguments presented at the hearing. 

Weare unable to discern anything of an extraordinary character in the issue here 
presented, which, to our minds, is quite a simple one involving nothing other than 
the likelihood of confusion, and we deem it unnecessary unduly to lengthen this 
opinion by reciting and commenting upon the arguments of either party in detail. 
The first two paragraphs of appellant’s brief read as follows: 


Western Cartridge Company, assignee, substituted for Winchester Repeating Arms 
Company, seeks to inhibit registration of appellant’s fancifully displayed, arbitrary and 
coined mark “Wincharger” as applied to electric storage batteries. The opposition is 
based solely on the prior registration and use by appellee of the notorious surname and 
geographical word “Winchester,” applied exclusively to dry cell batteries and flashlights. 

The sole issue is whether appellant’s concededly arbitrary, catchy, suggestive mark 
“Wincharger,” displayed in a unique and fanciful manner, when applied solely to electric 
storage batteries, is to be denied registration under Section 5 of the Trade-Mark Act of 
1905, because it so nearly approaches appellee’s surname and geographical mark “Win- 
chester,” used in connection with dry cell batteries and flashlights, as to be likely to cause 
confusion in trade. ( Italics quoted.) 


Substantially all that follows in the brief is in elaboration of the foregoing. 

With respect to it, we may say, in the first place, that appellant concedes that 
storage batteries and dry cell batteries are in the same general class as was specific- 
ally held, we think correctly, by both tribunals below. Such being the case, it is 
obviously essential that the contesting marks be carefully scrutinized in considering 
the question of likelihood of confusion. In the second place, the fact that “Winches- 
ter” may be the surname of appellee and also a geographical term is not regarded by 
us as being of consequence in this proceeding. The validity of appellee’s mark is 
not under attack here. In the third place, even if it be conceded that the notation 
“Wincharger” is an “arbitrary and coined mark” which, as arranged by appellant, is 
“displayed in a unique and fanciful manner,” that has little, if any, bearing upon the 
question of likelihood of confusion. A “coined” word may be as confusing as a well 
known word which has found its way into the dictionaries. 

Upon full consideration, we are of opinion that the Commissioner reached the 
correct conclusion, and his decision is affirmed. 
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WINCHESTER REPEATING ARMS COMPANY (WESTERN CAR- 
TRIDGE COMPANY, AssIGNEE, suBSTITUTED) v. WINCHARGER 
CORPORATION 


United States Court of Customs and Patent Appeals 
December 29, 1941 
Cancellation No. 3,393 


TRADE-MARKS—CANCELLATION—WIND-DRIVEN, ELECTRIC GENERATING EQUIPMENT AND Dry 
CeLLt StoraAGE BAtTTerIES—Goops oF DIFFERENT DESCRIPTIVE PROPERTIES. 
Wind-driven, electric generating equipment, used principally to recharge storage batteries, 
held to be of different descriptive properties from dry cell, electric batteries. Appellant’s 
petition to cancel appellee’s mark consisting of the name “Wincharger” used on electric 
generators was, therefore, denied. 


On appeal from a decision of the Commissioner of Patents, denying a petition 
for cancellation. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 576. 


Charles R. Allen, of Washington, D. C., and Morrison T. Hankins, of New York 
City, for appellant. 

Charles M. Thomas, of Washington, D. C., and Irving Herriott, of Chicago, IIl., 
for appellee. 


BLAND, Judge: 


This controversy involves the petition of the Winchester Repeating Arms Com- 
pany (Western Cartridge Company, assignee, substituted), hereinafter called the 
appellant, to cancel, under Section 13 of the Trade-Mark Act of February 20, 1905, 
as amended, (15 U. S. C. A. 931), two trade-mark registrations granted to the Win- 
charger Corporation, hereinafter called the appellee. 

The involved trade-mark registrations are No. 346,716, of June 8, 1937, for the 
mark “Wincharger” for “Prime-Mover-Driven Electric Generator Combinations 
Including Wind-Driven and Engine-Driven Electric Generator Combinations” and 
No. 347,896 of July 13, 1937, for the mark “Hi-Way Wincharger” for identical 
goods. 

In the petition of appellant to cancel the involved marks, a number of registra- 
tions are listed, but the one primarily relied upon is No. 151,645, of February 7, 
1922, for the mark “Winchester” for “flash lights and electric batteries.” 

The Examiner of Interferences denied the petition for cancellation, holding that 
the goods of the respective parties did not possess the same descriptive properties 
within the meaning of the aforesaid trade-mark act. The Examiner further stated: 


It also seems to the examiner that there are material differences in the marks “Hi-Way 
Wincharger” and “Wincharger” used by the respondent, and the notation “Winchester” 
here relied upon by the petitioner. Even if the goods to which these marks are respectively 
affixed could be regarded as possessing the same descriptive properties it is believed that 
the differences in the specific characteristics of such goods and the differences contained 
in the marks when considered together are sufficient to obviate any reasonable likelihood 
of confusion in trade. .. . 
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identical ; they are both three-syllable words, with the accent normally on the first syllable ; 
they do not differ greatly in sound; and, as displayed in the registration and the applica- 
tion, they are quite similar in appearance. I think their use on goods so nearly related 
as dry cell batteries and storage batteries may readily lead to confusion. 


Comprehensive briefs embracing much argument and citing many authorities 
have been filed before us and these have been carefully considered along with the 
oral arguments presented at the hearing. 

Weare unable to discern anything of an extraordinary character in the issue here 
presented, which, to our minds, is quite a simple one involving nothing other than 
the likelihood of confusion, and we deem it unnecessary unduly to lengthen this 
opinion by reciting and commenting upon the arguments of either party in detail. 
The first two paragraphs of appellant’s brief read as follows: 


Western Cartridge Company, assignee, substituted for Winchester Repeating Arms 
Company, seeks to inhibit registration of appellant’s fanctfully displayed, arbitrary and 
coined mark “Wincharger” as applied to electric storage batteries. The opposition is 
based solely on the prior registration and use by appellee of the notorious surname and 
geographical word “Winchester,” applied exclusively to dry cell batteries and flashlights. 

The sole issue is whether appellant’s concededly arbitrary, catchy, suggestive mark 
“Wincharger,” displayed in a unique and fanciful manner, when applied solely to electric 
storage batteries, is to be denied registration under Section 5 of the Trade-Mark Act of 
1905, because it so nearly approaches appellee’s surname and geographical mark “Win- 
chester,” used in connection with dry cell batteries and flashlights, as to be likely to cause 
confusion in trade. ( Italics quoted.) 


Substantially all that follows in the brief is in elaboration of the foregoing. 

With respect to it, we may say, in the first place, that appellant concedes that 
storage batteries and dry cell batteries are in the same general class as was specific- 
ally held, we think correctly, by both tribunals below. Such being the case, it is 
obviously essential that the contesting marks be carefully scrutinized in considering 
the question of likelihood of confusion. In the second place, the fact that “Winches- 
ter” may be the surname of appellee and also a geographical term is not regarded by 
us as being of consequence in this proceeding. The validity of appellee’s mark is 
not under attack here. In the third place, even if it be conceded that the notation 
“Wincharger” is an “arbitrary and coined mark” which, as arranged by appellant, is 
“displayed in a unique and fanciful manner,” that has little, if any, bearing upon the 
question of likelihood of confusion. A “coined” word may be as confusing as a well 
known word which has found its way into the dictionaries. 

Upon full consideration, we are of opinion that the Commissioner reached the 
correct conclusion, and his decision is affirmed. 
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WINCHESTER REPEATING ARMS COMPANY (WESTERN CAR- 
TRIDGE COMPANY, AsSIGNEE, SUBSTITUTED) v. WINCHARGER 
CORPORATION 


United States Court of Customs and Patent Appeals 
December 29, 1941 
Cancellation No. 3,393 


TRADE- MARKS—CANCELLATION—WIND-DRIVEN, ELEcTRIC GENERATING EQUIPMENT AND Dry 
CELL StorAGE BATTERIES—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES. 
Wind-driven, electric generating equipment, used principally to recharge storage batteries, 
held to be of different descriptive properties from dry cell, electric batteries. Appellant’s 
petition to cancel appellee’s mark consisting of the name “Wincharger” used on electric 
generators was, therefore, denied. 


On appeal from a decision of the Commissioner of Patents, denying a petition 
for cancellation. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 576. 


Charles R. Allen, of Washington, D. C., and Morrison T. Hankins, of New York 
City, for appellant. 

Charles M. Thomas, of Washington, D. C., and Irving Herriott, of Chicago, IIl., 
for appellee. : 


BLAND, Judge: 


This controversy involves the petition of the Winchester Repeating Arms Com- 
pany (Western Cartridge Company, assignee, substituted), hereinafter called the 
appellant, to cancel, under Section 13 of the Trade-Mark Act of February 20, 1905, 
as amended, (15 U. S. C. A. 931), two trade-mark registrations granted to the Win- 
charger Corporation, hereinafter called the appellee. 

The involved trade-mark registrations are No. 346,716, of June 8, 1937, for the 
mark “Wincharger” for “Prime-Mover-Driven Electric Generator Combinations 
Including Wind-Driven and Engine-Driven Electric Generator Combinations” and 
No. 347,896 of July 13, 1937, for the mark “Hi-Way Wincharger” for identical 
goods. 

In the petition of appellant to cancel the involved marks, a number of registra- 
tions are listed, but the one primarily relied upon is No. 151,645, of February 7, 
1922, for the mark “Winchester” for “flash lights and electric batteries.” 

The Examiner of Interferences denied the petition for cancellation, holding that 
the goods of the respective parties did not possess the same descriptive properties 
within the meaning of the aforesaid trade-mark act. The Examiner further stated: 


It also seems to the examiner that there are material differences in the marks “Hi-Way 
Wincharger” and “Wincharger” used by the respondent, and the notation “Winchester” 
here relied upon by the petitioner. Even if the goods to which these marks are respectively 
affixed could be regarded as possessing the same descriptive properties it is believed that 
the differences in the specific characteristics of such goods and the differences contained 
in the marks when considered together are sufficient to obviate any reasonable likelihood 
of confusion in trade. . 
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Upon appeal, the Gommissioner of Patents affirmed the decision of the Examiner 
of Interferences denying the petition for cancellation. The Commissioner stated 
that the ruling of the Examiner of Interferences that the goods of the respective 
parties were of different descriptive properties was the only question that needed 
to be determined and held, as did the Examiner, that “the goods of the parties with 
which their trade-marks are respectively used are not merchandise of the same 
descriptive properties within the meaning of the statute... .” Having so held, the 
Commissioner stated that the question of the similarity of the marks became im- 
material. 

It appears from the record that the appellant, which since the year 1865 has 
manufactured and sold firearms and ammunition under its “Winchester” trade- 
mark, expanded its business after the first World War to the point where it now 
sells, under said mark, some 5,000 different items. About 1920 it began to use 
its said mark on flashlights and flashlight batteries, and in 1923 extended the use 
of its mark to include batteries specifically designed for radio use. All batteries on 
which appellant’s said mark “Winchester” is used are of the dry-cell type, that is, 
incapable of being recharged when their electrical charge has been depleted. 

The record further shows that the appellee and its predecessor, since 1927, have 
been engaged in the business of constructing and selling wind-driven electric 
generating equipment; that in April, 1936 appellee began applying its said trade- 
mark on batteries which it sold; that the batteries sold by appellee are of the wet- 
cell, rechargeable type; and that in 1935 appellee became a wholly-owned subsidiary 
of the Zenith Radio Corporation. 

It should be noted that there is no issue here as to the cancellation of appellee’s 
trade-mark as applied to a battery, per se. In a companion case, the instant appel- 
lant opposed the registration of appellee’s ““Wincharger” mark as applied to wet-cell 
storage batteries. See Wincharger Corporation v. Winchester Repeating Arms Co. 
(Western Cartridge Co., assignee, substituted, 29 C. C. P. A. (Patents) —, — F. 
[2d] — (Patent Appeal No. 4527) (p. 84 ante). 

The record shows that the wind-driven, electric generating equipment manu- 
factured and sold by appellee is primarily used in rural communities where there is 
no commercial current; that while the unit may be used without a battery, for 
instance in counter electrolysis on oil lines, it is usual to employ a battery as an 
adjunct to the unit. For example, the equipment is used to charge a battery which 
in turn is used in connection with radio, household lighting, the operation of the 
usual household electrical appliances, and the like. 

The dispute between the parties would seem to be reduced to the following: Are 
dry-cell batteries, incapable of being recharged, used in radio receivers, of the same 
descriptive properties as wind-driven electric generating equipment, used prin- 
cipally to charge storage batteries, the use of which is, in part, in connection with 
radio receivers? 

The appellant earnestly argues, in effect, that a storage battery must be con- 
sidered as an integral part of the wind-driven electric generating equipment, and 
that, when so considered, it is of the same descriptive properties as its dry-cell bat- 
tery, principally for the reason that both are used in connection with radio. It also 
contends that, since one of the items in appellee’s combination is an electric genera- 
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tor, and that, since it and the dry-cell batteries of appellant are “. . . . closely asso- 
ciated in the public mind; are offered and sold to the same type of consumers 
through the same channels of trade .. . ,” therefore the goods of the parties are of 
the same descriptive properties. 

It is our view that the electric generating combinations upon which the involved 
marks sought to be cancelled are used do not include a battery. Certainly, there is 
nothing in the record to indicate that they do, and the generator combinations them- 
selves, as shown by the exhibits of record, do not suggest that the combination in- 
cludes a battery. 

The merchandise which appellee sells, which is of importance here, is a genera- 
tor combination which generates electricity to be stored in a battery, and we cannot 
hold that the sale by appellee of charging apparatus consisting of propeller, generator, 
tower, etc., under the trade-mark “Wincharger” or “Hi-Way Wincharger”’ would be 
likely to confuse the purchasing public as to its origin or the origin of the dry cell 
batteries sold by appellant under the trade-mark “Winchester.” The mere fact that 
the dry-cell batteries are used with radios and that appellee’s goods are used to charge 
wet-cell batteries which, in turn, are used, in part, in connection with radios, does not 
in our mind suggest that a purchaser of either of the products of the contending 
parties here would be confused. 

Here, it is not a question of conjoint use where the goods of one party are 
used on or in connection with the goods of the other such as was the case in Cluett, 
Peabody & Co. (Inc.) v. Samuel Hartogensis, 17 C. C. P. A. (Patents) 1166, 41 F. 
[2d] 94 [20 T.-M. Rep. 452], and a number of other cases, nor does the instant 
record show a related use of the goods of the respective parties comparable to that 
in Kotex Co. v. McArthur, 18 C. C. P. A. (Patents) 787, 45 F. [2d] 256 [21 
T.-M. Rep. 47]. It seems to us that the goods of the respective parties here are 
more comparable to those involved in the case of Meredith Publishing Co. v. O. M. 
Scott & Sons Co., 24 C. C. P. A. (Patents) 956, 88 F. [2d] 324, where we held that 
the mark “Better Homes” for use on lawn grass seed, was registrable over the oppo- 
sition of the owner of the mark “Better Homes and Gardens” for a magazine, 
although subscribers to the magazine may have bought the grass seed. See also 
Mohawk Milk Products Co., Inc. v. General Distilleries Corp., 25 C. C. P. A. 
(Patents) 990, 95 F. [2d] 334, wherein we held gin and canned milk not to be 
goods of the same descriptive properties. 

There is little, if any, similarity in the appearance or composition of the goods. 
On the one hand is an expensive and somewhat complicated machine and on the 
other is a relatively inexpensive dry-cell battery. Moreover, purchasers of wind- 
driven charging equipment would fall into the class of what has been referred to as 
discriminating purchasers. 

We think that the Commissioner of Patents arrived at the right conclusion in 


refusing to cancel the aforesaid trade-mark registrations of appellee, and his decision 
is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Use by Licensees 


Held not to establish use by licensor 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Interferences 
dismissing the petition for cancellation filed by Believe It or Not! Inc. and Robert 
Ripley, to the registration of C. A. Ripley, doing business as Ripley Vegetable Co., 
for the notation consisting of the words “Believe It or Not, Ripley’s Are Always 
Top Quality” so positioned that the word “Ripley’s” was most prominent and was 
positioned under the words “Believe It or Not” and over the remaining words of the 
notation, for fresh vegetables. 

The Assistant Commissioner noted that the record established that Robert 
Ripley had a wide international reputation as a cartoonist of odd and unusual facts 
and was also well knewn as a radio broadcaster and lecturer on these subjects and that 
he had published books and motion pictures. To all these efforts Robert Ripley 
had applied the title “Believe It or Not” and this title had become well associated 
with Robert Ripley and these subjects. In 1925 Robert Ripley secured a trade- 
mark registration of the expression “Believe It or Not” for a series of cartoons. 
The Assistant Commissioner also noted that in 1930 the corporation Believe It or 
Not! Inc., was formed to handle certain commercial activities having to do with the 
use of the cartoons created by Robert Ripley and the title “Believe It or Not” in 
connection with the advertising of products of various concerns. Printed advertise- 
ments having a cartoon created by Robert Ripley, the title “Believe It or Not” and 
the signature “Ripley” thereon were used under licenses in connection with the ad- 
vertising of many different products, including soft drinks, breakfast cereal, fruit 
and fresh vegetables. In no instance were any of the products so advertised, manu- 
factured or distributed by either Robert Ripley or Believe It or Not! Inc. The 
Assistant Commissioner then said: 


The mere fact that a registrant and user of a trade-mark for certain goods—in this 
instance cartoons—grants licenses to others to use the mark in advertising different 
products of their own does not establish use by the licensor of the mark in connection with 
the goods thus advertised by or on behalf of the licensee. Funk & Wagnalls Co. v. Timely 
Films, Inc., 55 App. D. C. 152, 3 F (2d) 93, 1925 C. D. 187 [15 T.-M. Rep. 76]. It is held 
that the use by petitioner’s licensees of the licensed material for their own goods does not 
establish use by petitioners of that material for the same goods. 

The Assistant Commissioner then noted that the record did establish the use of 
the title ‘Believe It or Not” by petitioner Ripley for cartoons, radio talks, lectures 
and books. On this point the Assistant Commissioner said : 


. .. the question is whether any of those things are goods of the same descriptive prop- 
erty as fresh vegetables, which are the goods named in the registration sought to be can- 
celed. To my mind, it is obvious that there is no similarity between them. 


The Assistant Commissioner also noted that petitioners had contended that be- 
cause registrant did not apply for the registration under the act of February 20, 
1905, with appropriate disclaimers, but had secured a registration under the act of 
March 19, 1920, they, the petitioners, had been deprived of an opportunity to oppose 
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the granting of a registration under the name clause of the act of February 20, 1905. 
The Assistant Commissioner with regard to this contention said: 


The registration sought to be canceled having been issued under the act of March 19, 
1920, it is not necessary to pass on the question of whether or not registrant’s mark is 
composed essentially of a surname or of the name of a corporation. Certain-Teed Corp. v. 
Clark, 337 O. G. 476, 1925 C. D. 57 [15 T.-M. Rep. 271]; Technicolor, Inc., et al. v. Koh- 
I-Noor Beistiftfabrik L. & C. Hardtmuth, 507 O. G. 1044+ 


Res Adjudicata 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Glenmore Distilleries Co., Inc., to the 
application of National Distillers Products Corporation for registration of a trade- 
mark for whiskey. 


For an understanding of the Examiner’s ruling the First Assistant Commis- 
sioner referred to the history of this case as follows: 


On April 26, 1935, an application was filed by Penn-Maryland Corporation for regis- 
tration of the notation “Town Tavern” as a trade-mark for whiskey. That application 
was opposed by Glenmore Distilleries Company, opposer in the instant proceeding, and 
the opposition was sustained by the Examiner of Interferences upon the ground that the 
mark was confusingly similar to the opposer’s trade-mark “Kentucky Tavern,” previously 
registered for the same goods. No appeal was taken from the Examiner’s decision, 
and it became final some five years ago. In the meantime Glenmore Distilleries Com- 
pany had filed suit for trade-mark infringement in the United States District Court for 
the Eastern District of Virginia against National Distillers Products Corporation, to 
whom the trade-mark “Town Tavern” and the application for its registration had been 
assigned. That suit resulted in a decree dismissing the bill (Glenmore Distilleries Co. 
v. National Distillers Products Corporation, 23 F. Supp. 928), which was affirmed on 
appeal to the Circuit Court of Appeals for the Fourth Circuit (101 Fed. (2d) 479, 40 
U. S. P. Q. 264). Thereupon National Distillers Products Corporation filed a petition 
that the opposition proceeding be reopened, the opposition dismissed, and the trade-mark 
registered. In a decision rendered October 18, 1939 (508 O. G. 846), for reasons there 
fully set forth, I denied the petition. 


With particular reference to the Examiner’s ruling, the First Assistant Com- 
missioner stated : 


On November 9, 1939, the application involved in the instant proceeding was filed, 
and through apparent inadvertence it was passed for publication. The mark now sought 
to be registered is substantially the same as the one previously held to be non-registrable, 
and for the same goods. The opposition is predicated upon opposer’s ownership of the 
same registered trade-mark as that relied upon in the former case. The Examiner of 
Interferences was thus of the opinion that the question of applicant’s right to register is 
res judicata, and sustained the opposition on that ground. In so doing, I think he was 
clearly right. 


Before the First Assistant Commissioner the applicant pointed to differences 


between the marks of its two applications. On this matter the First Assistant 
Commissioner had the following to say : 


1. Believe It or Not, Inc., and Robert Ripley v. C. A. Ripley, Canc. No. 3590, 163 M. D. 665, 
January 9, 1941. 
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Applicant points out that the mark as now presented differs from the mark of the 
first application in that certain pictorial and design features have been added to the 
drawing. It is interesting to note that these same features appear on the labels filed 
with the first application, and that applicant then asserted its trade-mark to be merely 
the words “Town Tavern.” But in any event, it is clear that the mark of the instant 
application is completely dominated by these words, and that if the words alone are likely 
to be confused with opposer’s mark, so is the mark as a whole. In this connection the 
Examiner cites my decision in Continental Distilling Corporation v. B. Cribari & Sons, 
Inc., 499 O. G. 791 [25 T.-M. Rep. 356], from which I quote the following: 

“The Examiner ruled, and I think properly so, that the question here presented is 
res judicata by reason of final judgments in two previous opposition proceedings between 
the same parties. In each of those proceedings the present applicant sought to register 
the words ‘Sun Down’ as a trade-mark for goods of the same descriptive properties as 
those here involved, and registration was refused in view of the present opposer’s prior 
use of the registered trade-mark ‘Sunset’ on similar merchandise, which is the same 
mark upon which the instant opposition is predicated. The mark which applicant now 
proposes to register includes as its predominant feature the word ‘Sundown,’ to which 
has been added a pictorial representation of the setting sun and the name ‘B. Cribari.’ 
Applicant insists that this composite mark, considered in its entirety, is not the same 
mark as the one involved in the previously adjudicated oppositions, and that the doctrine 
of res judicata is, therefore, inapplicable. It is my opinion, however, that applicant is 
estopped to register any trade-mark so clearly dominated as is the one in question by 
the notation ‘Sundown,’ for merchandise of the same descriptive properties as that for 
which the words ‘Sun Down’ have been finally adjudged unregistrable.” 


The First Assistant Commissioner also concluded that the opposition should 


have been sustained upon the merits, even had the prior judgment been disregarded. 
He said: 


Though applicant’s mark includes other features, presumably its whiskey would be 
known and called for as “Town Tavern,” just as opposer’s whiskey is known and called 
for either as “Kentucky Tavern,” or as in some instances of record merely as “Tavern.” 
Considering the nature and identity of the goods to which the two marks are applied, 
I am convinced that their concurrent use in trade would be at least reasonably likely to 
cause confusion. 


In regard to the decision of the Circuit Court of Appeals for the Fourth Circuit, 
the First Assistant Commissioner stated : 


“IT am not at liberty, as was the Circuit Court of Appeals for the Fourth Circuit, 
to question the validity of opposer’s registered trade-mark; nor was that court called 
upon to determine the registrability of applicant’s mark. Its views are entitled to respect- 
ful consideration, but the initial responsibility of granting or refusing the registration 
applied for remains that of the Commissioner of Patents. It is my opinion that registra- 
tion should be refused; and that opinion finds strong support in the case of Frankfort 
Distilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. P. A. 1189, 111 Fed. 
(2d) 481 [30 T.-M. Rep. 339] where the United States Court of Customs and Patent 
Appeals held the mark “Maryland Rose” non-registrable for whiskey, because confus- 
ingly similar to the mark “Four Roses” previously registered for the same goods.” 


2. Glenmore Distilleries Co., Inc. v. National Distillers Products Corporation, Opp’n No. 
19,560, 163 M. D. 858, November 12, 1941. 
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PART II 


PEP BOYS—MANNY, MOE AND JACK, INC. v. FEDERAL TRADE 
COMMISSION 


United States Circuit Court of Appeals, Third Circuit 


June 30, 1941 


UNFAIR COMPETITION—FEDERAL TRADE COMMISSION AcCT—MISLEADING USE oF TRADE-NAME— 
WHEN ENJOINABLE. 


The test of determining whether a person or a company may be enjoined from using as a 
trade-mark a name similar to that of a corporation, long established and favorably known to 
the purchasing public, is whether such use makes the average purchaser unwittingly, under 
ordinary circumstances, purchase that which he did not intend to buy. A deliberate intent to 
deceive is not necessary, nor must the Commission find actual deception or that any competitor 
has been damaged; but it must find a specific and substantial public interest. 

UNFAIR COMPETITION—TRADE CoMMISSION AcT—USE oF NAME “REMINGTON” ON RApIOs. 

The use by a company selling radios in interstate commerce of the name “Remington” held 
to have been properly made the subject of a “cease and desist” order of the Federal Trade 
Commission, as such name was similar to the names of other long established corporations. 


In equity. Suit for unfair competition. From a “cease and desist” order of the 
Federal Trade Commission, respondent appeals. Order affirmed. 


Edward A. Kelly, Philadelphia, Pa., for petitioners. 
Wm. T. Kelley and Martin A. Morrison, both of Washington, D. C., for respondent. 


Before Maris and Jones, Circuit Judges, and WaALKeR, District Judge. 
WaLkKeER, District Judge: 


The petitioner’ is charged with unfair methods of competition in commerce and 
unfair or deceptive acts or practices in commerce in violation of the Federal Trade 
Commission Act.* It is a Pennsylvania corporation and for a number of years 
prior to the cease and desist order of the Federal Trade Commission,’ it engaged in 
the sale of radios, radio tubes, other radio parts and automobile accessories through 
fifty-two stores operated by it and located in seven of the states of the United States 
and in the District of Columbia. 

In the conduct of its business petitioner adopted certain brands for a number 
of its products and in connection therewith obtained charters of incorporation under 
different titles, included among which was Windsor-Lloyd Products, Inc. The 
Windsor-Lloyd Products, Inc., was incorporated under the laws of the State of 
Delaware and thereafter caused to be registered in the United States Patent Office 


1. Pep Boys—Manny, Moe and Jack, Inc., hereinafter referred to as Petitioner or Pep Boys. 
2. Title 15 U.S.C. A. 45. 


3. Hereinafter referred to as Commission. 
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a certain trade-mark, to wit, “Remington” and in its statement to the United States 
Patent Office it said that the trade-mark had been adopted and used for radio receiv- 
ing sets and radio tubes, electrical appliances, machines and supplies. Petitioner en- 
tered into contracts with manufacturing companies for the manufacture of radio re- 
ceiving sets to be sold exclusively by it, and to said sets it attached name plates which 
bore the name “Remington,” the name or part of the name of a number of corpora- 
tions transacting and doing business in the United States which are and have been 
favorably known to the purchasing public and which are and have been long estab- 
lished in various industries. Some of these, and we need name only Remington Rand, 
Inc., and Remington Arms, use the name “Remington” as a trade-name, mark or 
brand for the products manufactured and sold by them. 

The aforesaid radios were transported to the purchasers thereof in states other 
than the state where the shipment originated, and in the course and conduct of said 
business, petitioner was in substantial competition with corporations, firms and in- 
dividuals engaged in the sale and transportation of radios in commerce among and 
between the various states of the United States and in the District of Columbia. 

The Commission concluded that the said acts and practices of Pep Boys were to 
the prejudice and injury of the public and petitioner’s competitors and constituted 
unfair methods of competition in commerce and unfair or deceptive acts or practices in 
commerce within the intent and meaning of the Federal Trade Commission Act. 

In 1941 the state of affairs with regard to the combatting of unlawful restraint of 
trade was unsatisfactory, and Congress yielding to continual demands offered as 
remedies the Federal Trade Commission Act* and the Clayton Act.° The procedure 
in the Federal Trade Commission Act is prescribed in the public interest as dis- 
tinguished from provisions intended to afford remedies to private persons.° As 
enacted, Section 5° provided: “Unfair methods of competition in commerce are de- 
clared unlawful.” This expression, new in the law, was intended to have a broader 
meaning than “unfair competition” and it was to be determined in particular instances 
upon evidence in the light of particular competitive conditions and of what is found to 
be specific and substantial public interest. When the Supreme Court was required to 
pass thereon in Federal Trade Commission v. Raladam Co.’ (21 T.-M. Rep. 575], it 
emphasized competition and minimized public interest by holding there must be a 
finding or evidence from which the conclusion legitimately can be drawn, that the un- 
fair methods of competition substantially injure or tend to injure the business of a 
competitor or of competitors generally whether legitimate or not. It is said the deci- 
sion provoked serious criticism in many quarters because it left the consumer virtually 
unprotected by weakening if not actually nullifying the powers expressly delegated to 
the Commission for the protection of the public and the consumer.’ Whether or not 


4. Title 15 U.S.C. A. 45. 

5. Title 15 U.S.C. A. 12. 

6. Amalgamated Utility Workers, et al. v. Consolidated Edison Co. of N. Y., Inc., et al., 309 
U. S. 261, 268, 60 S. Ct. 561, 565; Federal Trade Commission v. Klesner, 280 U. S. 19, 25, 50 
S. Ct. 1, 3 [19 T.-M. Rep. 483]. 

7. 38 Stat. 719, 15 U. S.C. A. 45. 

8. A. L.A. Schlechter Poultry Corp. et al. v. U. S., 295 U. S. 492, 55 S. Ct. 837. 

9. 283 U. S. 643, 51 S. Cr. 587. 

10. Derenberg, Trade-Mark Protection and Unfair Trading (1936), pages 172, 173. 
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the criticism was justified is now immaterial because Federal Trade Commission vy. 
Royal Milling Co., et al." and Federal Trade Commission v. Algoma Lumber Co.” 
paved the way for Federal Trade Commission v. R. F. Keppel & Bros., Inc. 
[24 T.-M. Rep. 335], wherein the court recognized the Commission’s jurisdiction 
in cases of unfair trading, regardless of whether or not it is the public in general or a 
particular class of competitors whose interest demands the suppression of the 
practice complained of. This recognition of public interest was approved by Con- 
gress in 1938 with the enactment of the Wheeler-Lea Act,’* the pertinent part of 
which reads: “Unfair methods of competition in commerce, and unfair or deceptive 
acts or practices in commerce, are hereby declared unlawful.” The failure to men- 
tion competition in the later phrase shows a legislative intent to remove the pro- 
cedural requirement set up in the Raladam case and the Commission can now 
center its attention on the direct protection of the consumer where formerly it could 
protect him only indirectly through the protection of the competitor.” 

The logic of the present trend of the law is apparent when we realize how help- 
less the Commission would be under the rule of the Raladam case where all the 
competitors in the industry were using the same practice or where the offender had 
a monopoly in a field which did not compete with any other field. 

In this matter however, we do have competition. The record shows there are 
about fifty different radio manufacturers making radio sets, tubes and parts; that 
it is a competitive industry. Therefore, when the petitioner took an extensively 
advertised and well known name and placed it upon its radio receiving sets, it did so 
because the name had, in its opinion, certain intangible qualities which would 
promote sales, and we must conclude that it was selected because of contemplated 
advantage by lessening or otherwise injuring the business of present or potential 
rivals. The Commission, provided there is a specific and substantial public interest, 
can protect competitors against such methods or consumers against such acts or 
practices. 

The test is whether the natural and probable result of the use by petitioner of 
the name “Remington” makes the average purchaser unwittingly, under ordinary 
conditions, purchase that which he did not intend to buy. <A deliberate effort to 
deceive is not necessary nor must the Commission find actual deception or that any 
competitor of petitioner has been damaged,” but it must find a specific and sub- 
stantial public interest.’ Various ways in which the public interest may be in- 
volved have been stated, namely, an unfair method employed under circumstances 
which include flagrant oppression of the weak by the strong, or when the aggregate 
loss entailed may be so serious and widespread as to make the matter one of public 
consequence and no private suit would be brought to stop the unfair conduct, since 


288 U. S. 212, 53 S. Ct. 335. 
291 U. S. 67, 54S. Ct. 315. 
291 U. S. 304, 54 S. Ct. 423. 
52 Stat. 1028, 15 U. S.C. A. 45. 
39 Columbia Law Review, 262; 53 Harvard Law Review 836, 837. Minter v. Federal 
Trade Commission (Cir. 3), 102 Fed. (2d) 69, 70. 
16. Federal Trade Commission v. Balme, 23 Fed. (2d) 615 (Cir. 2). 
17. Federal Trade Commission v. Royal ‘Milling Co., 288 U. S. 212, 52 S. Ct. 335. 
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the loss to each of the individuals affected is too small to warrant it,’* or where con- 
sumers or dealers prefer to purchase a given article because it was made by a par- 
ticular manufacturer or class of manufacturers, they have a right to do so and this 
right cannot be satisfied by imposing upon them an exactly similar article or one 
equally as good but having a different origin.” 

The result of petitioner’s act or practice is that purchasers of 5,800 radios from 
1935 to 1939 may have been deceived into purchasing an article which they might 
not have bought if correctly informed as to its origin. We are of the opinion that 
the purchasing public is entitled to be protected against the species of deception 
practiced by the petitioner and that its interest in such protection is specific and 
substantial. 

The Order of the Commission is affirmed. A decree enforcing it will be entered. 





THE LONE RANGER v. O. C. COX, boinc Business as WALLACE 
BROTHERS CIRCUS, AND LEE POWELL 


United States Circuit Court of Appeals, Fourth Circuit 
January 5, 1942 


Unrarr ComMpPETITION—“THE LONE RANGER”—MISLEADING UsE oF Rapio TITLE. 

The use by defendant Powell of the name “The Lone Ranger” in a circus act featuring 
himself in the part of the “Lone Ranger,” held unfair competition with plaintiff corporation, 
which since 1933 had been broadcasting over the radio copyrighted serial stories featuring the 
exploits of a western cowboy known to radio audiences as “The Lone Ranger,” and had 
licensed the use of such name in comic strips and as a trade-mark on various articles, particu- 
larly as defendant was advertised as the original “Lone Ranger,” and identified himself to the 
public by the call “Hi, yo, Silver,” originally used by the radio character. 

UNFAIR COMPETITION—DEFINITION—PASSING OFF. 

The principles involved in the case at issue are the same as those involved in the unfair use 
of trade-marks, namely, that a court of equity should enjoin any form of “passing off,” which 
involves fraudulent appropriation, through devices calculated to mislead the public, of the busi- 
ness or good-will which another has built up. 


In equity. Action for unfair competition. On appeal from the District Court, 
Western District of North Carolina, dismissing the bill. Reversed and remanded. 


James H. Price (James D. Poag, W. A. Bull, James H. Price, Jr., and Raymond J. 
Meurer on brief) for appellant. 


C. Granville Wyche (Alfred F. Burgess and Thomas A. Wofford on brief) for 
appellees. 


Before ParKER and Dosie, Circuit Judges, and Cuestnut, District Judge. 
ParKER, Circuit Judge: 


This is an action for damages and for injunction based upon alleged infringe- 
ment of copyright and unfair competition. The plaintiff is the Lone Ranger, Inc., 





18. Federal Trade Commission v. Klesner, 280 U. S. 19, 50 S. Ct. 1. 
19. Federal Trade Commission v. Royal Milling Co., supra. 
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a Michigan corporation, which since the year 1933 has been broadcasting over the 
radio copyrighted dramatic serial stories featuring the heroic exploits of a mythical 
western cowboy, “The Lone Ranger,” who rides about masked and on a white horse, 
called “Silver,” championing the cause of the oppressed and redressing the wrongs 
of the community. Plaintiff has licensed a comic strip, entitled “The Lone Ranger,” 
appearing in a number of newspapers and has licensed the use of the name, “The 
Lone Ranger,” as a trade-mark to vendors of various articles. The radio programs 
of plaintiff are broadcast from one hundred or more radio stations, are very popular 
and appeal particularly to children. A “Lone Ranger” safety club, promoted in 
connection with the programs, has attained a membership of between three and four 
million young people. 

The defendant Powell is a motion picture actor, who in 1937 played the part of 
Allan King as the “Lone Ranger” in a motion picture produced under license from 
plaintiff. He has been appearing, under contract with the defendant Cox, in a small 
circus in which he takes the part of the “Lone Ranger,” riding masked on a white 
horse and giving the cry “Hi, yo, Silver” or “Hi, yo, Silver, away!”, which is the 
distinctive call of the “Lone Ranger,” to his horse in each of plaintiff’s radio pro- 
grams. He is advertised by the circus as the original “Lone Ranger” or the “Lone 
Ranger” in person. The words “talking picture” or “of talking picture fame” are 
prefixed or added to the words “Lone Ranger” in the advertisements, but these 
qualifying words are in smaller lettering than “Lone Ranger,” which is given great 
prominence. In some, the call to the horse, “Hi, yo, Silver” is prominently dis- 
plaved. Newspaper advertisements are addressed particularly to children and stress 
that the “Lone Ranger” is appearing in person. In all, the effect of the advertise- 
ments is to create the impression that the original “Lone Ranger,” made famous by 
the radio programs, is appearing with the circus—a result more easily achieved 
because the public interested is composed very largely of children. 

The plaintiff did not produce its copyrights in evidence, relying upon the prin- 
ciples of unfair competition. Its contention is that the advertising and appearances 
of Powell are unfair in that they are an attempt on his part to appropriate to himself 
a portion of the good-will which plaintiff has built up in connection with its radio 
programs, and in that the inevitable effect of this infringement upon its rights is to 
destroy the element of mystery surrounding the character of the “Lone Ranger” as 
presented by its programs and show him to be a very common-place person in whom 
the young people have no further interest, once he has been seen. Plaintiff relies, 
also, upon a consent decree entered by the United States District Court for the 
Middle District of Pennsylvania, in which the same defendants were enjoined at the 
suit of plaintiff from using the name “Lone Ranger,” except with reference to the 
fact that Powell had played the part of Allan King in the motion picture serial of 
that name, from using the phrases “Hi, yo, Silver” and “Hi, yo, Silver, away!” and 
from representing in any way, or doing anything that would lead the public to be- 
lieve, that Powell was identified with the radio programs of plaintiff. 

The answer of the defendants denies any representation that Powell had had 
anything to do with the radio programs. They claim the right to advertise Powell 
as the actor who had played the part of the “Lone Ranger” in the motion picture 
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of that name, and justify the use of the phrases “Hi, yo, Silver” and “Hi, yo, 
Silver, away” on the ground that, since the entry of the decree in the Middle District 
of Pennsylvania, a motion picture under the name of “Hi-Yo, Silver” has been 
licensed by plaintiff and has been made up of cuts from the original “Lone Ranger” 
picture. These defenses were accepted by the court below and relief was accord- 
ingly denied plaintiff. 

Quite apart from any rights under the Pennsylvania decree or the copyrights 
relied on, we think that plaintiff, under the principles of unfair competition, was 
entitled to relief. Under the name or title of “The Lone Ranger,” plaintiff had built 
up a radio feature of great value. The exploits of this mythical character, as 
portrayed in the radio programs, had become of great interest to countless young 
people throughout the country and were a source of large revenue to plaintiff. 
Defendants were attempting to avail themselves of the good-will created by the 
broadcasting of the radio programs and the advertising connected therewith, includ- 
ing the “Lone Ranger” safety clubs. Their conduct in advertising Powell as the 
“Original Lone Ranger” was manifestly calculated and intended to lead the public 
to believe that he was the “Lone Ranger” of the radio programs and to attract to the 
circus those who were interested in the programs and particularly the young people 
who were members of the safety clubs. The fact that the advertisements contained 
a reference to the talking picture did little, if anything, to minimize the deception of 
the children to whom they were primarily addressed, and this deception was accen- 
tuated by use of the call “Hi, yo, Silver” in some of the advertisements and in 
Powell’s act in the circus. The defendants were in the business of furnishing 
entertainment, just as was plaintiff, and there can be no doubt but that they were 
attempting to pass off their show as being identified with the radio programs of 
plaintiff, or at least as being connected in some manner therewith, and thus to bene- 
fit from the good-will which had been built up by plaintiff through its broadcasts 
and advertising. 

We entertain no doubt as to the power and duty of a court of equity to afford 
relief under such circumstances. While the case presented is not precisely similar 
to that kind of unfair competition involving the use of a corporate or business name 
or to the ordinary case involving the unfair use of trade-marks and trade-names, the 
principle involved is the same as that recognized in these cases, viz., that a court of 
equity should enjoin any form of “passing off” which involves fraudulent appropria- 
tion, through devices calculated to deceive or mislead the public, of the business or 
good-will which another has built up. In Grand Lodge I. B. P. O. Elks v. Grand 
Lodge I. B. P. O. Elks, 4 Cir. 50 F. (2d) 860, and Grand Lodge, etc. v. Eureka 
Lodge, 4 Cir. 114 F. (2d) 46, this court applied the principle to restrain seceding 
members of a fraternal order from using its name for a new order which they were 
founding, on the ground that such use would constitute a fraud upon the original 
order and upon the public. In General Shoe Corp. v. Rosen, 4 Cir. 111 F. (2d) 
95 [30 T.-M. Rep. 438], and Little Tavern Shops v. Davis, 4 Cir. 116 F. (2d) 903, 
we applied the principle to restrain the use of otherwise permissible words to describe 
merchandise, in one case, and a place of business, in the other, in such way as to 
enable the defendants therein to appropriate to themselves the benefit of the adver- 
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tising and good-will of the plaintiffs. We see no reason why the same principles are 
not applicable in the case of one who perpetrates a fraud both upon the public and 
upon the producer of radio programs by representing that his performance is con- 


nected in some way with such programs. As said by Judge Watson in his discussion 
of the decree in the Pennsylvania case: 


The plaintiff’s program, titled “The Lone Ranger,” and the specific and distinctive char- 
acteristics of said radio broadcast presentation have a peculiar monetary value and the 
plaintiff and its licensees are entitled to protection as against any person or persons without 
license by the plaintiff who announce, advertise, perform, represent or publish in any man- 
ner, sound or form, which leads, or tends to lead, the public to believe that there is some 
connection or association with the radio program of the plaintiff, the name or the character 
of the program which have been identified to the general public. 


“Obviously, the question of what is unfair competition in business must be de- 
termined with particular reference to the character and circumstances of the 
business.” International News Service v. Associated Press, 248 U. S. 215, 236 
[9 T.-M. Rep. 15]. In the Elks cases, supra, it was the use of the corporate name 
of the original order. In General Shoe Co. v. Rosen, supra, it was the use of the 
word “Friendly” in such way as to pass off shoes as having been manufactured by 
plaintiff. In the Little Tavern case, supra, it was the use of the words “Little 
Tavern” in such way as to deceive the public into believing that the tavern was one 
of a chain operated by plaintiff. Here it is the use of the term “Lone Ranger” and 
his distinctive call to his horse in such way as to lead to the belief on the part of 
children interested in the programs of the radio broadcast that the entertainment of 
defendants is connected in some way with these programs. In all, there is involved 
the element of fraudulent attempt of some one to “reap where he has not sown” 
and to appropriate to himself “the harvest of those who have sown.” Cf. Chaffee, 
Unfair Competition, 53 Harvard Law Review 1289, 1311. Even if relief under the 
principles of unfair competition were confined to cases of palming off of goods or 
services, we think that the case at bar would be one calling for relief; but we do not 
understand that relief in this class of cases is so limited. As said by the Supreme 
Court in International News Service v. Associated Press, supra: 


It is said that the elements of unfair competition are lacking because there is no attempt 
by defendant to palm off its goods as those of the complainant, characteristic of the most 
familiar, if not the most typical, cases of unfair competition. Howe Scale Co. v. Wyckoff, 
Seamans & Benedict, 198 U.S. 118, 140. But we cannot concede that the right to equitable 
relief is confined to that class of cases. 


The subject is treated in the A. L. I. Restatement of Torts, Sections 716, et seq. 
Under the principles there laid down, there can be no question, we think, but that 
“The Lone Ranger” should be considered as a trade-name under which plaintiff's 
radio programs are broadcast, and that defendants infringed plaintiff’s rights 
therein when they advertised Powell as the “Original Lone Ranger,” even though 
they prefixed or added the qualifying words, “talking picture” or “of talking picture 
fame,” and when they had him put on a performance in which he appeared in the 
character of the “Lone Ranger” of the radio broadcast, masked, riding a white horse 
and using the distinctive call to the horse of the hero of plaintiff’s program. 
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And we are not impressed by the argument that defendants are protected in what 
they have done because of Powell’s connection with the motion pictures licensed 
by plaintiff. The contention that the advertisement is true is not correct. Powell 
is not the “Lone Ranger” at all. He is merely a moving picture actor who took the 
part of the “Lone Ranger” in a motion picture play of that name produced long after 
the “Lone Ranger” of radio had become widely known. The only reason that de- 
fendants desire to call him the “talking picture Lone Ranger” or the “Lone Ranger 
of talking picture fame,” with “Lone Ranger” emphasized and the qualifying 
words in smaller lettering, is to attract the patronage of those who will confuse him 
in some way with the “Lone Ranger” of the radio programs; and the principle is 
applicable that, not only must one tell the truth, but he must tell it in a truthful 
way, i.e. So as not to deceive the public. 38 Cyc. 847. Thus, one may not use even 
his own name or the name of the town in which he does business as descriptive of 
his goods, if the effect will be to mislead the public to the prejudice of a competitor. 
See opinion of Holmes, J., in American Waltham Watch Co. v. United States Watch 
Co., 173 Mass. 85, 53 N. E. 141, and cases there cited; Nims, Unfair Competition, 
53; Harvard Law Review, 1289, 1296. The use of the words “talking picture” or 
“of talking picture fame” in the advertisements was insufficient to protect defendants 
because the use of these words as they were used in the advertisements would not 
obviate the tendency of the use of “Lone Ranger” as emphasized therein to deceive 
and mislead the public. If it is desired to advertise Powell as the man who played 
the part of Allan King as the “Lone Ranger” in the motion picture of that name, this 
should be allowed; but any advertisement that he is the “Lone Ranger” must be 
avoided, as must any other language tending to imply connection with the “Lone 
Ranger” of plaintiff’s radio programs or any form of advertising which will lead 
the public to believe that there is such connection. 

For the reasons stated, we think that plaintiff was entitled to relief, without 
regard to the Pennsylvania decree. There can be no question, however, but that 
that decree estops defendants from controverting the right of plaintiff to relief to 
the extent there granted or from controverting the facts as here established. E. J. 
du Pont de Nemours & Co. v. Sylvania Industrial Corporation, 4 Cir., 122 F. (2d) 
400 [31 T.-M. Rep. 230]; Parker v. United States, 4 Cir., 114 F. (2d) 330; 
National Bondholders Corp. v. Citizens Nat. Bank of Norfolk, 4 Cir., 110 F. (2d) 
138; Monarch Refrigerator Co. v. Farmers’ Peanut Co., 4 Cir., 74 F. (2d) 780; 
Cromwell v. County of Sac, 94 U. S. 351. The suggestion that the production of 
the motion picture play ““Hi-Yo, Silver” in anywise affected the rights of the parties 
is entirely without merit. Powell’s part in that picture was substantially the same as 
in the previous one and could have conferred upon him no greater right than did 
that to advertise himself as the “Lone Ranger” or to use the distinctive call to the 
horse of the radio broadcast. 

For the reasons stated, the judgment appealed from will be reversed and the 
cause will be remanded for further proceedings in accordance with this opinion. 
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DWINELL-WRIGHT COMPANY v. WHITE HOUSE MILK COMPANY, 
INC. 


United States District Court, Western District of New York 
February 11, 1942 


TRADE-MARK INFRINGEMENT—“W HITE House” AND PictuRE OF WHITE House ON CorreE—Nort 
INFRINGED BY USE ON EVAPORATED MILK. 

The use by defendant on its evaporated milk of the words “White House,” together with 
a picture of the White House, held not to infringe plaintiff’s use of substantially the same 
mark on coffee, particularly as the said words have been used by numerous manufacturers as 
trade-marks, many in the food class. 

TRADE-MARK INFRINGEMENT—' WHITE House”—SvuIts—LACHEs. 

Where plaintiff, after adopting in 1888 the name “White House” and a picture of the White 
House as a trade-mark for coffee, which use was in 1910 extended to tea, allowed without 
protest the adoption by the defendant in 1917 of substantially the same mark for its evaporated 
milk, and, after defendant had assigned its business and trade-mark to the Great Atlantic and 
Pacific Tea Company, used the latter company as outlet for its “White House” coffee, and 
consented to its being advertised in connection with the “White House” brand of milk, making 
no protest against defendant’s conduct till May, 1940, held that it would be inequitable to 
restrain defendant from further use of the mark in its business, which had grown to immense 
proportions, without objection by plaintiff. 

TRADE-MARK INFRINGEMENT—SUITS—F ORM OF NOTICE. 

In the case at issue, defendant, after its present supply of labels was exhausted, was required 

to print thereon the words “Not connected with any company using a similar name or brand.” 


In equity. Action for trade-mark infringement., Judgment for defendant. 


Frederick R. Twelvetrees, of Buffalo, N. Y., and Mason, Fenwick & Lawrence 
(Edward G. Fenwick, of counsel), of Washington, D. C., for plaintiff. 

Munn, Liddy, Glaccum and Kane, of New York City, and Feldman, Kittelle, Camp- 
bell & Ewing (Orson D. Munn, Sylvester J. Liddy, of New York City, and 
Sumner S. Kittelle, of counsel), of Washington, D. C., for defendant. 


Harotp P. Burke, District Judge: 


The plaintiff brings this action to enjoin the defendant’s use of its trade-mark 
“White House” associated with a picture of the Executive Mansion in connection 
with the sale of canned evaporated milk and similar products and for damages 
resulting from such use. The plaintiff and its predecessors have used the words 
“White House” associated with a picture of the White House in connection with the 
sale of coffee continuously since 1888 and have done a nation-wide business. Some- 
time prior to 1910 its use was extended to tea. Registrations of the mark as applied 
to both tea and coffee were issued to plaintiff by the United States Patent Office 
in 1910. Such registrations are now in force. The defendant’s predecessor, White 
House Milk Products Company, began to manufacture evaporated milk in 1917. 
In September, 1918, it filed an application with the United States Patent Office for 
registration of the trade-mark “White House” with a picture of the Executive 
Mansion for canned evaporated milk. Registration of the mark was issued to it in 
1919. The company was reorganized in 1921 as the White House Milk Company. 
In 1922 it agreed to sell its business and trade-marks to The Great Atlantic and 








DWINELL-WRIGHT CO. v. WHITE HOUSE MILK CO. 103 





Pacific Tea Company. This agreement was carried out by a transfer of the assets 
to A & P Products Corporation, a subsidiary of the Tea Company. A & P Products 
Corporation, later by change of name, Quaker Maid Company, in 1935 assigned 
the good-will of its business together with the trade-mark “White House” to the 
defendant, also a subsidiary of the Tea Company. The defendant and its predeces- 
sors have continuously since 1917 used the trade-mark “White House” associated 
with a representation of the White House in connection with the sale of canned 
evaporated milk. Up to the time of the transfer to A & P Products Corporation, 
its market was restricted to Wisconsin and several neighboring states. Since that 
time the product has been sold throughout the United States exclusively by the 
stores of the Tea Company. 

The plaintiff claims defendant’s use of the mark in connection with the sale of 
canned evaporated milk to be an infringement of its registered trade-mark and an 
invasion of its common law rights. The charge is that defendant’s use of the mark 
is calculated to cause confusion in the minds of the purchasing public by causing the 
public to believe that defendant’s product originates with the plaintiff and thus to 
place plaintiff’s reputation in the defendant’s control. Further it is charged that 
the defendant’s use of the mark in connection with its product which is distributed 
exclusively by the Tea Company lays plaintiff’s products open to the popular 
prejudice against chain stores and their products. 

In 1936 plaintiff brought a proceeding in the United States Patent Office to 
cancel defendant’s registration of the mark. That proceeding resulted in a decision 
of the Commissioner of Patents cancelling defendant’s registration. On appeal the 
Court of Customs and Patent Appeals in May, 1940 affirmed. 111 F. (2d) 490. 
This action was commenced in August, 1940. 

The evidence establishes that there has been confusion in the minds of the pur- 
chasing public and the trade arising about 1930 as to the origin of the plaintiff’s and 
defendant’s products which has resulted in a fairly general belief that the plaintiff 
is a subsidiary of or in some way connected with the Tea Company. This belief 
caused a feeling of antagonism on the part of independent grocers toward White 
House coffee and either stoppage of orders for plaintiff’s coffee or diminution of 
efforts to sell it. There is no doubt that defendant’s label closely resembles that of 
plaintiff’s. That was so when it was used by defendant’s predecessor in 1917. The 
resemblance is principally accomplished by the use of the words “White House” 
accompanied by a representation of the White House in Washington. Plaintiff 
uses an all blue background. Defendant and its predecessors have used a two-color 
combination. The early labels were dark blue on the upper half and light blue on 
the lower half. The later labels were dark blue on the upper half and white on the 
lower half. 

The plaintiff knew as early as 1920 of the use by defendant’s predecessor of the 
trade-mark “White House” associated with a representation of the White House in 
connection with the sale of evaporated milk and knew that the milk was being sold 
or that attempts were being made to sell it in Wisconsin and neighboring states to 
the same stores which handled White House coffee. That information had been 
furnished headquarters of the plaintiff in Boston by Mead, then production manager 
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at the Chicago factory and later president of the plaintiff company. The plaintiff 
knew of the general use of the White House label in connection with the sale of 
evaporated milk by the defendant in 1928 or 1929 and knew that the product was 
being sold through the stores of the Tea Company. Shannon, who was then plain- 
tiff’s general sales manager, and Fitzpatrick, plaintiff’s eastern sales representative, 
met in New York with Mylott, supervisor of purchases for the Tea Company. Shan- 
non offered to pay the Tea Company a 5 percent advertising allowance if the Tea 
Company would purchase White House coffee for sale in its stores and advertise 
White House coffee in the store ads of that company. Fitzpatrick even suggested 
a combination advertising offer of White House coffee and White House milk. It 
was Fitzpatrick’s idea that this combination offer would help plaintiff’s sale of 
White House coffee. This suggestion was turned down by the Tea Company be- 
cause it had its own brands of coffee. The conference resulted in an agreement 
between the plaintiff and the Tea Company. Thereafter under the agreement the 
Tea Company in newspaper ads told the public that White House coffee could now 
be purchased in all A & P stores. Thereafter and up to about three weeks before 
this suit was commenced, the plaintiff sold its coffee to the Tea Company for sale in 
its stores with knowledge that the Tea Company was advertising and distributing 
White House milk and that it was using the trade-mark “White House” with a 
representation of the White House to identify the milk and that the product was 
being sold over the same counters to the same class of customers that purchased 
White House coffee. During all of this period White House milk was extensively 
advertised in A & P store ads. Frequently White House coffee and White House 
milk were advertised in the same ad. All of this time plaintiff was paying the Tea 
Company an advertising allowance with knowledge that its product had been 
frequently advertised in A & P store ads where White House milk was also adver- 
tised. 

It is to be noted that there is no evidence of any confusion as to the origin of 
plaintiff’s or defendant’s products in the minds of the purchasing public or of the 
independent grocers until plaintiff commenced to sell its coffee through A & P stores. 
The Tea Company had been selling evaporated milk identified by the White House 
label throughout its nation-wide stores since about 1923. Even if we assume that 
the plaintiff did not have knowledge of the use of the White House label by the de- 
fendant throughout this period from 1923 to about 1928 or 1929, when it began to 
sell its coffee through A & P stores, it is fair to say that if there had been confusion 
the plaintiff would have known of it and would have felt the effect of it on its sales. 
It solicited the Tea Company’s business with knowledge that the Tea Company was 
a distributor of evaporated milk identified by the White House label, substantially 
the same label about which it now complains. 

There is no evidence, indeed there is no charge, that the defendant has attempted 
to pass off its evaporated milk as a product of the plaintiff. The confusion as to the 
origin of the plaintiff’s White House coffee and defendant’s White House milk and 
the prejudice of the independent grocers growing out of the feeling that there was 
some connection between the producers of White House coffee and the Tea Com- 
pany, came to the attention of Mead as president of the plaintiff in 1930. Inde- 
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pendent grocers were disgruntled because White House milk was being offered for 
sale at cut prices in A & P stores in competition with standard brands of milk which 
they handled at higher prices. As a consequence, they either stopped selling White 
House coffee altogether or failed to push its sale. Sales fell off sharply as early as 
1932. The first word of protest made by anyone in behalf of the plaintiff against 
defendant’s use of the White House label was made by letter of May 27, 1940, about 
three months prior to the commencement of this suit. During all of that time plain- 
tiff was selling its coffee to the Tea Company for resale in its stores. Just three 
days before this letter of protest its president by letter to the Tea Company urged 
it to purchase White House coffee and even after the letter of protest continued 
selling its coffee for distribution through A & P stores. Mead, as president of the 
plaintiff, as early as 1935 knew that the defendant was a wholly owned subsidiary 
of the Tea Company and for several years prior thereto, according to his own testi- 
mony, had reason to believe that it might have been. Yet he apparently took no steps 
to find out whether it was or not until 1935. He then ascertained it to be a fact 
through a Dun & Bradstreet report. But even with knowledge of the facts and 
knowing that the A & P stores were the exclusive distributors of evaporated milk 
identified by the White House label, plaintiff continued as before to distribute White 
House coffee through the A & P stores and raised no objection to the ads of the 
Tea Company where White House milk and White House coffee appeared together. 
Since 1929 when the plaintiff unquestionably had knowledge of defendant’s use of 
the White House label to identify its evaporated milk, White House milk has been 
extensively advertised by the Tea Company through newspapers, radio, billboards, 
signs, circulars, display cards and magazines. This effort to build up good-will for 
evaporated milk identified by the White House label was carried on with knowledge 
on the part of the plaintiff and without objection on its part. 

The cancellation proceeding cannot be construed as the equivalent of an objec- 
tion to defendant’s use of the White House mark for milk. All during that proceed- 
ing from its commencement in 1936 until its termination in May, 1940 and even 
after that, plaintiff was selling its coffee for distribution in A & P stores. In that 
proceeding there was at issue only defendant’s right to statutory protection for the 
mark. It left unaffected the common law rights of both to the use of the mark. 
(Emerson Electric Manufacturing Co. v. Emerson Radio and Phonograph Corp., 
105 F. [2d] 908) [29 T.-M. Rep. 514]. 

The conduct on the part of the plaintiff and its attitude over a course of years 
toward the use of the trade-mark “White House” as applied to evaporated milk 
makes it inequitable for this Court to interfere at this late date by enjoining its use. 
Plaintiff urges that it is clear that neither Mead nor, so far as is known, any other 
person connected with the plaintiff ever saw the White House label as applied to 
evaporated milk, after the one instance in 1920, until 1928 or 1929. It seems in- 
credible that this could be so. Wright who was president of the plaintiff in 1920 
when White House milk was brought to his attention said that “he would watch the 
situation, that it was a small section up there and probably would die out.” After 
the purchase of the White House milk business in 1922 by the Tea Company for its 
subsidiary, A & P Products Company, the latter company packed milk for old White 
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House customers under the White House label until some time in 1923 and at the 
same time packed milk for the Tea Company under its A & P label. In the latter 
part of 1923 it adopted a combination A & P label and White House label during a 
period of transition from the A & P label to the complete White House label. It 
used this combination label until the latter part of 1926 or early 1927. From that 
time on, the White House label was used alone. Between the acquisition of the 
White House milk business in 1922 and the end of 1928, about a million and a half 
dollars had been spent for capital improvements in milk plants. Sales figures prior 
to 1927 were not available at the trial. The evidence is, however, that for the year 
1927 over one hundred million cans of evaporated milk were produced using the 
White House label, representing a value of almost $8,000,000. For the year 1928, 
about one hundred and fifty million cans were produced using the White House label, 
representing a value of over $11,000,000. The business had been tremendously ex- 
panded since its acquisition in 1922. The product had been distributed in A & P 
stores throughout the United States. In view of all these facts the conclusion 
seems warranted that the plaintiff, engaged as it was in selling its products to the 
grocery trade, either knew of the use of the White House label in connection with the 
sale of evaporated milk even prior to 1928 or 1929 or in the exercise of diligence 
should have known of it and is chargeable with knowledge of its use. After 1929 
there can be no doubt that it knew of its extensive use by the defendant. It was 
after that that the Tea Company carried on a comprehensive advertising campaign 
and vigorously pushed the sale of White House milk. Since 1929, $45,000 has been 
spent annually by the Tea Company in advertising White House milk. In addition 
thereto, the defendant itself has spent over $400,000 in advertising for the years 
1935 to 1940 inclusive. Sales increased from $10,642,950 in 1929 to $14,719,995 in 
1940. The defendant is now the second or third largest producer of evaporated 
milk in the world. This tremendous growth has taken place under the observation of 
the plaintiff, at least since 1929 and probably even before that, without a word of 
protest until May, 1940, about eleven years after it unquestionably knew of the wide 
use by the defendant of the White House mark and twenty years after it knew of 
the use of the mark by the Wisconsin company in a restricted area. It would be 
most unconscionable to allow the plaintiff to strike down at this time a business built 
up on the White House mark over a period of years while the plaintiff sat idly by 
and watched it grow to such gigantic proportions. 

Plaintiff's explanation as to why no protest was ever made regarding defendant's 
use of the mark is quite unpersuasive. It might serve as a reason why plaintiff was 
reluctant or even unable to carry on expensive litigation to protect its mark but cer- 
tainly it does not explain its complete silence in the light of defendant’s open and 
notorious use of the mark over such a long period of time. 

The plaintiff urges that laches even accompanied by acquiescence of long standing 
does not operate to deprive one whose mark has been infringed of the right to 
injunctive relief. The argument is based on cases such as McLean v. Fleming, 96 
U. S. 245 and Menendez v. Holt, 128 U. S. 514. In both of those cases there was 
intentional use of the mark amounting to fraud on the same product by the one 
accused of infringement. In Menendez v. Holt, the Court said, at page 523: 
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The intentional use of another’s trade-mark is a fraud; and when the excuse is that the 
owner permitted such use, that excuse is disposed of by affirmative action to put a stop to it. 
Persistence then in the use is not innocent; and the wrong is a continuing one, demanding 
restraint by judicial interposition when properly invoked. Mere delay or acquiescence 
cannot defeat the remedy by injunction in support of the legal right, unless it has been con- 
tinued so long and under such circumstances as to defeat the right itself. (Underlining 
mine.) ... Acquiescence to avail must be such as to create a new right in the defend- 
| re 
So far as the act complained of is completed, acquiescence may defeat the remedy on the 
principle applicable when action is taken on the strength of encouragement to do it, but so 
far as the act is in progress and lies in the future, the right tc the intervention of equity is 
not generally lost by previous delay, in respect to which the elements of an estoppel could 
rarely arise. At the same time, as it is in the exercise of discretionary jurisdiction that the 
doctrine of reasonable diligence is applied, and those who seek equity must do it, a court 
might hesitate as to the measure of relief, where the use, by others, for a long period, under 
assumed permission of the owner had largely enhanced the reputation of a particular brand. 

But there is nothing here in the nature of an estoppel, nothing which renders it inequi- 
table to arrest at this stage any further invasion of complainants’ rights. . . . 


The Court went on to point out that the evidence was positive that the plaintiffs 
continuously used the trade-mark, always asserted their exclusive right to it and 
never admitted any other’s right to use it and in the instance of every person at- 
tempting to use it, when it came to their knowledge, was objected to and personal 
notice given and publication made in newspapers warning others against the use of 
imitating marks. Under such circumstances, the Court said that it was idle to talk 
of acquiescence. 


In Creswill v. Grand Lodge Knights of Pythias, 225 U. S. 246, at page 260, the 
Supreme Court said: 


We do not stop to consider whether the court was right under principles of general law 
in applying to organizations like those here involved the rules applicable to trade-marks 
and trade-names and unfair competition in trade, a subject as to which there is conflict in the 
decisions, because under the view we take of the case we propose, for the sake of argument 
only, to indulge in the hypothesis that the conception which the court entertained on the 
subject was correct. It is indisputable that the court was clearly right, as a matter of law, 
in holding that a court of equity in any event would not afford relief where there had been 
such laches as would cause it to be inequitable to do so. Saxlehner v. Eisner & M. Co., 
aU. S$. Ow... 


The rule was applied by the Circuit Court of Appeals for the Second Circuit in 
Landers, Frary & Clark v. Universal Cooler Corporation, 85 F. (2d) 46 [26 T.-M. 
Rep. 591], at page 49, where the court said: 


.... When for eight years one plans one’s business on the assumption that one may use 
a mark, it is a grave dislocation of the business to stop its use; the whole selling organiza- 
tion must be recast and the market reeducated; nobody can estimate what the losses may 
be. No doubt if the defendant had gone ahead defiantly and fraudulently this would not 
count; nothing would. Menendez v. Holt, 128 U. S. 514, 532, 9 S. Ct. 143, 32 L. Ed. 526; 
Saxlehner vy. Eisner & M. Co., 179 U. S. 19, 39, 21 S. Ct. 7, 45 L. Ed. 60. But it did 
not do that; the new management knew nothing of the protest, if it can be called such; it 
was morally innocent, and it was given repeated assurance that it might go ahead. Equity 
will not upset what has been founded upon such solid ground; the plaintiff has itself to 
thank for any confusion which may result; it is too late after all these years now to restore 
the parties to their relative positions at the outset. 
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It was again applied by the Circuit Court of Appeals for the Third Circuit in 
Procter & Gamble v. J. L. Prescott Co., 102 F. (2d) 773 [29 T.-M. Rep. 103], 
where the court, although finding confusion as to the respective trade-marks and the 
products, denied relief to the prior user on the ground of laches and acquiescence 
basing its decision on the authority of Creswill v. Grand Lodge Knights of Pythias 
(supra). 

The plaintiff now urges that the defendant pursued a bold scheme of fraud in 
the use of the mark from the beginning. An examination of the complaint dis- 
closed that there is no charge of fraud unless it is implied in the charge that the 
use of the White House label for milk was calculated to cause confusion in the minds 
of the purchasing public by generating a belief that defendant’s product originates 
with plaintiff. The fraud was accomplished, according to plaintiff’s argument, by 
the use of subsidiaries of the Tea Company to hide its machinations and by gradual 
simulation of plaintiff’s label to almost complete identity between the two labels. 
The striking similarity between the two labels was present as early as 1917 when 
it was used by the original White House Milk Company. Any changes or embel- 
lishments thereafter were made for artistic effect and to make the label more attrac- 
tive to purchasers rather than with the idea of more closely approaching plaintiff’s 
mark. It can hardly be argued seriously that anyone would be deceived by using 
A & P Products Company as a cloak to hide the identity of The Great Atlantic & 
Pacific Tea Company. It is common knowledge that for years its stores have been 
known as A & P stores. The White House label was exploited in the early years of 
its use by the Tea Company or its subsidiaries in a combination label displaying the 
A & P mark on the reverse side of the can where the White House mark appeared. 
When the White House business was purchased in 1922 the mark had already been 
registered in the United States Patent Office for four years and had been in con- 
tinuous use in connection with the sale of milk for at least four years. The evidence 
is that it came to be adopted as a mark because the original home of the White 
House milk business was in Washington County, Wisconsin, and that the original 
users of the mark for milk had no knowledge of its use for coffee. When prior use 
of the mark for milk came to the knowledge of the officers of the original White 
House company it purchased from the Mohawk Milk Company of Buffalo its rights 
growing out of such prior use and then proceeded to register the mark as applied 
to milk in the Patent Office. There is no evidence that the officers of the Tea Com- 
pany knew in 1922 of the use of the mark “White House” for coffee but it seems rea- 
sonable to assume that they did because they were in the grocery business and 
presumably familiar to some extent with competing brands, at least those which had 
been long used and advertised. But such knowledge could have been completely con- 
sistent with good faith in the purchase. They could have honestly believed that the 
mark could be used for milk without any danger of confusing it or the product with 
plaintiff or its coffee, and, as far as the evidence goes, there was no confusion until 
about 1930. It was about that time that the prejudice against chain stores and their 
products began to become articulate. It was about a year before that plaintiff 
began to distribute its coffee through A & P stores. There are no facts sufficient 


to warrant a finding of fraud in defendant’s adoption or use of the White House label 
for milk. 
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Plaintiff cites the authority of Aunt Jemima Mills Co. v. Rigney, 247 Fed. 407 
(C. C. A. 2) [8 T.-M. Rep. 163], as substantially controlling. In some respects 
the facts are strikingly similar. In both cases the marks are alike or nearly so. In 
both cases they were applied not to the same product but to products of the same 
class. Aside from the fact that the decision in that case was by a divided court, the 
mark in dispute was arbitrary and distinctive and had never been used before 
except upon plaintiff's product and there could have been no motive in defendant’s 
use of the mark but to capitalize on the good-will already established for plaintiff’s 
product. In the case of the White House mark there have been numerous users of 
the mark on a number of different products, many in the food classification. The 
various users of the White House mark adopted it, not with the idea of taking 
advantage of the plaintiff’s good-will, but because the name and picture of the White 
House have a wide popular appeal based on almost universal familiarity with the 
Executive Mansion. 

Plaintiff has recently embarked upon the business of marketing canned peanuts 
and fruit juices under the White House mark. If successful here there is nothing 
to prevent its entering the evaporated milk business and marketing its product under 
the White House label, thus capitalizing without cost upon the good-will for that 
product established at a large expenditure by the defendant over a period of years by 
the use of the White House label. A gross inequity and a potential fraud upon the 
public would thus be made possible by a decree of this court enjoining defendant’s 
use of the mark. A court of equity should not lend its powers to make such an event 
feasible. (Procter & Gamble Co. v. J. L. Prescott Co., supra.) 

Judgment for defendant dismissing the complaint. 


Separate findings and conclusions are filed herewith. To alleviate so far as 
possible any existing confusion as to the origin of defendant’s product the judgment 
shall contain a provision that the labels and advertising matter of the defendant, 
after present supplies are exhausted, where the words “White House” are used in 
association with a pictorial representation of the White House, shall have con- 


spicuously printed thereon the following : ““Not connected with any company using a 
similar name or brand.” 





ELECTRIC VACUUM CLEANER COMPANY, INC. v. GREEN, pornc 
BUSINESS AS GREEN VACUUM CLEANER COMPANY 


United States District Court, Northern District of Ohio 
September 12, 1941 


TrADE-MARK INFRINGEMENT—“PREMIER” AND “PREMIER DUPLEX” ON VACUUM CLEANERS—USE 
OF MAKER’s TRADE-MARK ON RECONDITIONED Goons. 

The use by defendant on reconditioned vacuum cleaners made by plaintiff and bearing 
plaintiff’s trade-marks “Premier” and “Premier Duplex,” or name or cover plates bearing 
such marks, or the rebuilding or repair of unpatented cleaners in disregard of plaintiff’s trade- 
mark rights held infringement and deception of the public. 


In equity. Action for patent and trade-mark infringement. Judgment for plain- 


tiff. 
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John F. Oberlin (of Oberlin, Limbach & Day) and L. C. Spieth, both of Cleveland, 
Ohio, for plaintiff. 

Arthur H. Van Horn, Hawgood & Van Horn, Merritt A. Vickery and Hugh 
McNamee, all of Cleveland, Ohio, for defendant. 


Wick1n, District Judge: 


This is an action for patent and trade-mark infringement. The plaintiff, who is a 
manufacturer of vacuum cleaners, alleges that the defendant has re-assembled parts 
of the plaintiff’s cleaner and reconstructed and sold vacuum cleaners and parts in 
violation of the plaintiff’s patents and trade-marks. There is not much dispute about 
the facts. The questions raised are mainly issues of law. 

The court finds that the defendant has no right to reconstruct vacuum cleaners 
and sell them equipped with dust bags bearing the plaintiff’s registered trade-marks 
“Premier” or “Premier Duplex” or with name or cover plates bearing such trade- 
marks. Nor has the defendant the right to sell dust bags and name plates bearing 
plaintiff’s registered trade-marks to others engaged in reconstructing vacuum clean- 
ers. General Elec. Co. v. Re-New Lamp Co., et al., 128 Fed. 154; Prest-O-Lite Co. 
v. Avery Lighting Co., 161 Fed. 648; Ingersoll, et al. v. Doyle, et al., 247 Fed. 620 
[8 T.-M. Rep. 183]; Coty v. Prestoneetes, 285 Fed. 501 [12 T.-M. Rep. 405]; 
Champion Spark Plug Co. v. Emener, 16 F. Supp. 816; Champion Spark Plug Co. 
v. Reich, 24 F. Supp. 945 [28 T.-M. Rep. 545]; DeKuyper v. Witteman, 23 Fed. 
871; Hennessy v. Herrmann, et al., 89 Fed. 669. 

The right of the owner of a patented machine to repair it and the right to sell 
it are recognized in the law. Automotive Parts Co. v. Wisconsin Axle Co., 81 F. 
(2d) 125. But they are limited rights and do not permit the rebuilding or recon- 
structing of patented machines or the replacement of patented parts without permis- 
sion from the patentee, nor the rebuilding or reconstructing of unpatented machines 
or the replacing of unpatented parts and the sale of the same in disregard of the 
original maker’s trade-mark rights. If the right to repair and the right to sell 
were extended to cover reconstructed machines rebuilt or repaired with parts 
bearing the original maker’s trade-mark, it would not only violate the rights of the 
trade-mark owner but would tend to defraud the public. 

The defendant offered convincing testimony that some of the swivel casters 
and rotary floor brushes sold by defendant had been acquired from authorized 
dealers or agents of the plaintiff; but such casters and brushes were only a small 
part of the total number sold by the defendant. The defendant had an implied 
license to resell such parts as he acquired from authorized agents. In the absence 
of proof of an express or implied license, the defendant’s sale of the plaintiff's 
patented products or products covered by trade-mark must be held to have been 
in violation of plaintiff’s rights. As to the greater part of the casters and brushes 
sold by the defendant during the period from January 8, 1934 to the commencement 
of this action, he has failed to prove from what source he obtained them. 

The defendant offered evidence that he had acquired a quantity of brushes which 
had been discarded by the plaintiff as scrap. The court finds that the defendant had 
no right to recondition such scrapped parts and use them in cleaners which he sold 
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as “reclaimed.” Tindel-Morris Co. v. Chester Forging & Engineering Co., 163 
Fed. 304; Cotton Tie Co. v. Simmons, 106 U. S. 89; Wortendyke v. White, 2 Ban. 
& Afd., Fed. Cas. 18050. 

The evidence supported generally the allegations of the complaint, and the court 
finds that plaintiff is entitled to the relief prayed for. The plaintiff is entitled to an 
order enjoining the defendant from further violation of its patent and trade-mark 
rights and to an order for an accounting as to all the rear swivel casters and rotary 
floor brushes covered respectively by plaintiff’s patents Nos. 1,510,300 and 1,755,- 
054 which defendant has sold, except such parts as the record discloses or as the 
defendant may hereafter show to have been obtained from sources authorized by the 
plaintiff. 

The following are the court’s findings of fact and conclusions of law: 


FINDINGS OF FAcT 


1. Plaintiff, Electric Vacuum Cleaner Co., Inc., is a corporation duly organized 
and existing under and by virtue of the laws of the State of New York, having its 
principal office and regular and established place of business at Cleveland, Cuyahoga 
County, Ohio. 

2. The defendant, Samuel Green, d.b.a. Green Vacuum Cleaner Company, not 
incorporated, is a citizen of Ohio, residing at Cleveland in said State, and has his 
principal office and regular and established place of business at Cleveland, Cuyahoga 
County, Ohio, in the Eastern Division of the Northern District of Ohio. 

3. Plaintiff company was formed in about 1919 to take over the former Frantz 
Premier Company, which was formed around 1909, and the name “Premier” has 
been a trade-mark of plaintiff and of its predecessor company since 1909, said trade- 
name being generally applied to products which the plaintiff sells directly to the 
trade, as shown by the cleaner bag in evidence (Plaintiff's Exhibit 7) and by the 
name plate (Plaintiff’s Exhibit 8) as well as in advertising and in catalogs. 

4. Plaintiff is a manufacturer of portable vacuum cleaners and parts thereof, 
and is the largest such manufacturer in this country, and its sales thereof extend all 
over the United States under the registered trade-marks, “Premier” and “Premier 
Duplex.” 

5. For a number of years preceding the filing of this action, it has been the policy 
of plaintiff not to sell parts of the vacuum cleaners to wholesalers who issue catalogs 
offering Premier parts for resale to other dealers unless that dealer confines his 
business on Premier parts to genuine parts purchased from plaintiff; and, in par- 
ticular, not to sell bags, name plates or motor plates to any dealer engaged in rebuild- 
ing trade-in or junk cleaners. 

6. At and prior to the commencement of this suit plaintiff was the owner of 
United State Letters Patent No. 1,510,300, granted to it as assignee of Otto 
Brintzenhofe under date of September 30, 1924, for improvements in Swivel Caster. 

7. At and prior to the commencement of this suit plaintiff was the owner of 
United States Letters Patent No. 1,754,054 granted to it as assignee of James M. 
Darst, for improvements in Vacuum Cleaner Brush Bearings. 
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8. At and prior to the commencement of this suit plaintiff was the owner of the 
trade-mark “Premier” as a trade-mark for vacuum cleaners, together with the good- 
will of the business in which such trade-mark has been used by plaintiff and its pred- 
ecessor, and plaintiff was the owner of Certificate of Registration No. 85766 
granted to said predecessor under date of March 12, 1912, said registration having 
been duly renewed for a further term which does not expire until March 12, 1952. 

9. At and prior to the commencement of this suit plaintiff was the owner of the 
trade-mark “Premier Duplex” as a trade-mark for vacuum cleaners and parts 
thereof, together with the good-will of the business in which such trade-mark has 
been used by plaintiff, and plaintiff was the owner of Certificate of Registration No. 
162,244 granted to it under date of December 12, 1922, the term of which does not 
expire until December 12, 1942. 

10. Plaintiff has regularly fixed to its vacuum cleaners, wherein are incorporated 
the aforesaid improvements in swivel casters and vacuum cleaner brush bearings, a 
label containing notice as to its aforesaid patents, as provided by statute, but claims 
no patent on the vacuum cleaner as such. No notice appears on the separate parts. 
Exhibits 5 and 6. 

11. Defendant has been engaged for the past ten or eleven years in the business 
of rebuilding vacuum cleaners and selling parts of the same not only in the territory 
immediately surrounding Cleveland, but in other States, as far west as Los Angeles, 
and San Francisco, and as far south as Texas. Defendant is not an accredited or 
franchised Premier dealer. 

12. In the conduct of his business, defendant in order to show his products and 
bring them to the attention of prospective purchasers, has issued successively the 
several catalogs in evidence as Plaintiff’s Exhibits 9, 10, and 11. 

13. In the aforesaid catalogs, defendant indicates the two lines of business in 
which he is engaged, viz., that of reconditioning or selling reconditioned or recon- 
structed vacuum cleaners listed under the heading “Vacuum Cleaners,” and in- 
dividual parts listed under “Vacuum Cleaner Parts” to customers engaged in the 
reconstruction or rebuilding of cleaners. 

14. In the list of reconstructed vacuum cleaners which defendant handles, are 
“Premier Duplex”—Master Model and “Premier Duplex”—53, and in the afore- 
said catalog, Exhibit 11, these items are listed adjacent an illustration of a “Premier 
Duplex” cleaner equipped with a bag which carries the trade-name “Premier 
Duplex” imprinted thereon. 

15. In the list of parts which defendant handles are parts for Premier, Frantz 
Premier, and new Premier vacuum cleaners, and among said parts thus listed in said 
catalog, Exhibit 11, is a name plate, Item 55-A. intended for cleaners manufactured 
by plaintiff, which part is illustrated in said catalog bearing plaintiff’s trade-name 
“Premier.” This plate serves also as a cover plate. 

16. When defendant rebuilds or reconstructs one of plaintiff’s vacuum cleaners, 
any of its models, he has no label bearing the name Green or Green Vacuum Cleaner 
Company, that he puts thereon, and he has never used such a label of his own, 
although when vacuum cleaners of plaintiff’s manufacture are thus reconstructed 
and rebuilt they may have incorporated a number of new parts (plaintiff’s) and par- 
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ticularly a new bag bearing one of plaintiff’s trade-marks, and on occasion a new 
name plate bearing one of plaintiff’s trade-marks. They are sold as “rebuilt” 
cleaners. 

17. Defendant has also offered for sale and sold new bags bearing one of plain- 
tiff’s trade-marks and new name plates bearing one of plaintiff’s trade-marks to 
others who engage in reconstructing and rebuilding plaintiff’s vacuum cleaners. 

18. Included among parts for vacuum cleaners of plaintiff’s manufacture listed 
in defendant’s catalog and sold by defendant in large quantities, in addition to 
“Premier Duplex” dust bags and name plates, are Rear Caster Assemblies and 
Brackets like Plaintiff’s Exhibit 6, and Floor Brushes Complete with Bearings, as 
illustrated in Plaintiff’s Exhibit 5. 

19. Among such Floor Brushes Complete with Bearings offered for sale and 
sold by defendant, were some which had been thrown out by plaintiff and sold to the 
junkman, and which defendant reclaimed. These were brushes that had never been 
used in a vacuum cleaner sold by the plaintiff company, but had been discarded and 
sold only as scrap parts. 

20. Defendant has also obtained a limited number of genuine rear caster swivels 
and rotary floor brushes manufactured by plaintiff which defendant has offered for 
sale or sold, but the identified sources from which he acquired such parts are not the 
only sources and the parts obtained from such identified sources for repair of 
Premier vacuum cleaners do not constitute all the parts that he claims to have secured 
during that period, but only a small part of them. 


CoNCLUSIONS OF LAW 


1. This cause arises under the patent and trade-mark laws of the United States 
and this court has jurisdiction of the parties and the subject matter thereof. 

2. Plaintiff is and has been since the granting of Brintzenhofe patent No. 1,510,- 
300 and Darst patent No. 1,755,054, the owner of said Letters Patent, respectively. 

3. Each of the aforesaid Letters Patent with respect to all the claims thereof is 
good and valid in law. 

4. Plaintiff is, and has been since prior to the bringing of this suit, the owner of 
the trade-marks “Premier” and “Premier Duplex,” together with the good-will of 
the business in which said trade-marks have been used, and is and has been since 
prior to the filing of this suit the owner of Certificates of Registration of said trade- 
marks, respectively, Nos. 85,766 and 162,244, both of which registrations are still in 
full force and effect. 

5. Defendant has offered for sale and sold swivel casters as exemplified by Plain- 
tiff’s Exhibit 6, in infringement of said Patent No. 1,510,300. 

6. Defendant has offered for sale and sold vacuum cleaner brushes with bearings 
as exemplified by Plaintiff’s Exhibit 5, in infringement of said Patent No. 1,755,054. 

7. Defendant has offered for sale and sold reconditioned or reconstructed 
vacuum cleaners using plaintiff’s trade-marks “Premier” and “Premier Duplex” in 
violation of plaintiff’s rights in the premises, and in so doing has also infringed 
plaintiff’s aforesaid trade-mark registrations Nos. 85,766 and 162,244. 
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8. Defendant has offered for sale and sold vacuum cleaner parts and specifically 
dust bags, as exemplified by Plaintiff's Exhibit 7, and name or cover plates as 
exemplified by Plaintiff’s Exhibit 8 bearing plaintiff’s trade-marks “Premier” and 
“Premier Duplex” in violation of plaintiff's rights in the premises, and in so doing 
has also infringed plaintiff’s aforesaid registrations Nos. 85,766 and 162,244. 

9. Defendant has infringed plaintiff’s rights in its registered trade-marks by 
using the same for defendant’s advertising purposes without license from plaintiff. 

10. Plaintiff is entitled to an injunction and an accounting with reference to such 
reconditioned or reconstructed vacuum cleaners, swivel casters, and rotary floor 
brushes as have been held to infringe plaintiff’s patents, and with reference to such 
reconditioned or reconstructed vacuum cleaners and such parts of vacuum cleaners 
as have been held to infringe plaintiff’s trade-marks and trade-mark registrations, 
and with reference to defendant’s use in his advertising of plaintiff’s registered trade- 
marks. 


NATIONAL FRUIT PRODUCT COMPANY, INC. v. DWINELL-WRIGHT 
COMPANY 


United States District Court, District of Massachusetts 
January 28, 1942 


TRADE-MaArRK INFRINGEMENT—“WHITE House”—CANCELLATION—J URISDICTION. 

In a suit for trade-mark infringement in which plaintiff prayed that defendant be enjoined 
from prosecuting suit for the cancellation of plaintiff’s trade-marks registered in the Patent 
Office, pending termination of instant suit, held that, since a decreed suspension of the can- 
cellation proceedings has been vacated, the court has jurisdiction to enjoin the parties from 
further proceedings in another forum—in this case, the Patent Office. The principle that 
federal courts should not interfere with state court proceedings held not to apply to pro- 
ceedings between a federal court and an administrative tribunal. 


In equity. Action for trade-mark infringement and unfair competition, in which 
defendant counterclaimed for trade-mark infringement. On plaintiff’s motion for 
preliminary injunction. Motion granted. 


John V. Spalding, Boston, Mass. (Clarence B. Des Jardins and Halbert P. Brown, 
both of Washington, D. C., of counsel), for plaintiff. 

Choate, Hall & Stewart, Boston, Mass. (Edward G. Fenwick, Washington, D. C., 
of counsel), for defendant. 


Forp, District Judge: 


In this trade-mark infringement suit plaintiff has moved that defendant be en- 
joined, pending this suit, from prosecuting in the United States Patent Office a 
proceeding to cancel plaintiff’s trade-mark registration upon which the complaint is 
based. This action involved the respective rights of the parties to the use of the 
trade-mark “White House,” sometimes accompanied by a representation of the 
Executive Mansion, in connection with the sale of certain goods. For some years the 
parties have carried on their respective businesses without conflict, the plaintiff using 
the trade-mark “White House” in connection with the sale of vinegar, apple cider, 
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canned apples, apple sauce, and similar vegetable and fruit products and juices, while 
the defendant was using the same trade-mark upon the coffee and tea which it 
marketed. | 

The plaintiff charges defendant with infringement of five trade-mark registra- 
tions owned by plaintiff, and with unfair competition, by the sale of orange and 
grapefruit juices under the trade-mark “White House.” The registrations relied 
on are 104,641, 121,723, 299,846, 316,305, and 336,489. The first three are specified 
to cover only apple products but 316,305 purports to cover a large class of fruit 
products and 336,489 to cover “fruit and vegetable juices for food purposes.” 

The complaint, filed July 29, 1941, put in issue the validity of plaintiff’s regis- 
trations for the trade-mark “White House” as applied to various fruit and vegetable 
products and juices. By answer, filed August 18, 1941, defendant denied the 
validity of said trade-mark registrations and asserted that plaintiff was not entitled 
to the exclusive use of the mark upon the goods specified, at the dates upon which 
it filed applications for registration. The answer also included a counterclaim which 
charged infringement of defendant’s registrations of the trade-mark “White 
House” for coffee and tea, by sale by plaintiff of fruit and vegetable products under 
this mark. Plaintiff filed an answer to defendant’s counterclaim on September 5, 
1941, 

On September 6, 1941, defendant attacked plaintiff’s trade-mark registrations by 
filing in the United States Patent Office a petition for their cancellation on the 
ground that plaintiff was not entitled to the use of the marks, for the goods specified 
in the registration, at the dates of its application therefor. The plaintiff thereafter 
moved for an injunction enjoining the defendant from prosecuting or taking any 
further steps in the cancellation proceeding, and from filing, commencing, institut- 
ing or prosecuting any other proceeding in the United States Patent Office seeking 
the cancellation of said trade-mark registrations, pending the hearing and final 
determination of this action. 

The plaintiff moved, in the Patent Office, for a stay of the cancellation proceeding 
during the pendency of this action, on the ground that this court had first acquired 
jurisdiction of the issue as to the validity of the plaintiff's trade-mark registrations. 
That motion was granted by a decision rendered November 22, 1941. 

On January 12, 1942, the Commissioner of Patents rendered a decision on the 
petition of the defendant, vacating the order which stayed the cancellation proceed- 
ing. 

On November 27, 1941, this court continued the hearing on the present motion 
for a preliminary injunction on the ground there was no present need for such an 
injunction in view of the suspension of the proceedings by the Patent Office. Since 
that suspension has been vacated, this court must now decide, after hearing the 
parties, whether the injunction moved for should issue. 


CONCLUSIONS OF LAW 


By the filing of the complaint and answer in this action this court has acquired 
jurisdiction of the dispute between these parties on the issue of validity of plaintiff’s 
five trade-mark registrations. The petition to cancel these registrations requires the 
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Patent Office to make the same determination. In either forum this depends on 
whether the registrant was entitled to the use of the mark at the date of its applica- 
tion for registration. (Cf. paragraph 12 of defendant’s answer, and 15 U. S.C. A. 
Section 93 governing cancellation proceedings in the Patent Office.) It is true that 
other issues will arise in this court, and that further relief can be granted in this 
court than in the Patent Office, while the specific relief sought there is not sought 
here. But if the defendant wished to claim it, it could obtain the same relief here as 
in the Patent Office. (15 U.S. C. A., Section 102.) And, in any case, the right to 
relief is dependent on the determination of the same issue in each tribunal. 

It has long been settled that a court of equity which has first taken jurisdiction of 
a case may, in order to prevent vexatious and harassing litigations, enjoin the parties 
from further proceeding in another forum. While the jurisdiction of federal courts 
to interfere with state court proceedings is sharply limited by statute, there is no 
reason why this principle should not apply between two federal courts, or between a 
federal court and an administrative tribunal of the United States. Time, expense, 
and inconvenience may be saved both to litigants and tribunals if the court which 
first takes jurisdiction of an issue between two parties exercises its power to prevent 
multiplicity of actions and duplication of effort. It was said in Gage v. Riverside 
Trust Co., Ltd., et al., 86 Fed. 985, 999: 


The proposition that the court which first acquires jurisdiction of a cause and of the 
parties thereto will hold and maintain it, in order to settle and end the controversy, does not 
admit of question. 


The conclusions of this court are supported by the decision of the Circuit Court 
of Appeals for the Third Circuit in the recent case of Crosley Corporation v. Hazel- 
tine Corporation, 122 F. (2d) 925. In that case Crosley brought an action in the 
District Court for the District of Delaware seeking a declaratory judgment as to the 
validity and infringement of some twenty patents. Later Hazeltine filed suits in the 
Southern District of Ohio, alleging infringement by Crosley of fifteen of the patents 
involved in the declaratory judgment suit. On the same day Crosley moved to 
enjoin Hazeltine from further proceedings in the Ohio District Court. The Dela- 
ware District Judge refused to grant such an injunction. The Circuit Court of 
Appeals reversed, holding the refusal to have been an abuse of discretion. The court 
said (p. 930): 


No party has a vested right to have his cause tried by one judge rather than by another 
of equal jurisdiction. ... The party who first brings a controversy into a court of com- 
petent jurisdiction for adjudication should, so far as our dual system permits, be free from 
the vexation of subsequent litigation over the same subject matter. The economic waste 
involved in duplicating litigation is obvious. ... Courts already heavily burdened with 
litigation with which they must of necessity deal should therefore not be called upon to 
duplicate each other’s work in cases involving the same issues and the same parties. 


It was true in the case cited, as in the case at bar, that a different form of relief 
was sought in the two tribunals. But that did not prevent that court, nor will it 


prevent this court, from recognizing the fact that identity of issue will cause duplica- 
tion of labor. This seems a common sense view. Such duplication of labor is as 
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much to be avoided when the other tribunal where proceedings are brought is an 
administrative tribunal as when it is a court. 

It has not been shown that proceedings before this court would take substantially 
longer to complete than proceedings in the Patent Office. The cancellation proceed- 
ing would bring a collateral determination of one of the issues before this court, 
which has no apparent object except a possible influence on the action of this court. 
While the decision of this court might not cause the Commissioner of Patents to hold 
that the merits of the petition to cancel were res adjudicata, it would certainly be 
persuasive, especially since a refusal of cancellation would be subject to review in the 
courts. In such circumstances the Patent Office has in the past suspended its 
proceedings. Cf. Palestine Hebrew Wine Co. v. Carmel Wine Co., 1909 C. D. 74, 
142 O. G. 287. I think these same considerations apply here. 

The Commissioner in vacating the stay in this case cited no authority for his 
position. While he may have acted within his power in so doing, this court is not 
thereby prevented from exerting its power as a court of equity to prevent a suitor 
within its jurisdiction from following the course of seeking a collateral adjudication 
of a matter the decision of which has been undertaken by this court. By that action 
the defendant here threatens to cause annoyance and expense to its adversary and 
added expense to the public. 

The motion for a preliminary injunction is granted upon the giving of a bond in 
the sum of $500.00 as provided under rule 65 (c) F. R. C. P. 


THE RYTEX COMPANY v. RYAN, ET AL., DOING BUSINESS As THE RYAN 
ART COMPANY 


United States District Court, Northern District of Illinois 
June 18, 1941 


TRADE-MARK INFRINGEMENT—‘“RYTEX” AND “RyYNART’—NON-CONFLICTING MARKS. 


The word “Rynart” held not to be confusingly similar to “Rytex,” both marks being used 
on stationery. 


UnFrair CoMPETITION—USE OF SIMILAR SALES METHOD. 


A person cannot ordinarily have a monopoly of a sales method if there is no showing of 
unfair trade or violation of trade-mark. That defendants used the same sales methods as 
plaintiff, or benefited from plaintiff’s advertising did not constitute unfair competition. 


In equity. Action for trade-mark infringement and unfair competition. Bill 
dismissed. 


Wilkinson, Huxley, Byron & Knight, Chicago, Ill., and Trask, Trask & Jenkins, 
Indianapolis, Ind., for plaintiff. 


Kirkland, Fleming, Green, Martin & Ellis, Chicago, Ill., for defendants. 
Barnes, District Judge (orally) : 


The plaintiff sells so-called personalized stationery ; that is, stationery on which 
is printed the name and address, or some other designation, of the sender. It does 
this by means of so-called outlets, that is, retail stores who take the orders for the 
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stationery and send them to the plaintiff at Indianapolis. These so-called outlets are 
not sales agents, because they pay for the stationery as it is delivered to them or 
within a short date thereafter, and apparently attend to their own collections and 
assume their own credit risks. 

The plaintiff has registered a trade-mark which it uses on its stationery, which 
trade-mark is the word “Rytex,’’—R-y-t-e-x. It has also registered the trade-mark 
“Rytex Deckle Edge Vellum,” which it uses on a certain grade of its stationery. 

In its statement the plaintiff disclaims the words “deckle edge vellum,” apart 
from the mark shown. This disclaimer was probably made because of the fact that 
it appears that the words “deckle edge vellum” are descriptive. What other reason 
there was, if any, the court does not know. 

The defendants are charged to infringe these trade-marks by the use of the word 
“Rynart” and the words “Rynart Deckle Edge Vellum.” 

The defendants do business under the name of The Ryan Art Company and they 
say that the word “Rynart” was developed through the combining of the word 
“Ryan” with the word “Art” and eliminating therefrom one of the “a’s.” 

The question at this time is whether or not there is any substantial evidence in 
the record of the infringement complained of or of the unfair trade complained of. 
The court does not believe that there is substantial evidence in the record of such 
infringement or such unfair trade. 

The court does not believe that it can reasonably be said that the word “Rynart” 
is a colorable imitation of the word “Rytex”’ or that the word “Rynart” is confusingly 
similar to the word “Rytex.” 

There is no evidence in the record of any intent to palm off or any attempt by 
anyone to palm off the product of the defendants for that of the plaintiff. That is 
said not to be material on the question of infringement of the trade-mark, but it is 
material on the question of unfair competition. 

There has been an effort to show a confusion in the minds of the purchasing 
public. In the court’s opinion there is no substantial evidence of confusion. The 
court listened with some care to the evidence whereby it was attempted to show 
confusion, but in only one case, if in one, was confusion shown. The court is not 
clear that there was real confusion in that one case. 

Defendants are said to have copied some of the sales methods of the plaintiff. 
The evidence shows that others have used those same sales methods. Whether they 
have or not makes no difference. A person ordinarily cannot have a monopoly of 
sales method if there is no showing of unfair trade or violation of trade-mark. 

There is evidence from which it has been inferred that the defendants benefited 
somewhat from the advertising of the plaintiff. That is inevitable. Doubtless one 
big mail order house benefits from the advertising of another big mail order house, 
and vice versa, and doubtless the defendants benefit from the advertising of the 
plaintiff and the plaintiff benefits from the advertising of the defendants. That is not 
unfair trade. 

There is no showing, nothing from which it can be inferred that the defendants 
sought unfairly to benefit by anybody’s advertising. 
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The court is of the opinion that there is no substantial evidence to support the 
allegations of the bill and, therefore, it may be dismissed for want of equity. 

Counsel for the defendants may prepare and within one week and on notice 
present drafts of findings of fact and conclusions of law and a decree not inconsistent 
with what the Court has stated. 


Mr. Trask: I do not believe it is necessary to note an exception to the ruling. 

Tue Court: You may do that on the decree. 

Mr. Lioyp: Shall we retain our exhibits in the meantime? 

Tue Court: Yes, counsel for the parties may take and keep, subject to the order of the Court, 
the exhibits of their respective clients. 





CAMPUS COAT CO., INC. v. CAMPUS TOGS, INC. 
New York Supreme Court, New York County 
December 15, 1941 


Unratr COMPETITION—“CAMPUS”—MISLEADING UsE OF CorPORATE NAME. 

The use by defendant of the corporate name Campus Togs, Inc., in its business of manu- 
facturing and selling misses’ wearing apparel, after plaintiff had engaged in a similar business 
under the title Campus Coat Co., Inc., held unfair competition, especially as defendant’s place 
of business was directly opposite plaintiff's. 


In equity. Action for unfair competition. Injunction granted. 
3ENVENGA, Justice: 


Action to enjoin defendant from using the word “Campus” as part of its cor- 
porate title. 

Plaintiff was incorporated in January, 1940, and maintains its office, factory and 
showroom at No. 237 West Thirty-seventh Street, Borough of Manhattan, City of 
New York. It is authorized to manufacture coats and suits for misses and juniors. 
Of late it has featured casual or sport coats. Its business has expanded so rapidly 
within the last year that it has taken large quarters in the same building. 

Defendant was incorporated in August, 1941, at about the time the plaintiff was 
negotiating for larger quarters. It is authorized to manufacture the same type of 
misses’ and juniors’ wearing apparel as the plaintiff manufactures, and has rented 
quarters on the second floor of No. 228 West Thirty-seventh Street, almost directly 
opposite plaintiff’s place of business. Defendant’s president, who up to the time of 
defendant’s incorporation was connected with Junior Togs, Inc., selected defendant’s 
corporate title. The name so selected bears some resemblance, not only to the name 
of the concern with which he was formerly connected, but also to the plaintiff’s 
corporate title. 

Because of the position taken by the parties, I took occasion, with their consent, 
to view the premises in which plaintiff and defendant conduct their business, and 
made observations with respect to the location of the buildings, the signs and other 
advertising matter used by them, and other relevant matters. 
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I find it difficult to believe that the choice of defendant’s corporate name and 
place of business was purely coincidental. Rather the inference is that, in each 
instance, the choice was intentional and fraudulent. In any event, the resemblance 
of defendant’s corporate title to plaintiff’s, especially when considered in connection 
with defendant’s close proximity to plaintiff’s place of business, is not only cal- 
culated to create confusion, but has actually done so, and to the detriment and 
damage of plaintiff. 

In the circumstances, the plaintiff, in the enjoyment of its corporate name, is 
entitled to be protected against wrongful and fraudulent interference not only with 
respect to the merchandise it presently sells, but also with respect to that which 
the public would believe the plaintiff is selling, because of the infringement of its 
corporate name (Long’s Hat Stores Corp’n v. Long’s Clothes, Inc., 224 App. Div. 
497, 498 [18 T.-M. Rep. 562]; Forsythe Co. v. Forsythe Shoe Corp’n, 234 App. 
Div. 355, 357, 259 N. Y. 248 [22 T.-M. Rep. 327] ; Lerner Stores Corp’n v. Lerner 
Ladies’ Apparel Shop, Inc., 218 App. Div. 427 [17 T.-M. Rep. 3] ; Pansy Waist Co. 
v. Pansy Dress Co., 203 App. Div. 585 [13 T.-M. Rep. 54]; Armour & Co. v. 
Armour Shipping Corp’n., 175 Misc. “It is almost a matter of course to grant in- 
junctive relief where the similarity of names is so clearly calculated to deceive the 
public, as it is in this case, especially where the defendant has chosen a location so 
near that of the plaintiff” (Bush Terminal Co. v. Bush Terminal Trucking Co., 123 
Misc. 448, 449). 

Judgment for the plaintiff. Settle judgment, findings of fact and conclusions of 
law in accordance herewith. 


POCKET BOOKS, INC. v. MEYERS 
New York Supreme Court, New York County 
January 17, 1942 


UNFAIR CoMPETITION—DEFINITION. 

Unfair competition means palming off something as the goods of another, not because of 

accidental similarity, but by means, wilful, deceptive and intentional misleading. 
UnFAir CoMPETITION—USE OF SIMILAR Book Covers—FEATURES PuBLICI JuRIS. 

Where plaintiff put out reprints of popular fiction in booklet form, using therefor certain 
colors, formats and designs and bearing plaintiff’s name as publisher, the whole not being sub- 
ject of patent or copyright, the use by defendants of a similar get-up on a different series of 
fiction held not to constitute unfair competition, since no publisher has any proprietary rights 
in any of the physical elements of which the books are composed. 


In equity. Action for unfair competition. Bill dismissed. 


ScHMUCK, Justice: 


Unfair competition can exist in any endeavor to which human ingenuity lends 
itself. Nothing created by man is immune from competition, either fair or foul. 
Naturally, fair competition, from which, at least, economic advantage results, is to 
be encouraged, while on the other hand, unfair competition, which deprives a creator 
of the just benefits of his creation, must be deterred and discouraged. 
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In the matter presently engaging the court’s attention, the plaintiff seeks to 
restrain the defendants, asserting that they are unfairly seeking to avail themselves 
of plaintiff’s ingenuity, diligence, effort and time expended in establishing a com- 
prehensive reputation by simulating plaintiff’s product so as to deceive the general 
reading public in believing that defendant’s wares are the publications of the plaintiff. 

As presented, it is evident the controversy is clear of any question of patent, 
trade-mark or copyright and involves the sole question of whether the defendants 
are inequitably availing themselves of plaintiff’s well established reputation. In 
this respect it is well to remember that, no matter how irksome imitation may prove 
to be, if it is kept within legal limits no complaint will be entertained. In short, if 
the imitation does not deceive, it is not unfair. So frequently have the courts con- 
sidered unfair competition that a brief reference to the definition thereof should, to 
the esoteric, prove sufficient. It seems to be well settled that unfair competition 
means palming off something as the goods of another, not because of accidental 
similarity, but by means deceptive, wilful and intentionally misleading. Neva-Wet 
Corporation v. Never Wet Processing Corporation, 277 N. Y. 163 [28 T.-M. Rep. 
167], and International Latex Corporation v. Scheinberg, New York Law Journal, 
February 21, 1941. 

The evidence reveals that for two and one-half years plaintiff has published re- 
prints of well-known books in a most attractive manner, particularly as to size and 
price. For twenty-five cents an unabridged reprint of the original work was offered 
in a pocket sized book of 644 x 4%¢ inches. These little volumes, though strictly 
not serial in character, nevertheless, were each an integer in a proposed library. 
Plaintiff has published 140 of these reprints, covering a great part of the fictional 
field. These covers are laminated with acetate cellulose and printed on the front 
cover with an appropriate design by a four-color, half tone process. Both from a 
practical and artistic standpoint the books are desirable. However, a close examina- 
tion establishes that nothing about them is original, novel, unique or exclusively 
individualistic. Lamination, kind of paper and print, four-color half tones, stained 
edges, colored border for back covers and every other individual feature of the books 
were known to and used by the publishing trade long before plaintiff charmed the 
reading public by combining them in one volume. It needs no argument, and plain- 
tiff so concedes, that not a single feature of its edition can be claimed as original and 
capable of patent or copyright. 

There is no doubt that, in appearance, the books of these litigants are practically 
indistinguishable. The slight difference in size and coloring of the edges is unap- 
preciable, and were the subject of investigation something making an appeal only to 
sight and touch, the similarity could hardly be excused unless, in the application of 
the rule, the effect of an injunction would be to create a practical monopoly in 
derogation of free competition. The reasoning and the language of Germanow v. 
Standard Unbreakable Watch Crystals, Inc., 283 N. Y. 1, is singularly applicable: 


The granting of an injunction here would give magic efficacy to the sale of a cabinet. 
No precedent exists in the recorded decisions on unfair competition where, under similar 
facts, an injunction has been granted. 
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Despite the striking physical resemblance between the products of these two 
enterprising concerns, no unfair competition can be declared, for it is impossible for 
anyone to be deceived. The titles, the designs and the texts, save in one instance, 
namely “Rubaiyat,” which belongs to the public domain, are all different. The 
“Bust of Shakespeare in Oval” of the defendant cannot be mistaken for plaintiff’s 
“Kangaroo in Oval.” The identification of the publisher on the cover is clearly 
distinguishable. Even if it be conceded that a considerable portion of the reading 
public depend upon the publisher rather than the author, unfair competition cannot 
be discovered. In Munro v. Tousey, 129 N. Y. 38, the court insists that the public 
does make use of the power of observation and is capable of noting the difference 
the senses convey. The following language is worthy of repetition: 


The court ought not to interfere with the freedom of conduct of trade and with general 
competition. Its powers to restrain should be reserved to prevent fraud and imposture from 
some real resemblance in the name and appearance of the publication. 


Constrained to believe that, for the most part, readers of cheap as well as 
de luxe books discriminate as to title, and that neither plaintiff, defendant nor any 
other publisher has any proprietary interest in any of the physical elements of 
which the books are composed, and unable to discover any attempt to vicariously 
and undeservedly avail itself of plaintiff's initiative and industry, the court ex- 
culpates defendant from the charge of unfair competition. To do otherwise “would 
extend the doctrine of unfair competition much too far” (Germanow v. Standard 
Unbreakable Watch Crystals, Inc., supra). 

Judgment for defendant. No costs. 

Submit findings of fact, conclusions of law and judgment in pursuance with the 


above. 


HOUSTON v. BERDE, boinc susiNEss AS BERDE’S FOOD CENTER 
Minnesota Supreme Court 
January 9, 1942 


UnFrair ComMPETITION—USE oF DESCRIPTIVE TERMS—SECONDARY MEANING. 

When descriptive words have acquired a secondary meaning, competitors must use them so 

as to avoid deception and confusion, in order to prevent unfair competition. 
UNFAIR CoMPETITION—USE OF SIMILAR TRADE-NAME—ADDITION OF SURNAME. 

In certain cases one’s name added to the trade-name is not a sufficient distinction to pre- 
vent probable deception, but, in other cases, such addition may, in itself, serve to dispel all 
confusion. 

UNFAIR CoMPETITION—TRADE-M ARKS—DESCRIPTIVE TERMS—“Foop CENTER.” 

The term “Food Center” held descriptive, and in a class with such terms as “Bowling 
Center,” “Furniture Center,” etc. Therefore, the name “Berde’s Food Center” for a clerk serv- 
ice store in downtown district held not to unfairly compete with the name “Food Center” in 
bull’s-eye design for self-service stores in outlying areas. 

UNFatr COMPETITION—DECEPTION. 

The fact that defendant’s store is operated as “Berde’s Food Center” whereas only certain 
departments are operated by Berde, the others being rented by him to other persons, held not 
to be misrepresentation. 
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In equity. Action for unfair competition. From order granting injunction, 
defendant appeals. Reversed. 


Lipschultz & Lipschultz, St. Paul, Minn., for appellant. 
R. H. Fryberger, Minneapolis, Minn., for respondent. 


STONE, Justice: 


Since June 18, 1938, defendant has operated in the loop district of St. Paul a 
retail food store advertised as “Berde’s Food Center.” Plaintiff, under the name 
of “Food Centre Stores,’”’ opened his first outlet in Minneapolis, March 18, 1938, 
his first in St. Paul, December 2, 1938. He continued expansion until in August, 
1940, he had nine outlets in the Twin Cities. 

Shortly after June 18, 1938, plaintiff, noting defendant’s use of the phrase “Food 
Center” and claiming to be rightfully entitled to its exclusive use, requested dis- 
continuance." Defendant did not comply. This action followed, resulting in an 
injunction restricting his use of the involved words. 

Decision was based upon findings that, by virtue of prior appropriation, 
secondary meaning, and intent to expand, plaintiff was entitled to exclusive use of 
those words in connection with the sale of food products in the Twin Cities, and that 
“Food Center” in defendant’s trade-name made it so similar and so likely to deceive 
and confuse the public as to be unfair competition. 

1. A trade-name is a word or phrase by which a business or specific merchandise 
is made known to the public. Direct Service Oil Co. v. Honzay, — Minn. —, — 
N. W. — [32 T.-M. Rep. 72] (filed December 12, 1941). When used as a trade- 
name, artificial or made-up words are the sole property of him who makes them up 
and first uses them. Nims, Unfair Competition and Trade-Marks (3 ed.) § 52. 
But words descriptive, in their primary sense, of articles or business become the 
subject of property rights only when, by use, they have acquired a secondary mean- 
ing, that is, when the public has come to associate the name with a given source 
or article. Secondary meaning is association, nothing more. When acquired by 
descriptive words, competitors must use them so as to avoid deception and confusion. 
Jordan S. S. & M.B. Sanitarium Co. v. Mudbaden Sulphur Springs Co., 135 Minn. 
123, 160 N. W. 252, Nesne v. Sundet, 93 Minn. 299, 101 N. W. 490. Restriction 
on other use is to prevent unfair competition. It is granted to protect the first user 
from diversion of his trade to a later user by confusing or deceiving the buying 
public. Direct Service Oil Co. v. Honzay, supra. 

Where generic words are used in a trade-name, it is only the manner of their use 
by another that is considered and restrained. There must be confusion or deception 
with implicit representation that the goods of the latter are those of the first user. 
Even so, only use which makes unfair competition can be enjoined. Yellow Cab Co. 
v. Cooks T. & T. Co., 142 Minn. 120, 171 N. W. 269 [9 T.-M. Rep. 108]. 

Descriptive words, when used by competitors, inherently tend to some confusion. 
Use resulting only in unavoidable confusion is not objectionable. Jordan S. S. & 
M. B. Sanitarium Co. v. Mudbaden Sulphur Springs Co., 135 Minn. 123, 160 N. W. 
252 [7 T.-M. Rep. 95]. But a use, otherwise legitimate, may be rendered objec- 
tionable by a device of deceptive emphasis. For illustration, in Richard v. Caton 
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College Co., 88 Minn. 242, 92 N. W. 958, plaintiff had long used the name “Minne- 
sota School of Business.” Caton College was organized as a competing institution. 
In advertising, its name appeared in ordinary script letters but below it, in much 
larger and heavier form, the words “Minnesota’s School of Business.” The involved 
words were geographical and descriptive, and plaintiff had no exclusive rights in 
them. But injunction properly issued. Objectionable was the “manner in which 
the description of the school was made, the means taken to imitate the style of plain- 
tiff’s adopted name,” which “went further than a reasonably fair description of its 
locality.” 

In some cases, “one’s name... . added to the trade-name is not a sufficient 
distinction to prevent the probable deception.” Trappey v. McIlhenny Co. (5 Cir.), 
281 Fed, 23, 27 [12 T.-M. Rep. 179]. But, as rule of thumb, that statement, too, 
is subject to inquiry as to manner of the “addition.” It is applicable only where, as 
in the Trappey case, one’s name is subordinated to emphasis of the descriptive words 
in a manner “calculated to mislead.’ Manifestly, in a different case, the addition 
of one’s name may, in itself, serve to dispel all confusion. Certainly, when promi- 
nently displayed, it will “minimize the possibility of confusion.” Kellogg Co. v. 
National Biscuit Co., 305 U. S. 111, 121, 59 S. Ct. 109, 83 L. E. 73 [28 T.-M. 
Rep. 569]. 

2. No argument is tenable that the words “Food Centre” are not descriptive. They 
are no different than such generally used designations as “Bowling Center” and 
“Furniture Center,” and differ only in connotation from such names as “Marble 
Works” (Rodseth v. N. W. Marble Works, 129 Minn. 472, 152 N. W.) [5 T.-M. 
Rep. 280] ; “Knitting Mill” (N. W. Knitting Co. v. Garon, 112 Minn. 321, 128 
N. W. 288) ; and “Auto Market” (Iowa Auto Market v. Auto Market & Exchange, 
197 Iowa, 420, 197 N. W. 321) [14 T.-M. Rep. 311], all of which are descriptive, 
and so not susceptible of monopolization as a trade-name. 

3. Assuming for the moment (there is much evidence and argument to the con- 
trary) that the words “Food Centre” acquired a secondary meaning, associating 
them in the minds of the public with plaintiff’s stores, we yet cannot find in evidence 
support for a conclusion that defendant’s use of them was illegal. 

Beyond that which must necessarily result from defendant’s legitimate use of 
the words “Food Center,” the evidence shows little which will confuse the public 
and much that will distinguish his store from those of plaintiff. Defendant has one 
large, painted, horizontal sign across the front of his store with the words “Berde’s 
Food Center,” all in the same large letters. In smaller letters atop that sign is the 
slogan, “St. Paul’s Leading ‘One Stop’ Food Shop.” Plaintiff features an original 
and distinctive target design with a large “bull’s eye” at the center of concentric 
circles, all on a paneled, rectangular background. Between the two outer circles 
and at top and bottom are the words “Food Centre.” This design appears in plain- 
tiff’s printed advertising and in the form of neon signs in front of his stores. In 
painted signs and printed advertising, his slogans are “Shop Our Way Save Every- 
day” and “Help Yourself to Savings.” 

At this point of discussion, a defendant’s conduct is important. He has not given 
the words “Food Center” prominence beyond what is necessary to describe the 
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business done at his store. There is no showing of conduct implying that his store 
is connected with plaintiff’s stores or any other. Rather, the emphasis is on the 
possessive “Berde’s,” and the assertion that his store is “St. Paul’s Leading ‘One 
Stop’ Food Shop.” His printed advertising carries the possessive “Berde’s” in 
larger and bolder type than the words “Food Center.” 

The difference in spelling the word “Centre” is without significance. The 
prospective purchaser is “governed by a general glance. The law does not require 
more of him.’”’ Coca-Cola Co. v. Chero-Cola Co., 273 Fed. 755 [11 T.-M. Rep. 252]. 
It is important that all plaintiff’s stores operate on the self-service plan, with mass 
display of merchandise, while defendant provides clerk service. And, while de- 
fendant’s store is in the downtown district, all plaintiff's stores are in outlying areas. 

The injunction must be dissolved. We find no evidence of confusion and nothing 
to show that the manner of defendant’s use of the descriptive words even tends to 
deception, beyond that which necessarily arises from his legitimate use thereof. 
The conclusion is compelled that, in the exercise of ordinary attention, purchasers 
will not mistake his store for those of plaintiff. More cannot be required. Singer 
Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 200, 16 S. Ct. 1002, 1014, 41 L. ed. 118 
130. 

The most that can be said against defendant is in comment on what may be 
mere paucity of originality. Ina similar case, this was said: 


Ordinary imitation is enough to imply that the matter imitated is important at least to 


the sale of the goods. But when the similarity arises as the one before us did, it indicates 
nothing, except perhaps the poverty of the designer’s invention. Furthermore, defendants’ 
persistence in their use of the design after notice proves little or nothing against them. 


Straus v. Notaseme Hosiery Co., 240 U. S. 179, 36 S. Ct. 288, 60 L. ed. 590 
[6 T.-M. Rep. 103]. 

Defendant is lessee of the store where he operates as “Berde’s Food Center.” 
He owns only the meat and dairy departments and sublets to others who own and 
operate the grocery, fruit, and bakery departments. To the public, ownership of the 
entire organization is indicated only by the possessive “Berde’s.” The court below 
has found that this was “a misrepresentation to the public and was not a correct 
designation of the business conducted in said store.” Plaintiff makes much of that 
fact, claiming that it aggravates the infringement already existing in the use of the 
words “Food Center.” 

We cannot agree. Of course, defendant operated the store, as an ostensible 
unit, for profit. It is not reprehensible that he chose, in some departments, to take 
his profit as rent. Certainly, the store was enough “Berde’s” to be so named. We 
can see no “misrepresentation” calculated to mislead the public to its injury, at least 
none of which plaintiff may properly complain. Customers of retail stores are 
well able to identify those with whom they deal and to recognize and appraise what 
they get. 

Enough, and more, has been said to make it unnecessary to consider whether the 
involved words had acquired a secondary meaning, associating them with plaintiff’s 
business. 
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The order must be reversed with directions to make findings of fact, conclusions 
of law, and order judgment for defendant. 
So ordered. 


MOON BROTHERS, INCORPORATED v. MOON, et At. 
Michigan Supreme Court 
January 5, 1942 


UNFAIR CoMPETITION—“Moon”—UsE OF SAME SURNAME IN COMPETING BUSINESS. 

Plaintiff corporation, composed of two brothers named Moon, and a sister, conducted 
stores selling radios and electrical appliances, gas ranges, washing machines, and similar 
goods, under the name “Moon Brothers” and “Moon Brothers, Incorporated.” Defendant 
John C. Moon did a general furniture business, also handling second-hand electrical appli- 
ances. Ina suit to enjoin the use by defendant of the name Moon Brothers, held that, as no 
one of ordinary intelligence would assume that the parties were the same, the decree of the 
trial court enjoining defendants from using the words “Moon Brothers” separately and pro- 
viding for the use by them of the words “Moon Bros. Furniture” or “Moon Bros. Upholster- 
ing” should be affirmed. 


In equity. Action for unfair competition. From decision in favor of plaintiff, 
plaintiff appeals. Affirmed. 


Belanger, Wood, Jacquemain & Werner, Detroit, Mich., for plaintiff. 
Jorgensen & Alexander, Detroit, Mich., for defendants. 


STARR, Justice: 


On June 9, 1939, Moon Brothers, Incorporated, a Michigan corporation, filed 
bill of complaint seeking to permanently restrain defendants, Walter K. Moon and 
John C. Moon, from using the names “Moon Brothers,” “Moon Brothers Furni- 
ture,” “Moon Brothers Upholstering,” and “Moon Bedding Company.” Plaintiff 
did not ask money damages but only injunctive relief against defendants’ use of 
such names. However, from the record and statement of questions involved, it 
appears there is no dispute as to the name “Moon Bedding Company.” We under- 
stand there is no blood relation between the persons named “Moon” connected with 
plaintiff company and the defendants. 

Plaintiff alleged, in part, as follows: 


Your plaintiff shows that almost daily since the fall of 1938 your plaintiff has been put 
to considerable trouble, annoyance, expense, uncertainty, and confusion on account of the 
similarity of the several names used by the defendants with that of plaintiff, which had 
arisen in a variety of different ways, to wit: 

(a) Defendants had men soliciting for furniture and upholstering business, who either 
purposely or through mistake or inadvertence, stated they were from Moon Brothers. 

(b) One George Finzer, an employee of defendants, applied for a loan with the Morris 
Industrial Bank stating he worked for Moon Brothers, and said bank called plaintiff, caus- 
ing much confusion and trouble. 

(c) Plaintiff has received countless letters for defendants and especially correspondence 
from Jorgensen & Alexander, attorneys, in Detroit Bank Building. 

(d) Plaintiff has received calls from department of internal revenue regarding defend- 
ants’ income tax. 


’ 
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(e) In March, 1939, a Mrs. Clift called stating she did not want to do business with them 
after a canvasser of defendants had called on her representing he was from Moon Brothers. 

(f) Plaintiffs have received calls about a shooting escapade which a partner of Moon 
Brothers was involved in, which turned out to be defendants’ affair. 

(g) Plaintiffs have received many other calls, too numerous to mention, regarding 
various affairs of business of defendants, and have been advised that defendants sent out 
letters with the heading of “Moon Brothers.” 


Defendants filed answer generally denying plaintiff’s charges of unfair business 
competition and plaintiff’s right to the relief sought. 

In March, 1919, Walter Moon, Carl Moon, Lloyd Moon, and Mrs. Grace 
Leonard, brothers and sister, organized a corporation under the name of Moon 
Music Company. When such company began handling electrical appliances in 1920, 
the name was changed to Moon Brothers, Incorporated, the plaintiff in this case. 
Plaintiff’s business, apparently quite successful, was conducted principally within 
the area of the city of Detroit. Plaintiff’s president, Walter Moon, testified : 


Our principal business is electrical appliances, gas ranges, radios, refrigerators, stoves, 
washing machines and irohing machines, and similar articles. At one time we handled 
pianos and organs, but we do not handle them at this time. We have also handled sewing 
machines and victrolas. . . . 

We don’t do any upholstering business, nor do we manufacture any furniture. We have 
never handled any heavy pieces of furniture, only end tables, cigar stands, and things of 
that character ; I would say occasional pieces probably would be—small items of occasional 
pieces.... We primarily used them for sale promotion on electrical appliances ; we do not 
stock up in any furniture. We have never carried heavy pieces of furniture; we do carry 
bedding, bed mattresses, springs, at our Grand River store; we put them in January, 1940, 
since this suit was started, but we had never had any prior to 1939. We have never had 
any living room furniture, dining room furniture, or rugs, except small throw rugs. These 
were used for the same purpose we used the end tables, cigar stands, and so forth. We have 
never bought used furniture for sale, but we have trade in and sold a considerable quantity 
ee 

Q. And do you deal in only new merchandise ? 

A. No, we handle second-hand, particularly those items that we trade in. We rebuild 
and resell. Our volume, a very considerable amount of it, is in the second-hand line, because 
we have trade-in merchandise like an automobile dealer. 


We do not have any canvassers out at the present time and haven’t had since 1927, we 
have never had many, our business has been based on advertising. 


At the time of trial plaintiff had three stores in Detroit, located at 6321 Gratiot, 
13540 Gratiot, and at 4161 Oakman Boulevard at Grand River. It had carried on 
rather extensive newspaper, radio, and circular advertising, generally using the 
name “Moon Brothers,” without including the word, “Incorporated,” or “Inc.,” as 
a part of its name. 

Defendants, Walter K. Moon and John C. Moon, brothers, had conducted a busi- 
ness under the assumed names of “West Side Sales,” but in May, 1939, changed such 
name by filing with the county clerk two certificates of assumed names, as follows: 
“Moon Brothers Furniture, 4519 Grand River Avenue,” and “Moon Brothers 
Upholstering, 4525 Grand River Avenue.” On cross-examination John C. Moon 
testified as follows in regard to changing their name: 


Q. Mr. Moon, why did you change your name from the West Side Sales Company to 
Moon Brothers Furniture ? 
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A. Well, there is two or three reasons. One was confusion with another furniture store 
called the West Side Furniture on Michigan Avenue, and the main reason was West Side 
Sales didn’t stand for anything. It could be furniture, threshing machines or rubber goods. 
It didn’t signify or stand for anything. 

Q. And didn’t you realize there would be confusion in regard to Moon Brothers? 

A. I didn’t think there would, because it is a different type of business. They are in 
the appliance business. We are in the furniture business. 

Q. You are in the appliance business too, aren’t you, Mr. Moon? 

A. No, sir, I would not call it so. Appliance business is definitely electrical appliances. 

Q. If you sell appliances, aren’t you in the appliance business ? 

A. I would not call it that. We are in the furniture business. 

Q. If I come in to your store and wanted to buy a washing machine, do you mean you 
would refuse to sell it to me? 

. Not if I had a used washer you could use. I would sell it to you. 

. Isn’t that true of electrical appliances ? 

. Anything we have, any used stuff, yes... . 

. You testified that the West Side Sales was a growing business all the time? 

. Yes, sir. 

. And still you went ahead and changed your name? 

. Irrespective of what the name was, we got a certain amount of business anyhow from 
steady clients, steady customers... . 

Q. And you were in business as the West Side Sales, you and your brother from 1932 to 
1938, is that right ? 

A. Till the spring of 1939. It was called West Side Sales until we changed it in May, 
1939. 

We changed the name to brothers, because we are brothers. West Side Sales was used 
when my brother and Mr. O’Connell started the auction rooms. The name did not mean 
much. It was ourselves who made the increase in business. 

Q. Yes, but weren’t you yourselves operating under that name? 

A. Yes, but they knew our name was Moon. They didn’t think of West Side Sales. 
They knew our name was Moon. 

Q. You built it up under West Side Sales so that you had an increase in business every 
year, is that not right? 

A. I don’t think that was due to the name. It was due to our own efforts and our own 
name. 


Defendants did a general furniture business in new and used furniture, manu- 
factured upholstered furniture, did furniture repairing and upholstering, handled 
repossessed furniture for finance companies and shopworn and trade-in furniture 
from other stores. Defendant John C. Moon testified they handled secondhand 
electrical appliances, but did not sell new electrical appliances ; that, when customers 
requested new appliances, they sent them across the street to Raimi Brothers’ store 
and received “some” commissions from such sales. However, there is evidence that 
defendants carried new gas stoves. Defendant John C. Moon further testified that 
they did little advertising and obtained their business through salesmen and door-to- 
door solicitation. 

Witnesses for plaintiff testified, in substance, regarding defendants’ use of the 
words “Moon Brothers,” as a part of its business names : That defendants’ employees 
represented themselves as employees of “Moon Brothers” in soliciting upholstering 
business; that plaintiff received many telephone calls that were intended for de- 
fendants ; that plaintiff received letters addressed to Moon Brothers which were in- 
tended for defendants; that plaintiff received payments which were intended for 





MOON BROS. v. MOON 129 


defendants ; that plaintiff received one freight shipment intended for defendants. 
One witness testified he read defendants’ newspaper advertisement for carpet, signed 
Moon Bros. Furn., 4519 Grand River, and that he went to plaintiff’s store, but, 
when testifying, admitted carelessness in reading the advertisement. Another 
witness testified that a man called at his home, said that he was from Moon Brothers, 
and obtained an order for upholstering, the witness believing he was dealing with 
plaintiff. Another witness testified that a man telephoned her about an estimate for 
upholstering furniture, stating, “This is Moon Brothers,” but did not say Moon 
Brothers Furniture nor Moon Brothers Upholstering. Another witness testified 
she recommended plaintiff for upholstering furniture, because a solicitor called on 
her regarding upholstering furniture and said that he was from Moon Brothers. 

The record indicates that, in at least one instance, a person called plaintiff’s store, 
inquired regarding upholstering furniture, and that plaintiff’s representative in- 
formed her that they would call for the furniture that afternoon, although such 
representative admitted upon cross-examination that they never intended to, and 
did not, call for such furniture; that in some instances telephone calls received by 
plaintiff, but intended for defendants, were not referred to defendants; that in at 
least two instances plaintiff received letters intended for defendants which it did not 
forward, but retained as evidence in this case. One of defendants testified that he 
received calls intended for plaintiff and referred such calls by giving the caller plain- 
tiff’s telephone number. 

It appears that signs in front of defendants’ store had been changed so as to 


indicate Moon Bros. Furniture and Moon Bros. Upholstering. The evidence indi- 
cates that there was no similiarity in the appearance of plaintiff’s stores and de- 
fendants’ store. In that connection plaintiff's collection and credit manager testified : 


Q. What was the general appearance of the store (defendants’) ? 

A. I would say it was, oh, probably a poor type of second-hand furniture store. . . . 

Q. And you say it was a poor second-hand store? 

A. Had that appearance. It had that appearance on the inside, yes. 

Q. And Moon Brothers, Incorporated, hasn’t the appearance of a poor second-hand 
store, has it? 

A. No. 

Q. There is no comparison, is there? 

A. Notas to the set-up, either cn the outside or the inside. 

Q. And there is no comparison of the merchandise handled by the two concerns, is 
there? 

A. No.... 

Q. And all the electrical appliances that you saw in Moon Brothers Upholstering were 
second hand, weren’t they ? 

A. Apparently there were. They were second-hand. 

Q. And Moon Brothers, Incorporated, sell, primarily, new merchandise? 

A. Yes, sir.... 

Q. And there is no comparison of the two companies in the merchandise they handle, is 
there? 

A. I would say not, with the exception of the second-hand appliances and stoves. 


Plaintiff’s principal business was in new electrical and gas appliances. De- 
fendar.ts’ principal business was upholstering and second-hand furniture. The only 
direct competition of consequence appears to have been between new electrical and 
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gas appliances handled by plaintiff and second-hand electrical and gas appliances 
handled by defendant. 


At the conclusion of the trial the court stated, in part, in his opinion: 

It appears in this case that the plaintiff has not, in building up his business, as far as 
advertising is concerned, as far as the value, if it is value, and it unquestionably has a great 
value, has not used its corporate name. And the value that the plaintiff has built up is a 
value of the name “Moon Brothers,” not, “Moon Brothers, Incorporated.” ... . 

So far as the claim and allegation in the bill of complaint being unfair trade, or unfair 
competition, the proofs do not establish to this court, that there are many elements of 
unfairness on the part of the defendant. I don’t think that the plaintiff corporation has 
acquired the exclusive right to use, in the conduct of its business, as against anyone else, the 


name “Moon Brothers.” There is no showing in this case that the defendants’ actual using 
as a part of its trade-name, “Moon Brothers,” was for the purpose of deceiving the public 


as to who were the actual parties in interest in defendants’ business. That it has led to 
some confusion so far as the public is concerned, there is no doubt, but that such confusion, 
so far as knowing which concern the patron or proposed purchaser desired to get in contact 
with, there was no misrepresentation in the manner in which the defendant used the name 
which it certified to the county clerk for use under the statute, mainly, “Moon Brothers 
Furniture.” There could be no confusion occasioned by that separate name printed in the 
telephone book. It is printed very clearly and a separate telephone number given. Just 
above it, as it appears from Exhibit 14, the plaintiff’s name, not, as I recall it, its corporate 
name, Moon Brothers, Incorporated. If there was confusion arising from that, it would 
occur to me that was as much due to the fact that in that particular matter the plaintiff did 
not use its proper name, as that the defendant did not use its proper name. 

As I said, there is no doubt but what there has been some confusion due to the use of 
those two names, “Moon Brothers, Incorporated,” and, “Moon Brothers Furniture Com- 
pany.” There is, I think, very little doubt that to a small extent plaintiff corporation did 
some little business similar to what a large part of the defendants’ business is, but I think 
that is rather trifling, the extent to which there was overlapping in the kind of business done 
by the two concerns. I think that the testimony does not establish that there has been any 
substantial damage or injury to the plaintiff in the matter of competition, getting business, 
which anyone intended for the plaintiff. . . . 

I don’t think that the proofs and pleadings and the actual circumstances in which the 
respective parties find themselves at the present time would warrant all the relief that the 
plaintiff prays for. I don’t think the defendant should be enjoined permanently from using 
the name “Moon Brothers,” if used as a part of its trade-name. As I recall, there is no 
testimony that the defendants had used Moon Brothers alone, but they have used, “Moon 
Brothers Furniture,” and if they use that name together—‘Moon Brothers Furniture”’— 
as they did file their certificates for authority to do, I think there will be very little confusion 
and I think the plaintiff will not sustain any damage. 

The exhibits, some of them, show the name of the defendants on the defendants’ store, 
one or more of them in a form which I think is not justifiable, and it is not in the form 
of their certificates for transacting business. I think the defendant should change those 
advertisements or signs to indicate the name of their business, “Moon Brothers Furniture,” 
in one line, and in the same size type, so that no one looking at it will get the impression 
that the concern doing business there is Moon Brothers, Incorporated, or Moon Brothers, 
because, as plaintiff contends very reasonably, that combination, “Moon Brothers,” has 
been of large value, is of large value, and cost the plaintiff a lot of money. I think the 
extent of the relief to be granted in this case is in substance that the defendant be ordered, 
wherever any advertising or signs, or other publications of its trade-name are used, that 
they use the three words contained therein in one line, and all the same size type, and that 
the defendants do not use the term, “Moon Brothers,” separately. Counsel may prepare and 
submit a proposed decree to that effect. 
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The decree entered in pursuance of such opinion, May 17, 1940, provided, in 
part, as follows: 


It is hereby ordered, adjudged and decreed that the defendants herein, wherever in any 
advertising, or signs or other publications of their trade-name, they use the three words 
contained therein, Moon Bros. Upholstering, or Moon Bros. Furniture, in one line, and of 
the same size type. 


It is further ordered, adjudged and decreed that the said defendants and their agents be 
restrained and enjoined from using the term “Moon Bros.” separately. 


Plaintiff concedes defendants’ right to use their family name, “Moon,” as a part 
of their business names. Defendants had the right to use the words, “furniture” and 
“upholstering,” as a part of their business names and also the right to compete for 
business with plaintiff. The only question is as to defendants’ right to use the word 
“Brothers” or the abbreviation “Bros.” in connection with the name “Moon.” 

As there is no statutory prohibition against defendants doing business under the 
names they have assumed, the question before us must be determined under the rules 
of unfair business competition. Peninsular Stove Co. v. Augst, 288 Mich. 465. As 
said in Good Housekeeping Shop v. Smitter, 254 Mich. 592, 596 [21 T.-M. Rep. 
360]. Each case is determined upon its own facts and relief is based upon the prin- 


ciples of common business integrity.” In Peninsular Stove Co. v. Augst, supra, p. 
470, this court held: 


The rule as to unfair competition as recognized by our court is well stated in Schwan- 
necke v. Genesee Coal & Ice Co., 262 Mich. 624 [23 T.-M. Rep. 234], where we said: 

“Unfair competition ordinarily consists in the simulation by one person, for the purpose 
of deceiving the public, of the name, symbols, or devices employed by a business rival, or 
the substitution of the goods or wares of one person for those of another thus falsely induc- 
ing the purchase of his wares and thereby obtaining for himself the benefits properly belong- 
ing to his competitor. The rule is generally recognized that no one shall by imitation or 
unfair device induce the public to believe that the goods he offers for sale are the goods of 
another, and thereby appropriate to himself the value of the reputation which the other has 
acquired for his own product or merchandise.” 26 R. C. L. p. 875. 


See, also, Schwannecke v. Genesee Coal & Ice Co., supra; Clipper Belt Lacer 
Co. v. Detroit Belt Lacer Co., 223 Mich. 399; Young & Chaffee Furniture Co. v. 
Chaffee Brothers Furniture Co., 204 Mich. 293 [9 T.-M. Rep. 104]; Williams v. 
Farrand, 88 Mich. 473. 

The rules of law applicable to the situation presented in the present case were 


expressed by Mr. Justice Fellows in Young & Chaffee Furniture Co. v. Chaffee 
Brothers Furniture Co., supra, p. 298, as follows: 


But generally speaking one has the right to use his own name; he may not use it in 
such a way as to lead the public to the belief that they are dealing with another, or that his 
wares are the wares of another; he may not by any artifice so use his name as to deceive 
the public into the belief that his establishment is the establishment of another, thereby 
bringing to himself profit not properly appertaining to himself and his business, and thus 
inflicting damage on his competitor. It was said by Justice Devens, speaking for the court 
in Russia Cement Co. v. LePage, 147 Mass. 206 (17 N. E. 304, 9 Am. St. Rep. 685) : 


“A person cannot make a trade-mark of his own name, and thus debar another having 
the same name from using it in his business, if he does so honestly, and without any intention 
to appropriate wrongfully the good-will of a business already established by others of the 
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name. Every one has the absolute right to use his own name honestly in his own business 
for the purpose of advertising it, even though he may thereby incidentally interfere with 
and injure the business of another having the same name. In such case the inconvenience 
or loss to which those having a common right to it are subjected is damnum absque injuria. 
But although he may thus use his name, he cannot resort to any artifice or do any act 
calculated to mislead the public as to the identity of the business, firm or establishment, or 
of the artifice produced by them, and thus produce injury to the other beyond that which 
results from the similarity of name.” .. . 

We are not impressed from an examination of all the testimony, including the exhibits, 
that outside of some petty annoyances, such as telephone calls and an occasional small pay- 
ment of money to plaintiff, which belonged to defendant, that there has been any consider- 
able amount of confusion, or that plaintiff has suffered annoyance consequential in any 
amount when the amount of their business is considered. Plaintiff’s managers seem to have 
prepared for this lawsuit by filing such evidence of confusion as they were able to collect 
over some period. Their exhibits show that in several instances letters asking extension 
of time from persons owing defendant company came to plaintiff ; around a dozen orders for 
goods specially advertised by defendant were received by plaintiff. In only one instance 
do these exhibits show dealing with defendant company under the mistaken belief that the 
party was dealing with plaintiff. . . . 

We are satisfied that the confusion shown is inconsequential in amount, and that it is 
not due to any artifice on the part of the defendants or any of them. Plaintiff’s proofs have 
not established a cause for equitable relief. It is not necessary for us to consider the ques- 
tion raised by plaintiff that while one may use his own name in a business he may not 
confer that name upon a corporation, as we are satisfied that defendants have not so used 
their family name in the name of this corporation as to lead the person of ordinary intelli- 
gence to believe he was dealing with plaintiff company, nor that defendants have exceeded 
the boundaries of fair competition. 


A comparison of plaintiff’s name, “Moon Brothers, Incorporated,” with de- 
fendants’ assumed names, “Moon Brothers Furniture” and “Moon Brothers Up- 
holstering,” persuades us that a person of ordinary intelligence would not assume 
that they were one and the same company. There might be some confusion by the 
careless or indifferent reader, but, as said in Young & Chaffee Furniture Co. v. 
Chaffee Brothers Furniture Co., 204 Mich. 293, 297 [9 T.-M. Rep. 104]: 


A court of equity should not issue its stringent writ of injunction upon such bare pos- 
sibilities. 


In Central Mutual Auto Insurance Co. v. Central Mutual Insurance Co. of 
Chicago, 275 Mich. 554, 560, this court said: 


There may be some confusion resulting from the similarity of the names of plaintiff 
and defendant, but the confusion of which the court takes cognizance must be something 
more than that resulting from carelessness or ignorance on the part of the uninformed. 
The strong arm of a court may not, in equity and good conscience, be invoked on account 
of anything over which defendant has no control. 


The record does not disclose sufficient evidence of unfair business competition to 
i Xa Po . ‘“c ” “ 
justify our enjoining defendants from using the words, “Moon Brothers” or “Moon 
Bros.,” as a part of their assumed business names, nor sufficient evidence to justify 
our enjoining defendants from dealing in electrical appliances. 

The decree of the trial court enjoins defendants from using the words, “Moon 
Bros.,” separately and provides, in substance, that defendant shall use the three 
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words, “Moon Bros. Furniture,” or “Moon Bros. Upholstering,” in one line, and 
of the same size type. 


We are satisfied that the testimony presented warranted the finding and decree 
of the trial court. 


The decree is accordingly affirmed, with costs to defendants. 


HYGRADE SYLVANIA CORPORATION v. SONTAG CHAIN STORES 
CO., LTD. 


United States Court of Customs and Patent Appeals 
February 2, 1942 
Opposition No. 17,111 


TRADE-M ARKS—OpposITION—“Hy-Ray” AnD “HyGraADE”—NON-CONFLICTING MARKS. 
The notation “Hy-Ray” used on radio tubes held not to be confusingly similar to the word 
“Hygrade,” used on electric lamps and radio tubes, nor any part of appellant’s corporate name. 


On appeal from a decision of the Commissioner of Patents dismissing a trade- 


mark opposition. Affirmed. For the Commissioner’s decision see 30 T.-M. Rep. 
416. 


Francis G. Cole, of Washington, D. C., and Newton A. Burgess, of New York City, 


for appellant. 
Albert J. Fihe, of Chicago, Ill., for appellee. 


GarreTT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents affirming 
that of the Examiner of Interferences dismissing appellant’s notice of opposition to 
the application of appellee for the registration of the notation ““Hy-Ray” for use as 
a trade-mark for radio tubes, and adjudging appellee entitled to register same. 

Appellee’s application for registration was filed in the Patent Office May 10, 
1937, use of the mark being claimed therein “since May 3, 1937.” After certain 
amendments to the application notice of it was published in the usual manner in the 
September 21, 1937 issue of the Official Gazette of the Patent Office, and, on Octo- 
ber 5, 1937, appellant filed notice of opposition, which notice was amended October 
20, 1937, to include an additional allegation. 

In the notice of opposition, appellant, inter alia, alleged: 


The Hygrade Sylvania Corporation has recorded its corporate name with the Com- 
missioner of Patents, and is the owner of trade-mark 110,463, registered in the United 
States Patent Office May 23, 1916, under the act of February 20, 1905, for use on electric 
incandescent lamps, and renewed August 4, 1936; of trade-mark 216,203, registered 
August 3, 1926, under the act of March 19, 1920, for use on electric incandescent lamps; and 
of trade-mark 288,095, registered October 20, 1931, under the act of February 20, 1905, for 
use on electron radio tubes; all three registrations being in Class 21, Electric Machinery, 
Apparatus and Supplies. 

* . » 
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In addition to its present registered marks, the Hygrade Sylvania Corporation uses also 
a mark consisting of the word “Hygrade” in capital letters arranged in the arc of a circle, 
with a small triangle below the printed word. This mark has been continuously used by the 
Corporation on its lamp bulbs since about 1925. 

Each of the registered trade-marks 110,463 and 288,095 includes the printed word 


“Hygrade” as a prominent part of the mark, and trade-mark 216,203 consists of the word 
“Hygrade” in a particular form of lettering. 


Copies of the respective registrations and a copy of the unregistered mark were 
placed in evidence. Registration 110,463, which recites that it is for electric in- 
candescent lamps, comprises a triangular figure in association with the word 
“Hygrade” placed within the triangle above a representation of an incandescent 
lamp, or light bulb, both the word and the representation of the bulb being dis- 
claimed apart from the mark as shown in the drawing. 

Registration 288,095, which recites that it is for electric radio tubes, shows a 
quite similar triangular figure having within it the word “Hygrade,” which word is 
disclaimed “apart from the mark shown in the drawing ; no common law rights, how- 
ever, being waived.” 

Registration 216,203 (under the act of March 19, 1920), which recites that it is 
for electric incandescent lamps, consists solely of the word “Hygrade.” In each 
instance the word appears in fanciful type. 

The unregistered mark referred to in the notice of opposition and alleged to have 
been used for lamp bulbs since. about 1925 consists of the word “Hygrade” placed 
above a small triangular figure. 


It may be said that appellant had predecessors in business from or through whom 
it derived whatever of title it holds to the marks above described. 

In the notice of opposition, as amended, appellant asserted two grounds of op- 
position which are tersely stated in the decision of the Examiner of Interferences as 
follows: 


The allegations of fact contained in the notice of opposition relate to and seek to draw 
in both the name and confusion in trade clauses of Section 5 as the statutory grounds for 
negativing the right of registration (Section 7) claimed by the applicant. 


It may be said that the answer of appellee to the notice of opposition conceded 
the recording “by the opposer of its alleged corporate name with the Commissioner 
of Patents.”” The Examiner of Interferences, citing certain authorities, says of what 
we may designate the “name phase” of the controversy : 


Considering first the name clause, the evidence shows that opposer uses the notation 
“Hygrade Sylvania Corporation” to distinguish itself from other persons. Inspection of 
the application involved herein shows that the mark sought to be registered by the applicant 
is the notation “Hy-Ray.” The Examiner is not persuaded that use in trade of “Hy-Ray” 
by the applicant to indicate the origin of its goods will be likely to result in any confusion 
of persons such as the parties hereto. 


The reasons of appeal set forth in the appeal to the Commissioner from the deci- 
sion of the Examiner of Interferences made no reference to that part of the lat- 
ter’s decision relative to the allegation respecting confusion by reason of the name 
clause of the trade-mark registration act. The allegation did not appear in the 
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notice of opposition as originally filed, but was inserted by the amendment of 
October 20, 1937, wherein it was alleged that the application— 


ineludes the distinguishing features of the corporate name of the Hygrade Sylvania Cor- 
poration, and would be likely to cause confusion in the mind of the public, leading the latter 
to believe that the goods bearing the mark were products of the Hygrade Sylvania Corpora- 
tion, and thereby causing damage to the latter corporation. 


The reasons of appeal to the Commissioner not having directed his attention to 


that question he, of course, was not required to take notice of it, but he did make 
reference to it as follows: 


The Examiner [of Interferences] appears to have assumed that opposer was asserting 
as an additional ground of opposition that applicant’s mark is an appropriation of opposer’s 
corporate name. I find no such allegation in the notice of opposition, and even had it been 
pleaded, I am clearly of the opinion that it is untenable. 


In a petition for rehearing appellant pointed out the amendment along with 
other matters. The Commissioner denied the petition without comment. The 
assumption is that he regarded the allegation respecting the “name phase” to be 
“untenable,” as stated in his first decision. 


The seventh reason of appeal set forth in the notice of appeal of this court 
alleges : 


The Commissioner erred in holding that there was no allegation in the notice of opposi- 
tion that applicant’s mark is an appropriation of opposer’s corporate name. 


In the light of the record that reason of appeal is not apt. There is no reason 
of appeal alleging that error was committed in the decision on this point, which 
necessarily implied that the applicant (appellee here) was not seeking to register 
appellant’s corporate name, or any part thereof. We may say, however, that if 
such an allegation were before us it would be clearly untenable. “Hy-Ray” is not 
appellant’s name, nor is it any part of appellant’s name. 

In passing upon the second ground embraced in the notice of opposition, that of 
the likelihood of confusion by reason of the alleged similarity of the marks of the 
respective parties, both tribunals of the Patent Office (holding that the goods were 
of the same descriptive properties) discussed at some length the question of owner- 
ship and there seems to have been disagreement between them on the question of 
law respecting ownership. As we understand the decision of the Examiner of 
Interferences, he held, in effect, that the word “Hygrade” in appellant’s marks is 
clearly descriptive and indicates the claimed character of the tubes and bulbs, not 
their origin, and by reason of its descriptive character appellant was not the owner 
of same and, therefore, not entitled to oppose appellee’s application, he holding that 
the term “Hy-Ray” was not descriptive of appellee’s goods and hence was sus- 
ceptible of ownership. 

The Commissioner said, in substance, with respect to registration No. 216,203 
(consisting solely of the word “Hygrade”), granted under the Act of March 19, 
1920, that there was no satisfactory proof of opposer’s ownership of it and that hence 
it might be disregarded. With respect to the other two registrations which were 
under the Act of February 20, 1905, he held that only one—288,095—need be con- 
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sidered. As above pointed out, the latter mark was registered for use on electron 
radio tubes, practically identical with the goods upon which appellee claims use of 
the notation “Hy-Ray,” and consists of a triangular figure within which is embraced 
only the disclaimed word “Hygrade.” We do not find in the Commissioner’s deci- 
sion any express holding respecting the ownership by appellant of the two registra- 
tions entered under the Act of February 20, 1905. We deduce from his decision, 
taken as a whole, that he regarded the question of ownership immaterial so far as 
the right of appellant to oppose in the instant case is concerned, and, therefore, did 
not pass upon it. He quoted from his decision in a prior case (Illuminating Engi- 
neering Society v. Seelig Specialties Co., 504 O. G. 856, wherein he expressed the 
opinion that “an opposer is not required to own a trade-mark or to use it strictly as 
such in order to prevent registration to another of a confusingly similar mark,” and 
added, “I think that is a correct statement of law... . ” 

In the case of Trustees Arch Preserver Shoe Patents v. J. McCreery & Co., 
18 C. C. P. A. (Patents) 1507, 49 F. (2d) 1068 [21 T.-M. Rep. 374], the appellee 
was seeking registration of the notation “Foot Preserver” for use on boots and 
shoes. Appellant was opposing the registration, basing its opposition upon its 
claimed ownership, registration and use of certain marks containing the notation 
“Arch Preserver” for identical goods. The notice of opposition alleged four regis- 
trations, two of them being under the Act of February 20, 1905, and two under the 
Act of March 19, 1920. It was there conceded that the two last might not be relied 
upon, as registrations, as a basis for opposition, in consequence of which concession 
we gave them no consideration. In the first of the two registrations (dated October 
24, 1916) under the Act of February 20, 1905, the notation “Arch Preserver” had 
been disclaimed apart from the mark shown, but in the second it had not been dis- 
claimed. We held, citing authorities, that by reason of its original disclaimer appel- 
lant did not by its second registration acquire any rights to oppose which it did not 
possess under its first registration, but agreed with the Commissioner that appellant 
had the right to oppose “by reason of the use shown of ‘Arch Preserver’ and without 
reference to where ‘Arch Preserver’ is or is not descriptive as used . . . . notwith- 
standing its disclaimer in the certificate of October 24, 1916.” The principle of that 
decision is in point here. 

In the reasons of appeal embraced in the notice of appeal to us, appellant chal- 
lenges the correctness of the Commissioner’s holding that there is no satisfactory 
proof of appellant’s ownership of the mark disclosed in the registration under the 
Act of March 19, 1920, and also alleges that the Commissioner “erred in entirety 
[entirely] neglecting to consider or mention” its unregistered mark above 
described, which was introduced in evidence as appellant’s Exhibit C, and in its brief 
before us appellant argues that the “Commissioner’s decision is clearly inconsistent 
and is very confusing.” We fail to discern any particular force in the allegations of 
error respecting the matters so named or in the argument respecting such allegations, 
since appellant had the right to base an opposition upon prior use irrespective of the 
question of ownership. The ultimate question is whether the marks are confusingly 
similar. 
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Appellant placed four marks in evidence in each of which the only word is “Hy- 
grade,” an obviously descriptive term meaning “high grade.” The Commissioner 
took the particular mark of appellant which is applied to goods identical with the 
goods of appellee for purposes of comparison and, while stating that there “is some 
resemblance in appearance and in sound between the notations ‘Hy-Ray’ and 
‘Hygrade,’”’ declared, “. . . . when opposer’s mark in its entirety is compared with 
applicant’s mark, I think there is no reasonable likelihood of confusion between the 
two.” 

We are in agreement with that statement, and, in our opinion, it is applicable 
no matter which of appellant’s marks may be taken for the purpose of comparison. 

In the brief of appellant before us it is asserted, in substance, that the term “Hy- 
Ray,” when applied to the goods of appellee is a descriptive term. This was not set 
forth as a ground of opposition in appellant’s notice of opposition, nor was its claimed 
descriptive character therein referred to directly or indirectly. The Examiner of 

it appears the notation ‘Hy-Ray’ 
used by the applicant does not perform the function of descriptiveness.” Since the 
question was not raised, nor even hinted at, by anything in the notice of opposition, it 
is our assumption that the quoted statement of the Examiner of Interferences was 
based upon a consideration of appellee’s mark in an ex parte manner, a proceeding 
proper under Section 7, 15 U. S.C. A § 17. The Commissioner made no reference 
to the question in his decision. Doubtless he would have done so had he disagreed 
with the Examiner of Interferences regarding it. 


Whatever may be the fact as to descriptiveness of appellee’s mark, appellant here 
has not placed itself in a position to make that matter a basis of opposition, nor is the 
case deemed to be before us in a situation where we now should pass upon the ques- 
tion as an ex parte matter. 

The decision of the Commissioner of Patents is affirmed. 


LANGENDORF UNITED BAKERIES, INC. v. GENERAL FOODS 
CORPORATION 


United States Court of Customs and Patent Appeals 
February 2, 1942 
Opposition No. 19,094 
TRADE-M ARKS—OpposITION—“W HEATO-NuTs” AND “GrRAPE-NutTs”—COoNFLICTING MARKS. 
The notation “Wheato-Nuts” held to be confusingly similar to “Grape-Nuts,” both marks 
being used on cereal breakfast foods. 


On appeal from the Commissioner of Patents dismissing a trade-mark opposi- 
tion. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 175. 


W. Bruce Beckley and A. W. Boyken, both of San Francisco, Calif., for appellant. 
Mansfield C. Fuldner, of New York City, for appellee. 
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LenrootT, Judge: 


This is a trade-mark opposition proceeding wherein the Commissioner of 
Patents of the United States Patent Office affirmed a decision of the Examiner of 
Interferences sustaining the notice of opposition of appellee to the registration by 
appellant of the mark applied for by it, and adjudging that appellant is not entitled 
to the registration for which it has made application. From such decision of the 
Commissioner appellant has appealed to this court. 

On February 17, 1939, appellant filed an application under the Trade-Mark Act 
of February 20, 1905, for the registration of the mark ““Wheato-Nuts” applied to a 
breakfast cereal food. A specimen of the trade-mark as actually used by appellant 
was filed with its application. Such specimen contains in addition to the mark cer- 
tain printed matter, including the statement that “This delicious nut brown cereal 
is made chiefly of wheat products. . . .” 

Appellee filed its notice of opposition, alleging confusing similarity with its 
trade-mark “Grape-Nuts” applied to breakfast foods prepared from cereals; said 
notice also alleged prior use and registration of its mark. 

Appellant in its answer denied that the marks were confusingly similar, and 
alleged that appellee has no exclusive right to the use of the word “nuts” as applied 
to grain products; the answer set forth a large number of alleged registrations of 
marks in the Patent Office in which the words “nut” and “nuts” were used as a 
part of the marks so registered. None of such alleged registrations, however, were 
introduced in evidence. 

Appellant took no testimony. Appellee took testimony from which it appears 
that it and its predecessors have used the trade-mark “Grape-Nuts” applied to a 
breakfast cereal for many years prior to the adoption and use by appellant of its 
mark, and four Patent Office registrations of appellee’s mark were introduced in 
evidence. It further appears from said testimony that appellee’s goods upon which 
its mark is used are made principally of wheat; that from January 1, 1934, to 
December 31, 1938, appellee’s sales of such goods bearing its mark amounted to 
about $16,000,000; that during the same period appellee expended for advertising 
its goods bearing the mark the sum of $3,754,566.00; and that since 1897 more than 
a billion packages of such goods bearing said mark have been sold by appellee and its 
predecessors. A package of appellee’s goods was introduced in evidence ; the carton 
contains the statement “Made of Wheat, Malted Barley, Salt and Yeast.” 

The Examiner of Interferences cited the case of Postum Cereal Co., Inc. v. 
Farmers’ Mill & Elevator Ass’n, 58 App. D. C. 73 [18 T.-M. Rep. 165], which 
involved the registration of the notation “Wheat-Nut” for a cereal breakfast food 
over the opposition of appellee’s predecessor, Postum Cereal Co., alleging, as here, 
the prior use and registration of the mark “Grape-Nuts” upon a cereal breakfast 
food. The Examiner quoted certain statements from the opinion in said case which, 


he stated, he deemed pertinent in this proceeding. The statements so quoted are as 
follows: 


In considering the matter of confusing similarity, we think it important to examine into 
the character of the goods on which the marks are used. The goods are both largely 
wheat products. The users of Grape-Nuts are familiar with the fact that the cereal sold 
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under that name is chiefly produced from wheat; hence the adoption of the word “wheat” 
as part of appellee’s mark is merely the name of the product on which the marks are used. 
This we deem important, in determining whether or not the marks are so similar as to lead 
to*confusion. The purchasing public, seeking a wheat cereal, might easily be misled by 
the similarity of the marks, applied to the same product. 


* * * 


We think that the present case is in line with the decision of the Commissioner of Pat- 
ents in Postum Cereal Co. v. Hillis, opposition No. 2098, where the question involved was 
the similarity of the marks “Grape-Nuts” and “Bran-Nuts.” There, as here, the marks 


were applied to goods composed largely of a wheat product, and the user of one might 
readily be confused by the other. 


The Examiner of Interferences declined to consider the registrations set up in 
appellant’s answer because they had not been duly produced as a part of the record. 

The Commissioner, in affirming the decision of the Examiner of Interferences, 
stated that he was constrained to follow the reasoning of the court in the case of 
Postum Cereal Co., Inc. v. Farmers’ Mill & Elevator Ass'n, supra. He also stated 
that the opposer does not have the exclusive use of the word “nuts” as a trade-mark 
and that the words “Grape” and Wheato” are distinctly different. 

With respect to the refusal of the Examiner of Interferences to consider the 
registrations set forth in appellant’s answer, because not produced in the record, 
which refusal was presumably affirmed by the Commissioner, we would first 
observe that we find no reason of appeal assigning such refusal as error, and second, 
the Examiner of Interferences was right in so declining to consider such alleged 
registrations. Cross v. Williams Oil-O-Matic Heating Corporation, 18 C. C. P. A. 
(Patents) 1192, 48 F. (2d) 659 [21 T.-M. Rep. 246]. 

It will be observed from the quotation hereinbefore made from the case of 
Postum Cereal Co., Inc. v. Farmers’ Mill & Elevator Ass’n, supra, that the court 
in that case held that the adoption of the word “wheat” in the mark “Wheat-Nut” 
was merely the adoption of the name of the product on which the marks were used. 
This we construe as a holding by that court that the word “wheat” in the mark 
“‘Wheat-Nut” was descriptive, and as the Examiner held that he considered the 
language there used as being pertinent here, we are of the opinion that the Examiner 
of Interferences in the case at bar held in effect that the term “Wheato” in appel- 
lant’s mark was descriptive. This, too, is our opinion, for we do not regard the addi- 
tion of the letter “o” to the word “wheat” as being significant. It appears from ap- 
pellant’s specimen filed with its application for the registration of its mark that the 
public is expressly told in the printing upon the specimen that the goods to which 
the mark is applied are made chiefly from wheat products. This being true, we do 
not think that the notation “wheato” would indicate to purchasers to any degree 
the origin of the goods, but only that the goods were made in part of wheat. There- 
fore, the dominant part of appellant’s mark, so far as indicating origin is concerned, 
is the word “nuts” which, in view of the wide use of appellee’s product, “Grape- 
Nuts,” we must presume that appellant has appropriated from appellee’s mark. 

In the case of In re Coca Cola Bottling Co. of Los Angeles, 18 C. C. P. A. 
(Patents) 1384, 49 F. (2d) 838 [21 T.-M. Rep. 311], the registration of the mark 
“Lemon Frost” was refused in view of the mark “Jack Frost,” each of said marks 
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being used upon soft drinks. We held that the use of the word “lemon” in the mark 
“Lemon Frost” was for the purpose of indicating the flavor of the drink contained 
in the bottle to which the mark “Lemon Frost’ was applied. We therefore held 
that, inasmuch as the word “lemon” in the mark “Lemon Frost” was used to 
indicate the flavor of the goods, it could not be relied upon to indicate origin of the 
goods, and that the marks “Jack Frost” and “Lemon Frost” were confusingly 
similar. There the first words of the respective marks were very dissimilar, and 
the same is true of the first words of the marks here involved. 

In the case of Frankfort Distilleries, Inc. v. Kasko Distillers Products Corpora- 
tion, 27 C.C. P. A. (Patents) 1189, 111 F. (2d) 481 [30 T.-M. Rep. 339], we said: 


If the purchaser of trade-marked goods would be more likely to remember one part of 
a mark than another part as indicating origin of the goods, such word is the dominant part 
of the mark under the decisions above cited. 


For the reasons stated, we must hold that the dominant portion of appellant’s 
mark is the word “nuts,” and that, considered in its entirety, appellant’s mark is 
confusingly similar to appellee’s mark “Grape-Nuts.” 

It is not claimed by appellant that the word “nuts” is descriptive of cereal break- 
fast foods, but only that appellee is not entitled to the exclusive use of this word 
in a trade-mark. For the purposes of this case, this may be conceded; but to avoid 
conflict with appellee’s mark the word “nuts” must be used in such association as 
will clearly avoid confusion in the mind of the purchasing public as to the origin of 
the goods. Appellant’s mark, in our opinion, does not accomplish this. 

Finally we would observe that appellant introduced no testimony, and there is 
no explanation in the record of why appellant chose the word “nuts” as a part of 
its mark. Under these circumstances we must assume that appellant deliberately 
appropriated a part of appellee’s well-known mark with the expectation that it would 
profit by the confusion that would result therefrom. That this is a matter proper 
for consideration in cases of this character is well established. Lever Brothers Co. v. 
Riodela Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 408 [20 T.-M. 
Rep. 311]; The Procter & Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. 
(Patents) 1433, 49 F. (2d) 959 [21 T.-M. Rep. 314]. 

In our opinion in the case of Steimreich v. The Coca-Cola Co., 21 C. C. P. A. 
(Patents) 722, 67 F. (2d) 498 [24 T.-M. Rep. 11], we said: 


Had appellant wished clearly to indicate the origin of his goods, there were many 
thousands of words which he might have selected as a trade-mark for his product, or he 
could have coined a word or words, none of which could be open to the claim of similarity 
to appellee’s mark. . . . 

A like observation is applicable here. 

Each of the parties in its brief has cited a large number of cases in support of its 
respective contentions. Many of such decisions are of very little value because they 
depend upon the facts of the particular cases. 

One of the cases cited by the Commissioner and by appellant is that of Yeasties 
Products, Inc. v. General Mills, Inc., 22 C. C. P. A. (Patents) 1215, 77 F. (2d) 
523 [25 T.-M. Rep. 396], involving the trade-marks “Yeasties” and “Wheaties,” 
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which we held were not confusingly similar as applied to a cereal breakfast food. 
We would observe that in that case no question of descriptiveness of any part of the 
marks was involved, and we merely held that because each of the words “yeast” and 
“wheat” had the same suffix—‘ies”—they did not thereby become confusingly 
similar. 

For the reasons herein stated the decision of the Commissioner of Patents is 


affirmed. 


BLAND, Judge, concurs in the conclusion. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


Showing held insufficient to cancel 


Frazer, F. A. C.: Denied a motion by G. E. Harris, respecting his appeal from 
the decision of the Examiner of Trade-Mark Interferences sustaining the petition of 
West Disinfecting Company, to cancel trade-mark registration No. 335,244, issued 
May 26, 1936, under the provisions of the act of March 19, 1920, to said Harris. 

In his decision, rendered November 6, 1941, the Examiner fixed December 6, 
1941, as the limit of appeal therefrom. Harris filed an appeal on December 8, but 
did not pay the appeal fee until December 17. By his motion, Harris sought an 


extension of time, nunc pro tunc, to protect his tardy appeal. 

The First Assistant Commissioner concluded that the showing in support of the 
motion did not warrant the extraordinary relief sought. He stated that such a 
motion should be supported by a very compelling showing, and that the showing 
presented was grossly insufficient. In setting forth the facts of the case he said: 


The envelope in which the appeal was mailed to the Patent Office bears a Los Angeles 
postmark of December 2 at 2 p.m. Conceivably it could have reached Washington on 
December 6, but by the simple expedient of affixing an air mail stamp timely delivery would 
have been insured. Moreover, the only reasons given for waiting until so late a date to 
forward the appeal are that “the party Harris was out of the city of Los Angeles, California, 
and did not return until the second day of December, 1941,” and that “his attorney was 
unable to prepare appeal until authorized by Harris to do so.” How long Mr. Harris had 
been away is not stated, nor is there any explanation of his failure to give the necessary 
authority before leaving. There may have been an acceptable excuse for omitting payment 
of the fee within time, but that does not cure the lateness of the appeal.* 


Proceedings not stayed pending outcome of equity suit 
Van ArspALe, A. C.: Granted a petition by Dwinell-Wright Company, the 
petitioner for cancellation of several registrations granted to the respondent, Na- 
tional Fruit Product Company, Inc., wherein the petitioner prayed that the Commis- 
sioner exercise his supervisory authority and vacate the stay of proceedings granted 
by the Examiner of Trade-Mark Interferences. The Assistant Commissioner made 


oat West Disinfecting Company v. G. E. Harris, Canc. No. 3743, 163 M. D. 879, January 9, 
1 
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reference to an equity suit between petitioner and respondent, and to the petition 
for cancellation, as follows: 


In July, 1941, respondent filed equity suit against petitioner for infringement of several 
of respondent’s registered trade-marks, and for unfair competition. Petitioner filed answer 
and counterclaimed, alleging infringement by respondent of three of petitioner’s registered 
trade-marks. The marks of all the registrations consist of the words “White House,” 
either alone or in association with a picture of the executive mansion. Respondent charges 
infringement of all its registered marks by the use by petitioner of its mark “White House” 
for orange and grapefruit juice (no registration therefor asserted), and petitioner charges 
infringement of all three of its registered marks by the use by respondent of respondent’s 
registered marks on the goods named in these registrations. 

After issue was joined in the equity suit petitioner, the defendant in that suit, filed peti- 
tion to cancel all of the registrations which respondent herein asserted in the equity suit to 
be infringed by the petitioner herein, basing the petition for cancellation on the registrations 
asserted in its counterclaim and use of the marks of those registrations on the goods named 
therein. Thus the petition for cancellation in effect alleges that in view of the said regis- 
trations and uses of the marks by petitioner the Patent Office erred in granting respondent 
the registrations now sought to be cancelled and that the registrations should have been 
refused and that they are invalid. 


In concluding that the cancellation proceeding should not be stayed pending the 
termination of the equity suit, the Assistant Commissioner said: 


If in fact the registrations were improvidently granted and instead should have been 
refused because the marks were not registrable to respondent at the time the applications 
for registration were filed, it seems to me the sooner the mistake of the Patent Office is 
rectified the better, not only in the interest of justice to those whom the registrations may 
be affecting adversely but also to correct the register without undue delay. 

In my opinion, since the registrations issued as a result of decisions of a Patent Office 
tribunal these decisions should be reviewed by the Patent Office tribunals when challenged 
through a proper proceeding, for instance, this cancellation proceeding which is authorized 
by the statutes. Sec. 13, act of February 20, 1905. Furthermore, cancellation of the regis- 
trations would not deprive respondent of such common law rights in the marks as respond- 
ent may possess and registrations are not necessarily essential to supporting a suit for unfair 
competition. In the equity suit cancellation of the registrations is not prayed for.? 


Goods of Different Descriptive Properties 


Laxatives and fresh vegetables 


VAN ArspALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences dismissing the notice of opposition by Modern Diet Products, Inc., to the 
application of Al. Massera, for registration of the words “Swiss Miss” for fresh 
vegetables. 

The opposition was based on prior use by opposer of the mark “Swiss Kriss” 
for a laxative compounded of herbs and vegetables and on the prior registration of 
the mark “New Swiss Kriss” for the same product. 

In agreeing with the Examiner that fresh vegetables and herbal laxative are 
goods not of the same descriptive properties, the Assistant Commissioner said: 


2. Dwinell-Wright Company v. National Fruit Product Company, Inc., Canc. No. 3929, 
163 M. D. 880, January 12, 1942. 





DECISIONS OF COMMISSIONER OF PATENTS 143 


The word “laxative” has a medicinal meaning. It is defined in Webster’s New Inter- 
national Dictionary, second edition, 1940, as “a laxative medicine.” Opposer points out 
that under the stipulated facts, opposer’s laxative is an herbal preparation of vegetable 
origin, is sold in certain food stores where fresh vegetables are sold and has been featured 
by lecturers in connection with dissertations on the dietary values of vegetables. Even so, it 
is my opinion that purchasers would classify the herbal laxative as a medicine and would 
not classify fresh vegetables as medicines. Nor do I consider the fact that applicant deals 
in fresh vegetables would be likely to lead purchasers to believe applicant also deals in 
herbal, or other, laxatives. The goods appear to me to be so dissimilar in character that 
the concurrent use of the marks on the respective goods would not be likely to cause con- 
fusion or result in mistake or deception of purchasers. 

Were the goods of the same descriptive properties I would say that the marks of the 
parties are so similar that likelihood of confusion would exist, but in my opinion the goods 
are not of the same descriptive properties. This requires the notice of opposition to be dis- 
missed. Mulhens & Kropf, Inc. v. Onnen, 17 C. C. P. A. 831, 37 F. (2d) 435, 394 O. G. 9 
(20 T.-M. Rep. 48].° 


Interference 


Non-partner without right to register 


Van ArspAce, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences adjudging Richard Gottardi, the senior party to this interference, not 
entitled to be granted registration on his application for a trade-mark comprising 
his surname and containing his facsimile signature. The Examiner had dissolved 
the interference and adjudged that neither party was entitled to the registration for 


which the applications were filed. Since the junior party, Torino Vermouth, Inc., 
took no appeal, the Assistant Commissioner held that the appeal of the senior party 
was not concerned with the dissolution of the interference. 

Before the Assistant Commissioner, the senior party contended that he entered 
into a joint venture with the junior party for the manufacture and sale of vermouth ; 
that the trade-mark in issue was adopted and used by the joint venture in interstate 
commerce ; that the trade-mark was his sole property ; that said adoption and use of 
the mark inured as a matter of law to his benefit as the owner of the mark; and that 
he never bestowed the ownership of said mark upon the junior party. 

In refusing to accept the contentions of the senior party, the Assistant Commis- 
sioner said: 


The fact that the understanding between the parties was not expressed in writing makes 
it difficult to determine exactly what it was, particularly as the parties are not now in 
agreement. The senior party states he was a partner with the junior party company in 
the business of manufacturing and selling vermouth as a joint venture between them with 
the understanding that he would be made a stockholder and officer of the junior party at a 
fixed salary. The secretary of the junior party, and with whom the senior party had the 
understanding, states that the senior party was merely a salesman for the junior party 
company on a commission basis and the matter of the senior party’s acquiring an interest in 
the junior party company was never mentioned between them. 

It is my conclusion from a review of the entire record that the senior party’s connec- 
tion with the junior party was to promote the junior party’s vermouth and wine business 


wit Modern Diet Products, Inc. v. Al. Massera, Opp. No. 19,419, 163 M. D. 882, January 15, 
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and to secure orders for the junior party’s products. It appears he expected to receive one- 
third of the net profits derived from the sales of vermouth. This I consider in the nature of 
commission based on sales. Also he received five, and sometimes ten percent commission 
on orders he secured for the junior party’s wines. Further, it seems that in consideration 
for giving the junior party the vermouth formula and permission to use his name as a trade- 
mark and a sum of money he expected to receive some stock of the company and be made an 
officer thereof. 

In my opinion the association between the parties was not such as can result in the use of 
the mark by the junior party inuring to the benefit of the senior party or to establish such 
use of the mark by the senior party as permits registration thereof by him. The business 
in connection with which the trade-mark was used was solely that of the junior party and 
it seems to me that the senior party’s conduct and activities amounted in purpose and effect 
to a deliberate attempt to become employed by the junior party at a fixed salary and to be 
made an officer of and stockholder in the company rather than to engage in a partnership 
or joint venture with the junior party. Furthermore, it does not appear that the senior 
party has used the mark in any business since he severed relations with the junior party. 
Irrespective of what sort of ownership the senior party may have in his personal name, his 
lack of trade-mark use of the mark requires that registration be refused on his application.* 


Surnames Under Act of 1920 
“Redfern” held registrable 


Frazer, F. A. C.: Dismissed a petition brought by Francis Redfern of London, 
England. 

In the petition, Redfern requested the Commissioner “in the exercise of his 
supervisory authority” to order the cancellation of trade trade-mark No. 391,121, 
issued October 21, 1941, under the provisions of the Act of March 19, 1920, to 
Brunswig Drug Co., of Los Angeles, California. 

The application upon which said registration issued was originally filed under 
the Act of February 20, 1905, and was successfully opposed by Redfern on the 
ground that the mark sought to be registered was his name. Thereupon the appli- 
cant, by appropriate amendment before the Examiner of Trade-Marks, sought 
registration under the Act of 1920, which was granted. 

In his decision, the First Assistant Commissioner said: 


Petitioner asserts that a similar motion was denied by the Examiner of Interferences. 
The record shows, however, that the Examiner of Interferences dismissed that motion 
for lack of jurisdiction. Surnames are registrable under the Act of 1920; and there was 
no impropriety on the part of the Examiner of Trade-Marks in granting registration under 
that act, even though it had been refused under the Act of 1905. 

Petitioner’s remedy, if he deems himself injured, is to be found in Section 2 of the 
Act of 1920. The procedure there outlined is jurisdictional, and affords the only 
authority possessed by the Commissioner to cancel a registration issued under that act.® 


4. Torino Vermouth, Inc. v. Richard Gottardi, T.-M. Int. No. 3214, 163 M. D. 877, January 6, 
1942 


5. Ex parte Brunswig Drug Co., T.-M. Reg. No. 391,121, 163 M. D. 867, November 28, 1941. 
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when public did not identify then with appellee 


THE N. S. W. COMPANY, Et at. v. WHOLESALE LUMBER & MILL- 
WORK, INC., et av. (U. S. Circuit Court of Appeals, Sixth Circuit)— 
Use of “Never Stick” held unfair competition with appellant’s use of “Non- 


STERLING PRODUCTS CORPORATION v. STERLING PRODUCTS, 
INC. (U. S. District Court, Southern District, New York)—Sterling,” 
used by both parties as a trade-mark, held descriptive 


HAMILTON WATCH COMPANY v. HAMILTON CHAIN CO., INC., 
ET AL. (U. S. District Court, District of Rhode Island)—Registration of 
name “Hamilton” under ten-year clause invalid, as use did not begin till 


THE COCA-COLA COMPANY v. BUSCH et at. (U. S. District Court, 
Eastern District Pennsylvania)—Defendant’s use of “Koke Up” on brown 
colored beverage held unfair competition with plaintiff's “Coca-Cola” 


J. A. DOUGHERTY’S SONS, INC., DISTILLERS v. DOUGHERTY 
(U. S. District Court, Eastern District of Pennsylvania)—Change in owner- 
ship of plaintiff's business immaterial in deciding unfair competition by use 
of name “Dougherty,” so long as some secondary meaning attached thereto. 


J. A. DOUGHERTY’S SONS, INC. v. DOUGHERTY (U. S. District Court, 
Eastern District Pennsylvania)—Prohibition against infringement of regis- 
tered labels extends only to genuine labels, not violating prior rights 


KRAFT CHEESE COMPANY v. LESTON COMPANY, INC. (U. S. Dis- 
trist Court, Eastern District, Missourt)—“Salad Whip” infringes “Miracle 


BOURJOIS, INC. v. PHILIP S. WILLINGMYRE, TRADING AS KEMP 
TOILETRIES, VERA PRODUCTS CO., AND J. R. HARRISE 
(U. S. District Court, District of New Jersey)—Defendant’s use of card 
with words “Evening in Paris” held violation of injunction 
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PART II 


FRESH GROWN PRESERVE CORPORATION, SUN DISTRIBUTING 
COMPANY, INC. MURRAY GREENBERG AND LEO GREENBERG 
v. FEDERAL TRADE COMMISSION 


United States Circuit Court of Appeals, Second Circuit 
February 16, 1942 


UNFAIR COMPETITION—TRADE CoMMISSION Act—Su!Its—DEFENSES—J URISDICTION. 

Petitioners, engaged in selling fruit preserves, on appeal from an order of the Federal 
Trade Commission requiring them to cease and desist from making allegedly false statements 
on the labels used on the preserves, denied such acts were in violation of the Trade Commis- 
sion Act, but at most called for proceedings under the Food and Drug Act. Defense held 


invalid, as such acts amounted to unfair trade practice, which the Commission had authority to 
prevent under Section 5 of the Act. 


UNFAIR CoMPETITION—TRADE CoMMIssIon AcT—Scope oF AMENDMENTS. 
The additions to the Federal Trade Commission Act found in sections 12 to 15, inclusive, 
give the Commission greater control over the advertising of food, drugs, cosmetics, etc., and 


only in proceedings under said sections is the definition of false advertising in section 15 
relevant. 


UNFAIR COMPETITION—TRADE COMMISSION ACT—SvuITS—PETITIONER’S RIGHT TO FULL HEARING. 


In the case at issue, where petitioners were not given opportunity to complete the testimony 
in their defense, the case was remanded to the Commission for a rehearing. 


In equity. Action for unfair competition under the Federal Trade Commission 


Act. On appeal from a cease and desist order of the Trade Commission. Re- 
manded for further hearing. 


Before Swan, Aucustus N. Hanp, and Cuasg, C. J. 


W. T. Kelley, Chief Counsel, Federal Trade Commission; Martin A. Morrison, 
Assistant Chief Counsel, James W. Nichol, and Earl J. Kobb, Special Attor- 
neys, for respondent. 

Louis Halle (Edward Halle, on the brief) for petitioners. 


Cuase, Circuit Judge: 


This petition, under 15 U S. C. A., Section 45 (c), puts in issue for purposes 
of review an order made by the Federal Trade Commission requiring the petitioners 
to cease and desist from labeling, marking or advertising their products as “pre- 
serves,” or “pure prserves” unless they contain a fruit content in proportion to 
sugar of at least 45 to 55 by weight; from representing that their products, not 
having such proportions, are “preserves” or “pure preserves” ; and from represent- 
ing that their products are composed of any fruits when in fact they contain a 
mixture of fruits other than those stated... . 

The order was made after hearing and report by a trial examiner on a com- 
plaint by the Commission. The complaint charged that all the petitioners were 
selling and distributing in interstate commerce to wholesale and retail dealers 
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various kinds of fruit “preserves” which were represented by the petitioners to be 
“pure fruit preserves” by means of labels, tags and markers attached to the jars 
and containers in which the preserves were packed; that the preserves were not 
preserves or “pure fruit preserves” within the popular meaning of those words in 
that they did not have a fruit content of at least 45 pounds of fruit to 55 pounds of 
sugar ; and that such products contained mixtures of fruits other than as repre- 
sented by the petitioners. It was further charged that the petitioners also made 
such false representations by means of advertising and sales literature. And it 
was alleged that, as a result of such conduct by the petitioners, trade had been 
unfairly diverted to the petitioners from their competitors which injured competition 
and interstate commerce in violation of the provisions of the Federal Trade Com- 
mission Act. (15 U.S.C. A., Section 45.) 

The petitioners answered the complaint by admitting that they were engaged 
in interstate commerce and selling fruit preserves in competition with others so 
engaged ; that they labeled their products “pure fruit preserves”; and denied that 
they did any advertising. They admitted that the terms “fruit preserves” and 
“pure fruit preserves” were synonomous in the trade and denied that they were 
commonly understood to mean a product made from at least 45 pounds of fruit to 
55 pounds of sugar; and denied the allegation that their products were not fruit 
preserves or pure fruit preserves within the popular meaning and acceptance of 
those terms. They denied that a fruit preserve was known and understood by the 
trade and purchasing public as a product prepared or manufactured in the above 
proportion of fruit to sugar; that their products contained any mixture of fruits 
other than as specified ; and also denied generally any violation of the Act. 

Two affirmative defenses were alleged. The first of them appears to have been 
abandoned and will be disregarded. The second was to the effect that the alleged 
acts of the petitioners are not, as proved, violations of the Federal Trade Commis- 
sion Act but that they at most call for proceedings against the petitioners only 
under the Food and Drug Act. (21 U.S.C. A., Section 1 et seq.) 

The evidence introduced was sufficient to support findings which the Commis- 
sion made to the effect that all the material allegations in the complaint, except as 
to advertising, were proved; and the petitioners now rely (1) upon error in the 
exclusion of evidence and the curtailment of the cross examination of witnesses 
who testified as to the existence of a standard formula of not less than 45 pounds 
of fruit to 55 pounds of sugar in the manufacture of fruit preserves; (2) upon 
failure of evidence of advertising ; and (3) upon the affirmative defense that if their 
conduct subjects them to any proceedings at all, such proceedings must be under 
the provisions of the Food and Drug Acts. 

We will deal with this affirmative defense first. It is based on the contention 
that, as a definition of “false advertisement” in Section 15 (a) of the Act [15 U. S. 
C. A. 55 (a)] excludes labeling, and petitioners have at most but labeled their 
products, they cannot by so doing have violated the Federal Trade Commission Act, 
If they are right, of course the Commission had no jurisdiction. This argument, 
however, fails to take due account of two things. One is that the petitioners’ con- 
duct as found by the Commissioner amounted to unfair methods of competition in 
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commerce in violation of Section 5 of the Act (15 U. S. C. A., Section 45) and the 
other, that the definition of false advertisement in Section 15 is expressly limited to 
that term as used in Sections 12, 13 and 14. The courts have repeatedly upheld 
the jurisdiction of the Commission to prevent unfair competition by means of false 
labeling and misbranding regardless of the kind of the product. F. T. C. v. 
Winsted Hosiery Co., 258 U. S. 483 [11 T.-M. Rep. 277]; Royal Baking Powder 
Co. v. F. T. C., 281 Fed. 744 (C. C. A. 2) [23 T.-M. Rep. 140]; F. T. C., v. Mor- 
rissey, 47 F. [2d] 101 (C. C. A. 7) [23 T.-M. Rep. 434]; F. T. C. v. Good-Grape 
Co., 45 F. [2d] 70 (C. C. A. 6) [21 T.-M. Rep. 77]. The last three of the cited 
cases dealt with unfair competition in the sale of food products. Since the Wheeler- 
Lea amendment of March 21, 1938, we have three times upheld this jurisdiction of 
the Commission. Fioret Sales Co., Inc. v. F. T. C., 100 F. [2d] 358; Justin 
Haylnes & Co., Inc. v. F. T. C., 105 F. [2d] 988; Parfums Corday, Inc., v. F. T. C., 
120 F. [2dj 808. One of these cases dealt with a drug and the other with cos- 
metics. See also, Federal Trade Commission v Kay, 35 F. [2d] 160 (C. C. A. 7) 
[19 T.-M. Rep. 400], another drug case. 

The amendment to Section 5 (15 U. S. C. A. 45) of the Act did not modify the 
term “unfair methods of competition in commerce” but made unlawful what were 
called ‘‘unfair or deceptive acts or practices in commerce” and by so doing enlarged 
instead of lessened the scope of jurisdiction of the Commission. The additions 
found in Sections 12 and 15. inclusive were also to give the Commission greater 
control over the advertising of food, drugs, cosmetics and the like by providing for 
criminal action as well as injunction; and only in proceedings under such sections 
is the definition of false advertisement in Section 15 relevant, not in a proceeding 
like this under Section 5. 

The only proof of advertising was the interstate sending by the petitioners of 
price lists to their customers in the wholesale and retail trade describing their 
products as pure fruit preserves and the representations to like effect by salesmen 
to such customers. We could not now decide whether that was advertising in 
violation of Sections 12 to 15 inclusive. Like false labeling, it may have been de- 
ceptive and have amounted to unfair competition under Section 5 and we need now 
be concerned with nothing more. 

But whether anything the petitioners did was deceptive and in violation of 
Section 5 depends basically upon whether the proceedings which resulted in the 
finding that there was a known standard for the manufacture of fruit preserves 
were conducted without harmful error. We do not think they were and conse- 
quently there must be a remand to the Commission for findings after hearings 
which do afford the petitioners a fair opportunity to develop all the pertinent facts. 
Fashion Originators Guild v. F. T. C., 114 F. [2d] 80, 83. 

During the hearings before the examiner the petitioners attempted to make it 
appear that the addition of pectin during the manufacture of preserves, a practice 
which has prevailed for years in both commercial and domestic preserve making, 
changed the requirement for a fixed proportion of sugar to fruit and made it im- 
possibly fairly to arrive at the standard the Commission found to have been estab- 
lished. A Doctor Osborn who had testified to this standard had stated on direct 
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examination that some pectin was added in the commercial manufacturing of 
preserves and that the usual domestic practice was to use a cup of fruit to a cup 
of sugar. On cross examination the attempt to examine him regarding the home 
use of a pectin product sold under the trade-name of “Certo” was blocked by 
objections the examiners sustained. The purpose was to show that the recipe 
widely distributed with this product called for the use of less fruit in proportion to 
sugar than he had previously testified was used in the home. Similar efforts to 
show that the standard the Commission found was by no means to be accepted as 
such because of the varying use of added pectin were made during the examination 
of witnesses Wallace, Kirkpatrick and Hader and were frustrated in the same 
way. The evidence which the petitioners tried to place before the examiner was 
all relevant and of great importance in deciding what was really the most important 
issue. This cutting off the right of the petitioners to make clear what the decisive 
facts were prevented a fair hearing and makes it necessary to send the case back 
to the Commission for a finding as to a standard after giving the petitioners an 
opportunity to introduce for consideration whatever material and relevant evidence 
on that subject they may offer. 

It is immaterial that the Department of Agriculture did promulgate a regulation 
on September 5, 1940, which was in effect when the Commission issued the cease 
and desist order on September 20, 1940, establishing for preserves or jams a 
standard content, with stated optional variations, of not less than 45 parts of fruit 
ingredients by weight to 55 parts by weight of optional saccharine ingredients. 
That. was not an effective standard during the time of the alleged violations by the 
petitioners of the Federal Trade Commission Act and there is no proof that the 
petitioners have failed to comply with the regulation since it was promulgated. 

Cause remanded for proceedings in accordance with this opinion. 


Editorial Note—The decision here reported does not deal directly with trade-mark rights 
but involves a very important point in the law of unfair competition here decided for the first time. 
Section 15 of the Federal Trade Commission Act, in giving the Commission jurisdiction over 
false advertising in the food and drug field, except with regard to labeling, does not prevent the 
Commission from instituting proceedings in any cases where such labeling amounts to an unfair 
or deceptive practice in commerce. In other words, it was held by the court that the jurisdiction 
of the Food and Drug Administration over labeling is not exclusive, but concurrent in all cases 
in which the false labeling bears all the characteristics of an unfair trade practice under Section 
5 of the Act. 


THE AMERICAN FORK & HOE COMPANY v. STAMPIT 
CORPORATION 


United States Circuit Court of Appeals, Sixth Circuit 
January 13, 1942 


Unrair CoMPETITION—SUITS—]J URISDICTION. 
A Circuit Court of Appeals is without jurisdiction to consider an order overruling motion 


for rehearing, as notice of appeal did not include order in specifying matter from which appeal 
was taken. 


Unrarr CoMPETITION—SIMILARITY OF GoopsS—EVIDENCE OF CONFUSION. 
Evidence of actual confusion is not necessary in suits for unfair competition, but the mere 
existence of possible confusion does not give rise to the right of injunction. 
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Unrair CoMPETITION—FUNCTIONAL FEATURES OF Goops—ELEMENTS PUuBLICI JURIS. 

The use by appellee in putting out its rakes of a certain form, size and color, did not give 
it a monopoly of these features, especially when no proof was shown that customers identified 
them with appellee, and the latter claimed the low price of its rakes was its main appeal to 
customers. 

UnFair CoMPETITION—SUITS—RESTRICTIONS. 

When it does not appear that the public has been moved in any degree to buy an article 

because of its source, an action for unfair competition does not lie. 


In equity. Action for unfair competition. From decree for plaintiff, defendant 
appeals. Reversed. 


Frank M. Slough and John T. Scott, both of Cleveland, Ohio, for appellant. 
James R. McKnight and Harry L. Peters, both of Chicago, Ill., and Homer H. 
Marshman, Cleveland, Ohio (Robert C. Comstock on the brief) for appellee. 


Before, ALLEN, HAMILTON and Martin, Circuit Judges. 
ALLEN, Circuit Judge: 


This is an appeal from a portion of a decree holding Patent No. 1,937,775, issued 
to S. P. Neuhausen December 5, 1938, valid but not infringed. The District Court 
also held that the appellant, by the manufacture and sale of a particular rake subse- 
quent to the issuance of the Neuhansen patent and subsequent to the manufacture 
and sale of rakes under the patent by the appellee, had engaged in unfair competi- 
tion. The court found: 


The rake made and sold by defendant [appellant] .. . is similar to that manufactured 
and sold by complainant [appellee], among other things in color and shape, has the same 
number of teeth, the teeth being of the same length and spacing and formed in the same 
manner, is the same width, the cross member is of the same depth, the flange of the same 
width and the rake is similar thereto in general combination of details and appearance as 
to be likely to cause confusion in the purchasing public. 


A permanent injunction was issued, restraining the appellant from manufac- 
turing, selling or offering to sell rakes such as those described in the finding. 

The appeal does not attack the holding as to validity and infringment of the 
patent. The sole question is whether the court erred in finding the appellant guilty 
of unfair competition and in issuing the decree based upon that finding. 

As a preliminary question, appellant urges that the complaint did not plead a 
cause of action resting on unfair competition, but merely alleged aggravation of 
patent infringement because of the claimed copying by appellant of details of con- 
struction of appellee’s rake, and that within the doctrine announced by this court in 
Troy Wagon Works v. Ohio Trailer Co., 272 F. 850 [10 T.-M. Rep. 336], inde- 
pendent relief on account of unfair competition cannot be granted here. 

The allegations with respect to unfair competition are as follows: 


Complainant further alleges upon information and belief that said defendant acquired 
or caused to be acquired genuine rakes of complainant’s manufacture embodying the inven- 
tion of the patent in suit, and with said genuine rake as a model before it, proceeded to 
construct infringing rakes embodying therein not only the patented features of complainant, 
but copying and simulating non-essential details such as shape, size, materials, color, de- 
sign, and the various combinations thereof to such an extent as to enable it to palm off on 
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the public its rakes as and for the genuine rakes of complainant’s manufacture; the appear- 
ance of defendant’s rakes thus copied not only being of such near resemblance to com- 
plainant as made under the patent aforesaid as to likely deceive the public to purchase one 
for the other but to make it almost impossible for the ordinary purchaser or user to dis- 
tinguish one from the other, thus aggravating the unlawful infringement aforesaid by such 
unfair, fraudulent and deceptive imitation of complainant’s rake; and that such unfair and 
deceptive methods in competition with the complainant have been carried on by the de- 
fendant in connection with, arise out of, and are a part of defendant’s infringing acts afore- 
said. 

These allegations do not plead an independent cause of action for unfair com- 
petition. While the holding in the Troy Wagon Works case, supra, supports appel- 
lant’s contention that an injunction upon that ground cannot therefore be granted, 
the objection must be overruled because of the more liberal rules of procedure now 
applicable. The action as instituted December 20, 1938, and all proceedings are 
governed by the new Federal Rules of Civil Procedure, effective September 16, 
1938. Rule 15, which squarely applies, reads as follows: 


When issues not raised by the pleadings are tried by express or implied consent of the 
parties, they shall be treated in all respects as if they had been raised in the pleadings. 
Such amendment of the pleadings as may be necessary to cause them to conform to the 
evidence and to raise these issues may be made upon motion of any party at any time, 
even after judgment, but failure so to amend does not affect the results of the trial of these 
issues. 


Here the issue of unfair competition was tried in open court, and no objection 


was made by appellant to the admission of the evidence upon which the District 
Court relied for its decision. The pleadings might have been amended, even after 
judgment, to conform to the evidence; but since failure to amend does not affect 
the result as to issues tried, we conclude that, in absence of any motion attacking the 
complaint, and in absence of objection to the evidence, the complaint is to be con- 
sidered as having duly charged an independent cause of action in unfair competition. 
Appellant urges that the court abused its discretion in overruling its motion 
for rehearing. Since the notice of appeal did not include the order overruling the 
motion in its designation of the matter from which an appeal was taken, we have no 
jurisdiction to consider it. Assuming that we had such jurisdiction, the claim of 
error has no merit on the present record, no abuse of discretion being shown. 
The appellant is on surer ground when it urges that the decrees must be reversed 
on the merits for lack of proof of an exclusion right to the particular shape or 
design of rake manufactured. Since no question is made as to infringement, it is 
necessary for the appellee to establish its claimed exclusive right in some other 
manner than under the patent. No trade-mark or trade-name is involved, and 
appellee’s case, therefore, depends primarily upon whether this record shows that 
its rakes are sought by the public because they are manufactured by the appellee, 
and not because of their own peculiar quality, that is, whether this form of rake 
has a secondary meaning. The substance of the testimony upon this point is concise 
and not controverted. Foster, president of the appellee, stated that appellee started 
making rakes substantially like the rake in issue in the early part of 1935. He 
declared that this was the first rake that was made to retail at fifty cents ; that it has 
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met with general acceptance, being shipped into about forty-two states and into 
Canada ; that upwards of 300,000 have been sold, the sales now running over 100,000 
a year. To show the nature and extent of appellee’s advertising, four pieces of 
literature were introduced in evidence, together with the statement that these are 
sent out to 250 of the major jobbers in the United States and Canada, and with 
correspondence generally. Foster testified that appellant’s rake was called to his 
attention by one of his customers, who said ““We’ve got a rake that’s just like yours.” 
Foster examined the rake, which he said had the same number of teeth, the same 
length, was formed in the same manner and of the same color and width as appellee’s 
rake. Another customer showed Foster one of appellant’s rakes and also com- 
mented on the similarity. These events happened about two and a half years after 
appellant’s rake had been on the market, some time in 1937 or 1938. Foster 
emphasized that his corportation was a pioneer in the “fifty cent flexible selection,” 
that is, a pioneer as to “price of that kind of rake.” Appellee introduced no evidence 
indicating that customers sought its rake because it is manufactured by the appellee 
corporation. The rakes introduced in evidence by the opposing parties have the 
same number of tines displaying a similar curve, and are substantially of the same 
width, each being green in color. It is not contended here that the tine-retaining 
feature of the Neuhausen patent is imitated by appellant. 

It appears that prior to 1935 appellant manufactured a rake eighteen inches wide, 
with twenty-four teeth, and that appellee’s rakes up to 1936 were always advertised 
as being red instead of green. Nevertheless, considering the presumption to be 
accorded the findings of the trial court, we assume that a substantial similarity 
existed between appellee’s rake and appellant’s rake as sold in 1938, and that the 
combination of features in which the rakes are similar appeared in appellee’s rake 
prior to the time that appellant’s rake was put on the market. 

No evidence of actual confusion was presented, but this is not necessary if con- 
fusion or deception is natural and probable as the result of the resemblance. How- 
ever, the mere existence of possible confusion does not give rise to the right of in- 
junction. As stated by Judge Learned Hand in Crescent Tool Co. v. Kilborn & 
Bishop Co., 247 F. 299, 300 (C. C. A. 2) [8 T-M. Rep. 177]: 


. it is apparent that it is an absolute condition to any relief whatever that the 
plaintiff in such cases show that the appearance of his wares has in fact come to mean that 
some particular person—the plaintiff may not be individually known—makes them, and 
that the public cares who does make them, and not merely for their appearance and 
structure. 


The doctrine of secondary meaning has come to be associated with the product 
itself, as well as with the trade-mark or trade-name under which it may be sold. 
A secondary meaning attaches to a given shape or form of article when that form is 
associated in the minds of prospective customers with the source from which the 
article came to such an extent that demand for the particular article depends upon 
the business reputation or standing of its maker. Here the District Court in effect 
held that the manufacture of a rake not distinguished by any trade-mark or trade- 
name, for some two years prior to the appearance of appellant’s rake, establishes a 
right to permanent injunction against manufacture by appellant of the rakes de- 
scribed. If the advertising and the territorial extent of sales without any break- 
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down as to the number sold in each state or district defines the area, the injunction 
might be construed to extend to forty-two states and Canada. We think that this 


conclusion is erroneous. As Justice Holmes said in Flagg Mfg. Co. v. Holway, 178 
Mass. 83: 


In the absence of a patent, the freedom of the manufacturer cannot be cut down under 
the name of preventing unfair competition. All that can be asked for is that precautions 
be taken, so far as are consistent with the defendant’s fundamental right to make and sell 
what he chooses, to prevent the deception. .. .” 


The same doctrine has been approved in Kellogg Co. v. National Biscuit Co., 
305 U. S. 111, 121 [28 T.-M. Rep. 569]. Moreover, in order to establish even the 
limited right of compelling appellant to take positive steps to avoid confusion, the 
existence of secondary meaning must plainly appear. It is often held that in the 
case of sales made or business carried on for a long period under a trade-name, 
trade-mark, or peculiar dress of goods, and in a well-defined area, a secondary mean- 
ing is created which establishes a right to injunction. In Little Tavern Shops v. 
Davis, 116 F. [2d] 903, 906 (C. C. A. 4), for twelve years the plaintiff had con- 
ducted a business under the name of Little Taverns in thirteen shops within a single 
city and the court decided that the right to use that name in that vicinity was ex- 
clusive. But this is very different from holding that an exclusive right exists in 
the dimensions, form, shape and color of a rake whose appeal is said by the maker 
to lie in the fifty-cent price. No peculiar mark or designation distinguishes appel- 
lee’s rake, and nothing is presented showing that appellant’s rake was put out with 
any intent to deceive. The fact of the low price adequately explains the increasing 
volume of appellee’s sales, but does not establish that the primary significance of the 
product is that it is manufactured by the appellee. Therefore its case must fail. 
When it does not appear that the public has been moved in any degree to buy an 
article because of its source (Crescent Tool Co. v. Kilborn & Bishop Co., supra), 
an action for unfair competition does not lie. As in the case of Sinko v. Snow- 
Craggs Corp., 105 F. [2d] 450 (C. C. A. 7) [29 T.-M. Rep. 524], all that is shown 
here is that the two rakes are similar in form, color and appearance ; but there is no 
showing that appellant’s rake was bought as originating with appellee, nor that 
appellee’s rake was bought because it was manufactured by it. This court, in 
Upjohn Co. v. Wm. S. Merrell Chemical Co., 269 F. 209, 212 [11 T.-M. Rep. 87] 
(certiorari denied, 257 U. S. 636), declared that “certain it is that there is no recog- 
nized basis of any right to exclude others, save that extent and kind of public sanc- 
tion which has induced a common identification of maker by products, and that only 
in this way can a plaintiff claim to have any property rights to be protected.” Cf. 
Kellogg Co. v. National Biscuit Co., supra, at 118, where the court stated that to 
establish a trade-name in the term “Shredded Wheat” the plaintiff “must show that 
the primary significance of the term in the minds of the consuming public is not the 
product but the producer.” 

In light of this conclusion we need not consider whether the resemblance be- 
tween appellant’s and appellee’s rakes is founded upon functional or non-functional 
features, a branch of the case which, due to the meagerness of the record, could not 
be adequately discussed. 


The decree is reversed and the cause is remanded with instructions to dismiss 
the bill. 
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THE N. S. W. COMPANY et at. v. WHOLESALE LUMBER & MILL- 
WORK, INC. Et AL. 


United States Circuit Court of Appeals, Sixth Circuit 
October 11, 1941 


TRADE-M arK—“Non-STIck” For Winpow SASH—DESCRIPTIVE TERM. 
The notations ‘“N-Stick” and “Non-Stick Window” held descriptive as applied to a freely 
sliding window sash, hence not capable of protection. 
UnFair CoMPETITION—SUITS—]J URISDICTION. 
Even though the patents and trade-mark concerned in the instant case are invalid, the 


question of unfair competition is not foreclosed for lack of jurisdiction because no diversity 
of citizenship exists. 


UNFAIR COMPETITION—IMITATING TRADE-MARK AND TRADE INSIGNIA—“N. S. W.” anp “NEVER 
Stick” on WINDow SASHES. 


Appellant put out freely sliding window sashes under a patent, using thereon the trade- 
marks “N. S. W.” and “Non-Stick.” In 1934 appellee Currier took over the N. S. W. 
business for his company, appellee, Wholesale Lumber & Millwork, Inc., which for a time 
bought metal for its frames from plaintiff, but, subsequently broke off relations, though 
continuing to use the said trade-marks. Appellees held guilty of unfair competition and 
were enjoined from the further use of the terms “Currier Never Stick” and “Never Stick.” 

UnFairR CoMPETITION—SUITS—INJUNCTION—FORM OF DECREE. 


The decree of the lower court was modified in that an accounting was ordered to determine 
appellee’s profit on sales of its “Currier Never Stick” goods. 


In equity. Action for patent and trade-mark infringement and unfair com- 
petition. From a decree for defendants, plaintiffs appeal. Affirmed as to patent and 
trade-mark infringement, but modified as to unfair competition. 


Swan, Frye & Hardesty, Detroit, Mich., for appellants. 
Fildew & DeGree and Dike, Calver & Gray, both of Detroit, Mich., for appellees. 


Before, Hicks, Stmons and ALLEN, Circuit Judges. 
Hicks, Circuit Judge: 


Appellants, The N. S. W. Company, a Michigan corporation, herein called the 
Company, and Helen R. Howenstein, a resident of Michigan, are licensee and 
owner, respectively, of Patent No. 1,743,454 issued January 14, 1930, to G. H. 
Howenstein. The appellees, Wholesale Lumber & Millwork, Inc., herein called 
Wholesale, and Currier Lumber Company, are both Michigan corporations. 

The patent is for a “Sash Guide.” Appellants sued appellees for infringement 
of the patent; for infringement of the trade-marks “Non-Stick Window” and 
“N.S. W. Co.,” registered respectively on October 27, 1936, and January 12, 1937, 
and used in connection with window assemblies in which the patented sash guide 
was installed ; and for unfair competition arising from the sale by appellees of win- 
dow assemblies identified as “N.S. W. Windows” and as “Never-Stick Windows” 
or any imitations calculated to deceive the public. There were prayers for an in- 
junction, for an accounting, and for three-fold damages. 
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The chief defense to the charge of patent infringement was invalidity, because 
of anticipation and failure to describe the invention in such full, clear, precise and 
exact terms as to enable one skilled in the art to construct the patented device. 

The District Court dismissed the bill upon its findings that the patent was 
anticipated; that the term “Non-Stick Window” or “Non-Stick” as applied to 
windows was descriptive and not susceptible to appropriation for trade-mark pur- 
poses, and had not acquired a secondary meaning in connection with appellants’ 
business within that portion of Michigan where infringement was alleged to have 
occurred. 


THE TRADE-MarkKs 


The features of the patent stressed most in the specifications were those which 
induced a freely sliding sash, and eliminated sticking, even though the wooden sash 
and jam swelled in wet weather, and the Company, in its advertising and promo- 
tional work referred to the windows using its liners as “Non-Stick” windows; and 
using the initials of its product, called itself the “N.S. W.” Company. Appellees 
used the name “Non-Stick” and “Never Stick Windows” for a time in connection 
with window assemblies sold after its contract with the Company had been broken 
and after it had ceased to use the genuine “N.S. W.” liner. It seems clear enough 
that the Company is not entitled to protection upon a name which is plainly descrip- 
tive, unless the name has acquired a secondary meaning—a question to be discussed. 
The non-sticking characteristic was emphasized in the patent and in the Company’s 
advertising, but it was equally descriptive of the freely sliding quality of any other 
window assembly, and the terms “Non-Stick” and “Non-Stick Window” may not 
be protected as such. Detroit Show Case Co. v. Kawneer Mfg. Co., 250 F. 234, 
239 (C. C. A. 6) ; Wyatt v. Mommoth Cave Development Co., 26 F. [2d] 322, 325 
(C.. ©. ALS), 


UNFAIR COMPETITION 


Appellees contend that if the patent and trade-marks are held invalid the 
question of unfair competition is foreclosed for lack of jurisdiction because no 
diversity of citizenship exists. We think that the case of Armstrong Paint & 
Varnish Works v. NuEnamel Corp’n, 305 U. S. 315 is decisive of the point in 
appellants’ favor. 

In 1928, before the issuance of the Howenstein patent, he exclusively licensed 
Parkinson and Glass to manufacture and sell his sash guide. In March, 1929, 
these two organized the Company at Detroit and assigned their interest to it. The 
Company at once began manufacturing, marketing and advertising. Early in 1929 
it put out an advertisement for distribution at the Detroit Builders Show. It also 
got out a pamphlet for the 1930 show. This was its last advertising until 1934. 
Between 1929 and 1934 it made oral contracts with jobbers in Toledo, Cleveland, 
Indianapolis, Pittsburgh, Buffalo and elsewhere. One or two of these advertised 
the “N. S. W.” or “Non-Stick” window in their price lists and elsewhere, using 
these terms in connection with their own businesses, one for instance, referring to 
the window as the “ ‘Biltwell’ Non-Stick Window.” 
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It was the practice for the Company to sell the metal liner and Pullman balances, 
the representatives obtaining or manufacturing the frame and assembling the liner, 
frame and sash, and selling the unit as the “N. S. W.” or “Non-Stick Window.” 
The Company did not fix the prices on the assembled product, although Parkinson, 
its president, testified, that it specified a higher standard and quality of frame—a 
heavier jamb—in order that the metal would work properly, and, in the agency 
contracts, seems to have defined sales areas. 

Parkinson testified that the patented device was first marketed in the Detroit 
area early in 1929 by two men operating as the N. S. W. Sales Company. The Com- 
pany also had a traveling man with contracts in Flint, Saginaw, Lansing, Grand 
Rapids, Kalamazoo and possibly Jackson. The Detroit connection was severed in 
1930 and a Mr. Mackey was taken on there who operated under the name of Non 
Stick Window of Michigan until 1932, when he commenced work for the Maclvor 
Lumber Company handling what “N.S. W.” business there was on the side. Be- 
tween 1930 and 1933, when business was bad, Mackey sold to between twenty and 
twenty-five dealers and about 200 builders. 

Parkinson testified that by 1933 their business had dropped to practically noth- 
ing and in 1933 or early in 1934 he approached Mr. P. J. Currier, owner and 
operator of the Currier Lumber Company, which did approximately 50 percent of 
of the general lumber business in Detroit and had branches throughout Michigan, 
with the idea of interesting Currier in handling the “N.S. W.” metal. This move 
represented a departure from the Company’s practice of dealing solely with jobbers ; 
but Parkinson testified that 


“the jobbing situation in Detroit .. . always has been a very precarious one, due to the 
fact that the larger lumber companies . . . insist on buying direct from mills, that it makes 
it very hard for a wholesaler to exist, and it was a question in our minds at that time 
whether or not we would do as the lumber dealers .. have requested us to do in our 
local territory here, break down our jobbing sales policy and sell to lumber dealers. . . . 


It developed in the conversations between Parkinson and Currier that Currier 
planned to form a wholesale department and the upshot was that Wholesale, which 
had been previously organized with Currier as principal stockholder, entered into 
an oral contract with the Company for the metal, and at Parkinson’s suggestion, 
Mackey, who had had experience with the “N. S. W.” window, was brought into 
Wholesale. 

Currier testified that when his Company took over in 1934, the “N. S. W.” 
business was “cold,” that “Nobody knew anything about it... .” and that during 
the remainder of 1934, his cost of advertising the “N. S. W.” item alone was 
$9,500.00 to $10,000.00 ; and that in 1935 his firm spent $30,000.00 to $40,000.00 on 
advertising, and that this window was the leader on all the advertising. He testified 
that it was hard to get anybody to use them in 1934, but by 1935 it “started to go 
pretty good . . . and it appeared that we would get into the profit column very 
soon”; that the increase in sales was greater in proportion than the increase in 
business. He testified the sales prospects were so good that his firm could not 
manufacture enough frames and that he had to contract outside for the business he 
expected in 1936. 
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Late in 1935, Currier tried to get the Company to put their contract in writing, 
and Mr. Glass of the Company sent a letter to Wholesale dating it back in April 10, 
1934, purporting to embody the contract. This was unacceptable. Another draft 
was sent to Wholesale early in 1936 in which there was a clause that the agreement 
would be null and void if Wholesale ceased to be a legitimate jobber. Finally 
negotiations broke down and on February 23, 1936, Glass wrote Wholesale: 


We will be unable to accept any further orders from you for our N. S. W. units. 


We will, of course, expect to fill all orders from you which we have received prior to this 
date. 


We are unable to ascertain the terms of the original oral contract or to decide 
just why it was terminated. There is testimony that Wholesale had ceased to do 
a jobbing business and had become simply a buyer for the other Currier businesses, 
and that representatives of other jobbers were complaining. On the other hand, 
there is evidence pointing to the conclusion that business was improving and that 
Mackey who left Wholesale to form a company to sell the “N. S. W.” metal, 
persuaded the Company to end the contract in his interest. However, after the 
termination, Wholesale for a time got some metal from “N. S. W.” and from one 
of its representatives in Chicago. All access to the metal seems to have been cut 
off by a letter from Glass to Wholesale on April 20, 1936, and thereafter for a time 
Wholesale bought from the Kawneer Company, an independent, which made dies 
and produced the metal. Currier testified that this expedient was necessary in 
order to get metal to supply the orders, and to use up the stock of frames. 

Thereupon there was a race to gain control of the initials “N. S. W.” and the 
possible terms using those initials, by registration. An April 3, 1936, Wholesale 
filed two such terms with the Michigan Corporation and Securities Commission, 
these being “Non-Stick Window” ond “Never Stick Window”; and on April 10, 
1936, it filed eight more, of which “New Slide Window” and “Not Stick Window” 
are typical. The Company’s trade-marks “Non-Stick Window” and “N. S. W. 
Co.” were not, as we have noted, filed with the United States Patent Office until 
October, 1936, and January, 1937. 

Currier testified that they began the manufacture of a lighter frame in March 
or April, 1936, which they called the “Never Stick” and later acquired rights under 
another patent for a two-piece liner, which appellants concede does not infringe the 
Howenstein patent ; and sold it throughout 1936 under the name “Never Stick” 
and for six or eight months in 1937 under the name “Currier Never Stick,” after 
which the name was changed to the “Weatherproof” Window. 

On these facts we think appellants are entitled to an injunction against appellees 
forbidding the use of the name “Non-Stick” or colorable imitations, such as “Never 
Stick” and “Currier Never Stick” in conjunction with the sale of window frame 
assemblies. Although sales of window frames using the “N. S. W.” liner were not 
large prior to the contract of 1934, we think they were substantial and adequate 
enough to preempt the field for the Company in the use of the titles in issue. They 
have been advertised and that the sales were not large seems to have been due in 
considerable measure to dullness in the building field. Sales had been sufficient 
to create confusion as to which window was meant after Currier entered the field 
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on his own. Certainly, the distinguishing feature of the frames, whether sold in 
1934-5 or prior thereto was the “N.S. W.” liner, which was supplied by the Com- 
pany, and the fact that Currier later sold similar frames under similar names was 
calculated to, and did deceive some buyers. 

However, because of the abruptness with which the contract was terminated 
and because of the testimony that Wholesale had build up stocks of frames in antici- 
pation of obtaining “N. S. W.” liners indefinitely, we think the Company cannot 
complain of the sales of frames through the remainder of 1936 under the names 
“Non-Stick” and “Never Stick.” 

But the mass registration of similar names with the Michigan Corporation and 
Securities Commission in April, 1936, indicates an attempt on part of the appellees 
to seize the market and we think that after the year 1936 the name “Currier Never 
Stick” competed unfairly with the “N.S. W.” G.& C. Merriam Co. v. Saalfield, 
198 F. 369 (C. C. A. 6) ; Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 
F. 657 (C. C. A. 6) ; Dickinson v. O. & W. Thum Co., 8 F. [2d] 570 (C. C. A. 6) ; 
Western Oil Ref. Co. v. Jones, 27 F. [2d] 205 (C. C. A. 6). 

The decree upon the unfair competition feature is modified and the cause re- 
versed with directions that an accounting be ordered to determine the profits to 
Wholesale upon sales made under the name “Currier Never Stick” after the year 
1936; and that an injunction issue against the appellees, their officers and agents, 
forbidding the use of the names “Never Stick,” “Currier Never Stick” or colorable 
imitations thereof. So modified, the decree of the District Court is affirmed. 


STERLING PRODUCTS CORPORATION v. STERLING PRODUCTS, 
INC. 


United States District Court, Southern District, of New York 
January 28, 1942 


UnFAIR CoMPETITION—CoRPORATE NAMES—ENTRY ON STATE REGISTER. 

The incorporation by defendant in the State of New York was not enough to afford it 
injunctive relief as against the use of a similar corporate name by defendant, since in granting 
a franchise the state merely sanctions the use of a name if it is otherwise lawful. It is not 
an adjudication of the legality of the name chosen. 

UNFAIR COMPETITION—“STERLING” ON PROPRIETARY ARTICLES—DESCRIPTIVE TERM. 

The word “Sterling” used by the parties, both in their corporate names and as a trade- 
mark, held descriptive, and not susceptible to appropriation as a valid trade-mark in the 
absence of secondary meaning. 

TRADE-MARKS—SECONDARY MEANING—How DETERMINED. 

In order to have a secondary meaning, a word must carry an association in the minds of 

the public that it means the product of a certain producer and none other. 
Unrair CoMPETITION—“STERLING’—USE OF MARK IN CorRPORATE NAME. 

Where the use by plaintiff’s predecessor, David B. Levy, of the word “Sterling” began in 
1914, but was restricted to the phrase “Sterling Products” appearing in small letters shown 
on a flourish after his name, and was not used in the business till 1928, whereas defendant’s 
use of the same word began in 1917 and has been since used by it extensively throughout the 
country on a variety of products, held that, in the absence of proof of secondary meaning in 
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favor of plaintiff, there was no such evidence of unfair competition as to warrant preliminary 
injunction. 
In equity. Action for unfair competition. On plaintiff’s motion for prelimi- 
nary injunction. Motion denied. 


Gustave Simons, New York, N. Y., for plaintiff. 
Wright, Gordon, Zachry, Parlin & Cahill (Paul W. Williams and Fred J. Knauer 
of counsel), all of New York, N. Y., for defendant. 


Bricut, District Judge: 


The plaintiff moves for an order temporarily enjoining the defendant from 
using the name “Sterling” or the words “Sterling Products” or a substantially 
similar name in its business, and directing the elimination and removal of such 
words from its signs, advertisements or documents. The amended complaint asks 
for a permanent injunction of the same kind and for $250,000 damages, based upon 
allegations that the plaintiff is a New York corporation, that defendant, a Delaware 
corporation, although doing business in the State of New York, has never obtained 
a certificate of authority so to do, that its adoption of a name practically identical 
with that of the plaintiff was for the purpose of deceiving and has deceived the 
public by confusing the defendant with the plaintiff, and because of such identity of 
names the fact that the defendant has lately consented to a decree declaring illegal a 
certain agreement between it and its subsidiaries and I. G. Farben, a German cor- 
poration, the plaintiff has been subjected to scorn, ridicule and attack throughout 
the United States and its business has been injured. 

Whether or not the defendant is doing business in this state, which is denied, 
is hardly a matter that should be determined at this time. It seems to me that only 
the state can take advantage of any failure on the part of the defendant to obtain 
such a certificate. General Film Co. of Missouri v. General Film Co. of Maine, 
237 F. 64, 66. 

Plaintiff further claims that where it appears under Section 9 of the General 
Corporation Law of this state, that a domestic coporation has in good faith incor- 
porated under the laws of this state, the doing of business here by another will be 
unconditionally prohibited regardless of whether the name is generic or descriptive, 
without regard to priority of use of the name, and without any showing of actual 
competition or damages, citing Mutual Export & Import Corp. v. Mutual Export 
& Import Corp. of America, 241 F. 137. But the holding in that case is not as 
broad as the proposition for which it is cited. There was not there involved any 
question of priority of use, unfair competition, or use acquiesced in for many years. 
That case recognizes the fact that incorporation in New York is not alone sufficient 
on which to base injunctive relief. It seems to be well settled that in granting a 
franchise, the state merely sanctions the use of a name if it is otherwise lawful. It 
is not an adjudication of the legality of the name chosen, nor a decision as to 
whether it may be used. Indian Territory O. & G. Co. v. Indian Territory I. Ou 
Co., 95 F. [2d] 711 [28 T.-M. Rep. 295], cert. denied 305 U. S. 607. Great 
Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, 20 F. Supp. 703, 707 [27 T.-M. 
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Rep. 783]. U.S. Light & Heating Co. of Maine v. U. S. Heating & Lighting Co. of 
New York, 181 F. 182. 

The word “Sterling” adopted by both parties to the action is obviously descrip- 
tive and is not susceptible, in my opinion, of exclusive adoption by anyone. The 
same would seem to be so of the words “Sterling Products.” Goodyear Co. v. 
Goodyear Rubber Co., 128 U. S. 598,603. The question then is whether or not such 
word or words have acquired a secondary meaning, because of the use of either, to 
enable plaintiff to claim the exclusive right to use them. 

For such purpose it must appear that they have been used for many years in 
the business of the plaintiff in such a manner and so extensively as to warrant the 
conclusion that the name means the plaintiff and plaintiff’s products only, and dis- 
tinguishes the plaintiff’s goods from others of the same class. Armstrong Co. v. 
Nu-Enamel Corp., 305 U. S. 315, 334 [29 T.-M. Rep. 3]. American Products Co. 
v. American Products Co., 42 F. [2d] 488. The use of the name must be exclusive. 
Indian Territory O. & G. Co. v. Indian Territory I. Oil Co., supra: The words must 
carry an association in the mind of the buying public that they mean the plaintiff’s 
product and no other. General Baking Co. v. Grocers Baking Co., 3 F. Supp. 146, 
149 [23 T.-M. Rep. 287]. 

The facts shown upon this subject do not convince me that the use by plaintiff 
of the words, “Sterling Products” have acquired such a secondary meaning. It is 
claimed that they have been so used by plaintiff and David B. Levy, the predecessor 
in business of the plaintiff, since 1907. It appears, however, that the use of the 
words really began in or about the year 1914, but only as an adjunct to the name 
of David B. Levy, that being the prominent and predominant part of the name used 
upon products sold by Levy, the words “Sterling Products” being printed in small 
letters in the flourish following the name David B. Levy in prominent type. The 
words “Sterling Products” were really the tail to the David B. Levy kite. That 
obviously was the way in which those words were used by Levy until about 1928, 
three years after the plaintiff corporation was organized by Levy, and to which, 
some time after its incorporation, he claims in the moving affidavit to have trans- 
ferred the business and name. In the meantime, and until about 1928, “Sterling 
Products” was not the name used by plaintiff or Levy in the telephone directories, 
nor was the business conducted in that name to the exclusion of David B. Levy. 

The defendant is a holding company which purchased all of the stockholdings 
of Sterling Products (Incorporated). Sterling Products, Incorporated, was a 
West Virginia corporation organized prior to 1917 under the name of Neuralgyline 
Company, and the name of which was changed to Sterling Products (incorporated ) 
in 1917. That name has ever since been used on labels, packages and advertisements. 
Between 1917 and the beginning of this action, that company sold its products under 
that name throughout the United States and its advertising bill of these products 
over that period in that wide area amounts to $20,000,000. They include such well- 
known articles as “Syrup of Figs,” “Danderine,” “Bayer’s Aspirin,” “Cascarets,” 
“Phillip’s Milk of Magnesia,” “Castoria” and “Diamond Dyes.” The stock of that 
company was listed upon the New York Stock Exchange as early as 1922. In 1932 
the defendant was incorporated under the same name in Delaware and acquired all 
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of the stock:and stockholdings of the West Virginia Corporation, and both corpora- 
tions have since continued in business, the defendant as a holding company and the 
West Virginia Corporation as an operating company. Since the incorporation of the 
Delaware corporation, the defendant has acquired, advertised and sold under the 
name of Standard Products, such other well-known articles as “Dr. Lyon’s Tooth 
Powder,” “Ironized Yeast,” “‘Mollé Shaving Cream” and “Energine Cleaning Fluid.” 
The stock of the Delaware corporation, since its incorporation, has been listed upon 
the New York Stock Exchange, and it has over 24,000 stockholders, and assets 
of over $50,000,000. 

The defendant’s wide markets, its extensive advertising, the variety of products 
sold by it and its subsidiaries, make one wonder whether the products of the de- 
fendant rather than the products of the plaintiff have become known as “Sterling 
Products,” and to whom, if either, belongs the right of use because of the secondary 
meaning. The statement is made in the defendant’s memorandum, and it seems to 
me with a great deal of force, that, if prior to the incorporation of the plaintiff, David 
B. Levy had inserted an advertisement without his name and signed it “Sterling 
Products,” no one would have known that it referred to his business. 

From the showing made upon this motion, I cannot decide that plaintiff has 
acquired the exclusive right to use its name because of any secondary meaning 
attached to it. 

The final question, although it is doubtful if it is adequately raised by the 
amended complaint or the motion papers, is whether defendant is to be charged with 
unfair competition. Much similar considerations are to be given to this contention 
as to the others. The use of an identical trade-name is in practically the same cate- 
gory, so far as the law is concerned, as the claim of unfair competition. If the 
name used by both is descriptive, plaintiff would have no right to prevent defendant 
from using the same corporate name, or in so designating an article of sale, if the 
latter’s so doing was not accompanied by any wrongful conduct having the effect 
of representing falsely the origin or source of its product, or in attempting to palm 
its product off on the purchasing public as the product of the plaintiff. This would 
be so where the words have a secondary meaning. Dry Ice Corp. v. Louisiana Dry 
Ice Corp., 54 F. [2d] 882, 885 [22 T.-M. Rep. 91], cert. denied 286 U. S. 558. 
Amoskeag Manufacturing Co. v. Spear, 2 Sandf. 599, 606. Warner & Co. v. Lilly 
& Co., 265 U. S. 526 [14 T.-M. Rep. 247]. Canal Co. v. Clark, 13 Wall. 311, 327. 
Goodyear Co. v. Goodyear Rubber Co., 128 U. S. 598, 602. McLean v. Flem- 
ing, 96 U. S. 245. The whole Law and the Prophets of unfair competition, Judge 
Learned Hand has said, is that one merchant shall not divert customers from an- 
other by representing what he sells as emanating from the second. Yale Electric 
Corp. v. Robertson, 26 F. [2d] 972, 973 [12 T M. Rep. 414]. It is the trade and 
not the word that is to be protected. Here there is no proof that the defendant has 
foisted its wares off as that of the plaintiff, nor that the buying public has been con- 
fused and purchased defendant’s goods for plaintiff’s. The goods are obviously 
sold under such totally different names as to preclude any such substitution. The 
name has been used by plaintiff and the two corporations, one the defendant and the 
other owned by the defendant, for sixteen years or more, without any revealed dis- 
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pute or question arising between them, or any effort on the part of either to com- 
plain of the other. The occasion of the present difficulty is obviously the fact that 
a short time before the beginning of this suit, the defendant was in trouble with the 
federal authorities for an alleged breach of the Anti-Trust Laws, in that it had 
agreed with the German Drug Trust in contravention of the Sherman Act, and as 
a result of that difficulty, the defendant had permitted a consent decree against it. 
The publicity attending this court proceeding caused several of the customers of 
the plaintiff to refuse to do business with it because of their thought that it was 
affiliated with a German interest. The trouble arose not because of unfair com- 
petition but because of unusual publicity. 

The questions involved in the suit, therefore, should be left for a trial, and do 
not warrant the granting of plaintiff’s motion, which is denied. 


HAMILTON WATCH COMPANY v. HAMILTON CHAIN CO., INC. et At. 
United States District Court, District of Rhode Island 
January 15, 1942 


TRADE-MARKS—“HAMILTON” FOR WATCHES—REGISTRATION UNDER TEN-YEAR CLAUSE—IN- 
VALIDATION THROUGH FALSE CLAIM. 

Where the evidence showed that plaintiff’s use of the name “Hamilton” on watches did not 
begin till the year 1909, whereas the registration thereof was obtained under the ten-year 
clause of the Act of 1905, said registration held invalid and hence not infringed by defendants’ 
use of the same word on watch chains and jewelry. 

TRADE-MARKS AND UNFAIR COMPETITION—“HAMILTON”—MISLEADING USE OF ANOTHER’S 
TRADE-MARK. 

The claim of defendants, jewelry wholesalers, that they acquired right to use the name 
“Hamilton” as a trade-mark on their goods from Hamilton & Hamilton, Jr., Inc., held un- 
founded. Inasmuch therefore as the evidence showed that the said name as applied to 
watches and jewelry meant the plaintiffs, defendants’ use thereof held unfair competition. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff as to unfair competition; complaint dismissed as to trade-mark 
infringement. 


Herbert B. Barlow of Providence, R. I., and Robert Cushman of Boston, Mass., for 
plaintiff. 

Nathaniel Frucht, Thomas J. Flynn, and Arthur H. Feiner, all of Providence, R. L., 
for defendants. 


HarticaNn, District Judge: 


This is a suit for alleged trade-mark infringement and for unfair competition. 

The plaintiff, Hamilton Watch Company, of Lancaster, Pennsylvania, is a Penn- 
sylvania corporation. 

Hamilton Chain Co., Inc., Young’s Inc., and S. & S. Manufacturing Company 
are Rhode Island corporations. Alfred Spear and Louis Susskind are citizens of 
Rhode Island. All the defendants occupied the same place of business at 7 Eddy 
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Street in Providence, and are so closely related that for practival purposes in this 
suit they will be referred to as the defendants. 

The Hamilton Chain Co., Inc., goods include Waldemar chains, vest chains, 
bracelets, rings, neck chains, lockets, brooches, pendants and earrings, and as Spear 
testified “everything in the line of jewelry outside of watches.” These goods are 
sold under the “Hamilton” name mainly to retail jewelers. 

The S. & S. Manufacturing Company is a corporation controlled by Spear and 
his partner Susskind. The record disclosses the death of Mr. Susskind on December 
30, 1940. The principal function of S. & S. Manufacturing Company is to buy 
merchandise for Spear’s various concerns. It does not sell the trade but only to 
the other defendants. 

Young’s Inc. has not been active for three or four years and was established to 
do a mail order business in jewelry but was not successful. 

Service of process was not made on Young’s Inc. but it was stipulated and 
agreed by and between the attorneys for the respective parties that the defendant 
Young’s Inc. shall be considered a properly served party to this proceeding; that 
its appearance be entered herein and that the answer filed by the defendants shall be 
considered as the answer of Young’s Inc. and all proceedings had herein shall be 
binding upon Young’s Inc. with the same force and effect as upon other defendants 
in the suit. 

Alfred Spear and Louis Susskind constituted the firm of Spear & Susskind and 
they dominated and directed the activities of the three corporate defendants and the 
firm operated as wholesalers of a line of jewelry selling direct to retail jewelers. 
They did not manufacture. Spear & Susskind for two or three years sold their 
“Hamilton” line of jewelry, using the business designation “Hamilton Chain Com- 
pany” before they incorporated the “Hamilton Jewelry Co., Inc.,” in 1937. 

The plaintiff alleges ownership of registration No. 203,657, dated September 22, 
1925, for a trade-mark “Hamilton” for watches, watch movements and parts thereof 
and infringement of the registered trade-name by the defendants’ use of the name 
“Hamilton” on chains, bracelets, lockets, and other articles of jewelry. The plain- 
tiff also alleges unfair competition and claims that the defendants fraudulently and 
with intent to deceive and palm off their goods, adopted and used the marks “Hamil- 
ton” and “Hampden” on jewlery. 

On August 29, 1940, the plaintiff filed its “Voluntary Bill of Particulars” by 
which it gave notice that it will not claim the relief prayed for with respect to the 
word “Hampden.” 

The answer denies the various allegations of the complaint ; denies the validity 
of the plaintiff’s registered trade-mark ; denies any trade-mark rights in the plaintiff 
with respect to the word “Hamilton” apart from watches, and denies any unfair 
competition. The defendants also counterclaim for trade-mark infringement and 
unfair competition alleging vested rights in the marks “Hamilton” and “Hampden” 
as applied to jewelry and infringement and unfair competition by the plaintiff. 

The Hamilton Watch Company was incorporated in 1892. The name “Hamil- 
ton” was derived from a celebrated colonial family of that name who figured promi- 
nently in the history of eastern Pennsylvania including Lancaster County. The 
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name “Hamilton” has always been of historic note in that region and has been 
favored in the naming of local institutions. The Hamilton Watch Company’s 
factory is located on land whose title has been traced back to the colonial estates of 
the Hamilton family. 

From 1892 to 1909 the plaintiff manufactured and sold watch movements, in- 
cluding the dial and hands, to the jewlery trade without the watch case. The plain- 
tiff did not put out a complete watch until 1909 when it began to encase the move- 
ments in watch cases which it purchased from outside manufacturers. 

Up to 1914 the plaintiff’s watches were the type known as pocket watches in- 
tended to be carried in the pocket usually attached to a watch chain, or in the case 
of a lady’s watch, to be suspended from a neck chain or chatelaine. In 1914 the 
plaintiff began the manufacture and sale of wrist watches which were sold with a 
bracelet attached or ready to be attached in a box carrying the name “Hamilton.” 
It was not until 1929 that the word “Hamilton” appeared on a metal bracelet as 
distinguished from a label or box. In 1927 or 1928 strap bracelets were marked 
with the name “Hamilton.” About 1931 the name appeared on the clasps of ribbon 
bracelets of ladies’ watches. In 1933 the name was put on the buckles of men’s 
strap bracelets as well as on the bracelets. 

The testimony concerning the markings on the dials from 1892 to 1905 is con- 
flicting. They were marked “Hamilton Watch Co.,” “Hamilton,” and in some 
cases with the name of the distributor such as “Tiffany & Co.” 

The plaintiff’s contention that the trade-mark “Hamilton” has always been 
placed on the dials of watches from the beginning is not convincing. The plaintiff 
offered in evidence eight dials (Ex. 79) with the name “Hamilton” in the script and 
which Mr. Atkinson, a vice-president of the plaintiff company and in charge of 
sales and associated with the plaintiff since 1921, testified were made about 1895. 

In 1937 the plaintiff marketed watches with Waldemar chains and Waldemar 
chains separately. The swivel of these chains were stamped “Hamilton.” They 
were never catalogued or nationally advertised. Prior to 1937 plaintiff occasion- 
ally had orders for watches for presentation purposes for which it would supply 
watchchains. Such chains, however, were not stamped “Hamilton.” 

In 1938 the plaintiff began to put out assorted watch strap bracelets displayed 
on a panel at the top of which appeared the Hamilton crest with the words “Hamil- 
ton Watch” on the lower part of the crest. At the top of the panel appeared in 
large letters “Genuine Hamilton Watch Straps,” the word “Hamilton” conspicu- 
ously standing out. The leather strips were stamped “Hamilton” and were 
mounted on individual cards upon which were stamped the Hamilton crest and also 
the words “Genuine Hamilton Strap.” The several cards were mounted on a 
panel as shown in Ex. 31. The Hamilton Watch Company never manufactured 
watch attachments. Prior to 1938 the plaintiff did not particularly feature attach- 
ments apart from watches in their advertising. 

Mr. Atkinson testified that since 1928 or 1929 the plaintiff has sold bracelets 
that were marked “Hamilton” but not all bracelets that the plaintiff sold were 
marked “Hamilton.” He also testified that the plaintiff has not marketed very 
many models of men’s watches with metal attachments because it has surveyed the 
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trade on numerous occasions and had found that the consumer could probably be 
best served by having the retailer handle them as auxiliary attachments. He testi- 
fied that the bracelet was not advertised by itself and that the watch was the essential 
feature as far as the Hamilton Watch Company is concerned. 

The plaintiff used the slogan “The Watch of Railroad Accuracy” which it 
stressed in its national advertising, its decalcomania window signs (Ex. 115), and 
its authorized dealers plaques (Ex. 114). 

There was testimony that the gross sales of the plaintiff’s merchandise from 
1892 to 1940 amounted to about $100,000,000 at factory prices and that the 
plaintiff had spent about $5,000,000 for advertising since 1908. 

The evidence is clear and convincing that the plaintiff featured its watch in its 
advertisements. It was not until 1938 that it began the separate advertising of 
leather wrist watch straps. These straps could be attached to watches of any 
manufacturer. 

The defendants contend that they began to use the name “Hamilton” for their 
jewelry in 1933 after Spear purchased a small quantity of chains in an unfinished 
state from the then liquidating firm of Hamilton & Hamilton, Jr., Inc., which had 
been manufacturing and selling chains and other jewelry since 1873 in Providence. 

The plaintiff's statement in its application filed March 28, 1925, under the Act 
of February 20, 1905, sets forth in part: 


Hamilton Watch Company .... has adopted and used the trade-mark shown in the 
accompanying drawing, for WATCHES, WATCH MOVEMENTS, AND PARTS 
THEREOF, ... 


The trade-mark has been continuously used and applied to said goods in applicant’s 
business since 1892. 

The trade-mark is applied or fixed to the goods themselves by engraving or marking 
upon the movement plates and dials and by means of labels upon boxes or packages con- 
taining the same on which labels the trade-mark is printed, the word “Hamilton” being 
used alone or with other words and in different styles of letters. 

The mark has been in actual use as a trade-mark by the applicant for ten years next 
preceding February 20, 1925, and such has been exclusive. (Italics ours.) 


Mr. Atkinson’s testimony concerning the eight dials (Ex. 79) amounts to little 
more than hearsay. He admitted that all the knowledge he had of these dials 
he learned from somebody else and that said dials were first handed to him in a 
hotel in Providence the day before the trial started by one of the plaintiff’s attorneys. 
He testified “to the best of my recollections that the dials were produced about the 
1905 period, or the 1895 period.” 

John C. Weise testified that he started to work for the plaintiff in 1893 as an 
engraver and was a foreman of the engraving department for about thirty-five or 
forty years, and that up to seven years ago he made all the dies for stamping the 
name on the movement. In his direct testimony he was asked: “Q. And they were 
stamping them ‘Hamilton’ from the time you came to work? A. Yes, they started 
from the very first day I got here.” He produced a book (Ex. 7) containing many 
engravings that were “dial names of different jewelers through the country.” 

He also testified in direct examination : 
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Q. Mr. Weise, will you tell us whether or not many jewelers had their names put on 
the watches rather than the Hamilton name? That is, years ago? A. I can show you 
thousands of them, thousands. 


In cross-examination he testified as follows: 


Q. Now, Mr. Weise, I want to ask you one more question; when you first began to 
make these dials for the Hamilton Watch Company, isn’t it a fact that your first dials 
had the name “Hamilton Watch Co.” on, instead of “Hamilton”? A. Yes, indeed. Q. 
And those were made in script similar to the script in which the word “Hamilton appears 
on these dials on Exs. 4and 5? A. Yes. Q. And at some time you adopted the practice 
of simply putting the “Hamilton” on instead of “Hamilton Watch Co.”? A. Yes, sir, 20 
to 25 years, I would say; or up to 30 years ago; I won't just say as to the year, but it is 
between 20 and 30 years ago that we started the watches with “Hamilton” on them. 


In cross-examination he testified as follows: 


Q. When you commenced putting the word “Hamilton” on instead of “Hamilton Watch 
Co.”, did you from that time on continue to put the word “Hamilton,” alone, on? A. Not 
exactly—I couldn’t tell unless I would have my books that were destroyed when I moved 
over here from the factory, but I will guarantee that it is between 20 and 30 years that 
these dials is made with “Hamilton” on. How long I engraved them before that—that 
might be some time, too, you know. Q. Do I understand that the word “Hamilton” alone 
appeared some 20—say 20 to 30 years ago; and that from 20 to 30 years ago, up to date, 
after you commenced to use the word “Hamilton,” you continued to use the word 
“Hamilton,” alone? A. We never used anything else but “Hamilton” then, no, sir. 


Harry A. Ruthhart, material sales manager for the plaintiff, testified : 


Q. You stated, Mr, Ruthhart, that you had been connected with the company for forty- 
two years. Do you recall how “Hamilton” watches were marked when you first came 
with the company? A. Yes, “Hamilton Watch Company, Lancaster, Pa.” was usually 
stamped on the movement, and “Hamilton Watch Company” was stamped on some dials— 
oh—way back, possibly thirty-five or forty years; but for many years “Hamilton” alone has 
been stamped on the dial. But there were some dials that were stamped “Hamilton Watch 
Company.” Q. Were any of the dials, as far as you can tell, stamped only “Hamilton” 
when you first came with the company? A. Were there any stamped just “Hamilton,” 
you say? Q. Yes? A. I wouldn't recall. I couldn’t answer that. Q. How long can 
you recall that some dials have been stamped only “Hamilton”? A. Oh, I would say 
thirty years. Q. More or less thirty years? A. More or less, yes. I can’t be positive 
about it. 


Ruthhart’s deposition was taken by the plaintiff which did not offer it as part 
of its case. (Tr. p. 600.) The defendants offered Ruthhart’s testimony as part 
of their case. (Tr. p. 767.) 

“Hamilton” is a surname and is also a geographical name and its trade-mark 
registration was made under the so-called ten-year proviso of the Federal Trade- 
Mark Act of February 20, 1905. 

Section 5 of the Trade-Mark Act (Title 15 U. S. C. A., Sec. 85) enumerates 
among other marks which ordinarily may not be registered, marks which consist 
“merely in the name of an individual” or “merely a geographical name or term.” 
The plaintiff admits that this would apply to the name “Hamilton” except for the 
ten-year proviso which reads: 
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. .. And provided further, that nothing herein shall prevent the registration of any 
mark used by the applicant or his predecessors, or by those from whom title to the mark 
is derived, in commerce with foreign nations or among the several States or with Indian 
tribes which was in actual and exclusive use as a trade-mark of the applicant, or his 
predecessors from whom he derived title, for ten years next preceding February 20, 
1905: ... 


It was under this clause that the registration certificate of trade-mark No. 
203,657 was issued. (Ex. 62.) 

The plaintiff contends that the date of February 20, 1925, instead of the correct 
date of the Act, February 20, 1905, in its certificate of registration No. 203,657 
was an obvious error which escaped the notice of both the registrant and the Patent 
Office. 

I recall no testimony offered by the plaintiff to the effect that the date was an 
error or that any attempt was made by the plaintiff to correct it. 

The plaintiff’s petition and statement and power of attorney filed in the Patent 
Office on March 28, 1925, stated that “the trade-mark had been continuously used 
and applied .. . for more than thirty years past. . . .” 

In a letter to the Commissioner of Patents under date of March 28, 1925, the 
plaintiff’s attorney wrote as follows: 


It is asked that the examination of the application filed herewith by Hamilton Watch 
Company of its trade-mark “Hamilton” may be proceeded with expeditiously since regis- 
tration is sought primarily to take advantage of Section 27 of the Trade-Mark Act of 1905, 
in order to stop the threatened importation from Switzerland of watches with the trade- 
mark “Hamilton” applied thereto in defiance of applicant’s rights, applicant having been 
reliably informed that such importation is imminent. (Ex. 2.) 


On April 16, 1925, the Patent Office replied, in part: 


Registration under the Act of 1905 is refused on the ground that the mark consists in a 
surname not distinctively displayed, and is also geographical, . . . Attention is directed to 
the “ten-year proviso,” Sec. 5, Act of 1905. If the applicant’s date of use carries the use 
back of February 20, 1895, advantage may be taken of such provision and the mark regis- 
tered under the 1905 Act. ... 


On May 9, 1925, the plaintiff wrote again to the Patent Office, in part: 


In the second paragraph substitute “since the year” for “for more than thirty years 


” 
past. i ‘i - 


In the statement before the power of attorney, insert: 
“The mark has been in actual use as a trade-mark by the applicant for ten years next 
preceding February 20, 1925, and such use has been exclusive.” (Italics ours.) 


On May 12, 1925, the plaintiff wrote to the Commissioner of Patents: 


In the blank left for the year in the amendment to the statement insert the year “1892.” 
The new declaration is filed herewith. 


Ex. 24, p. 3, discloses the following action taken at a stockholders meeting held 
in Lancaster, Pa., November 11, 1892: 


On motion the following was adopted: Whereas, the name “Columbian Watch Co.” 
has been adopted by an association in the West, it is Resolved: That the name and title of 
this corporation be changed to Hamilton Watch Company. 
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On sheet 6 of Ex. 24 the following significant record appears in the directors’ 
meeting of September 22, 1893: 


The new watch was taken apart and inspected by the Directors present, who were 
very much pleased with its appearance. 


The Hamilton Watch Company was incorporated in Pennsylvania, December 
14, 1892. (Ex. 45.) 


These records do not convince me that “the trade-mark has been continuously used 
and applied to said goods in applicant’s business since 1892” as the plaintiff alleged in its 
statement filed in the Patent Office on March 20, 1925. 


In Grove Laboratories v. Brewer & Co., 103 F. [2d] 175, 183 [28 T.-M. Rep. 
509], the court said: 


Under the Act of 1905, as under the Act of 1881, it is presumed, from the issuance of 
registration, that all the requirements of the Act preliminary to registration had been com- 
plied with (see Sections 6, 7, 8 and 9 of Act 1905), and, in the absence of any evidence 
to the contrary, we find that they were in fact complied with. 


In United States v. Chemical Foundation, 272 U. S. 1, 14, the court said: 


... The presumption of regularity supports the official acts of public officers and, in the 
absence of clear evidence to the contrary, courts presume that they have properly dis- 
charged their official duties... . 


A careful examination of the certified copy of the File Wrapper and Contents 
in Trade-Mark Registration No. 203,657 (Ex. S); the fact that the plaintiff did 
not make a complete watch until 1909; the script marking on the eight dials (Ex. 
79), as distinguished from the block lettering on Registration No. 203,657; the 
testimony of Weise and Ruthhart ; the conflicting statements of the plaintiff in its 
application for registration and the corporate records, lead me to the conclusion that 
the plaintiff has not shown that the trade-mark was in actual and exclusive use 
of the plaintiff during the ten-year period (1895-1905), but that the actual and 
exclusive use commenced about the time that.the plaintiff began the manufacture of 
the complete watch in 1909. 

The defendants have shown by clear and convincing evidence of the plaintiff’s 
own witnesses and by the exhibits referred to that all the requirements of the Act 
preliminary to registration had not been complied with by the plaintiff. 

To decide whether the defendants are guilty of unfair competition, the court is 
confronted with this question : 

Are the goods of the respective parties so related, commercially or otherwise 
that, when marketed under the name “Hamilton,” the purchasing public might 
reasonably conclude that they originated with the same concern? 

The evidence and the exhibits compel me to answer the question in the 
affirmative. 

The plaintiff in its brief, p. 51, states: “In the case at bar a few incidents have 
been shown which indicate actual confusion.” 

The incidents were of little or no importance and it is unnecessary to enumerate 
them here. 
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There is no evidence that any trade has been diverted from the plaintiff to the 
defendants, nor is there any evidence of any loss of business by the plaintiff as a 
result of confusion. 

The plaintiff markets its goods through some forty selected wholesalers with 
allocated territories, who employ in the neighborhood of two hundred fifty active 
salesmen on the road all over the United States who sell the retail jewelers for 
resale to the public. 

The defendants sell their products to retail jewelers in various parts of the 
United States and the consuming public buys the products of both parties generally 
from retail jewelers. Clerks in many cases sell the goods of the respective parties. 

There was testimony that the watch is the essential feature as far as the Hamilton 
Watch Company is concerned and that it is quite common in the industry for brace- 
let and chain manufacturers to be entirely independent and sell their products to 
watch manufacturers. 

The evidence convinces me that the goods of the parties are considered by the 
purchasing public as jewelry and are of the “same descriptive properties.” 

The point has been expressly ruled between these parties in Hamilton Watch 
Company v. Young’s Inc. [29 T.-M. Rep. 225]. That was a cancellation proceed- 
ing by the plaintiff against Young’s Inc. to cancel registrations by Young’s Inc. 
of the mark “‘Hamilton” for Waldemar chains, vest chains, Dickens chains, bracelet 


attachments, neck chains and neck ornaments. The Assistant Commissioner said, 
in part: 


I consider watches, watch cases, wrist watch straps and wrist watch bracelets to be 
goods of the same descriptive properties and also to be goods of the same descriptive 
properties as the goods named in registrant’s registration involved herein. 


The registrations of Young’s Inc. were cancelled. 

In the case of Elgin Nat. Watch Co. v. Loveland, 132 F. 41, 51, the court said: 
. . . If a watch or watch movement, however, is not included in the general term 

“jewelry” it is so closely associated therewith that the public in general regard the 


dealing therein as a part of the jewelry business, and they are generally handled by 
jewelers, and in fact are a branch of the jewelry trade... . 


The defendants strenuously urge that they are not in competition with the plain- 
tiff ; that they never represented their goods to any one as the goods of the plaintiff 
or induced others to make such representations in order to palm them off as the 
goods of the plaintiff. 

The defendants maintain that they used the name “Hamilton” in good faith 
because there had been a firm of manufacturing jewelers in Providence, Rhode 
Island, from 1870 to 1933 by the name of Hamilton & Hamilton, Jr., Inc., which 
manufactured and sold gold filled chains known to the trade as “Hamilton Gold 
Filled Chains” and were so advertised. (Ex. P.) That concern also advertised a 
“Lady Hamilton” line of costume jewelry for women. (Ex. Q.) The trade- 
mark of Hamilton & Hamilton, Jr., Inc., was a symbol of a star and “H. & H.” 

Mr. Spear, who had been in the manufacturing jewelry business since 1915, 
testified that in 1933 he bought at the liquidation of Hamilton & Hamilton, Jr., Inc., 
a small lot of raw chains and other items of jewelry which he finished up into 
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merchantable goods and sold them to the trade in the fall of 1933 as “Hamilton” 
chains and as merchandise purchased from Hamilton & Hamilton, Jr., Inc. 
He further testified : 


Q. How did you come to use the name “Hampden”? A. Well, the name “Hampden” 
was known throughout the country in the jewelry trade for years with reference to 
watches and was an established name and when the Hampden Watch Company discon- 
tinued business. somewhere back in 1928 or 1929 they sold out their assets to the Russian 
Government and abandoned their plant and assets, we thought after looking over various 
names, as I have said before, which we had used from time to time that the name would 
be such as might appeal to the trade for jewelry and after trying it out for a while we 
have found that it is accepted and it continued. 

Q. Wasn’t it precisely the same reason that led you to adopt the name “Hamilton,” 
because it was a well-known trade-name in the jewelry trade on account of a watch of 
that name and you thought it would have an appeal to the trade, just as you said about 
the name “Hampden”? A. No, that is not the reason. 


The defendants have used many other names for their goods such as “Victoria,” 
“Victor,” “Hampden,” “Commander,” “Administrator,” “Democrat,” “Stetson,” 
“Princess,” “Cameo,” “Premier,” and “Esquire,” and have also done business 
under such other names as “Consodidated,” ‘‘Edison,” and “Wedluck.” 

Ralph S. Hamilton, Jr., President and Treasurer of Hamilton & Hamilton, Jr., 
Inc., testified that his concern went out of business in 1933; that he had no record 
of the job lot of chains purchased from Hamilton & Hamilton, Jr., Inc., by Spear 
because the purchase of a small lot was entered as a cash sale. He testified that 
their chains were known as “Star H. & H.” or “Hamilton & Hamilton.” 

The testimony of many witnesses engaged in the retail, wholesale and manu- 
facturing jewelry business convinces me that the name “Hamilton” in the jewelry 
business means the Hamilton Watch Company and its products. 

In the case of Emerson Electric Mfg. Co. v. Emerson Radio & P. Corp., 105 F. 
[2d] 900, 910, cert. denied 308 U. S. 616, the court said: 


. .. However, more recently it has become settled that . . . if one merchant has estab- 
lished a business under this name in wares of one sort, a second merchant may not use that 
name in selling other wares, if these are so like the first merchant’s that the public will 
be apt to think that the first merchant is selling them. We have so held a number of 
times. (Cases cited.) 


The particular products or class of products of the plaintiff to which the name 
“Hamilton” was applied prior to the defendants’ adoption and use of that name for 
their jewelry consisted of pocket watches, wrist watches, and watch attachments, 
which have also been considered jewelry. 

The plaintiff has advertised extensively all over the country and has spent large 
sums of money in making known its goods to the public. The good will and high 
reputation for its products are not denied. 

The plaintiff’s field from at least 1893 to 1909 was the manuftcture of watch 
movements and from 1909 to 1914 complete pocket watches. In 1914 it began 
the manufacture and sale of wrist watches which were usually sold with attach- 
ments, such as metal link bracelets, leather strap bracelets with gold buckles, ribbon 
bracelets, metal chain bracelets, and khaki colored fabric bracelets with metal clasps. 
These attachments were also sold separately although they were not featured in 
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plaintiff’s advertising other than as part of a watch until 1938 when the plaintiff ad- 
vertised the sale of leather strap bracelets to the public. 

There was testimony that the plaintiff sold at least 200,000 separate watch 
attachments in the last ten years. In the same period the plaintiff distributed 
upward of two anl one-half million bracelet watches. 

In 1935 and 1936 the plaintiff heard of the increasing popularity in the sales of 
pocket watches and in 1937 began a sales research experiment in selling Waldemar 
chains which were stamped “Hamilton” on the swivel. There was testimony that 
the plaintiff sold “several gross” and that the experiment was not successful. Prior 
to 1937 the plaintiff marketed these chains occasionally for presentation purposes 
and although they did not bear the name “Hamilton” the containers were so marked. 

The defendants contend that the mark “Hamilton” is restricted to watches. 


In the case of Yale Electric Corporation v. Robertson (C. C. A. 2), 26 F. [2d] 
972, 973, the court said: 


... The law of unfair trade comes down very nearly to this—as judges have repeated 
again and again—that one merchant shall not divert customers from another by repre- 
senting what he sells as emanating from the second. This has been, and perhaps even 
more now is, the whole Law and the Prophets on the subject, though it assumes many 
guises. Therefore, it was at first a debatable point whether a merchant’s good will, indi- 
cated by his mark, could extend beyond such goods as he sold. How could he lose bar- 
gains which he had no means to fill? What harm did it do a chewing gum maker to have 
an ironmonger use his trade-mark? The law often ignores the nicer sensibilities. 

However, it has of recent years been recognized that a merchant may have a sufficient 
economic interest in the use of his mark outside the field of his own exploitation to justify 
interposition by a court. His mark is his authentic seal; by it he vouches for the goods 
which bear it; it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. This is an in- 
jury, even though the borrower does not tarnish it, or divert any sales by its use; for 
a reputation, like a face, is the symbol of its possessor and creator, and another can use it 
only as a mark. And so it has come to be recognized that, unless the borrower’s use is 
so foreign to the owner’s as to insure against any identification of the two, it is unlawful. 
Aunt Jemima Mills Co. v. Rigney, 247 F. 407 (C. C. A. 2), L. R. A. 1918C, 1039; Akron- 
Overland v. Willys-Overland, 273 F. 674 (C. C. A. 3); Vogue Co. v. Thompson-Hudson 
Co., 300 F. 509 ( C. C. A. 6) ; Wall v. Rolls-Royce, 4 F. [2d] 333 ( C. C. A. 5).... 


In The Collins Co v. Oliver Ames & Sons Corporation, 18 F. 381, 571, the court 
said: 


It is strongly urged, on the part of the defendant, that a mark or stamp, to be a trade- 
mark, must be the mark of an existing trade; that the mark “Collins & Co.” on shovels, 
when adopted by Ames & Sons, became the mark of a trade in shovels carried on by 
Ames & Sons; that the plaintiff had no trade in shovels at the time; that the mark 
“Collins & Co.” thus became the mark of “Ames & Sons” trade in shovels, and the property 
Ames & Sons in respect to shovels made by them, by prior right; that any use of that 
mark on shovels afterwards by the plaintiff became wrongful as against Ames & Sons or 
the defendant; and that the plaintiff has no right in the premises which it can enforce 
against the defendant. This view is specious but unsound. The plaintiff having from 
1843 the right to make any article of iron, steel, or other metal, and having gone on from 
that time, both before and after 1856, extending its manufacture beyond edge-tools into 
digging tools, such as picks and hoes, and having always put the mark “Collins & Co.” 
on its best quality of articles, the fact that it did not before 1856 make a digging tool such 
as the shovels, on which in 1856, Ames & Sons put the mark “Collins & Co.,” does not 
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warrant the conclusion that that mark was not in 1856 the mark of the plaintiff’s trade 
in respect to such shovels. 


In L. E. Waterman Co. v. Gordon, 72 F. [2d] 272, 175 [24 T.-M. Rep. 347], 
the court said: 


It is now well settled in this country that a trade-mark protects the owner against not 
only its use upon the articles to which he has applied it, but upon such other goods as 
might naturally be supposed to come from him. (Cases cited.) There is indeed a limit; 
the goods on which the supposed infringer puts the mark may be too remote from any 
that the owner would be likely to make or sell. It would be hard, for example, for the 
seller of a steam shovel to find ground for complaint in the use of his trade-mark on a 
lipstick. But no difficulty arises here; razor blades are sold very generally by others 
than razor blade makers and might well be added to the repertory of a pen maker... . 


The complaint in this action was field September 5, 1939, and the defendants 
filed their answer and counterclaim September 27, 1939. The plaintiff filed its 
reply to the counterclaim on December 11, 1939. The plaintiff filed its “Voluntary 
Bill of Particulars’ on August 29, 1940. On September 5, 1940, the defendants 
filed their motion for an order dismissing the plaintiff’s cause of action with respect 
to the trade-mark “Hampden” and for other relief. On October 9, 1940, the de- 
fendants renewed their motion to dismiss with prejudice and on the merits the 
plaintiff’s cause of action and claim with respect to the trade-mark “Hampden” and 
decision was reserved on these motions. 

Rule 41- (a) (2) of the Rules of Civil Procedure for the District Court of the 
United States, 28 U.S. C. A. foll. §723c, provides: 


By Order of Court. Except as provided in paragraph (1) of this subdivision of this 
rule, an action shall not be dimissed at the plaintiff’s instance save upon order of the 
court and upon such terms and conditions as the court deems proper. If a counterclaim 
has been pleaded by a defendant prior to the service upon him of the plaintiff’s motion to 
dismiss, the action shall not be dismissed against the defendant’s objection unless the 
counterclaim can remain pending for independent adjudication by the court. Unless 
otherwise specified in the order, a dismissal under this paragraph is without prejudice. 


In this case the counterclaim had been pleaded by the defendants prior to the 
service upon them of the plaintiff’s “Voluntary Bill of Particulars” and the de- 
fendants had been put to great expense in the preparation of their defense in the 
taking of depositions in many places throughout the country. 

The plaintiff’s “Voluntary Bill of Particulars” reads as follows: 


In order to simplify the issues, and further define the relief which will be sought under 
the complaint, plaintiff hereby gives notice that it will not claim the relief prayed for with 
respect to the word “Hampden.” 


This proceeding is a violation of Rule 41. 

The only case which the plaintiff cites in support of such action is Midwest 
Mfg. Co. v. Staynew Filter Corporation, 7 F. Supp. 360, in which the plaintiff 
moved for leave to file a voluntary bill of particulars under federal equity rule 20 
(28 U. S. C. A. §723). The case is not in point. 

The following cases support the defendants’ motions to dismiss with respect 
to the trade-mark “Hampden” : 

In McCann v. Bentley Stores Corporation, 34 F. Supp. 234, 235, the court said: 
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When the Supreme Court promulgated this rule and provided that the court might 
permit a dismissal without prejudice “upon such terms and conditions as the court deems 
proper” what sort of “terms and conditions” was contemplated? I have found nothing 
in the books upon which to base an answer, but no “terms and conditions” are conceivable 
except such as are calculated to compensate the defendant for the expense to which he 
has been put... . 


In Cincinnati Traction Bldg. Co. v. Pullman-Standard Car Mfg. Co., 25 F. 
Supp. 322, the court said: 


Plaintiff has chosen the forum and has required defendant to answer and prepare its 
defense at great expense. In such case defendant is entitled to have the controversy finally 
adjudicated so that it may definitely know its rights. Under the new Federal Rules of 
Civil Procedure the court is given the discretion to dismiss or not to dismiss the action... . 


See also: Paul E. Hawkinson Co. v. Goodman, 32 F. Supp. 732; Delahanty v. 
Newark Morning Ledger Co., 26 F. Supp. 327. 

The defendants’ motions to dismiss with prejudice the plaintiff’s cause of action 
and claim with respect to the trade-mark “Hampden” are granted 

I find that Registration No. 203,657 did not comply with the requirements of 
the Trade-Mark Act of February 20, 1905. 

I find that the trade-mark “Hamilton” was not used by the plaintiff for the 
required ten-year period. 

I find that the trade-mark “Hamilton” was not used by the plaintiff on the 
articles specified in said registration during the required ten-year period. 

I find that the trade-mark “Hamilton” was not used by the plaintiff in the form 
applied for, during the required ten-year period. 

I find that Registration No. 203,657 was procured by a false declaration. 

I find that the trade-mark “Hamilton” has been applied to watches, watch move- 
ments and parts thereof in the plaintiffs business since 1909 and is not restricted to 
watches. 

I find that the defendants have not established rights to the use of the name 
“Hamilton.” 

I find that the firm of Hamilton & Hamilton, Jr., Inc., was not known by the 
name “Hamilton” and defendants’ use of the name “Hamilton” was not derived 
from the firm of Hamilton & Hamilton, Jr., Inc. 

I find that the trade-name “Hamilton” applied to chains does not identify the 
defendants. 

I find that the plaintiff has not shown convincing evidence of confusion. 

I find that the defendants’ use of the name “Hamilton” was for the purpose of 
palming off their goods as the goods of the plaintiff. 


CoNCLUSIONS 


Trade-Mark Registration No. 203,657 is invalid. 

The use of the name “Hamilton” by the defendants constitutes unfair com- 
petition. 

The plaintiff is entitled to an injunction. 

I will hear the parties January 26, 1942, at 10 a.m. on the form of decree to be 
entered and the matter of costs. 
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THE COCA-COLA COMPANY v. BUSCH, Et At. 
United States District Court, Eastern District of Pennsylvania 


January 12, 1942 


TRADE-MARK INFRINGEMENT—SUITS—J URISDICTION—DIVERSITY OF CITIZENSHIP. 

In an action for trade-mark infringement under the common law, the court has jurisdic- 

tion, regardless of whether sales of the goods in interstate commerce are involved. 
TraDE-MarK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—EVIDENCE—PROOF OF CON- 
FUSION REQUIRED. 

In both state and federal courts, in cases of trade-mark infringement and unfair com- 
petition, a likelihood that the public will be confused into believing that a competitive product 
is that of the plaintiff must be demonstrated. 

TRADE-MarRK INFRINGEMENT—“COKE” AS ABBREVIATION OF “Coca-CoLa.” 

The word “Coke,” when applied by the public to designate a beverage, held to mean 
plaintiff’s “Coca-Cola” exclusively. 

UnrFair CoMPETITION—“KoxKE-Up” oN BEVERAGES—INJUNCTION. 

The use by defendant of the expression “Koke-Up” to designate a soft drink of its 
production held to constitute unfair competition as against plaintiff, whose trade-mark 
“Coca-Cola,” used on a similar beverage, had come to be known to the public as “Koke.” 

UNFAIR CoMPETITION—INJUNCTION, AGAINST THREATENED ACTION. 

That the defendant’s use of an unfairly competing trade-mark is threatened, but not 

begun, does not bar an injunction. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Brown & Williams and Joseph D. Morelli, both of Philadelphia, Pa. 

Spalding, Sibley, Troutman & Brock and Frank Troutman, both of Atlanta, Ga., 
and Rogers, Woodson & Rogers and James H. Rogers, both of Chicago, IIL, 
for plaintiff. 

H. P. Abramson and Samuel Liever, both of. Philadelphia, Pa., for defendants. 


Ganey, District Judge: 


The bill in this case seeks relief by injunction, both preliminary and perpetual, 
against the defendants, their attorneys, employees, servants, representatives and 
assigns from (a) using upon or in connection with the manufacture, advertising, 
offering for sale or sale of any beverage syrup or beverage made therefrom, the 
word “koke,” whether in association with the word “up” or any other word or 
words, and whether spelled “koke” or otherwise; (b) infringing plaintiff’s trade- 
mark “Coca-Cola” in any manner or form whatsoever, and from competing unfairly 
with the plaintiff in any other manner or form whatsoever, etc. 

After alleging the required jurisdictional qualifications, the plaintiff’s bill avers 
that it is engaged and has been for many years in the manufacture of a soft drink 
syrup under the trade-mark “Coca-Cola” ; that a considerable portion of the public 
abbreviate the trade-mark to koke (coke), and call for it as koke (coke); that 
when offered as a soft drink Koke (coke) means “Coca-Cola”; that the defendants 
have adopted a name to be used on a soft drink the words “Koke-Up” and have 
caused the same to be copyrighted in the United States Patent Office; that the 
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defendants threaten to manufacture, advertise, offer for sale and sell a soft drink, 
using the name “Koke-Up”; that unless enjoined by the court the defendants will 
carry out their threat and put on the market a soft drink named “Koke-Up” ; that 
these threatened acts will constitute unfair competition; that the application of the 
word koke to a soft drink is a representation that it is Coca-Cola. The answer 
inter alia denies that a considerable number of the public abbreviate the trade-mark 
“Coca-Cola” to koke or (coke), or call for “Coca-Cola” as koke (coke), but that 
the public refers to and calls the plaintiff’s product Coca-Cola; it is admitted that 
the defendants intend to manufacture, offer for sale and sell for soft drinks and use 
thereon the name “Koke-Up” ; it is further denied that the acts averred in the com- 
plaint constitute unfair competition in the use of the name “Koke-Up” as a soft 
drink, and that in nowise is it a representation that it is “Coca-Cola.” 

It can be seen that this bill is to prevent threatened injury to the plaintiff, as 
the defendants’ product, ““Koke-Up” is not presently made or manufactured. Dur- 
ing the taking of testimony on the application for the preliminary injunction, it was 
agreed by both sides that the matter should be disposed of as of final hearing. It 
was further shown at the hearing that the other defendant, Curtis A. Davies, had 
withdrawn from the enterprise and all rights to the enterprise were owned by the 
defendant Busch alone. 

It is contended by the defendant that the action here brought is premature and 
that the equitable powers of the court should not be used by way of injunction. 
However, this contention is rejected since one of the vital principles of equity is 
that it will aid the vigilant, and accordingly it is not necessary when, as here, the 
only acts left to be performed, are the manufacture and sale of the product itself, 
to hold that the plaintiff must sit idly by, and wait until the product is manufactured, 
and put on the market, to have resort to the courts for redress. Standard Oil 
Company of New York v. Standard Oil Company of Maine, 38 F. 2d 677 [21 T.-M. 
Rep. 107]; Pennsylvania v. West Virginia, 262 U. S. 553, 593; Reeser Milk Co. 
v. Pates, et al., 320 Pa. 11; Pottsville Union Transit Co. v. St. Clair Borough, 261 
Pa. 293. 

Another contention urged upon the court by the defendant is that since there 
was no proof of any interstate traffic of the product, the court had no jurisdiction 
to entertain the bill and urged the case of Horlick’s Malted Milk Corp. v. Horluck’s 
Inc., 59 F. 2d 13 [22 T.-M. Rep. 319] c.c.a.g. as authority for his contention. 
However, this case was a statutory trade-mark infringement and the instant case is 
one at commmon law and as was pointed out in Great Atlantic & Pacific Tea Co. v. 
A & P Radio Stores, 20 F. Supp. 703, 706, since that court has jurisdiction because 
of the diversity of citizenship, it is immaterial whether there is interstate commerce 
involved. 

Since jurisdiction here rests upon diversity of citizenship, and the issues involve 
questions of common law, the matter is within the scope of Erie Railroad Company 
v. Tompkins, 304 U. S. 64. This, however, is not of particular importance since 
the law as announced in the state courts is in no wise different from that laid down 
by the federal courts. The leading Pennsylvania authority, B. V. D. Co. v. Kauf- 
man & Baer Co., 272 Pa. 240 [14 T.-M. Rep. 303], says: “The gist of the offences 
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seems to be whether the act done tends to pass off the goods of one for the other, 
and the basis of the action is fraud and deceit and misleading the public in the pur- 
chase of goods.” See also American Clay Mfg. Co. v. American Clay Mfg., 198 
Pa. 189. Hence in both the federal and state courts, in any trade-mark infringement 
and unfair competition case, a likelihood that the public will be confused into believ- 
ing that a competitive product is in fact that of the plaintiff, must be demonstrated. 
Stroehmann Bros. v. Manbeck Baking Co., 331 Pa. 96; B. V. D. Co. v. Kaufman & 
Baer Co., supra; Maytag Co. v. Meadows Mfg. Co., 35 F. 2d 403 [20 T.-M. Rep. 
408] ; Hiram Walker & Sons v. Penn-Maryland Corp., 79 F. 2d 836. 

The defendant purposes to manufacture and sell as a bottled product a soft 
drink which he has designated as ‘““Koke-Up” for which a copyright has been applied 
for. The product has not yet been manufactured nor sold, and it is only the 
threatened injury to the plaintiff's product as has been indicated that relief is here 
asked for. The complainant alleges both trade-mark infringement and unfair com- 
petition in its bill, and accordingly it seems to me that the real question presented 
is whether or not the name adopted by the defendant, “Koke-Up,” so nearly 
resembles the word koke (coke), an abbreviation or nickname for “Coca-Cola” by 
which the buying public has come to orally designate the plaintiff’s product, so as 
to be likely to deceive. 

It is generally recognized today that the emphasis on cases concerning trade- 
marks, trade-names and unfair competition is not only the injury occasioned to the 
innocent parties but equally as much on the injury suffered by the public and it is 
accordingly becoming increasingly more evident that, if defendant’s acts result in 
the confusion and deceit of the public primarily, relief will be granted. In other 
words it seems to me that in the progress of the law of trade-mark infringement 
and unfair competition as well, the likelihood of injury to the public which may 
result from the use of the defendant’s product is one of the essentials which the 
courts consider in granting equitable relief. Nims on Unfair Competition and 
Trade-Marks, Third Edition, 1929, Sec. 380, page 967; Great Atlantic & Pacific 
Tea Co. v. A & P Radio Stores, supra; California Fruit Growers Exchange, et al. 
v. Windsor Beverages, Limited, et al., 118 F. 2d 149 at 152 [31 T.-M. Rep. 121]. 

The purpose of a trade-mark is to identify the business in connection with 
which it is used and accordingly it will be protected only when used in connec- 
tion with a business, for trade-marks and the right to their exclusive use are property 
rights, in the sense that the right to one’s trade, and the good will that follows 
from it, free from unwarranted interference from others is a property right. The 
trade-mark is the instrumentality by which this property right is protected and 
the right grows out of its use in trade not merely out of its adoption. Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]; United Drug Co. v. 
Theodore Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1] ; Carthage Tobacco Works 
v. Barlow-Moore Tobacco Company, 296 F. 142 [14 T.-M. Rep. 302] ; Amoskeag 
Co. v. Trainer, 101 U. S. 51; Consumers Co. v. Hydrox Chemical Co., 40 App. 
D. C. 284. Accordingly, here the plaintiff company did not use the word koke 
(coke) or identify its product with the word by sale, advertisement or otherwise 
and so a strict construction of the authorities on common law trade-mark infringe- 
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ment would seem to hold that there could be no infringement and accordingly it is 
to the broader field of unfair conmpetition that we must look to for redress, if any. 
In consideration thereof the following Findings of Fact are arrived at: (1) The 
complainant, the Coca-Cola Company, is a Delaware corporation and the defendant 
is a citizen and resident of the State of Pennsylvania; (2) The complainant, the 
Coca-Cola Company, is engaged in the manufacture and sale of a soft drink under 
the trade-mark Coca-Cola; (3) The complainant’s product, Coca-Cola, is widely 
advertised and well known to the trade and public alike; (4) That the word koke 
(coke) when used by the purchasing public is in designation of the soft drink Coca- 
Cola; (5) That the word koke (coke) is used as an abbreviation by the purchasing 
public for the trade-mark Coca-Cola; (6) That the word koke is pronounced exactly 
like the first syllable in the word Coca-Cola; (7) That the word koke (coke) was 
given to the product Coca-Cola solely by the purchasing public; (8) That the de- 
fendant, John W. Busch, was about to manufacture a bottle product known as 
“Koke-Up” at the commencement of these proceedings; (9) That the defendant’s 
product, “Koke-Up,” was to be marketed as a bottled product, containing twelve 
ounces, light green in color, with a label pasted thereon at the head of which are 
the words, “It’s time for Koke-Up,” with a picture of a clock in the center of the 
label, and at the bottom thereof the words “Up-Koke-Up,” and on the cap of the 
bottle the words, “Koke-Up” ; that the dominating word on the label of the product 
“Koke-Up” is the word Koke, it being in the center portion of the label and much 
larger than the words Up to the lower left and right of it; (10) That “Koke-Up,” 
the product of the defendant, was to be brown in color, similar to plaintiff’s product ; 
(11) The word koke (coke) was never copyrighted, appropriated nor adopted by the 
plaintiff company in the manufacture, sale or distribution of its product, Coca-Cola ; 
(12) That Coca-Cola, the product of the plaintiff company, is dispensed to the public 
from fountains, automatic boxes and from bottles and when dispensed in the latter 
form is sold in the bottle as such or may be poured from the bottle to a glass for sale 
and consumption ; (13) That soft drinks such as Coca-Cola and the product intended 
to be sold as Koke-Up are usually ordered by spoken word ; (14) That the defendant 
adopted the name “Koke-Up” with the purpose and intention of taking advantage 
of the reputation and good-will of the complainant’s product, Coca-Cola; (15) That 
the defendant intends to palm off “Kake-Up” for the complainant’s product, Coca- 
Cola. 

The word koke (coke) is simply an abbreviation which the public has made 
of the trade-mark Coca Cola since it is commonplace in our daily endeavor to shorten 
and abbreviate anything which is capable of being shortened or abbreviated, and 
I think, it is also common knowledge that there is a marked tendency among 
American youth, usually to shorten and abbreviate, and it is therefore quite natural, 
that the purchasing public rather than use the full trade-mark, “Coca-Cola,” make 
resort to the more abbreviated form koke (coke). Further, the testimony shows 
conclusively that soft drinks such as Coca-Cola are purchased by spoken word in 
a vast number of instances and when :a Coca-Cola is wanted, resort is made to the 
abbreviation koke (coke) which has come be the nickname for Coca-Cola. 
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The cases with respect to abbreviations or nicknames in the law of unfair com- 
petition are rather few and on the whole not altogether satisfactory. A review 
of the leading English cases show that the courts grant redress where there is a 
use of nicknames or an abbreviation of a trade-mark which have a likelihood of 
resulting in confusion. In Read v. Richardson, 45 L. T. N.S. 54, Bull Dog Bottling 
became known as “Dog’s Head Beer,” by reason of a bull dog’s head appearing on 
the label, and the producers of the product were granted an injunction against the 
use by the defendant of “a rough terrier’s head” which carried it on its label. 
This relief was afforded on the theory that one who tries and likes beer with a bull 
dog trade-mark may remember it as “Dog’s Head” and extol its qualities under 
that name to one who calls for dog’s head and is satisfied when given a bottle with 
a dog’s head though it be a rough terrier’s head. 

In Seixo v. Provezende, L. R. 1 Ch. D. 192, the court held that the actual physical 
resemblance of two trade-marks is not the sole question for decision for if the 
plaintiff's goods have from his trade-mark become known in the market by a part 
name, the adoption by the defendant of a mark or name which will cause his goods 
to bear the same name in the market is as much a violation of the plaintiff’s rights 
as an actual copy of his mark. 

In another case an English House had used in India a trade-mark for yarn 
which had led the natives to call for “Bhe-Hathi” (two elephant) yarn, a competing 
firm was enjoined from exporting yarn to India under a trade-mark of which the 
principal feature was the representation of two elephants. Orr-Ewing & Co. v. 
Johnston & Co., 40 L. T. N. S. 307. On the same reasoning the word “Sports- 
man’s” accompanied by a picture of two mounted huntsmen, used as a trade-mark 
for cherry brandy, was held to be infringed by the picture of a huntsman standing 
beside his horse, and the words “Huntsman’s Cherry Brandy” where the proof 
aliunde showed that the plaintiffs’ liquor had become known to the public as “The 
Hunter’s Cherry Brandy.” 

The American cases are few in number and some, while seemingly opposed to 
the view here adopted, upon careful examination reveal no inconsistency with the 
position here taken. In Bayuk Cigars, Inc. v. Schwartz, 1 F. Supp. 283 [22 T.-M. 
Rep. 400], the court held that the term “Phillies” as applied to the plaintiff’s cigars 
by the purchasing public, though never attached to or used by way of advertising 
in connection with the sale of the product, was not subject to the protection of a 
court of equity as against the defendant who later used the term “Phillies” in con- 
nection with his brand of cigars. However, the court says: “This result is partly 
based upon the idea of the court that the plaintiff has not established, by a pre- 
ponderance of evidence, such a use of the word as would entitle it to the exclusive 
use of the same, as against the defendant who registered this word and marketed 
products thereunder prior to the time the word in question was actually applied to 
the packages containing the plaintiff’s cigars.” In the instant case there can be 
no question of the fact that the plaintiff has established by a preponderance of evi- 
dence that the word coke is used solely in designation of the plaintiff’s product, as 
the record will show that almost every witness.so testified. In Berghoff Brewing 
Assn. Vv. Popel-Giller Co., Inc., 273 F. 328 [11 T.-M. Rep. 243], which was 
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solely a trade-mark infringement case, the court held that the use of the word 
“Burg” in conversation, or in written orders for goods, by the customers of the 
plaintiff without proof that the owner of the trade-mark ever applied the abbrevia- 
tion to its goods, does not establish the adoption of the abbreviation as a trade- 
mark, and hence no protection would be afforded by a court of equity. The 
factual situation in this case differs from that of the instant case inasmuch as the 
court noted: “It appears that customers occasionally order ‘Burgmeister’ beer by 
the abberviated name of ‘Burg.’”’ Here, there is no such casual or occasional use, 
but the record discloses that Coca-Cola is almost generally designated as coke as 
above indicated and that it has been so designated for at least ten years, and in 
addition no unfair competition is averred. In Coca-Cola v. Branham, et al., 216 
F. 264 [4 T.-M. Rep. 469], where the defendant’s product was designated simply 
as Koke the court refused to permit redress by way of injunction for alleged trade- 
mark infringement and unfair business competition in which it was alleged that 
the use of the word Koke was an infringement of the trade-mark, Coca-Cola, a 
case very similar to the instant case. However, the court said in this case: “If 
the use of the name had been observed by the defendants, and it was afterwards 
adopted by them with the purpose and intention of taking advantage of the fact and 
to engage in the manufacture and sale of a beverage and call it ‘Koke,’ and sell it 
‘as and for Coca-Cola,’ then a case of unfair competition would undoubtedly be 
made out.” In the instant case it is to be noted, and it is so found as a fact, that the 
defendant did observe the name of Coca-Cola, realizing the value of the reputation 
and good-will which the plaintiff company had built up, and he admittedly chose 
the name Koke-Up in order to take advantage of the reputation of the plaintiff’s 
product. This is borne out by the plaintiff’s witness, Kobre, who testified that in 
a conversation concerning the proposed name to be given to this product, the 
defendant said: “When you go in a gasoline station you think of it as ‘gassing up.’ 
You tell the attendant you want to ‘gas up.’ When your order a Coca-Cola you 
think of it in terms—‘Well let’s go in and coke up’—that he was going to use the 
name ‘Koke-Up’ because of that derivation,” and further the witness testified in 
connection with his conversation with the defendant: “I pointed out that profits 
could be made in the beverage business only if he had volume or only if the manu- 
facturer and seller had volume. He assured us that he would get volume because 
the drink was advertised before its manufacture. I asked him what he meant and 
he stressed the fact that all of this Coca-Cola advertising would be his advertising.” 
Further, the testimony of Kobre shows as follows: “Q. What happened about the 
label? A. He showed it to us and we looked at it, and Mr. Busch says, “When you 
want Coca-Cola, what do you ask for? And I responded, ‘I ask for Coca-Cola or 
“coke”—usually for “coke.””’ Mr. Busch says, “There it is.’ I say, “What do you 
mean “there it is” ?’? He said, ‘When you ask for “coke” this is what I will give 
you. It is a product which is advertised before it is manufactured. Do you see 
what I mean?’” Therefore, from the testimony, the defendant himself made admis- 
sion to the Witness Kobre that he would sell his product, Koke-Up, as and for 
Coca-Cola, and accordingly is distinguished from the Branham case, supra. 
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The better view it seems to me is that adopted in Denver Chemical Mfg. Co. 
v. Lilley, et al., 216 F. 869 [4 T.-M. Rep. 519], wherein the courts says: “It being 
conceded, as it must be, that while appellant adopted the name ‘antiphlogistine’ for 
its product, still, if for some reason the general public has given to the product 
another and different name, by which it alone is known to the trade, the appellant 
becomes entitled to protection by injunction against one who thereafter endeavors 
through the adoption of such term as the public employs as synonymous for or as 
a secondary designation of such product, for in so doing the purchasing public may 
be deceived as to the article purchased, and the appellant is deprived of that trade 
which its industry and money have built up.” I am constrained to adopt this theory 
of the law as applicable to the instant case, although in the case just referred to 
the court did not find as a fact that “Denver Mud” had been first coined and 
commonly applied to “antiphlogistine” and accordingly there was nothing to protect. 

I feel that the abbreviation of the trade-mark which the public has used and 
adopted as designating the product of the complainant is equally as much to be 
protected as the trade-mark itself and while the name of the defendant’s product is 
Koke-Up it is not to be doubted from the evidence in the case that Koke is the 
dominant word which is attempted to be impressed upon the public, since the word 
Koke on the label of the bottle of the product is much larger in size than the other 
lettering. 

From a reading of the testimony one is driven to the conclusion that the defend- 
ant with an infinite number of names to choose from, in designating his product, 
chose the designation Koke-Up solely for the purpose of taking advantage of the 
good-will and reputation of the plaintiff’s product, which would enure to his 
benefit as well as to the deception of the public. One who enters a field already 
occupied by another, as in the instant case, should be careful in the selection of a 
trade-name or trade-mark, keeping far enough away from the plaintiff’s trade- 
name or trade-mark to avoid any possible confusion. The test it seems to me 
to be applicable is the one in Northam-Warren Corp. v. Universal Cosmetic Co., 
18 F. 2d 774 [17 T.-M. Rep. 203], where it was said: “Whether there is an 
infringement of a trade-mark does not depend upon the use of identical words, nor 
on the question of whether they are so similar that a person looking at one would 
be deceived into the belief that it was the other; but it is sufficient if one adopts a 
trade-name or trade-mark so like another in form, spelling or sound that one with 
not a very definite or clear recollection of the real trade-mark is likely to become 
confused or misled.” The inequity here is, as has been pointed out, in the similarity 
of sound, since soft drinks in most instances are ordered verbally. 

While it might seem that there can be no unfair competition where no business 
or competition is already existing, or until the defendant has actually engaged in 
business, Raladam Co. v. Federal Trade Commission, 42 F. 2d 430, 436, yet the 
nature of the action here must be construed as a bill quia timet to enjoin the 
threatened unlawful use of a name, as in Standard Oil Co. of New Mexico v. 
Standard Oil Co. of California, 56 F. 2d 973 [22 T.-M. Rep. 363]. Accordingly, 
there can be no objection that the defendant is not presently engaged and competing 
in business with the plaintiff. Standard Oil Company of Maine v. Standard Oil 
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Company of New York, 45 F. 2d 309 [21 T.-M. Rep. 107], Nims on Unfair 
Competition and Trade-Marks, Third Edition, 1929, Sec. 365, page 920. 

Counsel for the complainant have pressed with great vigor upon the court the 
case of Coca-Cola Company v. The Koke Company of America, et al., 254 U. S. 
143 [10 T.-M. Rep. 441], and while it is true that in that case the court enjoined 
the product sold under the name of Koke, an analysis will show that the lower court, 
235 F. 480, made Findings of Fact among others (a) that it aided persons to whom 
it sold its product in the substitution of its product for that of the plaintiff, and 
(b) that the defendant’s salesmen were instructed to sell and did sell its product 
as and for Coca-Cola. Thus, in that case there was an actual finding by the court 
of the substitution of the defendant’s product for that of the plaintiff, and an actual 
palming off of the defendant’s product for that of the plaintiff. On appeal to the 
Circuit Court, it agreed with the findings of the lower court, but reversed it on the 
ground that the advertising accompanying the name Coca-Cola was so fraudulent 
as not to entitle it to the protection of a court of equity and it was on this question, 
as is definitely stated in the opinion, that the Supreme Court granted certiorari, 
and it was with this question that the court mainly concerned itself. 

However, without any further discussion of the testimony, I think the proof 
clearly indicates the intention to palm off the defendant’s product as that of the 
plaintiff, and it seems to me to permit the defendant to so do would be unconscion- 
able and would be lending the weight of a court of equity to a deceptive matter. 

The bill will be sustained and an injunction granted. 


J. A. DOUGHERTY’S SONS, INC. DISTILLERS v. DOUGHERTY 


United States District Court, Eastern District of Pennsylvania 
December 30, 1940 


TRADE-MARKS AND TRADE-NAMES—USE OF SIMILAR SURNAMES. 

While surnames are not capable of serving as trade-marks or trade-names, they can 
acquire much of the legal force of trade-names if they are used to designate a particular 
product for a sufficient period for the public to attach a secondary meaning to them. 

Unrair CoMPETITION—RIGHT TO UsE Own NAME IN BusINESS—RESTRICTIONS. 

While it is true that every one has the right to use his own name in his business, he has 
no right to use it for the purpose of stealing the good-will of another’s business. 

UnFAIR COMPETITION—WRONGFUL USE oF SURNAME—“DOUGHERTY’s” ON WHISKEY. 

Plaintiff and its predecessors had manufactured and sold for many years prior to 1918 a 
straight whiskey bearing the name “Dougherty’s,” which name plaintiff has used since 1925 
to designate such whiskey sold generally and in the State of Pennsylvania before and after 
the prohibition era, but sold no blended whiskey so marked in Pennsylvania until February 8, 
1940. Defendant began to sell blended whiskey under the name “Dougherty’s” in 1939, 
with the knowledge of plaintiff’s use thereof, said name dominating the label, with statement 
in smaller type that the whiskey was that of Edwin L. Dougherty. Evidence being adduced 
of confusion of the public in the respective goods, defendant held guilty of unfair competition 
with plaintiff, and was required to so change his labels as to avoid confusion with plaintiff's. 

Unrair CoMPETITION—SUITs—DEFENSES. 

In the case at issue, the fact that there had been changes in the ownership of plaintiff’s 
business was immaterial so long as some secondary meaning attached to the name “Dougherty” 
as the identifying designation of its whiskey. 
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In equity. Action for unfair competition and trade-mark infringement, in which 
defendant requested affirmative relief. Judgment for plaintiff. 


Beekman Aitken, New York, N. Y., and Marshall A. Coyne and David J. Smyth, 
both of Philadelphia, Pa., for plaintiff. 
Francis J. Walsh, Philadelphia, Pa., for defendant. 


Barb, District Judge: . 


The plaintiff corporation has instituted this action to obtain injunctive protection 
and other relief against the allegedly unlawful use of the word “Dougherty’s’” by 
the defendant in the sale of whiskey. The defendant denies violation of any rights 
of the plaintiff and requests affirmative relief in the form of a decree restraining the 
plaintiff from interfering with his business, a decision defining all the rights of the 
parties, an award of damages, and an accounting of profits. 

I make the following special 


FINDINGS OF FAcT 


1. The plaintiff is a corporation organized and existing under the laws of the State of 
Maryland, having been incorporated in 1925. 

2. The defendant is an individual, a citizen of the United States and a resident of Phila- 
delphia, Pa. 

3. The matter in controversy exceeds, exclusive of interest and costs, the sum of Three 
Thousands Dollars ($3,000.00). 

4. The word “Dougherty’s” was used in the manufacture and sale of whiskey for many 
years by James A. Dougherty, then by a later formed family firm, and also by another firm 
prior to the incorporation of the plaintiff, present owner of the business. 

5. The manufacture of whiskey was discontinued in 1918 when the distillery was dismantled 
by the firm then operating the business. 

6. The plaintiff corporation, operating at the same site occupied by James A. Dougherty 
and later firms, has used the name “Dougherty’s” in the sale of straight whiskeys since 1925, 
the year of its incorporation. 

7. The name “Dougherty’s” dominates the front labels on some of the plaintiff’s whiskeys, 
and appears on all. 

8. The plaintiff sold 3,250 cases of straight whiskey to the Pennsylvania Liquor Control 
Board in 1933, which liquor was resold by the board during subsequent years until the supply 
was exhausted in 1937. 

9. The plaintiff has made no sales of straight whiskey to the Pennsylvania Liquor Control 
Board since 1935 for resale to the public. 

10. The plaintiff has made sales throughout the United States in general since repeal of 
prohibition. 

11. The plaintiff did not sell any blended whiskey prior to 1940. 

12. The defendant began to sell blended whiskey under the name “Dougherty’s” in August, 
1939, with knowledge that there was another business using the word “Dougherty’s” in the 
sale of whiskey in Pennsylvania. 

13. The name “Dougherty’s” dominates the front labels of defendant’s blended whiskey 
bottles. 

4. The labels used by the defendant contained a plain printed statement, in smaller type, 
that the whiskey is that of Edwin L. Dougherty. 

15. The public buys whiskey in such a way that the brand name is often used to designate 
the kind wanted. 
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16. There is a noticeable difference between the labels of the plaintiff and those of the 
defendant, except for the blended whiskey labels, the plaintiff’s blended whiskey label closely 
resembling one set of the defendant’s. 

17. Although the plaintiff made plans to blend whiskey prior to the appearance of defend- 
ant’s blended brand, it did not sell blended whiskey in Pennyslvania until February 8, 1940, after 
the defendant had been stopped on November 15, 1939 from doing so in Pennsylvania by the 
Pennsylvania Liquor Control Board. 

18. The defendant registered his label with the Secretary of the Commonwealth of Penn- 
sylvania, on April 17, 1939, under the Act of June 20, 1901, P. L. 582, 73 P. S. §1. The 
defendant also registered in New York and New Jersey, on April 19, 1939. 

19. The plaintiff registered its name “Dougherty’s” in some twenty states, including Penn- 
sylvania, registering in Pennsylvania after the defendant. 

20. The plaintiff is owner of a certificate of registration of a trade-mark issued by the 
United States. 

21. The United States and Pennsylvania registrations of the plaintiff are not of the word 
“Dougherty’s” alone, but are of the word “Dougherty’s” used in conjunction with a drawing 
of a sheaf of rye. 

22. The defendant used a number of signs which tended to confuse his business with that of 
the plaintiff. 

23. The plaintiff learned of the defendant’s use of the name “Dougherty’s” in late August, 
1939, and objected to the defendant shortly thereafter. 

24. The label adopted by the plaintiff for its blended whiskey is similar in general appear- 
ance to that theretofore used by the defendant. 

25. There are noticeable distinctions in the parties’ plended whiskey labels, but not sufficient 
to forestall confusion since the dominating word on both is “Dougherty’s.” 

26. The defendant sold some 1,100 cases of his blended whiskey through the Pennsylvania 
Liquor Control Board during the few months of his operation beginning August 1, 1939. 

27. The plaintiff has sold 140 cases of blended liquor to the Pennsylvania Liquor Control 
Board on special order since it was put on sale in February, 1940. 

28. Sales to the Pennsylvania Liquor Control Board “on special order” are sales procured 
by solicitation, and are effected by sending the order to the Board for its approval and author- 
ization. 

29. There is evidence of confusion of the whiskeys of the parties. 

30. The Pennsylvania Liquor Control Board has refused to accept orders for either the 
plaintiff’s or defendant’s brands under the name “Dougherty’s” until the right to the use thereof 
is determined. 


DISCUSSION 


The fundamental concern of the plaintiff is to have the defendant enjoined from 
using the word “Dougherty’s” in a prominent position on the latter’s bottle labels. 
The plaintiff, for support of its claim that it has the exclusive right to use the word 
“Dougherty’s,” relies upon the existence of a secondary meaning of the word, as 
used to identify the plaintiff's whiskeys. 

It is true that surnames, though not capable of serving as trade-marks or trade- 
names, can acquire much of the legal force of trade-names if they are used to desig- 
nate particular products exclusively for a sufficient period of time for the public to 
attach a secondary significance or meaning to them. R. B. Davis Co. v. Davis, 11 F. 
Supp. 269 [25 T.-M. Rep. 283], and cases cited therein. The court said, in that 
case, that long association of a name with a product results in that name taking on 
a new or secondary meaning, which meaning submerges the primary meaning of 
the word as a man’s name merely, and the new meaning survives as the identifica- 
tion, in the market, of a product and its source. 
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However, unlike the case of valid trade-marks or trade-names, the business 
which labels its wares with a personal name must take the hazard represented by 
the rights of others to use their names reasonably in their business. When con- 
fronted by a business operating under the name of its owner, a business identified 
by a personal name does not have as effective safeguards as those appurtenant to 
trade-marks and trade-names. 

It must be noted, though, that while it is true that every man has a right to 
use his own name in his business, it is also true that he has no right to use it for 
the purpose of stealing the good-will of another’s business. The right to use a 
name because of its generic signification does not imply a right to use it to destroy 
good-will belonging to another. Waterman Co. v. Modern Pen Co., 235 U. S. 88 
[5 T.-M. Rep. 1] ; Vick Medicine Co. v. Vick Chemical Co., 11 F. 2d 33 [16 T.-M. 
Rep. 67] ; De Nobili Cigar Co. v. Nobile Cigar Co., 56 2d 324 [22 T.-M. Rep. 136] ; 
R. B. Davis Co. v. Davis, supra. In cases concerned with one’s use of his own 
surname the power of the court is properly directed towards the correcting of an 
abuse of the right to use a personal name rather than the denial of that right. 
Howe Scale Co. v. Wyckoff, Seamans, Etc., 198 U. S. 118, 136. So, adjudications 
precluding use of personal names are not properly to be deemed deprivations of 
rights. 

In this case, the word “Dougherty’s” or the firm name “J. A. Dougherty and 
Sons” undoubtedly acquired a secondary meaning, prior to prohibition, as a name 
appearing on whiskey made and sold by the Dougherty family. In 1918 the dis- 
tillery was dismantled. Thereafter, any good-will attached to the names naturally 
was appurtenant to the continuing business of selling whiskey, though the name 
could not indicate a manufacturer. Upon the institution of prohibition, the good- 
will accorded the company then using the name “Dougherty’s” naturally diminished 
in the course of succeeding years, though the plaintiff did continue to sell its 
whiskey as permitted in that period. After repeal, the market for whiskey expanded 
and a fair-sized quantity of the plaintiff’s whiskey—with the name “Dougherty’s” 
on the bottles—was sold. Thus, it is demonstrated that there has been a continuing 
though varying amount of good-will and commercial significance attached to the 
word “Dougherty’s.” The plaintiff’s whiskey could still be purchased in the state 
stores in Pennsylvania as late as 1937 and could be purchased on special order 
until March, 1940. It continues ready to do business in Pennsylvania, and it 
presently does business throughout the United States in general. 

It was my factual conclusion that there were, in the course of the years, several 
changes in the identity of the owners of the business, and several changes in its 
organization. A corporation has owned and operated it since 1925, though the 
identity of the stockholders has changed. The defendant relies in large part upon 
this lack of continuity in ownership as a bar to any protection for the plaintiff, 
averring that the plaintiff lacks “title” to the name and that its secondary meaning 
does not refer to the plaintiff, since it can claim no relation to the individuals and 
organizations under whom the name originally acquired significance. 

It seems to me that the defendant seeks to escape the obvious considerations 
confronting the court by entangling the whole matter in practically inapplicable 
refinements. It is sufficient if there now exists any secondary meaning or significance 
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in the word “Dougherty’s” as the name or identifying designation of the plaintiff’s 
whiskeys. If the plaintiff enjoys any fairly-obtained good-will under the name 
“Dougherty’s,” it does not lie with the defendant to say he can take that good-will 
away simply because the plaintiff cannot establish a 91-year-old “chain of title” 
to the name. I conclude that it would be an abuse of the defendant’s right to use 
his name, were he to be allowed to use it to deprive the plaintiff of its good-will, 
great or small in amount though it may be. Whatever fragments of secondary 
meaning are attached to the word “Dougherty’s” should be assured the plaintiff. 
Therefore, the defendant may not continue to use his name in his business if his 
intent is or the effect will be to deceive the public. 

The defendant knew there was another Dougherty in the whiskey business, but 
the propriety of an inference of intent to deceive the public is subjected to question 
by the facts that the defendant did not simulate any of the plaintiff’s labels, did not 
use the name of any of the plaintiff’s brands, did not use the mark of a sheaf of rye, 
and, most importantly, did not use the name on straight whiskey. Furthermore, 
the defendant printed plainly on his labels that the whiskey was blended and 
bottled for Edwin L. Dougherty. So, I am unwilling to infer—in fact—an intent to 
defraud the plaintiff and deceive the public. However, since such was the effect, 
the legal consequences can vary but slightly. Bad faith may have been necessary 
to warrant an absolute restraint of the defendant from using his own name, Vick 
Medicine Co. v. Vick Chemical Co., supra; De Nobili Cigar Co. v. Nobili Cigar 
Co., supra; but good faith cannot license complete freedom of usage. 

The next consideration is as to what will assure the plaintiff the good-will 
attached to its use of the name “Dougherty’s” without altogether depriving the 
defendant of the use of his name in his business. Since the public, whether it 
purchases at stores or in drinking places, may and frequently does designate its 
choice by brand name, it is apparent that the use of the word “Dougherty’s” in a 
dominating position and type will promote confusion in the minds of prospective 
purchasers between the defendant’s brand or brands and some brand or brands 
of the plaintiff. So long as the word “Dougherty’s” is a dominating word on the 
defendant’s bottles, the fact that it is qualified with some distinctive name such as 
“Special” or “Reserve” will not forestall confusion. Something further is needed 
to guarantee reasonably a ready differentiation by the public. 

I conclude that the defendant should be enjoined to cease using the word 
“Dougherty’s” or even “Edwin L. Doughterty’s” as the dominating name on his 
labels or other means of identification, and to refrain from using the word “Dough- 
erty” other than with the name “Edwin L.” prefixed thereto in type of the same 
font, size and color, which font, size and color shall not be so chosen, arranged or 
placed as to dominate the label or other identification, to prefix the above with the 
words “blended and bottled for,” “bottled for” or otherwise as the case may be, 
and not to use the possessive or plural of the name “Dougherty.” 

In regard to the above I must state that regard for the public has largely 
motivated my decision as to the necessity for distinctive designations. 

The penalty claimed by the defendant to be due him under the Pennsylvania Act 
of June 20, 1901, P. L. 582, Sec. 4, 73 P. S. §6, is for infringement of a label 
registered thereunder. The plaintiff’s blended whiskey label can, perhaps, be 
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deemed a simulation of the defendant’s. However, in view of the fact that the 
defendant was warned by an official of the Pennsylvania Liquor Control Board 
that another firm that had been in business many years sold whiskey under the 


> 99 


name of “Dougherty’s” and that he might run into difficulty, he is precluded from 
an award of this penalty in a court of equity. 


CONCLUSIONS OF LAW 


1. The plaintiff is entitled to use the name “Dougherty’s” on its goods. 

2. The name “Dougherty’s” has acquired a significance as a designation of the plaintiff’s 
goods which warrants protection against interference. 

3. The defendant has a right to use his name in his business. 

4. The right of the defendant to use his name in his business is restricted to a use that will 
not result in confusion of his goods with those of a prior user of the same name, whose goods 
are identified with and by that name in the minds of purchasers. 

5. The plaintiff is entitled to an injunction restraining the defendant from so using his 
name that reasonably attentive purchasers cannot readily distinguish between the products of 
the plaintiff and defendant, and from so using his name as to deprive the plaintiff in any other way 
of the benefits of the good-will now appurtenant to the name “Dougherty’s.” 

6. In light of the circumstances herein noted and others made apparent in the course of 
the trial, it is deemed proper that each party should bear its own costs. 

7. A decree in accordance with the findings and conclusions herein may be submitted for 
entry as the order of this court. 

The requests for findings of fact and conclusions of law are affirmed to the extent consistent 
herewith, and denied insofar as inconsistent herewith. 


J. A. DOUGHERTY’S SONS, INC. v. DOUGHERTY 
United States District Court, Eastern District of Pennsylvania 
May 12, 1941 


Unratr CoMPETITION—“DOUGHERTY’S” ON BLENDED WHISKEY. 

Although defendant was enjoined from using the name “Dougherty’s” on blended whiskey, 
defendant held entitled to an injunction restraining plainiiff from simulating general design 
of defendant’s label used on blended whiskey before plaintiff began selling the latter. 

UNFAIR CoMPETITION—SvuITs—INJUNCTION—DAMAGES. 

While plaintiff was enjoined from imitating the general design of defendant’s label, 
defendant held not entitled to damages in view of its infringing use of plaintiff’s name on 
its labels. Moreover, the determination of pecuniary loss would be largely conjectural. 

TRADE-MARKS—REGISTRATION—STATE STATUTES, PENNSYLVANIA—INTERPRETATION. 

The prohibition against infringement of duly registered labels, as contained in Section 3 
of the Act of June 20, 1901 (P. L. 582, No. 4, P. S. 6) cannot be construed as extending 
protection to any other than genuine labels, which do not violate prior rights of another. 
In the instant case, though the registered label was original in design, it included as its 
dominating feature the name under which plaintiff had previously sold whiskeys. 


In equity. Action for trade-mark infringement and unfair competition, in 
which defendant sought affirmative relief. On defendant’s motion to amend findings 
of fact and conclusions of law. Motion granted in part and denied in part. For 
earlier decision in this case, see ante, p. 181. 
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Beekman Aitken, New York, N. Y., and Marshall A. Coyne and David J. Smyth, 
both of Philadelphia, Pa., for plaintiff. 
Francis J. Walsh, Philadelphia, Pa., for defendant. 


Barb, District Judge: 


The defendant, Edwin L. Dougherty, has moved for amendment of findings of 
fact and conclusions of law prior to final decree in accordance with the Opinion 
in this case dated December 30, 1940, 36 F. Supp. 149. Some 78 exceptions to the 
Opinion have been filed. 

It is my conclusion, after due consideration of the exceptions and argument of 
counsel thereon, that the conclusions of law should be amended to include the fol- 
lowing : 

8. The defendant is entitled to an injunction restraining the plaintiff from 
simulating the general design of defendant’s original blended whiskey label. 

The defendant has reiterated his contention for an award of damages conse- 
quent to the plaintiff's simulation of the defendant’s label in sale of 140 cases of 
blended whiskey. In view of the infringing character of the defendant’s use of 
the name ‘‘Dougherty’s” on his label, though, the plaintiff should be enjoined from 
usurpation of its general design to the continued confusion of the public in unfair 
competition with the defendant, the defendant is not entitled to damages. Also, the 
evidence indicates that determination of pecuniary loss for which damages could be 
computed would be largely dependent upon conjecture. 

With regard to the urgent contention that the defendant, as a matter of law, 
is entitled to penalties provided by the Act of June 20, 1901, P. L. 582, §4, 73 P. S. 6, 
further explanation of my contrary conclusion appears necessary. 

Primarily, it is my position that prohibition against infringement of duly filed 
and registered labels, as contained in §3 of the Act, cannot be construed as extending 
protection to any other than genuine labels, labels which do not violate prior rights 
of one other than the registrant. In this instance, though the label registered was 
original in general design, it included as its dominating feature a name under which 
the plaintiff had previously sold liquors. Furthermore, the defendant was aware 
of this circumstance before he used his label in Pennsylvania, if not before he 
obtained registration of his label. 

However, aside from the above considerations, I am decided that the case of 
Century Distilling Co. v. Continental Distilling Co., 106 F. 2d 486 [29 T.-M. Rep. 
487], demonstrates that this court, in the instant action, could not award penalties 
provided for by the Act. 
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KRAFT CHEESE COMPANY v. LESTON COMPANY, INC. 
United States District Court, Eastern District of Missouri 
July 12, 1941 


TRADE-MARK INFRINGEMENT—“MIRACLE WHIP” AND “SALAD WHIP” ON SALAD DRESSING— 
CONFLICTING Marks. 
The words “Salad Whip” or “Whip” alone, used by defendant on its salad dressing, 
held to infringe the trade-mark “Miracle Whip,” used with priority by plaintiff on its salad 
dressing. 


In equity. Action for trade-mark infringement. Decree for plaintiff. 


Cyril A. Soans (Wm. E. Anderson, of counsel), both of Chicago, IIl., for plaintiff. 
Fordyce, White, Mayne, Williams & Hartman, of St. Louis, Mo., for defendant. 


FINDINGS OF Fact 
Cottet, District Judge: 


1. This is a suit brought by Kraft Cheese Company, plaintiff, against Leston 
Company, Inc., defendant, for unfair competition. 

2. (a) Plaintiff is a corporation of Delaware. (b) Defendant is a corporation 
of Missouri, and is domiciled at 7111 Manchester Ave., St. Louis, Mo. (c) The 
amount in controversy exceeds, exclusive of interest and costs, the sum of $3,000.00. 

3. For many years and continuously to date, plaintiff, which word as used herein 
includes the predecessors in the business now owned by plaintiff, has engaged in 
the manufacture of food products including mayonnaise, salad dressing and sand- 
wich spread, which articles have been distributed and sold by plaintiff throughout 
the United States, including the State of Missouri, for many years last past. 

4. In or about the year 1930, plaintiff invested large sums of money in special 
equipment and facilities for manufacturing mayonnaise, salad dressing and sandwich 
spread of high quality, and, prior to January 24, 1933, plaintiff selected as a name 
for its salad dressing manufactured by the aid of said special equipment and facilities, 
the trade-mark “Miracle Whip” which mark plaintiff, since on or about January 24, 
1933, has applied continuously to said salad dressing, and which said salad dressing 
as so marked, continuously since May, 1933, has been shipped by plaintiff to cus- 
tomers and to points of distribution and sale throughout the United States. 

5. In order to promote the sale of its salad dressing under the trade-mark 
“Miracle Whip,” plaintiff has expended very large sums of money in extensively 
advertising and otherwise promoting the sale of said product throughout the United 
States, and a substantial percentage of said expenditures has been devoted to such 
promotion within the State of Missouri. 

6. Asa result of the high quality of the said product and plaintiff’s expenditures 
in promoting the sale thereof, large quantities of said product bearing the name 
“Miracle Whip” have been manufactured and sold by plaintiff throughout the United 
States, and a substantial percentage of the same has been so soid in the State of 
Missouri. 
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7. Prior to plaintiff's adoption of the trade-mark “Miracle Whip” and subsequent 
thereto, other manufacturers of mayonnaise and salad dressing have used the word 
“Whipped” in descriptive sense for the purpose of indicating that their products 
were beaten or whipped in the process of manufacture. 

8. Prior to the adoption of the mark “Miracle Whip” by plaintiff no other 
manufacturer of distributor had used the word “Whip” to describe or identify any 
salad dressing. 

9. The composite mark “Miracle Whip” and also the word “Whip” alone have 
become well known to the consuming public and to the trade as indicating plain- 
tiff’s “Miracle Whip” salad dressing, and in ordering plaintiff’s “Miracle Whip” 
salad dressing, members of the consuming public as well as persons in the trade 
frequently identify plaintiff's “Miracle Whip” salad dressing by the word “Whip” 
alone. 

10. Since the year 1938, defendant has marketed salad dressing under the 
name “Leston’s Salad Whip” in the State of Missouri and elsewhere in the United 
States. 

11. The name “Leston’s Salad Whip” was adopted by defendant after defend- 
ant had full knowledge of plaintiff's extensive advertising of plaintiff’s “Miracle 
Whip” salad dressing. 

12. Plaintiff, having introduced no evidence of loss of sales, has waived an 
accounting. 

CoNCLUSIONS 


1. Plaintiff is the exclusive owner of the composite mark “Miracle Whip” as applied to 
salad dressing. 

2. Plaintiff is entitled to the exclusive use of the mark “Whip” as applied to salad dressing. 

3. Defendant has infringed plaintiff’s rights by using the mark “Salad Whip” in connection 
with the sale of salad dressing. 

4. Plaintiff is entitled to an injunction restraining defendant’s use of the word “Whip” in 
connection with the sale of salad dressing. 


BOURJOIS, INC. v. PHILIP S. WILLINGMYRE trapinc as KEMP 
TOILETRIES, VERA PRODUCTS CO. ann J. R. HARRISE 


United States District Court, District of New Jersey 
February 18, 1942 


TRADE-MARK INFRINGEMENT—“EVENING IN PARIS”—VIOLATION OF INJUNCTION. 
The use by defendant of a card displaying in large letters the words “Evening in Paris,” 
in association with small bottles of the said perfumery product, which it had rebottled from 
plaintiff’s product, held violation of the injunction. 


In equity. On motion to adjudge defendant guilty of violation of injunction. 
Judgment for plaintiff. For the court’s decision on infringement, see 30 T.-M. Rep. 
374. 


Harry B. Rook, of Newark, N. J. (Briesen & Schrenk, Karl Pohl and M. R. 
Warnock, all of New York), on the brief, for the motion. 
S. Huntley Beckett, of Newark, N. J., opposed. 
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Avis, District Judge: 


On April 11, 1941, a final judgment was entered in the above cause ordering an 
injunction, restraining defendant as to the use of certain methods of advertising in 
marketing rebottled product of plaintiff, and particularly with relation to “Evening 
in Paris,” and prescribing the limits of such advertising to be attached to the smaller 
bottles sold and distributed by defendant. 

The plaintiff now comes into court alleging that defendant has violated that in- 
junction by displaying the words “Evening in Paris” in large letters on a card to 
which was attached a number of small bottles of the product, and that he should be 
punished for contempt. A formal oral hearing has been had, all parties being 
represented by counsel. After the production of orders, letters, bills, and exhibits, 
it is quite clear that defendant has so violated the injunction. His counsel formally, 
in court, acknowledged such violation and asks for leniency in the imposition of 
sentence. 

I think the violation was wilful. The attitude of defendant is such as to convince 
the court that he has a lack of respect for the orders that were entered in this case. 
If the defendant should again be brought before me and satisfactory evidence is 
produced of a further violation, the penalty will be much more severe than the one 
now imposed. 

A fine of fifty dollars will be imposed, to be paid to the Clerk of this court for the 
use of the United States and, for the use of the plaintiff, the injured party, the de- 


fendant will be required to pay as an indemnity the sum of two hundred and fifty 
dollars. 


The defendant should be produced before the court for the imposition of sentence. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


“Tru-Tex” conflicts with “TruVal.” 


Van ArsSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of TruVal Manufacturers, Inc., 
to the application of Abraham & Straus, Inc., for registration of the mark “Tru-Tex” 
for clothing for men, namely, outer and under shirts, pajamas, athletic shirts and 
shorts, hosiery, handkerchiefs, sweaters, lounging robes, leather jackets, gloves made 
of leather, fabric and/or combinations thereof, scarfs, hats and underwear. 

The applicant introduced in evidence under rule 154(e) a registration, owned 
by it, No. 175,945, dated November 13, 1923, of the mark “Tru-Tex” for silk, cotton 
and men’s woolen underwear in union suits and two-piece garments of knitted and 
textile fabrics. The Assistant Commissioner accorded applicant the filing date of 
said registration No. 175,945, to wit, December 2, 1922, as establishing the beginning 
of applicant’s use of the mark “Tru-Tex” on men’s underwear. 

The Assistant Commissioner summed.up the case for the opposer, TruVal Manu- 
facturers, Inc., as follows: 
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Opposer was incorporated in 1937 as a subsidiary of S. Liebovitz & Sons, Inc., which 
was founded in 1877. This parent company manufactured and sold shirts, and began to sell 
shirts under the mark “TruVal” in 1931. This mark had previously been used for 
men’s outer shirts by the firm of M. Koblenzer & Son, which had a registration No. 96,306 
of that mark on those goods, issued to it April 14, 1914. The Koblenzer firm was composed 
of M. Koblenzer and his son S. J. Koblenzer as partners. M. Koblenzer died in 1921 but the 
son continued the business of the firm and continued to sell shirts under various trade- 
marks, including the marks “TruVal,” “Monogram” and “John Adams.” Then in 1931 
he executed an instrument of assignment of the mark “TruVal” for shirts, the registration 
thereof, No. 96,306 and the good will of the business in connection with which the mark 
was used to S. Liebovitz & Sons, Inc., and turned over to the corporation all labels and 
box-covers relating to the mark and thereafter used the mark no more in his business. In. 
1937 TruVal Manufacturers, Inc., as subsidiary of S. Liebovitz & Sons, Inc., took over 
from the latter the business and good will of the business of selling shirts under the mark 
“TruVal” and on March 15, 1940, S. Liebovitz & Sons, Inc., gave TruVal Manufacturers, 
Inc., a formal written assignment of the trade-mark together with the good will of the busi- 
ness in connection with which the trade-mark was used. On March 19, 1940, TruVal 
Manufacturers, Inc., secured registration No. 376,349 of the mark “TruVal” for pajamas 
and sportswear for men on application filed November 4, 1939, and in this application the 
applicant thereof—who is the present opposer—is stated to be owner of registration 
No. 96,306 of April 14, 1914. Meanwhile registration No. 96,306 had been renewed to 
S. Liebovitz & Sons, Inc., April 14, 1934. 


The Examiner of Trade-Mark Interferences had expressed the opinion that no 
business or any good will of any business of the firm of M. Koblenzer and Son, 
with which the mark of registration No. 96,306 was associated, passed from that 
firm to S. Liebovitz & Sons, Inc., and therefore the purported assignment of 1931 
of registration No. 96,306 from said firm to said corporation was invalid and the 
corporation secured none of the firm’s rights in and to the trade-mark or registration. 

The Examiner held that because applicant’s registration No. 175,945 established 
use by applicant of its mark “Tru-Tex” on shirts from December, 1922, and prior 
to 1931, the date when S. Liebovitz & Sons, Inc., itself first used the mark “Tru Val,” 
the opposition must be dismissed, notwithstanding the renewal by that company of 
registration No. 96,306 of ““TruVal” and the registration No. 376,349 of the TruVal 
Manufacturers, Inc., of the same mark. 


In reaching a conclusion contrary to that reached by the Examiner, the Assistant 
Commissioner said: 


S. J. Koblenzer in continuing the business of the former Koblenzer partnership was 
selling shirts under the mark “TruVal” up to the date of the assignment referred to and 
then stopped selling shirts under this mark, and thereupon S. Liebovitz Sons, Inc., began to 
sell shirts under this same mark “TruVal.” Koblenzer did not manufacturer shirts. The 
business consisted in creating and supplying the demand for shirts bearing the mark 
“TruVal.” Upon securing the assignment S. Liebovitz Sons, Inc., began to engage in the 
business of creating and supplying the demand for shirts bearing the same mark “TruVal.” 
The business of the Koblenzers had been carried on for many years and certainly some 
good will must have become attached thereto. It seems to me that when S. Liebovitz took 
over from Koblenzer the business of selling shirts under the mark “TruVal” the good will 
of that business did not separate therefrom but remained connected therewith. In order 
to transfer this business and good will I do not think it was required of Koblenzer to cease 
also the business of creating and supplying the demand for shirts bearing the marks 
“Monogram” and “John Adams.” Accordingly, I consider the assignment valid and 
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TruVal Manufacturers, Inc., entitled to claim use of the mark by itself and its predecessors 
from October 30, 1912. 


The Examiner had refused to pass on the question of likelihood of confusion. 
The Assistant Commissioner, in passing upon this matter and ruling that the opposi- 
tion should have been sustained, said: 


As stated, renewed registration 96,306 is of the mark “TruVal” for men’s outer shirts 
and the mark of the opposed application is “Tru-Tex” for various items of men’s clothing, 
including outer shirts. Clearly, the marks are applied to identical goods and to goods of 
the same descriptive properties. The marks when considered undissected are so similar 
in sound and in appearance that, in my opinion, their concurrent use on the goods to which 
they are applied would be likely to result in confusion and mistake and to deceive 
purchasers. Such confusion may be likely to result even though the first syllables of the 
marks have a definite meaning and the syllable is incorporated in the marks of many prior 
registrations to third parties for goods of similar descriptive properties. Marshall Field 
& Co.v. R. H. Macy & Co., Inc., 28 C. C. P. A. 807, 115 Fed. [2d] 921, 47 U. S. P. Q. 438. 


The Assistant Commissioner expressed the further opinion that, so long as 
opposer’s registration No. 376,349 has not been canceled or abandoned, this regis- 
tration is a bar to granting applicant the registration it has applied for, since the 
marks are confusingly similar and the goods involved are identical and of the same 
descriptive properties. He said that the validity of an opposer’s registration, 
pleaded in its notice of opposition, should not be considered in an opposition pro- 
ceeding. The Assistant Commissioner adjudged the applicant not entitled to the 


registration for which it made application.” 


1. TruVal Manufacturers, Inc. v. Abraham & Straus, Inc., Opp’n No. 17,962, 163 M. D. 887, 
February 17, 1942. 
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PART II 


PECHEUR LOZENGE CO., INC. v. NATIONAL CANDY COMPANY, INC. 
United States Supreme Court 
March 30, 1942 


TrADE-Marks, ComMON Law, INFRINGEMENT AND UNFAIR COMPETITION—PLEADING AND 
PRrAcTICE—STATE LAW TO BE APPLIED. 

In an action for unfair competition and alleged infringement of a trade-mark claimed to 
have been registered under the Act of 1905, where it appeared that the registration claimed 
was not made under the trade-mark statute but under the Copyright Law, and the lower 
courts failed to apply the local law, a decree for the respondent rendered by the circuit court 
of appeals was vacated and the cause remanded to afford the court opportunity to apply the 
appropriate local law to the case. 


On certiorari to the Circuit Court of Appeals for the Third Circuit. Action for 
trade-mark infringement and unfair competition. On writ of certiorari to review 
decree reversing decree for plaintiff. Decree vacated and the cause remanded. 


Alfred J. L’Heureux, New York, N. Y. (Joseph Fairbanks, Washington, D. C., and 
Peter X. McManus, New York, N. Y., with him on the brief), for petitioner. 
James D. Carpenter, Jr., Jersey City, N. J., for respondent. 


PER CURIAM: 


Petitioner brought this suit in the district court to recover damages and for an 
injunction restraining trade-mark infringement and unfair competition. There was 
diversity of citizenship and the bill of complaint alleged that “this suit arises under 
the Trade-Mark Laws of the United States” and that petitioner’s wrapper design 
“was registered in the United States Patent Office by the plaintiff on May 1, 1936, 
under the No. 47748.” It prayed treble damages “in accordance with the provisions 
of the Trade-Mark Law of 1905,” and was amended by the registration of a second 
wrapper design in the Patent Office under the No. 46862. 

A decree for petitioner, 36 F. Supp. 730 [31 T.-M. Rep. 56], was reversed by 
the Circuit Court of Appeals for the Third Circuit. 122 F. 2d 318 [31 T.-M. 
Rep. 240]. 

Both courts below having failed to consider or apply local law, we granted 
certiorari, 314 U. S. — [51 U. S. P. Q. 545], in order to determine whether local 
law or federal law should have been applied in a suit for infringement of a trade- 
mark registered under the Trade-Mark Act of 1905, 33 Stat. 724, and we requested 
counsel “to present their views as to whether state law governs and, if so, what the 
applicable state law is.” 

The opinions below, the printed record and the petition for certiorari give no 
indication that the suit was not founded upon a trade-mark registered under the 
1905 Act, as the bill of complaint had made it appear. But an examination of the 
original exhibits, not printed in the record, and of petitioner’s brief on the merits 
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here, discloses that the registration referred to is that of petitioner’s labels under 
the Copyright Law of the United States, and not registration under the Trade- 
Mark Law. It thus appears that petitioner has alleged no cause of action under 
the Copyright Law and is not entitled to the benefits of registration under the 
Trade-Mark Law. The only cause of action that this record could possibly support 
is for unfair competition and common law “trade-mark infringement,” to which 
local law applies. See Fashion Guild v. Trade Commission, 312 U. S. 457, 468. 

The decree will be vacated without costs in this court to either party, and the 
cause will be remanded to the Circuit Court of Appeals, to afford it opportunity to 
apply the appropriate local law, and for such further or other proceedings as in the 
circumstances may be proper. 

Decree vacated and cause remanded. 





THE RYTEX COMPANY v. RYAN, ET AL., DOING BUSINESS AS THE RYAN 
ART COMPANY 


United States Circuit Court of Appeals, Seventh Circuit 
February 18, 1942 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—TRADE-NAME£S—TEST OF INFRINGE- 
MENT. 

Generally a trade-name is found to infringe when there is proof of actual confusion 
occasioned by the manner of its use. 

TRADE-MARK INFRINGEMENT—‘RYNEX” AND “RYNART’—NON-CONFLICTING MARKS. 

The word “Rynart,” held not to be confusingly similar to “Rytex,” both marks being 
used on personal stationery. 

UNFAIR COMPETITION—SIMULATING Dress AND GET-UP OF Goons. 

Where both parties manufactured and sold to the retail trade personalized stationery, 
consisting of writing paper, envelopes and cards, also sample books, display cards, etc., all 
featuring their respective trade-marks, but each distinguished from the other by differences 
in color, design, and wording, held that there was no unfair competition, especially as no 
evidence of confusion attributable to such use was adduced. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decree for defendant, plaintiff appeals. Affirmed. 


Verne A. Trask and Thomas P. Jenkins, both of Indianapolis, Ind., and Milton T. 
Miller, Chicago, IIl., for appellant. 
Carl S. Lloyd, Chicago, Ill., for appellees. 


Before Mayor, KERNER and Minton, Circuit Judges. 
Major, Circuit Judge: 


This is an appeal from a decree, entered June 26, 1941, allowing defendants’ 
motion to dismiss plaintiff’s complaint which alleged trade-mark infringement and 
unfair competition. Defendants, by answer, denied the charges and a hearing was 
had to the court on oral and deposition testimony. No evidence was offered on 
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behalf of the defendants as the motion to dismiss was allowed at the conclusion of 
the plaintiff’s evidence. 

Plaintiff, the Rytex Company, is an Indiana corporation located at Indianapolis 
which, in 1929, succeeded a partnership by the same name. The latter commenced 
business in 1922. The defendants, Frank J. Ryan and Betty Ryan, husband and 
wife, are doing business in Chicago, Illinois, under the name of “The Ryan Art 
Company.” Both plaintiff and the defendants are engaged in the business of manu- 
facturing and selling personal stationery, consisting of writing paper and envelopes 
printed with the name, address, or monogram of the purchaser, intended for indi- 
vidual personal use, together with certain allied products, including Christmas cards, 
calling cards and wedding stationery. 

Both parties employ the same general method in the sale of their products. 
Neither sells direct to the purchasing public, but through retail outlets such as 
department stores, stationery shops, gift shops, etc. Such products are sold from 
samples contained in sample books or, in some instances, from samples displayed 
in counter folders or on cards adapted to be displayed on the stationery counters 
of the retail outlets. The customer selects from such samples the style of stationery 
desired, including the kind, size and color, as well as the type and color of ink to 
be used in imprinting the stationery, and places an order therefor with such retailer. 
The order is forwarded to the manufacturer, printed by it, shipped back to the 
retailer who took the order, and by him delivered to the customer. Neither party 
does any direct advertising, but they both supply for the use by retailers, advertis- 
ing matter such as display posters, counter cards, sample books, etc., as well as 
copy for newspaper advertising. The expense of utilizing the advertising matter 
furnished by the manufacturer is borne by the retailer. This method of doing busi- 
ness has been followed by the plaintiff since 1931, and has developed until it now 
has between 3,000 and 4,000 retail outlets located in every large city in the United 
States. The defendant partnership was formed in 1935, and commenced business 
shortly thereafter. 

Plaintiff relies upon two registered trade-marks—“Rytex,” which has been used 
by plaintiff and its predecessor since 1922, and “Rytex Deckle Edge Vellum” regis- 
tered and used since 1932. Defendants advertise their product under the trade- 
marks “Rynart” and “Rynart Deckle Edge Vellum,” and it is claimed by plaintiff 
that such trade-marks infringe the marks employed by plaintiff. It is conceded that 
the words “Deckle Edge Velum” are descriptive. On the question of infringement 
therefor, the controversy is concerned largely with the marks “Rytex” and “Rynart.” 
It is claimed that the latter is confusingly similar to the former. It is further con- 
tended that defendants’ sample books, advertising make-up and general method of 
doing business are also intended to, and do, deceive the public and are, therefore, an 
unfair method of competition. 

The court found there was no substantial evidence of confusion, of trade-mark 
infringement, or of unfair trade, and no evidence of any intent or attempt to palm 
off defendants’ product for that of the plaintiff. The court also found that parties 
other than those here involved used the same sales methods, and that there was no 
evidence of any unfair copying or use by the defendants of plaintiff’s sales methods. 
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That this court is bound by the findings of the court below if substantially 
supported is a rule so well established as to require no citation of authority. In the 
beginning, we observe there is no claim that plaintiff’s product has acquired a 
secondary meaning—in fact, it is stated by the plaintiff it does not desire the public 
to know its identity or location, and that it purposely conducts its business so that 
all its products will be sold through retail outlets. Notwithstanding this situation, 
plaintiff contends that confusion as to origin is controlling. Plaintiff does not dis- 
pute defendants’ right to engage in the personal stationery business, and to display 
their products in sample books. As stated in their brief, they do contend: 


. . . . What plaintiff does complain of is that defendants have exercised those rights 
in a particular manner, and with the aid of particular sales and display material, which 
was intended to and did confuse and mislead the public into buying defendants’ goods as 
and for the goods of plaintiff. 


It is argued that the mark “Rynart”’ in itself is so confusingly similar to the mark 
“Rytex” as to amount to infringement. Northam Warren Corp. v. Universal 
Cosmetic Co., 18 F. 2d 774 [17 T.-M. Rep. 203], a decision of this court, is relied 
upon by plaintiff. In that case, the mark “‘Cuticlean’” was held to be an infringe- 
ment of the mark “Cutex.” Another decision to the same effect is Gehl v. Hebe Co., 


276 F. 271 [12 T.-M. Rep. 154], where it was held that the mark “Meje” infringes 
“Hebe” and that evidence of actual confusion was not necessary. In Nu-Enamel 
Corp. v. Armstrong Paint and V. Works, 95 F. 2d 448 [26 T.-M. Rep. 73] it was 
held that the mark “Nu Beauty Enamel” was an infringement of “Nu-Enamel.” 


This holding was sustained by the Supreme Court, 305 U. S. 315. 

On the other hand, we have held that the mark “Sal-Vet” was not infringed 
by the mark “SalTone.” Feil Co. v. John E. Robbins Co., 220 F. 650 [5 T.-M. Rep. 
163]. That “Red Heart” did not infringe “Strongheart” was held in John Morrell 
Co. v. Doyle, 97 F. 2d 233 [28 T.-M. Rep. 286], and that the mark “Steam-O- 
Matic” did not infringe the mark “Steem-Electric’” was held in Steem-Electric 
Corp. v. Herzfeld-Phillipson Co., 118 F. 2d 122 [31 T. M. Rep. 85]. It has also 
been held that the mark “Vapure” is not an infringement of “Vapex.” Thomas 
Kerfoot and Co. v. Louis K. Liggett Co., 67 F. 2d 214 [23 T.-M. Rep. 455]. 

From these and other authorities which could be cited, it appears that generally 
a trade-name is found to infringe only when there is proof of actual confusion occa- 
sioned by the manner of its use. It appears that the cases where infringement has 
been adjudged without proof of actual confusion are exceptions to the general rule. 
In our opinion, such adjudication should be made only where the mark charged to 
infringe is so strikingly similar that, on its face, it is calculated to result in confusion. 
We are of the view that such a conclusion cannot be reached by a comparison of 
defendants’ mark with that of plaintiff. In other words, there is sufficient dis- 
similarity between “Rynart” and “Rytex” that the former is not per se an infringe- 
ment of the latter. This appears to have been conceded by plaintiff’s counsel in the 
lower court, wherein it was stated: 


I am not contending that there is any confusion between the names “Rynart” and 
“Rytex” as names. 
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As to whether defendants’ mark, as used, constitutes infringement, is dependent 
upon substantially the same proof as is required to support the charge of unfair 
competition. Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, 325. In estab- 
lishing such charge of unfair competition we are of the view that plaintiff must 
show more than slight confusion—it must be proved that the defendants palmed 
off their goods for that of the plaintiff, and such proof must be by clear preponder- 
ance of the evidence. Soft-Lite Lens Co., Inc. v. Ritholz, 301 Ill. App. 100, 105. 
Undoubtedly, this is the rule in Illinois, and perhaps in the federal courts. Lawrence 
Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 537, 549. Whatever may be the rule in 
the federal court, however, we think the state court rule must be applied. Addresso- 
graph-Multigraph Corp. v. American Expansion Bolt and Mfg. Co. [32 T.-M. 
Rep. 50], decided by this court November 25, 1941. 

From a study of the record, we think the court below was justified in finding 
no substantial evidence of confusion, but even if some confusion was shown, it was 
not sufficient to substantiate the charge. There is not a scintilla of evidence that 
defendants’ products were actually palmed off to any customer as those of the plain- 
tiff. There is no evidence that any customer called for plaintiff’s and was furnished 
defendants’ product. It is contended by plaintiff, however, that defendants’ method 
of selling was an attempt to palm off their stationery as that of the plaintiff. 

The court heard the oral testimony of three witnesses and two others by deposi- 
tions. The testimony regarded by the lower court as most favorable to plaintiff was 
given by the witness Washburn, plaintiff’s office manager, and we shall refer to it 
only. He related an incident wherein he had a telephone conversation with a Mr. 
Romer who informed him that he was out of Rytex Christmas cards. Washburn 
was unable to recognize the description of the cards which Romer desired, and 
suggested that a sample be brought to the Rytex office, which was done. When 
Washburn advised him it was not a Rytex card, Romer turned it over and found 
on the back a “Rynart” mark. He then stated: “This is stamped Rynart. Isn’t 
that Rytex?” Romer did not testify, and we are unable to discern how, or in what 
manner, he had been deceived. Certainly it was not because of the trade-mark. In 
fact, he did not know of the mark until it was called to his attention. There may 
be a speculative inference that he purchased some Rynart cards with the thought 
that they were Rytex. If such be the case, there is no evidence as to what was 
responsible for the thought. In this instance, as in others relied upon by the plain- 
tiff, the confusion, if such it be, resulted, so we think, not because of the similarity 
of trade-names, or the similarity in the methods of advertising, but in the natural 
and inevitable similarity of the competing products. As stated in plaintiff’s brief: 


There are many other manufacturers in this type of business, who sell the same type 
of goods, in the same general way. . . . 


To a large extent stationery is standardized as to size, quality and color. We 
have no doubt but that it would be difficult for a customer to distinguish between 
defendants’ stationery and that of the plaintiff, as well as that manufactured by 
other concerns. Defendants, however, had as much right to manufacture and sell 
their stationery as did plaintiff. They had a right to sell at the same price or a 
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different price, as they saw fit. As was said in Kellogg Co. v. National Biscuit Co., 
305 U. S. 111, 120 [28 T.-M. Rep. 569] : 


Where an article may be manufactured by all, a particular manufacturer can no more 
assert exclusive rights in a form in which the public has become accustomed to see the 
article and which, in the minds of the public, is primarily associated with the article 


rather than a particular producer, than it can in the case of a name with similar connec- 
tions in the public mind. . . . 


We think it is also of some significance that, considering the magnitude of plain- 
tiff’s business, with its 3,000 to 4,000 retail outlets, it is compelled in this case to 
depend upon four or five widely isolated incidents of doubtful support. Washburn, 
plaintiff’s office manager, was able to relate only the Romer incident, to which we 
have already referred. Another witness, Dettra, employed by plaintiff to travel 
about the country for the purpose of rendering assistance to retail dealers in 
handling plaintiff’s product, was able to relate two incidents only of alleged confu- 
sion. It would seem, if confusion was as rampant as plaintiff contends, that proof 
in support thereof would not have been difficult of ascertainment from at least some 
of the retail dealers who exclusively handled the product and who were in direct 
contact with the purchasing public. 

We do not think the method employed by defendants was such as to indicate 
they were attempting to sell their product as that of the plaintiff. In fact, the sample 
books from which the customers made their selections are distinctively different in 
color, design and in the words which appear thereon. Also, the boxes in which 
the stationery is packed are equally dissimilar. Plaintiff contends that this is imma- 
terial because the purchasers do not see the boxes until the product is delivered. 
The circumstance indicates, however, that defendants were endeavoring to dis- 
tinguish their product rather than simulate that of the plaintiff. 

It is our conclusion that the evidence failed to support either the charge of 
trade-mark infringement or unfair competition, and that the court properly dis- 
missed the complaint. Its decree is accordingly affirmed. 


GREYHOUND CORPORATION, Et at. v. GOBERNA, ET AL. 
United States District Court, Southern District of Florida 
March 3, 1941 


TRADE-NAMES AND UNFAIR COMPETITION—“GREYHOUND” AND Doc SyMBoL ON Bus AND TouR 
BusINESS. 

Where plaintiffs had developed an extensive bus and tour business under the name 
“Greyhound” and the symbol of a greyhound, but defendants were first to use such name in 
their Cuban tour business, the latter were permitted to continue such use, but not to enlarge 
or emphasize the name “Greyhound” as compared with other features. Moreover, defendants 


were not permitted to use the name “Greyhound” in selling bus transportation tickets, nor 
to make any use of the dog symbol. 


TRADE-MARKS AND UNFAIR COMPETITION—ACQUIESCENCE. 
In the case at issue, where plaintiffs acquiesced in the use of the name “Greyhound” by 
defendants and accepted the benefits resulting from the sale of Cuban Greyhound Tours, they 
were estopped from enjoining the defendants in the use of such narae in their Cuban business. 
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Unrair CoMPETITION—Suits—CostTs. 
In the case at issue, each party was required to pay its own costs. 


In equity. Action for unfair competition. Judgment in accordance with opinion. 


Shutts, Bowen, Simmons, Prevatt & Julian, of Miami, Fla., for plaintiffs. 
Carson, Petteway & Stembler, of Miami, Fla., for defendants. 


Hotvanp, District Judge: 


The court having heard the testimony of witnesses for both plaintiffs and defend- 
ants, and having examined the numerous exhibits introduced into evidence, and 
having heard the argument of counsel and being fully advised in the premises, 
hereby makes the following findings : 


FINDINGS OF FAcT 


1. The Greyhound Corporation, one of the plaintiffs herein, has continuously 
since 1926 operated as a common carrier of passengers by motor bus in the United 
States, and has gradually built up a large system with subsidiaries and affiliates, so 
that its services extend into nearly all parts of the United States and into Canada 
and Mexico. It now has under its supervision and control approximately 2,500 
buses and approximately 3,500 uniformed drivers. 

2. Much of the motor bus transportation business of the Greyhound System is 
conducted through subsidiaries which are controlled by the Greyhound Corporation. 
Some of these are wholly owned and in others the parent corporation owns 50 per- 
cent or more of the voting stock, but the advertising of services and the management 
of the entire system, including the fixing of tariffs and schedules and the co-ordina- 
tion of operations, of said affiliated companies has been under the supervision of 
the Greyhound Corporation or of the wholly owned subsidiaries of that corporation. 

3. Since 1926 the operations of the various companies known as the Greyhound 
Lines have been conducted under the name “Greyhound.” The symbol of a running 
dog and the blue and white color scheme have been uniformly used throughout the 
entire system since 1927, and in more recent years the mechanical equipment has 
become standardized. : 

4. Southeastern Greyhound Lines, Inc., not a party to this suit, was at one time 
wholly owned by the Greyhound Corporation, and although its stock ownership has 
since changed, the word “Greyhound” is now used by that company by virtue of a 
license. Southeastern Greyhound Lines, Inc., has operated buses through the State 
of Georgia into Jacksonville, Florida, since 1930. Atlantic Greyhound Corporation 
is completely controlled by the Greyhound Corporation, and approximately 76 per- 
cent of its voting stock is owned by the latter. Atlantic Greyhound Corporation is 
a party to this suit, and it and its predecessors have operated buses into Jacksonville, 
Florida, since 1931 under the name of Atlantic Greyhound Lines. 

5. The transportation system known as Greyhound Lines has acquired an envi- 
able reputation in the transportation industry, and as a result of expensive adver- 
tising, careful attention to research and engineering, the safety of its equipment and 
dependability of its operations, the word “Greyhound” as a trade-name has a well- 
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established secondary meaning of great value. Continuously since that time prospec- 
tive motor bus passengers have been able to buy tickets in the city of Miami good 
for transportation over any part of the Greyhound System, and conversely tourists 
from all parts of the United States and from Canada and Mexico have for many 
years bought tickets good over the Greyhound System for transportation to Miami, 
Florida. 

6. In 1934 Atlantic Greyhound Corporation and Southeastern Greyhound Lines, 
Inc., caused to be organized as a subsidiary company, Greyhound Bus Depot, Inc., 
a Florida corporation, which is equally owned and controlled by them. 

7. Since 1929 Mr. A. E. Jacobson has been in the employ of the various Grey- 
hound companies in the Miami area as ticket agent. 

8. That the defendants, J. Mitchell Goberna and Havana Greyhound Tours, 
Inc., a Florida corporation, are engaged in the business of arranging and conducting 
Cuban tours. 

9. That the defendant, Cuban Greyhound Tours, Inc., is an inactive corporation, 
and has carried on no business at all since its incorporation. 

10. That defendants, J. Mitchell Goberna and Havana Greyhound Tours, Inc., 
were the prior users of the name “Greyhound” in the Cuban tour business. 

11. That on October 1, 1935, defendant, J. Mitchell Goberna, acting by and 
through his corporation, Mitchell’s Tours, Inc., who are exclusive agents of defend- 
ant, Havana Greyhound Tours, Inc., entered into a written contract with Grey- 
hound Bus Depot, Inc., a subsidiary of the plaintiffs. 

12. That by the terms of the aforesaid contract, tickets for Mitchell’s Tours and 
Greyhound tours were to be sold in the offices and depots of Greyhound Bus Depot, 
Inc., who were to receive a commission for the sale of said tours at the rate of ten 
percent (10%) on all Mitchell’s tours, and five percent (5%) on all Greyhound 
tours. 

13. That the Greyhound tours referred to in said contract were the tours of the 
defendant, Havana Greyhound Tours, Inc., which were sold under the name of 
“Havana Greyhound Tours.” 

14. That in pursuance of said contract, tickets for Mitchell’s Tours and Havana 
Greyhound Tours were sold in the offices and depots of Greyhound Bus Depot, Inc., 
who received the commissions provided for in said contract. 

15. That in May, 1937, Greyhound Cuba Tours, Inc., was incorporated with the 
same officers and directors as Greyhound Bus Depot, Inc. 

16. That since its incorporation, Greyhound Cuba Tours, Inc., has engaged in 
the business of arranging and conducting Cuban tours in direct competition with the 
defendant, Havana Greyhound Tours, Inc., both corporations advertising their tours 
under the name of “Greyhound.” 


DIscussION 


The defendants did not adopt the use of the word “Greyhound” after the plain- 
tiffs had used it in the Havana (speaking in a restricted manner) or Cuban (speak- 
ing in a broader sense) tour business. The word “Greyhound” was used in this 
business by the defendants prior to the use by the plaintiffs of the word “Grey- 
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hound” in its tour business to the Island of Cuba. The contract of October 1, 1935, 
recognizes this fact. This finding leads to a conclusion that plaintiffs are not, 
broadly speaking, entitled to injunctive relief as prayed against the defendants. 
Without a predicate of prior use by the plaintiffs of the word “Greyhound” in the 
tour business to Cuba, the theory of fraud as contended by plaintiffs should not be 
accepted. However, it appears that the defendants in the use of the word “Grey- 
hound” have exceeded the rules of propriety, and the rights of the parties. The 
plaintiffs have developed and extended an extensive bus and tour business. The 
word “Greyhound” and the use of the running dog symbol have been widely and 
permanently developed at great expense. The defendants are not entitled to exceed 
the bounds of propriety in advertising their business in selling transportation tours 
with the use of the word “Greyhound.” The word “Greyhound” should not be 
enlarged or emphasized as compared to the other features of their business adver- 
tised. Certainly, the defendants should not use the word “Greyhound” in selling bus 
transportation tickets, nor should the defendants use the dog symbol developed 
by plaintiffs in their business. So far as future business is concerned, it is a case 
requiring a decree providing for good faith and fair competition. 


CoNCLUSIONS OF LAW 


1. That the defendants, J. Mitchell Goberna and Havana Greyhound Tours, 
Inc., by virtue of being prior users of the name “Greyhound” in the Cuban tour 
business, are entitled to continue the use of said name in the Cuban tour business. 

2. That the plaintiffs, Greyhound Corporation and Atlantic Greyhound Cor- 
poration, by acquiescing in the use of the name “Greyhound” by defendants, 
J. Mitchell Goberna and Havana Greyhound Tours, Inc., and by accepting the 
benefits derived from the sale of Havana Greyhound Tours, are estopped from 
enjoining the use of the name “Greyhound” by J. Mitchell Goberna and Havana 
Greyhound Tours, Inc., in the Cuban tour business. 

3. That the defendants, J. Mitchell Goberna, Havana Greyhound Tours, Inc., 
and Cuban Greyhound Tours, Inc., are not entitled to the use of the name “Grey- 
hound” as applied to the bus transportation business. 

4. That the costs of this case be divided, each party paying for its own costs 
incurred. 

5. While the decree to be submitted herein will finally decide the issues as 
herein declared, jurisdiction will be retained for consideration of any alleged unfair 
competition, under the principles herein announced, in the future. 

Final judgment will be entered accordingly. 


Sn 
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ADAM HAT STORES, INC. v. LEFCO, Et Av., TRapING as ADAMS 
CLOTHES 


United States District Court, Eastern District of Pennsylvania 
March 6, 1942 


UnFrair CoMpPETITION—“ADAMS CLOTHES” VERSUS “ADAM’s Hats”—LAcK OF COMPETITION. 
Defendant Lefco in 1920 opened in Philadelphia a store featuring men’s custom tailored 
clothes under the name “Adams Clothes,” defendant retiring from such business in 1923, 
but resuming in the fall of 1923 under the name “Clark’s,” and other names, but selling 
“Adams Clothes” as before. In 1933 defendant opened in Philadelphia and subsequently 
in other cities a store devoted exclusively to the sale of “Adams Clothes.” Plaintiff was 
engaged in the sale of men’s wearing apparel, including hats, throughout the United States, 
having developed a large business in many cities, including Philadelphia, where it had two 
company-owned stores, the first of which opened in September, 1930. Held there was no 
trade-mark infringement or unfair competition on the part of defendants, as less than two 
percent of defendant’s business is in hats, which is plaintiff's major business. 
UnFairn COMPETITION—SvuITS—LACHES—ESTOPPEL. 
In the case at issue, where plaintiff in February, 1934, filed a bill in the Court of Common 
Pleas of Philadelphia County to enjoin defendant from the use of the term “Adams Clothes,” 
but one month later attempted to discontinue proceedings, and on being refused by the court, 
five years later sought an injunction in a new forum, plaintiff held estopped by laches from 
restraining defendants in the use of said term, particularly as the latter had, in the mean- 
time, expended large sums of money in enlarging their business under such name. 


In equity. Action for trade-mark infringement and unfair competition. Com- 


plaint dismissed. 


Sylvan H. Hirsch, Philadelphia, Pa., for plaintiff. 
Earl Jay Gratz, Philadelphia, Pa., for defendants. 


GaneEy, District Judge: 


This is a bill in equity brought by the plaintiff to enjoin and restrain the defend- 
ants from conducting their business under the style name, “Adams Clothes,” in the 
cities of Philadelphia, Norristown, Chester, Wilmington and Trenton, or from 
using any other name deceptively similar to that of the plaintiff, or more particu- 
larly under any name containing the word “Adam” or “Adams.” After carefully 
reviewing a great deal of testimony and a large number of exhibits, the court 
makes the following : 


FINDINGS OF FAcT 


1. The plaintiff is a corporation organized under the laws of the State of New 
York and is engaged largely in the sale at wholesale and retail of men’s clothes, 
and in a small way some wearing apparel such as neckwear and gloves throughout 
the United States. 

2. The defendants are citizens and residents of the State of Pennsylvania, 
engaged in the sale of men’s clothing and wearing apparel in the cities of Phila- 
delphia, Chester, Norristown, Wilmington, Delaware, and Trenton, New Jersey, 
in all of which men’s hats are sold, excepting in the city of Trenton. 
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3. Since 1924 the plaintiff has been continually engaged in the sale, at retail 
and wholesale, of hats and caps under the name “Adam” throughout the country, 
the annual sales of which at the time of the institution of this action ran around 
seven million dollars. 

4. The plaintiff now has ninety-five (95) company-owned stores, one hundred 
twenty-nine (129) agencies (those who handle only Adam products, but are indi- 
vidually owned) and two thousand dealers (those who sell Adam products along 
with any other products). 

4. In this general area the plaintiff conducts two company-owned stores in 
Philadelphia, the first of which was opened in September, 1930, at Thirteenth and 
Juniper Streets, seven sales agencies in Philadelphia, and one company-owned store 
in Trenton, which was opened in 1931; a sales agency in Norristown, Pennsylvania, 
which was opened on September 19, 1933; a sales agency in Chester, Pennsylvania 
opened on February 2, 1935, and one sales agency in Wilmington, Delaware, opened 
on March 5, 1934. 

In the year 1933 the plaintiff moved his store to Thirteenth and Market Streets 
in the city of Philadelphia. 

7. The plaintiff has spent large sums of money in radio broadcasting since the 
opening of its store in Philadelphia in 1930, and among others, sponsored sport 
programs and championship fights. 

8. In Philadelphia alone the plaintiff’s sales have increased from forty-four 
thousand dollars ($44,000) in 1931 to two hundred ninety thousand dollars 
($290,000) in 1939. 

9. The plaintiff has an established selling price for its hats of two dollars and 
95/100 ($2.95). 

10. In September, 1920, one of the defendants, Arthur Lefco, opened a store 
under the name of Charles Adams Co. and sold men’s custom tailored clothes under 
the brand name “Adams Clothes.” 

11. In September, 1920, defendant opened a store at Trenton, New Jersey, 
selling clothes under the brand name “Adams Clothes.” 

12. In the spring of 1923 both the Trenton and Philadelphia stores were closed, 
Mr. Lefco retiring from business by reason of illness. 

13. From the spring of 1923 to the fall of 1933 the defendant, Arthur Lefco, 
never conducted a business under the style name “Adams Clothes” or Charles 
Adams Co., nor under any style name with the word Adams in it. 

14. That the defendant from the fall of 1923 until the spring of 1924 conducted 
a business under the name of “Clark’s” at 1514 Market Street, and from the spring 
of 1924 until the fall of 1924 at 11 N. 13th Street, under the name of “Arthur & 
Kennedy” and “Arthur, The Tailor,” and from the fall of 1924 to September, 1933, 
at 902-910 Arch Street under the name of “Herman Tailoring Co.” and “Herman 
& Company,” in all of which he sold clothes under the brand name “Adams Clothes.” 

15. On September 9, 1933, the defendant, Arthur Lefco, opened a store at 10 N. 
11th Street, devoted exclusively to “Adams Clothes” under the style name of 
“Adams Clothes” and continues so to do. 
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16. The style name “Adams Clothes” was registered with the Court of Common 
Pleas of Philadelphia County on July 31, 1933, and with the Secretary of the 
Commonwealth on August 4, 1933. 

17. The defendants opened the following additional stores under the style name 
of “Adams Clothes” at the following dates : 

Norristown, Pennsylvania, on September 9, 1935; 

Chester, Pennsylvania, on March 4, 1936; 

Wilmington, Delaware, on March 14, 1937; 

Trenton, New Jersey, on September 9, 1939. 

18. Defendants moved their store from 10 N. 11th Street to 1013 Market 
Street on September 13, 1940. 

19. On November 15, 1933, the plaintiff wrote a letter to the defendants, pro- 
testing to the defendants’ use of the style or business name, “Adams Clothes.” 

20. On February 27, 1934, the plaintiff filed a Bill of Equity in the Court of 
Common Pleas of Philadelphia County, praying that the defendants be restrained 
preliminarily, and on final hearing from using the style or business name, “Adams 
Clothes.” 

21. On March 20, 1934, a hearing was held on the plaintiff’s application for 
a preliminary injunction at the end of which the plaintiff withdrew the application 
for a preliminary injunction and on the following day, March 21, 1934, an attempt 
was made to discontinue the proceedings, and on application by the defendants the 
Supreme Court of Pennsylvania remitted the record to the Court of Common Pleas 
refusing to allow the discontinuance, and the matter has remained in this status 
down to the present time. 

CoNcLusIons oF LAw 


1. The court has jurisdiction of the parties and the cause of action. 

2. The use by the defendants of the style or business name of Charles Adams 
Co. in the city of Philadelphia from 1918 to 1923, selling exclusively a product 
known as “Adams Clothes” and the continuance of the sale of men’s clothes under 
the brand “Adams Clothes” from 1923 to 1933—although trading under a number 
of different style or business names, none of which included the word “Adams”— 
did not make the use by the defendants of a style or business name “Adams Clothes” 
in 1933 an infringement of the plaintiff’s trade-mark or constitute unfair competi- 
tion to the plaintiff, who opened an Adam Hat Store in Philadelphia in September, 
1930. 

3. The plaintiff is guilty of laches. 

The testimony shows that the defendant, Arthur Lefco, had an established busi- 
ness at 114 S. 11th Street, a mid-city location, in the city of Philadelphia, and that 
he sold and advertised men’s clothing under the name “Adams Clothes,” and had 
gained—either through the sale of “Adams Clothes” or by reason of the style or 
business name of Charles Adams Company—the name of Mr. Adams by a goodly 
number of his customers. He was taken ill in the spring of 1923 and believing that 
his illness would continue for some time, he sold the store at 114 S. 11th Street. 
However, recovering faster than he anticipated, he was well enough to return to 
business in the fall of the same year, and he bought an established business known 
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as “Clarks” and has continued in the men’s clothing business in the city of Phila- 
delphia at various stores, which later will be adverted to, down to the present time. 
While the plaintiff has attempted to cast disparagement on the statement of Arthur 
Lefco that he has been selling “Adams Clothes” ever since he returned to business 
in the fall of 1924, though under different firm names, “Clarks,” “Arthur & Nen- 
nedy,” “Arthur, The Tailor,” “Herman Tailoring Co.” and “Herman & Company,” 
down to September 9, 1933, when he opened a store devoted exclusively to “Adams 
Clothes” under the style or business name of “Adams Clothes,” it is found that 
such was the case, since not alone did the defendant himself say that he sold ““Adams 
Clothes” during this ten-year period, but he is corroborated by nine witnesses, who 
had contacts either as employees, salesmen, neighbors or men engaged in other 
capacities, having occasion to visit the stores during all these years. Among those 
offering proof that “Adams Clothes” were being sold, not the least impressive was 
a window dresser, who testified that he dressed a portion of the window with 
“Adams Clothes” and accordingly in order to adopt the view of the plaintiff that 
“Adams Clothes” were not sold by the defendants during this period and that there 
was a complete abandonment of any product with the name “Adams” in it, would 
necessitate disbelieving witnesses, who have positively so testified, and whose 
credibility was not impeached on cross examination. Furthermore, the testimony 
shows that various witnesses who were in the store during this period observed 
displays of ““Adams Clothes” and advertising matters pertaining thereto prominently 
displayed throughout the store and windows. 

In September, 1920, the defendants opened a store in Trenton, New Jersey, 
where “Adams Clothes” were exclusively sold, but which likewise was disposed of 
when Mr. Lefco, one of the defendants, became ill in 1923. While there was no 
extensive advertising program of “Adams Clothes” by the defendant during the 
years 1923 to 1933, as is evidenced by the failure of the defendants to produce 
newspaper advertising with respect to “Adams Clothes,” it was testified to that 
handbills, advertising the product, were mailed out to a large list of customers who 
had previously bought from Charles Adams Company, and‘ this, coupled with the 
displays of Adams product by the various stores which the defendants operated 
during these years, gave sufficient publicity to identify “Adams Clothes” in the 
clothing business in this area. 

This sale of the product “Adams Clothes” by the defendants, not alone in Phila- 
delphia and Trenton from 1918 to 1923, but also the direct mail order advertising, 
which it was testified to, was used in connection with the sale of “Adams Clothes,” 
firmly established, in my opinion, the use of the name in this general area. While 
it must be conceded from the testimony in the record that no extremely great 
volume of business was conducted by the defendants with respect to “Adams 
Clothes” covering the years 1923 to 1933, nor that extensive advertising campaigns 
were employed in connection with the marketing of the product, this is not a 
requisite, since it has been held from an early date that in order for equity to protect 
a trade-mark, while there must be some user in connection therewith, the quantum 
thereof need not be large. Nims, The Law of Unfair Competition and Trade- 
Marks, 415; Kathreiner’s Malzkoffee Fab v. Pastor Kneipp Medicine Co., 82 F. 





ADAM HAT STORES v. LEFCO 207 


321; Ansehl v. Williams, 267 F. 9 [10 T.-M. Rep. 444]; Sweet Sixteen Co. v. 
Sweet “16” Shop, 15 F. 2d 920 [17 T.-M. Rep. 71]. In other words, the courts 
have adopted the rule that if the product with the adopted brand upon it is actually 
being vended in the market with an intent by the proprietor to continue its produc- 
tion and sale, a sufficient property right has been made out, which will invoke the 
protection of a court of equity. It is not essential therefore that its use has been 
long continued or that the article be widely known, or that a large trade therein has 
been established, or that it has attained a wide reputation. 

The general rule is that, as between conflicting claimants to the right to use the 
same mark, priority of appropriation determines the lawful user. Delaware & 
Hudson Canal Co. v. Clark, 13 Wall. 311; McLean v. Fleming, 96 U. S. 245, 251; 
Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51, 53. It seems to me from a careful 
review of the testimony that there had been a definite appropriation of the mark 
“Adams Clothes” by the defendants prior to the time of the use of the name by 
the plaintiff in this general area. This is arrived at, as has been indicated, by the 
fact that there was no abandonment of the use of the name “Adams Clothes” by 
the defendants since it was kept alive in the various stores operated by them under 
such firm names as “Clarks,” “Arthur & Kennedy” and “Herman & Company,” 
by advertisements sent through the mail and display signs in the windows of the 
various stores operated by them, as well as by the attachment of the mark to the 
label of the clothes. This therefore brings up what seems to me is the real nub of 
the issue which is whether or not, having adopted the mark “Adams Clothes,” and 
having used it for a period of ten years in connection with a certain brand of clothes, 
the defendant can adopt the same as a firm name in 1933, when during this time the 
plaintiff has come into the area, particularly Philadelphia, and established and 
operated an Adam Hat Store as a branch of the Adam Hat Stores, Inc., which was 
operating in various states in the country. In other words, is the use to which the 
mark “Adams Clothes” is now applied, to wit: its use as a firm name, so different 
than that which it had previously been using, as marks for men’s clothing, that 
equity will not protect it? In answer thereto, I feel that the plaintiff cannot invoke 
the protection of a court of equity and enjoin the defendant from using the term 
“Adams Clothes” in the transaction of his business, in that the new use given to 
the mark is not so dissimilar to the old use as would warrant the restraining arm of 
equity. I arrive at this conclusion because the mark or term “Adams Clothes” 
used by the defendants as a firm name is applied to men’s clothing generally, since 
less than 1.55 percent of the defendants’ business in 1940 was with respect to hats, 
which is the major business of the complainant company, and for the further reason 
that the product is being marketed in the same general area as ““Adams Clothes” 
were previously sold, with the exception of Wilmington, which is somewhat outside 
of the metropolitan area of Philadelphia, which I take to embrace Norristown and 
Chester. The defendants’ principal business is in Philadelphia as it was theretofore 
and, as I have indicated, the firm makes sales of the same class of merchandise as 
was sold previously, to wit: men’s clothing, and it seems to me having sold this 
product for some fifteen years, it was but a natural step in the evolution of the 
business, considering the rapidity with which the business has expanded, that from 
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the sale of a successful product such as a brand of clothes, it would be but natural 
that there would eventuate therefrom the adoption of the brand as a firm name. 

Counsel on both sides as well as the court after extensive research have found 
but little authority by way of precedent to substantiate their respective contentions, 
but I am in accord with the view taken by Justice Holmes in Burt v. Tucker, 178 
Mass. 493, wherein he states that he could see no objection to the defendant using 
the trade-mark which he had used on shoes he had sold in Massachusetts, as a trade- 
name five years later in Philadelphia, even though one year after the discontinuance 
of the mark the plaintiff adopted it as his trade-name. 

I further feel that in the prosecution of this matter the plaintiff is guilty of 
laches. The record shows that on February 27, 1934, after the defendant had 
adopted the name “Adams Clothes” as a firm name (which was in September, 1933) 
the plaintiff attempted to enjoin the defendants’ use of the name by a bill in equity 
in the Court of Common Pleas of Philadelphia County; a hearing was held on the 
plaintiff’s application for a preliminary injunction on March 20, 1934, at the end 
of which hearing the plaintiff withdrew his application for a preliminary injunction 
and the case was continued until final hearing and on the following day, March 21, 
1934, the plaintiff attempted to discontinue the proceeding without leave of court, 
at which time the defendant was called as of cross-examination and the plaintiff was 
thereby advised that the defendant asserted his right to continue the use of the name. 
At the end of the hearing the plaintiff withdrew his application for a preliminary 
injunction and attempted to discontinue the same without leave of court. The 
defendants upon hearing of this, opposed it and the Supreme Court of Pennsylvania 
denied the plaintiff the right to discontinue and the record was remitted to the lower 
court. It is perhaps noteworthy that all of the defendants’ stores in Norristown, 
Chester, Wilmington and Trenton were opened after this decision of the Supreme 
Court. It seems to me, as contended by counsel, after awaiting some seven months 
after the plaintiff had abandoned his application for a preliminary injunction and 
being refused permission to discontinue the action, it was logical to assume plaintiff 
had decided to abandon further prosecution thereof. 

While it is true, as in Menendez v. Holt, 128 U. S. 514, and in Layton Pure Food 
Co. v. Church & Dwight Co., 182 F. 35, and in a long line of cases since, that long 
delay in and of itself in the prosecution of the action is no defense to injunctive 
relief, nevertheless I feel that by reason of a different factual basis in the instant 
case, it can be distinguished from cases such as above cited. Here the plaintiff 
gave notice to the defendant in November, 1933, just a few months after the 
defendant began using the name “Adams Clothes” as a trade-name, that the 
plaintiff objected to the use thereof since it stated that use by the defendant of 
the trade-name “Adams Clothes” was an infringement upon its trade-name because 
of its alleged deceptive similarity. The defendant refused so to do and there- 
upon the plaintiff caused to be instituted in February, 1934, the bill in equity 
looking to the enjoinment of the name “Adams Clothes” by the defendant. This 
indicates a definite intention on the part of the plaintiff to try and prohibit the 
defendant from conducting a business in Philadelphia under the firm name “Adams 
Clothes.”” However, as has been indicated at the hearing on the application for the 
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preliminary injunction, the plaintiff withdrew the application and asked leave of 
court to discontinue the action. This affirmative conduct on the part of the plaintiff, 
the withdrawal of the application for the preliminary injunction and the asking 
leave of the court to discontinue the action, though opposed by the defendant and 
later denied by the Supreme Court of Pennsylvania, shows a very definite intention 
on the part of the plaintiff to abandon prosecution of the action. Accordingly, by 
resort to prosecution of this action in a new forum almost five years later with no 
attempt to pursue the action in the Court of Common Pleas of Philadelphia County, 
Sitting in Equity, to completion, is in effect a waiver of that notice contained in 
the letter of November 15, 1933, for during that time the defendants advertised by 
radio in forty broadcasts over Station WIP in Philadelphia during the years 1933, 
1934, and 1935 at a total cost of $9,420.94; and in 2,128 broadcasts over WIP from 
Philadelphia during the years 1936, 1937, 1938, 1939, and 1940 at a total cost of 
$60,840.78; over Station WCAU, 160 broadcasts in 1940 at a cost of $10,800; 
over Station WFIL, 720 broadcasts from June, 1935, to September, 1937, at a 
total cost of $27,133.33. In addition thousands of lines of advertising were resorted 
to by the defendants since the court action above referred to, which involved the 
expenditure of large sums of money by the defendants therefor. 

It is submitted that the elementary and fundamental principle of equity that 
he who seeks equity must do equity should be applied here. The failure of the 
plaintiff to proceed with the action instituted in the Court of Common Pleas of 
Philadelphia County, Sitting in Equity, after once having started the same, having 
in mind that he abandoned his application for a preliminary injunction as well as 
affirmatively asked the court’s leave to discontinue the same, shows an attitude of 
mind which gave the defendant every right to assume that whatever objection he 
had to defendants user of the name was abandoned. To say now, almost five years 
after, during which time large sums of money, as has been indicated, were expended 
in the expansion of the defendants’ business, that the defendants’ user of the name 
“Adams Clothes’? should be enjoined, would be, in view of what I construe to be 
silent permission, most unconscionable. 

I, therefore, deny the prayer of the bill. 


KRAFT CHEESE COMPANY v. LESTON COMPANY, INC. 
United States District Court, Eastern District of Missouri 
July 12, 1941 


TRADE-MARKS AND UNFAIR COMPETITION—“MrIrRACLE WHIP” AND “SaLap Wu1p”—ConfFLict- 
ING MARKS. 
The words “Salad Whip” held to be confusingly similar to “Miracle Whip,” both expres- 
sions being used as trade-marks for salad dressing. 
TRADE-MarKs—“Wuip” on SALAD DreSsING—EXCLUSIVE RIGHT OF USE. 
Where plaintiff had, through wide advertising and sales, made the words “Miracle Whip” 
known to the public as indicating its salad dressing exclusively, plaintiff held entitled to the 
exclusive use of the word “Whip” on said goods. 
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In equity. Action for unfair competition. Judgment for plaintiff. 


Soans, Pond & Anderson, Chicago, Ill., and Fordyce, White, Mayne, Williams & 
Hartman, St. Louis, Mo., for plaintiff. 
Carr, Carr & Gravely, St. Louis, Mo., for defendant. 


Cottet, District Judge: 
FINDINGS OF FACT 


1. This is a suit brought by Kraft Cheese Company, plaintiff, against Leston 
Company, Inc., defendant, for unfair competition. 

2. (a) Plaintiff is a corporation of Delaware. 

(b) Defendant is a corporation of Missouri, and is domiciled at 7111 Man- 
chester Ave., St. Louis, Missouri. 

(c) The amount in controversy exceeds, exclusive of interest and costs, the 
sum of $3,000. 

3. For many years and continuously to date, plaintiff, which word as used herein 
includes the predecessors in the business now owned by plaintiff, has engaged in 
the manufacture of food products including mayonnaise, salad dressing and sand- 
wich spread, which articles have been distributed and sold by plaintiff throughout 
the United States, including the State of Missouri for many years last past. 

4. In or about the year 1930, plaintiff invested large sums of money in special 
equipment and facilities for manufacturing mayonnaise, salad dressing and sandwich 
spread of high quality, and, prior to January 24, 1933, plaintiff selected as a name 
for its salad dressing manufactured by the aid of said special equipment and 
facilities, the trade-mark “Miracle Whip” which mark plaintiff, since on or about 
January 24, 1933, has applied continuously to said salad dressing, and which said 
salad dressing as so marked, continuously since May, 1933, has been shipped by 
plaintiff to customers and to points of distribution and sale throughout the United 
States. 

5. In order to promote the sale of its salad dressing under the trade-mark 
“Miracle Whip,” plaintiff has expended very large sums of money in extensively 
advertising and otherwise promoting the sale of said product throughout the United 
States, and a substantial percentage of said expenditures has been devoted to such 
promotion within the State of Missouri. 

As a result of the high quality of the said product and plaintiff’s expenditures 
in promoting the sale thereof, large quantities of said product bearing the name 
“Miracle Whip” have been manufactured and sold by plaintiff throughout the 
United States, and a substantial percentage of the same has been sold in the State 
of Missouri. 

7. Prior to plaintiff’s adoption of the trade-mark “Miracle Whip” and subse- 
quent thereto, other manufacturers of mayonnaise and salad dressing have used the 
word “Whipped” in a descriptive sense for the purpose of indicating that their 
products were beaten or whipped in the process of manufacture. 

8. Prior to the adoption of the mark “Miracle Whip” by plaintiff, no other 
manufacturer or distributor had used the word “Whip” to describe or identify 
any salad dressing. 
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9. The composite mark “Miracle Whip” and also the word “Whip” alone have 
become well known to the consuming public and to the trade as indicating plaintiff’s 
“Miracle Whip” salad dressing, and in ordering plaintiff’s “Miracle Whip” salad 
dressing, members of the consuming public as well as persons in the trade frequently 
identified plaintiff’s “Miracle Whip” salad dressing by the word “Whip” alone. 
10. Since the year 1938, defendant has marketed salad dressing under the name 
“Leston’s Salad Whip” in the State of Missouri and elsewhere in the United States. 
11. The name “Leston’s Salad Whip” was adopted by defendant after defendant 
had full knowledge of plaintiff’s extensive advertising of plaintiff’s “Miracle Whip” 
salad dressing. 
Plaintiff, having introduced no evidence of loss of sales, has waived an accounting. 


CoNCLuUSIONS OF Law 





1. Plaintiff is the exclusive owner of the composite mark “Miracle Whip” as 
applied to salad dressing. 

2. Plaintiff is entitled to the exclusive use of the mark “Whip” as applied to 
salad dressing. 

3. Defendant has infringed plaintiff’s rights by using the mark “Salad Whip” 
in connection with the sale of salad dressing. 

4. Plaintiff is entitled to an injunction restraining defendant’s use of the word 
“Whip” in connection with the sale of salad dressing. 


THE TOWN HALL, INC. v. THE ASSOCIATED TOWN HALLS, 
INCORPORATED 


United States District Court, District of Delaware 
December 12, 1941 


Unrair CoMPETITION—“TOWN HALL”—UsE or TRADE-MARK IN CORPORATE NAME. 
Where plaintiff had adopted and made well known throughout the country the words 
“Town Hall” as the name of its headquarters in New York City, and as the title of its 
educational radio program, supported by “Town Hall” groups throughout the United States, 
the subsequent adoption and use by the defendant of the corporate name “Associated Town 
Halls, Incorporated,” and its engaging in a competing business held unfair competition. 








In equity. Action for unfair competition. Judgment for plaintiff. 


Daniel F. Wolcott, Wilmington, Del., for plaintiff. 
C. Edward Duffy (of Logan & Duffy), Wilmington, Del., for defendant. 


Bices, Circuit Judge: 


The plaintiff is a non-profit membership corporation founded in 1894 and 
incorporated in 1904 under the laws of New York, and until 1938 had the name 
“The League for Political Education, Inc.” In 1938 this title was changed to 
“The Town Hall, Inc.” Since 1921, however, the plaintiff has used the phrase 
“Town Hall” as a means of identifying itself and its activities. The plaintiff’s 
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primary purpose has been to disseminate views on all sides of controversial public 
questions and thus to educate the public." For six years it has broadcast a radio 
program entitled “America’s Town Meeting of the Air” over a network reaching 
almost every part of this country. For the last five years the plaintiff has rendered 
service by mail to individuals or groups of individuals in different parts of the 
country helping them to organize gatherings of persons brought together to listen 
to “America’s Town Meeting of the Air” and to discuss the subjects thus broadcast. 
In 1936 the plaintiff established associate memberships for these groups and in 
the summer of 1938 adopted the name “Town Hall Associates” as a designation 
of the individuals who availed themselves of such memberships. The plaintiff’s 
president testified that there were over a thousand groups connected with the 
plaintiff and subscribing to its service throughout the country. He testified also 
that they “* * * were organized spontaneously under the impetus of the [radio] 
program.”? 

During the decade beginning in 1921, the plaintiff also published a magazine 
called the Town Hall Crier, and in 1922 and 1923 also got out bulletins entitled 
“The Town Hall Bulletin.” These magazines were used to publicize its aims and 
activities. Since 1921 the plaintiff has owned and operated a building in New York 
City known as “The Town Hall.” The words “Town Hall” are cut in stone upon 
the facade of the building and also appear on a large sign or scroll fastened to its 
front. Since 1921 the plaintiff has used the emblem of the scroll bearing the words 
“The Town Hall’ as a distinctive mark upon its correspondence and literature. 
In March, 1940, this mark was registered by the plaintiff in the Patent Office. The 
plaintiff has a large investment in its building and equipment and in its good will. 
It has gross assets in excess of $1,126,000 and net assets in excess of $750,000. 
The educational value of the work carried on by the plaintiff is not questioned by 
the defendant. 

The defendant is a Delaware corporation incorporated in December, 1938. Its 
corporate purposes as stated in its charter are to “* * * * prepare, furnish, produce 


1. The president of the plaintiff described its main object as follows: “To promote an 
enlightened citizenship and an honestly informed public opinion through a program of lectures, 
discussions, radio programs, and to assist in the formation of discussion groups and Town Halls 
throughout the country.” 

2. It should be noted that the plaintiff’s president testified in this connection as follows: 

“XQ. I invite your attention to this statement at the bottom of next to the last page: 


‘The Town Hall, Inc., has no branches and does not attempt to organize so-called 
“Town Halls” in other cities.’ 


Is that a correct exposition of your company’s attitude? A. Yes. 

XQ. And that was true, in February, preceding this fall of 1939—I am reading now from 
Plaintiff’s Exhibit No. 15, you wired Mr. Morris: 

‘The Town Hall New York does not organize discussion groups or clubs and has no 
field representatives.’ 

That was true when you said that? A. Yes. 

XQ. And true now? A. No. 

XQ. In 1939 you were not organizing lecture groups throughout the country? A. I point 
out that there is a difference between organizing and encouraging the organization of. That is 
what we were doing. We were encouraging and advising them; but we did not want to assume 
responsibility for them.” 

It should be observed that a number of the witnesses appearing on behalf of the plaintiff 
testified that listening groups had sprung up throughout the country by reason of the radio 
broadcasts and other publicity of the plaintiff. 
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and conduct lectures, * * * and to cater to public diversion by and through * * * 
any other educational * * * devices.” Its incorporation was caused by Benjamin 
Franklin, who was its first president and apparent predecessor in the use of the 
name in question. In February, 1937, Franklin wrote to the plaintiff and obtained 
one of the plaintiff’s pamphlets dealing with its radio program. On this pamphlet 
appeared the plaintiff’s distinctive scroll device bearing the words “The Town Hall.” 
About this time Franklin listened to broadcasts of “America’s Town Meeting of 
the Air.” He caused the defendant to be incorporated a year and a half later. 

In 1936 Franklin became associated with the Knife and Fork Club International 
and a few years later with Associated Executive Clubs, corporations engaged in 
the business of managing and procuring lectures. Early in 1938 Franklin went to 
New York City and got a mailing address under the name “Associated Town Halls” 
and a telephone listing under the same name. He also filed a certificate with the 
clerk of New York County asserting that he was doing business under the assumed 
name of “Associated Town Halls.” 

Under all the circumstances, I do not doubt that Franklin intended to give and 
did give the impression that the defendant was affiliated with the plaintiff or con- 
nected with the plaintiff’s activities. Franklin and the defendant operated in the 
same general field as the plaintiff. Many speakers who had appeared at The Town 
Hall were engaged by the defendant to speak and did speak upon the same or 
similar topics. The defendant distributed a paper called “Town Hall Talk.” The 
record shows clearly the intention of Franklin and the defendant to appropriate the 
name “Town Hall” and use it for their own purposes. 

Franklin’s activities resulted in the issuance of an injunction by the Supreme 
Court of New York County in March, 1940. He was enjoined from further acts 
of unfair competition. See Town Hail, Inc. v. Benjamin Franklin, doing business 
as Associated Town Halls, 174 Misc. 17, 19 N. Y. S. 2d 670. I entertain no doubt 
that through the medium of the defendant Franklin has continued those objectionable 
acts not only in New York but throughout the United States. 

The primary defense asserted by the defendant (which I have no doubt is in 
realty Franklin) is as follows. In February, 1937, the plaintiff published one of 
its “America’s Town Meeting of the Air” pamphlets. On the inside cover of this 
pamphlet appeared the following : 


The town hall idea is now being taken up in many cities throughout the country. There 
are “town hall courses” in Detroit, Cleveland, Toledo, Chicago, Dallas, Cedar Rapids, to 
mention only a few; and recently one was founded in the nation’s capital. In each case 
the Town Hall of New York has been the model. This institution, however, has no official 
connection with these other Town Halls, although one of its officers supervised the 
organization of The Town Hall of Washington. 


The defendant contends that this paragraph constituted an invitation to it to 
create “Town Hall” groups through the United States which the defendant should 
then proceed to supply with lecturers. The invitation cannot be construed, as 
Justice McLaughlin points out in this opinion, which I have cited supra. The invita- 
tion said Justice McLaughlin was “* * * to the public to join and become associated 
with the plaintiff.” It cannot be construed as an invitation to appropriate the 
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substance of the plaintiff’s name and engraft thereon a lecture bureau operated for 
the benefit of Benjamin Franklin. 

The other defenses which are asserted by the defendant may be disposed of 
summarily. The defendant asserts that the words ““Town Hall” constitute a generic 
term which has but one meaning and which defines itself. I cannot agree with this 
contention. The words “Town Hall” as employed by the plaintiff have attained 
a clear secondary meaning associated with the educational program and activities 
of the plaintiff. 

The defendant has appropriated that name for its own purposes in the same 
field as the plaintiff or in a field very closely related thereto. It did so with knowl- 
edge of the plaintiff’s activities. There is actual confusion in the public mind 
between the plaintiff and the defendant caused by the defendant’s acts. The pre- 
sumption of fraud is present in the case at bar and every circumstance leads to the 
conclusion that the presumption is correct. The relief sought by the plaintiff must 
be granted. Liberty Life Assur. Soc. v. Heralds of Liberty, 15 Del. Ch. 369, 138 
A. 634 [18 T.-M. Rep. 156]. Amer. Radio Stores v. Amer. Radio & Television 
Stores Corporation, 17 Del. Ch. 127, 150 A. 180 [20 T.-M. Rep. 429]. Philadelphia 
Trust, Safe Deposit and Insurance Co. v. Philadelphia Trust Co., 123 F. 534. For 
a case embodying strikingly similar circumstances see National Circle, Daughters of 
Isabella v. National Order of Daughters of Isabella, 270 F. 723 [11 T.-M. Rep. 163], 
certiorari denied 255 U. S. 571. 

Findings of fact and conclusions of law are filed herewith in accordance with 
the provisions of Rule 52. 

A decree may be submitted. 





THE COCA-COLA COMPANY v. NEHI CORPORATION 
Delaware Court of Chancery 


March 20, 1942 


TRADE-MARK INFRINGEMENT—DECEPTION OF PuBLIC—EFFECT OF GENERIC TERMS. 
In cases of alleged trade-mark infringement the real problem is what the name means to 
the buying public, the probability of deception as to the manufacturer of the product being 


the sole test. Moreover, when the word in question has become generic, no deception is 
reasonably probable. 


TRADE-MARK—GENERIC TERMS—RIGHT TO USE. 
A generic term or a word properly descriptive of an article is in the public domain and 


with proper distinguishing features can be used by anyone without being guilty of fraud 
or deception. 


TRADE-N AMES—INFRINGEMENT—W HEN PRESENT. 

The infringement of a trade-name consists in the unauthorized use of a colorable imitation 
by another producer on goods of substantially the same character as those for which the 
name has already been legitimately appropriated by the complainant. 

Infringement may exist in some cases if a substantial part of the trade-name of another 


is used on a product of the same nature, though there are some differences in the whole 
names used. 
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UNFAIR COMPETITION—W HEN PRESENT. 

Any unfair conduct, the natural and probable result of which is to permit the goods of 
one person to be passed off for those of another, is usually unfair competition in some form 
and in a proper case will be enjoined. 

TRADE-MAaRK INFRINGEMENT—“Coca-CoLa” Versus “RoyaL Crown Cora,” “RC Cora,” 
“NeHI Cota” AND “Par-T-PaKk CoLa”—NON-CONFLICTING TERMS. 

When read as a whole, neither the name “Royal Crown Cola,” “Royal Crown RC Cola,” 

“RC Cola,” “Nehi Cola” or “Par-T-Pak Cola” is deceptively similar to “Coca-Cola.” 
Unrair CoMPETITION—UsE OF SAME COLORING MATTER IN BEVERAGE—MANUFACTURER’S RE- 
SPONSIBILITY FOR ACTS OF DEALERS. 

The fact that the use by defendants in their “Royal Crown Cola” and similar beverages 
of a brown coloring matter similar to that used in complainant’s “Coca-Cola” enabled its 
dealers to pass off the former beverage for the latter, did not, in the absence of proof that 
such acts by dealers were known to the defendants, justify the inference that a word, originally 
in some measure descriptive, but now become generic, is being used for deceptive purposes. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—“COLA” AS FEATURE OF TRADE-MARK— 
GENERIC TERM. 

The word “cola,” since it has long been used by complainant and by many others to 

indicate the presence in their respective beverages of extract of the cola nut, held generic 


and descriptive of a type of soft drinks having a characteristic taste and color somewhat 
resembling “Coca-Cola.” 


TRADE-MARK INFRINGEMENT—DISTINGUISHING FEATURES. 
When other distinguishing features clearly appear, a producer is not ordinarily guilty of 


infringement if he uses a descriptive or generic term as part of his trade-name, even though 
the same word has been used by a competitor. 


In equity. Action for trade-mark infringement and unfair competition. Decree 


for defendant. 


Hugh M. Morris, Wilmington, Del., E. S. Rogers, New York, N. Y., F. Marion 
Smith and Joseph M. Collins, both of Atlanta, Ga., Hilary W. Gans, Baltimore, 
Md., and James H. Rogers, Chicago, Ill., for complainant. 

Robert H. Richards and Caleb S. Layton (of Richards, Layton & Finger), both of 
Wilmington, Del., Theodore Kiendl and Ellis W. Leavenworth, both of New 
York, N. Y., C. L. Parker, Washington, D. C., and Willis Battle, Atlanta, Ga., 
for defendant. 

Clarence A. Southerland, Wilmington, Del., Arthur T. Vanderbilt, Newark, N. J,, 
and Herman Shulman (of Hays Podell & Shulman), New York, N. Y. (Milton 
Handler and Benjamin Algase, both of New York, N. Y., of counsel), for Pepsi- 
Cola Company, filed brief as amicus curiae. 


HarRINGTON, Chancellor : 


This case is before the court on a bill filed by The Coca-Cola Company to enjoin 
alleged trade-name and trade-mark infringement by the Nehi Corporation, the 
defendant. Other related acts of unfair business competition, alleged to have been 
committed by the defendant company, are, also, sought to be enjoined. 

Dr. John S. Pemberton, of Atlanta, Georgia, first manufactured and sold “‘Coca- 
Cola,” under that trade-name, written in script letters, under which appeared a 
paraph or flourish, as early as 1886; and since that time it has been manufactured 
and sold under the same trade-name by his individual and corporate successors 
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That name was registered, as a trade-mark, in the United States Patent Office, 
under the various Trade-Mark Acts, in 1893, 1905, 1927 and 1928, and is still 
registered in that office. 

“Coca-Cola” is, perhaps, the most popular soft drink on the market, and has 
had phenomenal sales in this and other countries for many years. Ordinarily, it 
is sold to the public, through licensed bottlers, in plain six-ounce bottles, and has a 
dark brown color which is caused by the use of some mixture of caramel. The 
bottles in which it is sold have a metal cap, on which the usual trade-name or trade- 
mark “Coca-Cola” appears in white letters on a red background. 

Nehi Corporation, the defendant, likewise succeeded an earlier corporation of 
the State of Georgia about December 1, 1938. Its real registered trade-name in 
the United States Patent Office is “Royal Crown.” That corporation and its 
predecessors have manufactured and sold Royal Crown Cola, in ever increasing 
quantities, since the latter part of December, 1934; ‘““Nehi Cola” since a much earlier 
date, and “Par-T-Pak Cola” since 1935 or 1936. All of the defendant’s drinks are 
unpatented, carbonated beverages or soft drinks resembling “Coca-Cola” in both 
color and taste. The similarity in the color is likewise caused by the use of a caramel 
mixture. 


“Royal Crown Cola,” or “Royal Crown RC Cola” as it is sometimes called, is 
sold by the defendant, or by its licensed bottlers, in twelve-ounce, clear glass bottles, 
which differ in size, shape and appearance from the distinctive six-ounce bottle 
used by The Coca-Cola Company. It is occasionally advertised as “RC Cola,” but 


that designation alone is never used on either the labels on the bottles or on the 
caps. “Nehi Cola” and “Par-T-Pak Cola” may have been sold at times in bottles 
of a different size and type; but that all of these beverages are Nehi products is 
indicated by words and letters appearing in the glass of each bottle, or on the labels. 
The words “Royal Crown” appear at the top of the label on each bottle of that 
drink. The name “Cola” appears at the bottom, and above that word are the 
letters “RC” appearing on a truncated pyramid. The wording and its arrangement 
on the bottle cap is similar to that appearing on the label, except in some instances 
the letters “RC” are omitted from the cap. The product of each company is sold 
at five cents a bottle. Both the complainant and the Nehi Corporation are spending 
large sums of money annually advertising their drinks by the use of roadside and 
other large and small signs, by radio broadcast campaigns, in newspapers, magazines, 
and otherwise. That general advertising policy had been followed by The Coca- 
Cola Company for many years prior to the advent of “Royal Crown Cola,” at a 
cost of millions of dollars, and has resulted in the building up of a tremendous 
business good-will in its enterprise. The defendant company did not advertise 
“Royal Crown Cola,” to any great extent, until about 1937; but since that time it 
has likewise spent large sums of money for that purpose, and has built up a con- 
siderable business in the sale of that drink. Its other products are being sold in 
much smaller quantities. 

The basic question is whether “Royal Crown Cola,” ‘Royal Crown RC Cola,” 
“RC Cola,” “Nehi Cola” and “Par-T-Pak Cola,” the various names under which 
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the defendant’s beverages are being advertised and sold, are deceptively similar to 
the complainant’s trade-name and trade-mark “Coca-Cola.” That largely depends 
on the right of the defendant corporation to use the word “cola” in a denominative 
sense in selling its drinks. Its right to use that word in a descriptive sense is con- 
ceded. The use of a similar color to “Coca-Cola,” together with the word “cola,” 
is, however, said to be an accompanying instrumentality of deception, of peculiar 
importance, and is likewise sought to be enjoined. The complainant company also 
seeks to enjoin the continuance of other related acts of alleged fraudulent and unfair 
business competition, such as suggestions by defendant’s sales agents that “Royal 
Crown Cola,” when sold by the glass, can be profitably passed off for “Coca-Cola.” 
Various modes of advertisements are also complained of as being deceptive. But, 
perhaps, the most of these acts are mainly relied on as corroborative evidence 
compelling the inference that the use of the word “cola” by the Nehi Corporation 
is for the real purpose of deceiving the public, and to permit it to profit by com- 
plainant’s well-established business good-will in the trade-name ‘“‘Coca-Cola.” Ordi- 
narily, the proper function of a trade-name or trade-mark, adopted by a manufac- 
turer or merchant, is to identify the real origin and source of the goods to which 
it is affixed. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 
149]. The chief advantage of its use lies in its possible power to stimulate sales. 
The infringement of a trade-name consists in its unauthorized use, or in the un- 
authorized use of a colorable imitation, by another producer on goods of substan- 
tially the same character as those for which the name or mark has already been 
legitimately appropriated by the complainant. Hanover Star Milling Co. v. Metcalf, 
supra; Thaddeus Davids & Co, v. Davids, 233 U. S. 461 [4 T.-M. Rep. 175]. In 
all such cases confusion of origin, and not confusion of goods, is the question 
involved. Vick Chemical Co. v. Vick Medicine Co., 8 F. 2d 49; affirmed 11 F. 
2d 33 [16 T.-M. Rep. 67]; Anheuser-Busch v. Budweiser Malt Products Corp., 
295 F. 306 [13 T.-M. Rep. 193]. The basic governing principle that one manufac- 
turer, by the use of a confusingly similar trade-name, cannot unfairly sell his goods 
for those of another. Yale Elect. Corp. v. Robertson, 26 F. 2d 972 [18 T.-M. Rep.. 
321]; Pepsi-Cola Co. v. Coca-Cola Co. (1940), 1 Dom. Law Reports 161. In 
unfair competition cases, perhaps, this is ordinarily “the whole Law and the Prophets 
on the subject, though it assumes many guises.” Yale Elect. Corp. v. Robertson, 
supra. Most infringement cases involved alleged colorable imitations; a precise 
copy would hardly be attempted. Infringement may exist in some cases if a sub- 
stantial part of a trade-name or trade-mark of another is used on a product of the 
same nature, though there are some differences in the whole names used. Enoch 
Morgan’s Sons Co. v. Ward, 152 F. 690; Standard Oil Co. v. Independent Oil Men 
of America, 30 F. 2d 996 [19 T.-M. Rep. 161] Saxlehner v. Eisner & Mendelson 
Co., 179 U. S. 19. But that does not necessarily follow (Caron Corporation v. 
Conde, 213 N. Y. S. 735; affirmed, 222 N. Y. S. 781 [16 T.-M. Rep. 127] ; Dixi- 
Cola Laboratories, Inc., et al. v. Coca-Cola Co., 117 F. 2d 352 [30 T.-M. Rep. 307] ; 
American Brake Shoe & Foundry Co. v. Alltex Corp., 117 F. 2d 983; it depends 
on the facts. 
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In Caron Corporation v. Conde, supra, the court aptly said: “A phrase or a 
combination of words may be entitled to absolute protection, while the use of its 
component parts separately may be open to everyone.” 

But to constitute trade-name infringement, it is not necessary that the similarity 
in the name complained of be such as to deceive only the cautious purchaser. Pepsi- 
Cola Co. v. Coca-Cola Co., supra; Allen v. Walker & Gibson, 235 F. 230 [6 T.-M. 
Rep. 496]. It is usually sufficient if the similarity is such that it is likely to deceive 
the ordinary purchaser. Allen v. Walker & Gibson, supra. 

Trade-name or trade-mark infringement is a narrower term than unfair com- 
petition, but it is a species of it. Hanover Star Milling Co. v. Metcalf, supra. Any 
unfair conduct, the natural and probable result of which is to permit the goods of 
one person, of the same kind, to be passed off for those of another, is usually unfair 
competition, in some form, and in a proper case will be enjoined. Warner & Co. v. 
Lilly Co., 265 U. S. 526 [14 T.-M. Rep. 247] ; Yale Elect. Corp. v. Robertson, supra. 
Whether trade-name or trade-mark infringement, or some other variety of unfair 
competition, exists in a particular case is always a question of fact, depending on 
the circumstances. Ordinarily, in determining that question the following factors 
must be considered : 


(a) The degree of similarity between the designation and the trade-mark or trade- 
name in 
(i) appearance; 
(ii) pronunciation of the words used; 
(iii) verbal translation of the pictures or designs involved; 
(iv) suggestion; 
(b) the intent of the actor in adopting the designation; 
(c) the relation in use and manner of marketing between the goods or services mar- 
keted by the actor and those marketed by the other; 


(d) the degree of care likely to be exercised by purchasers.” § 729 Restat. Law of Torts. 
In the same section the following pertinent comment on paragraph (a) appears: 


Similarity of appearances is determined on the basis of the total effect of the designa- 
tion, rather than on a comparison of individual features. 


See also Pepsi-Cola Co. v. Coca-Cola Co. (1940) 1 Dom. Law Rep. 161. 

Moreover, when other distinguishing features clearly appear, a trader is not 
ordinarily guilty of infringement if he uses a descriptive or generic word as a part 
of his trade-name, even though the same word has already been used by a com- 
petitor Dixi-Cola Labor, Inc. v. Coca-Cola Co., supra; Delaware & Hudson Canal 
Co. v. Clark, 13 Wall. 311; S. R. Feil Co. v. John E. Robbins Co., 220 F. 650 
[5 T.-M. Rep. 163]; American Brake Shoe & Foundry Co. v. Alltex Products Co., 
supra; Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446 [1 T.-M. 
Rep. 10]. 

In considering this question, the court in Delaware & Hudson Canal Co. v. Clark, 
supra, aptly said: 

Nor can a generic name or a name merely descriptive of an article of trade, of its 


qualities, ingredients, or characteristics, be employed as a trade-mark, and the exclusive 
use of it be entitled to legal protection. 
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This is because such a name or word is in the public domain, and with proper 
distinguishing features can be used by anyone without being guilty of fraud or 
deception. Canal Co. v. Clark, supra; Standard Paint Co. v. Trinidad Asphalt Co., 
supra; Nims on “Unfair Competition & Trade-Marks,” 110. 

The word “cola” is one-half of the complainant’s trade-name. That company, 
therefore, claims that its use by the Nehi Corporation in its trade-names makes 
them deceptively similar to “Coca-Cola.” As heretofore stated, that is the real basic 
question to be determined. 

In Pepsi-Cola Company v. Coca-Cola Company (1940), supra, the court said: 


No doubt each of the words (“coca-cola”) is a descriptive word, but we are not pre- 
pared to say that a trader cannot join the words into a compound, which written in a 
peculiar script constitutes a proper trade-mark. 


The Nehi Corporation concedes this; but nothing more. It claims that the 
word “cola,” as used by the complainant, has always had a certain descriptive 
significance, and cannot be exclusively appropriated by any one; to do so would 
constitute a monopoly. Canal Co. v. Clark, supra. 

It also claims that the word “cola” has now become generic of a well-known type 
of drink. 

In United States v. Coca-Cola Company (1916) 241 U. S. 265, the court said: 


In the present case—it could not be said as a matter of law that the name (“Coca- 
Cola”) was not primarily descriptive of a compound with coca and cola ingredients as 


charged ... ; the claimant has always insisted, and now insists, that its product contains 
both. 


In The Coca-Cola Company v. The Koke Company of America, 254 U. S. 143 
[10 T.-M. Rep. 441], the court said: 


“Coca-Cola” probably means to most persons the plaintiff’s familiar product to be had 
everywhere rather than a compound of particular substances. 


But that is not the real question to be determined. Moreover, that statement 
was necessarily based on the facts before the court. 

In The Coca-Cola Company v. The Koke Company, the real question was 
whether the word “koke” was used by the public as a name for “Coca-Cola.” Sec- 
ondary meaning was also relied on by the complainant to sustain the validity of its 
mark. 

But, under the pleadings in this case, that company concedes that no such ques- 
tion is involved here. Furthermore, there is no direct evidence that “Coca-Coca” 
was ever known as “Cola.”’ The court emphasized that point in Dixi-Cola Labora- 
tories, Inc. v. The Coca-Cola Company, 117 F. 2d 352 [30 T.-M. Rep. 307]. 

A brief history of the cola nut, when considered with various other evidential 
facts, including declarations and even admissions by officers and agents of the 
Georgia predecessor of the complainant company, seem to justify the defendant’s 
contention that the word “cola” in the complainant’s trade-mark has always had 
some descriptive significance. Cola nuts are the seeds of a fruit which grows on 
trees native to tropical West Africa, but which may have been transplanted to some 
other tropical countries. They have a dark brown color, and are about the size of 
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an ordinary horse chestnut; but the extract made from them seems to be almost 
colorless. They are said to contain a large amount of caffeine, and their tonic and 
stimulant properties seem to have been known to the African natives for centuries. 
Literature indicates that cola nuts have been used by them, in various ways, for 
countless generations ; among others, in the making of a drink mixed with milk and 
honey. When roasted, cola nuts have been sometimes called “Soudan Coffee,” and 
long prior to 1886 published articles had predicted that they might ultimately be 
used in making a substitute for tea and coffee. The word “cola” appeared in Eng- 
lish dictionaries and encyclopedias as early as 1856, and in the United States as 
early as 1875; and the fair inference is that in subsequent years it became increas- 
ingly better known. The properties of the cola nut were discussed, at some length, 
in a French article published about 1832. After certain experiments were made in 
England in 1865 and the results were published, other experiments and published 
articles, referring thereto, multiplied. Many of these articles were published both 
in England and America before 1886. For some years prior to that time, discus- 
sions of that character appeared in American Pharmaceutical and other scientific 
journals almost yearly. Moreover, cola-containing beverages and tonics were 
known both in England and America before 1886, and some of them were, in part, 
designated by the word “cola.” African decoctions of cola nuts were mentioned 
in various published articles and encyclopedias between 1865 and 1881. A British 
patent was procured in the latter year for the manufacture of “beer or other bev- 
erages ...; the “Kola Nut” extract was an ingredient. It was also expressly 
stated that “carbonic acid gas may .. .. be introduced ....” The same patent 
referred to compounds which could be “used in a similar manner to tea and coffee 
for making wholesome, non-intoxicating liquors or beverages.’ American drug- 
gists’ publications, referring to this patent, appeared in this country in 1883 and 
1885. Inthe latter year, the same and other publications also discussed the develop- 
ment by Thomas Christy of London of a beverage known as “Cola Chocolate.” 
Other and frequent references to the use of the cola nut for beverage purposes 
appeared in various publications in 1882 and 1884. Furthermore, prior to 1886, 
references to published discussions relating to its properties and use, and showing 
that “cola” was a known word, could be multiplied. The catalogue of Frederick 
Stearns & Co., in 1883 and 1884, associated the words “coca” and “cola” and dis- 
cussed their properties in parallel columns. These words were likewise associated 
in other publications prior to 1886. The Nehi Corporation claims that the evidence 
shows that in 1884 or 1885, one Benjamin Kent, a druggist of Paterson, New Jersey, 
dispensed a “tonic preparation” or “bracer’’ which he called “Kent’s Coca-Cola” ; 
but it is doubtful whether that alleged fact has been satisfactorily proven. Appar- 
ently, there was testimony to that effect before the United States Patent Office in 
1916 in a proceeding brought by the Coca-Cola Company opposing the registration 
of the name “Chero-Cola.” That record was put in evidence by the Coca-Cola 
Company, but it could only have been intended to show what issue was before the 
Patent Office. It cannot be regarded as an admission by the Coca-Cola Company. 
But that is merely one of many facts relied on by the defendant company to show 
that the word “cola” in the complainant’s trade-name had some descriptive signifi- 
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cance in 1886. Its exclusion will not affect the result. Whether the cola nut was 
then well known to all classes of persons, or whether knowledge of it was confined 
to a relatively small class, perhaps, including scientists and some druggists, is 
unimportant. Dixi-Cola Labor., Inc., et al. v. The Coca-Cola Co., supra; U. S. v. 
Coca-Cola Co., 241 U. S. 265. Many words in the English language are unknown 
to a considerable portion of the public. But it is apparent that Doctor Pemberton 
and others who had an early connection with the manufacture and sale of “Coca- 
Cola” had some actual knowledge of the cola nut and of its properties as early as 
1887. Doctor Pemberton, on his original “Coca-Cola” label used in that year, 
advised the public that it “contains the valuable tonic and nerve stimulant property 
of ....cola (kola) nuts.” In 1891, Asa G. Candler, then apparently the sole owner 
of the “Coca-Cola” formula and of the trade-name, and later president of the original 
Georgia corporation, used a letterhead which referred to “Coca-Cola” as “The New 
and Popular Fountain Drink containing the tonic properties of ... . the famous Cola 
Nut.” It seems that “Coca-Cola” was also advertised by that company at an early 
date as “containing the wonderful properties of .... the cola nut.” But that is not 
all; in 1892 the secretary of the Coca-Cola Company testified in a Patent Office case 
that “the syrup was given this name on account of the extract which it contained— 
coca and cola—made from the coca leaves and cola nut.” That officer claimed that he 
named the beverage ; and the Coca-Cola Company admits the truth of that claim in its 
booklet issued in 1901. In that year the bill of complaint of the Coca-Cola Company 
v. John B. Daniels, filed in Fulton County, Georgia, and signed by the president of 
that company, under oath, alleged “The name (“Coca-Cola”), in large measure, 
being descriptive of the character of the article.” In that proceeding, the com- 
plainant company sought to restrain the defendant’s use of “Daniel’s Passiflora 
Koka Kola.” In Coca-Cola Company v. Henry A. Rucker, Collector of Internal 
Revenue, Mr. Candler testified ““We take what we know as coca leaves and cola 
nuts. Those are the two leading ingredients. We call it ‘Coca-Cola.’ The United 
States government won’t give us copyright unless we put ‘Coca’ and ‘Cola’ in it.” 
In response to the question, ‘““Well now, what has ‘Coca-Cola’ got in it?” the same 
witness replied “Cola nuts; the leading ingredients cola nuts; we use it for its 
caffeine effects.’ 

The first “Coca-Cola” trade-mark registration under the Act of February 20, 
1905, was under the ten-year provision of Section 5, which permitted the registra- 
tion of a “descriptive” mark by one who has made actual and exclusive use thereof 
for ten years next preceding the approval of the act. The complainant’s booklet of 
1901, entitled “What Is It?—Coca-Cola—What It Is,’ discussed the qualities of 
the cola nut and its presence in “Coca-Cola.” It also pointed out that “Coca-Cola” 
had the “stimulating and enlivening, reviving properties of the extract from the 
celebrated African cola nut.” It describes the tree and the “brownish-yellow fruit” 
grown thereon in some detail. It stated that “kola nuts” were brought into the 
United States just before ‘““Coca Cola” was originated “and at that time the product 
of the kola nuts, as it was used in the manufacture of ‘Coca-Cola’ cost $20.00 per 
pound.” In 1923, in Coca-Cola Company v. Koke Company, supra, the solicitors 
for the complainant in their reply brief, admit that both coca and cola “were in bulk 
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much the greater part of the ingredients added to the simple syrup and so helped 
to indicate the name.” The formula used by the Coca-Cola Company is not in the 
record. The precise amount of the extract of the cola nut contained in that drink, 
and to what extent other caffeine substitutes are used, do not appear. The com- 
plainant concedes that the proportion is small; but that seems unimportant. So far 
as this phase of the case is concerned, the real question is whether the word “cola,” 
used by the complainant company in its trade-name, is wholly an artificial word, or 
whether it has some descriptive significance. The evidence seems to justify the 
latter conclusion. 

Judicial decisions, based on questions of fact, are not necessarily controlling, 
but there are both reported and unreported cases discussing the question that reach 
the same conclusion. Dixi-Cola Labor, Inc. v. Coca-Cola Co., supra; Coca-Cola Co. 
v. Williamsburg Stopper Co. (1912) [2 T.-M. Rep. 234]; Moxie v. Noxie Kola 
(1939) 29 F. Supp. 167; Fowle, et al. v. Miners’ Fruit Nectar Co. (1909) unre- 
ported; Coca-Cola Co. v. Queen’s City Bottling Co. (an unreported Patent Office 
proceeding in 1923). 

In Coca-Cola Company v. Williamsburg Stopper Company, supra the question 
was whether the trade-name “Espo-Cola” was confusingly similar to “Coca-Cola.” 
The court said “Cola” is admittedly a descriptive word in which complainant is 
entitled to no special or exclusive rights.” 

In Moxie v. Noxie Kola, supra, the court said: “ ‘Kola’ is a purely descriptive 
term. It signifies the cola nut or an extract of it.” 

In Fowle, et al. v. Miners’ Fruit Nectar Company, supra, in which it was con- 
tended that the trade-name “Citro-Cola” infringed the trade-name. “Coca-Cola,” 
the court said: 


There is evidence from both complainants and respondents to the effect that the term 
“cola” had been commonly used in a two-word descriptive name for beverages to indicate 
the presence of cola nuts as an ingredient. 


In Coca-Cola Company v. Queen’s City Bottling Company, supra, the United 
States Patent Office Examiner held that the name “Uneeda Cola” was not con- 
fusingly similar to “Coca-Cola,” and permitted its registration. He pointed out 
that “the word ‘cola’ is (was) clearly descriptive.” The logic of these cases is 
persuasive. 

Moreover, the evidence also justifies the conclusion that the word “cola” has now 
become the generic term for a well-known type of soft drinks which have a charac- 
teristic taste and color somewhat resembling “Coca-Cola,” and of which that com- 
pany is but one of many manufacturers. Many witnesses produced by the Nehi 
Corporation so testified. Witnesses produced by the Coca-Cola Company, on the 
other hand, denied that there was any such well-known type of beverages. The 
defendant’s witnesses were, perhaps, for the most part, officers of that company 
and its licensed bottlers, but other evidence seems to corroborate their statements. 
Hundreds of such so-called cola drinks have been on the American market, at 
various times, for many years. This suit was brought in September of 1939, and 
about that time 250 of them were solid under trade-names containing the word 
‘cola” or “‘kola.” With a few exceptions, all of these drinks had a brownish color, 
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resembling “Coca-Cola.” A witness testified that in August and September of 1939 
he had purchased in Georgia and Florida alone no less than twenty-seven beverages 
in which the word “cola” or “kola” appeared in the trade-names used. A few of 
such names were registered in the United States Patent Office under Section 5 of 
the Congressional Act of February 20, 1905, which permitted the registration of a 
descriptive mark by one who had actual and exclusive use thereof for ten years 
next preceding the approval of that act. Many more were registered as purely 
descriptive marks under the Trade-Mark Act of March 19, 1920. Prior repeated 
acts, and even admissions, by the Coca-Cola Company are wholly inconsistent with 
its present position that it alone can use the word “cola.” That was pointed out 
by the court in Dixi-Cola Laboratories, Inc., et al. v. The Coca-Cola Company, supra, 
which, apparently, involved strikingly similar facts. In the proceedings, in which 
the complainant company opposed the registration of the name “Chero-Cola” in 
1916, the vice-president of the Coca-Cola Company, when asked how many cola 
beverages there were then on the market in the United States, testified “I doubt I 
can tell within a thousand. There is a new one born every minute.” 

The trade-names of drinks containing the word “cola” have been repeatedly, and 
almost continuously advertised for many years in newspapers and other publications 
in the United States. The existence of the type of drinks, known as “cola drinks,” 
has been recognized in various United States government publications. Dictionaries 
define the word “cola” as being a type or class of beverages. 

“Pepsi-Cola” was first sold as early as 1896; was registered in the United States 
Patent Office in 1903, and is still being advertised and sold in considerable quantities. 
“Lime Cola” was registered in the United States Patent Office in 1916; was adver- 
tised in various publications as early as 1917, and is still being sold. The com- 
plainant company, apparently, sought to enjoin its sale under that name in an 
infringement suit, but that litigation was abandoned in 1925. “Roxa-Kola” came 
on the market as early as 1909. In 1929 the complainant company sought to enjoin 
its sale under that name, but the suit was dismissed after trial. “Citro-Cola’”’ was 
first manufactured in 1895, and a suit by one of the complainant’s licensees, in 
1909, seeking to enjoin the use of that name, was unsuccessful. “Nehi Cola” has 
been advertised and sold under that name since 1926. 

The complainant company points out that only nine beverages, containing the 
word “cola” in their trade-names, were advertised for ten years prior to the advent 
of “Royal Crown Cola,” in 1934; but that is not conclusive of the question. 

In the reply brief, filed by the solicitors for the Coca-Cola Company, in 1923, in 
Coca-Cola Company v. Koke Company, supra, it was expressly and repeatedly 
admitted that there was a large and well-defined class of soft drinks on the market, 
known to the public and the trade as “cola drinks.” They admitted that there were 
then some seventy-five or eighty beverages of that type being sold. It seems unneces- 
sary to quote at length from this brief, but it contains repeated admissions of facts 
pertinent to this question. It may be proper to point out, however, that it stated, 
among other things, that 


They (cola drinks) were not classified as soda water or root beer, or lime juice, or 
sarsaparilla, but as cola drinks. They had a taste and flavor of their own as tea and 
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coffee and wines and liquors have, each its own taste and flavor, and... . among these 
there might be differences in the same class. And “Coca-Cola” was the prototype of 
its class. 


The testimony of Mr. Hirsch, a director of the Coca-Cola Company, in the 
proceedings in which the registration of the name “Chero-Cola” in the United States 
Patent Office was opposed, is also in sharp contrast with the present position of 
the complainant company. In response to a question relating to the policy of the 
company toward the registration of other marks containing the word “cola,” he said: 


If we did (oppose registration) then we thought that those names that did have cola 
in them infringed “Coca-Cola.” If we did not oppose them, we did not think they 
infringed “Coca-Cola,” taking the name as a whole. 


Conceding that opposition proceedings in registration cases were not provided 
for under all of the Federal Trade-Mark Acts, the repeated and continued use of 
the word “cola” in registered marks, when considered in connection with other 
facts, has some evidential value, when public deception is the question involved. 
When opposed, registrations of numerous names, containing that word, were re- 
fused from time to time; but many of them were default cases. Moreover, in all 
such cases the burden is on the applicant to show that there is no deceptive similarity 
to marks previously registered. It is also significant that court decrees have been 
entered with the express or implied consent of the Coca-Cola Company, or its 
predecessors, permitting the use of the word “cola” as a part of the trade-names 
of various competing soft drinks. That was true in the Epso-Cola case in 1912 
[2 T.-M. Rep. 234]; in the Keen’s Cola case, in Ware County, Georgia, in 1913; 
in the Gay-Ola case in 1914 (211 F. 942 [4 T.-M. Rep. 297] ) ; and in the Lime Cola 
case in 1927. 

In Coca-Cola Co. v. Keen, supra, the decree entered provided: “It is under- 
stood, however, and agreed that the defendant may use the name ‘Keen’s Cola,’ 
written in a different form of script from that so long used by the plaintiff in 
writing the name ‘Coca-Cola.’ ” 

In Coca-Cola Company v. The Gay-Ola Company, supra, the complainant com- 
pany consented to the use of the descriptive words “The Improved Cola.” 

Furthermore, on October 30, 1923, a contract was entered into between The 
Coca-Cola Company and the Chero-Cola Company, a predecessor of the defendant, 
which prohibited that company from using the word “cola” in its trade-name. It 
was expressly agreed, however, that the Chero-Cola Company could describe its 
product as “a cola beverage,” “a perfect cola beverage,” or by some other like 
descriptive term, not a part of its trade-name. This contract did not prohibit the 
use of the word “cola” in the trade-name of any cola beverage manufactured by the 
defendant, other than “Chero-Cola.” The generic character of the word “cola,” as 
applied to soft drinks, has been recognized by the courts in numerous cases. Di-xi- 
Cola Labor., Inc. v. The Coca-Cola Co., supra; Pepsi-Cola Co. v. Coca-Cola Co. 
(1940) 1 D. L. R. 161; Coca-Cola Co. v. Carlisle Bottling Works, 42 F. 2d 101 
[19 T.-M. Rep. 127]; affirmed 43 F. 2d 119; The Coca-Cola Co. v. Tip Top 
Bottling Co. (D. C. E. D. Mo. 1937), unreported; Fowle v. Miners’ Fruit Nectar 
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Co. (C. C. U. S. Mass. 1919), unreported ; Coca-Cola Co. v. Miller's Inc. (E. D. 
Va. 1940), unreported. 
In Pepsi-Cola Company v. The Coca-Cola Company, supra, the court aptly said: 
The plaintiff does not, and, of course, could not claim any proprietary right in the 
word “cola,” standing alone. None the less, it is plain that the objection of the plaintiff 
really goes to the registration by any other person of the word “cola” in any combination 


for a soft drink. If such objection is allowed, then the plaintiff virtually becomes the 
possessor of an exclusive proprietary right in relation to the word “cola.” 


Substantially, the only evidence before the court was that the word “cola” had 
been used in numerous other registered trade-marks. In view of the contention 
made, the court’s statement might have been broader than necessary, but, when 
applied to the contentions and evidence in this case, it correctly defines the com- 
plainant’s rights. 

In S. R. Feil Company v. Robbins Company, supra, the court held: “That the 
name ‘Sal Tone’ did not infringe ‘Sal-Vet’; the word ‘Sal,’ meaning salt, was 
descriptive of the principal ingredient of both products.” 

In Standard Paint Company v. Trinidad Asphalt Company, 220 U. S. 446 
[1 T.-M. Rep. 10], on which the Feil case was largely based, the court held that 
“Rubbero” did not infringe the name “Ruberoid.” Both products were used for 
roofing. “‘Ruberoid” contained no rubber, but, because of its similar qualities, it 
was held to be a descriptive and generic word. See also American Brake Shoe & 
Foundry Co. v. Alltex Products Corp., 117 F. 2d 983. 

The complainant company has been diligent in attempting to protect its trade- 
name, and has brought numerous infringement suits during the last thirty years, 
in many of which it was successful. Nashville Syrup Co. v. The Coca-Cola Co., 
215 F. 527 [4 T.-M. Rep. 323]; The Coca-Cola Co. v. Old Dominion Beverage 
Corp., 271 F. 600 [11 T.-M. Rep. 128] ; certiorari denied 256 U. S. 703; The Coca- 
Cola Co. v. Stevenson, 276 F. 1010 [11 T.-M. Rep. 183]; The Coca-Cola Co. v. 
The Hy-Po-Co., 1 F. Supp. 644 [22 T.-M. Rep. 423]; The Coca-Cola Co. v. 
Benjamin Duberstein, 249 F. 763 [8 T.-M. Rep. 193]; King Kola Mfg. Co. v. 
The Coca-Cola Co., 99 F. 2d 983; Steinreich v. Coca-Cola Co., 67 F. 2d 498 [24 
T.-M. Rep. 11]; The Coca-Cola Co. v. Fooks, 39 U. S. P. Q. 72. But these cases 
are not necessarily controlling. They not only involved questions of fact, but, 
whatever possible inferences might be drawn from the language used in some of 
them, none of them directly held that the complainant company had the exclusive 
right to use the word “cola.” That fact is emphasized in Dixi-Cola Laboratories, 
Inc. v. Coca-Cola Company, supra. Nor is Coca-Cola Company v. Chero-Cola 
Company (273 F. 755) inconsistent with my conclusion, as to the limited nature of 
the complainant’s rights. That case grew out of proceedings opposing an applica- 
tion for a Patent Office registration, in which all reasonable inferences were against 
the registration of the proposed mark. Moreover, the question was whether the 
whole name “Chero-Cola” was deceptively similar to “Coca-Cola.” 

Since the complainant company never had the exclusive right to the use of the 
word “cola” alone, no question relating to the abandonment of rights is involved. 


or eee ee a 


ees 


226 THIRTY-TWO TRADE MARK REPORTER 


The Nehi Corporation further contends, however, that in any aspect of this 
case “a designation, which is initially a trade-mark or trade-name, ceases to be 
such when it comes to be generally understood as a generic or descriptive designa- 
tion for the type of goods in connection with which it is used.” Section 735 (1) 
of the Restatement of the Law of Torts lays down that rule. 

It is said that the real problem is what the word or name means to the buying 
public when the infringement suit is brought; that the probability of deception, as 
to the manufacturer of the product, is the sole test; and, when the word in contro- 
versy has become generic, no deception is reasonably probable. The defendant 
company, therefore, claims that what the public now understands by the use of the 
generic word “cola” is merely the product, and not the producer, and that that word 
can be lawfully used by anyone. This rule was applied in Dixi-Cola Laboratories, 
Inc. v. The Coca-Cola Company, under what seem to be strikingly similar facts. 
The court conceded that the Coca-Cola Company had been diligent in attempting to 
protect its trade-name. It also said: 


The adoption of the word “cola” to characterize a class of drinks thus came about 
very naturally, to some extent with the consent of the Coca-Cola Company .... and tc a 
greater extent because, in the course of events, it could not be prevented. 


Among other cases, the court cited DuPont Cellophane Co. v. Waxed Products 
Co., 85 F. 2d 75 [26 T.-M. Rep. 513]; Bayer & Co. v. United Drug Co., 272 F. 
505 [11 T.-M. Rep. 178]; Kellogg Co. v. National Biscuit Co., 305 U. S. 111; 
Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169; Ford v. Foster (1872) L. R. 7 
Ch. App. 611. 

On the other hand, the complainant company claims that no such rule should 
be applied when the original validity of a trade-name is conceded, and when the 
original user has been diligent in endeavoring to protect its rights. Saslehner v. 
Eisner, 179 U. S. 19; but see Saxlehner v. Wagner, 216 U. S. 375. It further 
claims that to hold otherwise would, necessarily, make the rights of the parties 
depend on the number of unlawful and unfair acts that had been committed by 
competitors ; that ordinarily such evidence should not appeal to a court of equity 
(Ford v. Foster), and that, in all of the cases cited in the Dixi-Cola case, some 
measure of relief was granted. Moreover, in all of those cases the courts are said 
to have misunderstood Ford v. Foster. If “cola” were merely a coined word, it 
would not be necessary to rely entirely on other alleged piratical and unfair acts in 
the use of similar trade-names ; but it is unnecessary for me to determine the scope 
of the Restatement rule. 

Conceding that the Nehi Corporation is attempting to profit by the known 
popularity of cola beverages, including “Coca-Cola,” that, in itself, is not unlawful. 
Saxlehner v. Wagner, 216 U. S. 375; Coca-Cola Co. v. Carlisle Bottling Co., 43 F. 
2d 101 [19 T.-M. Rep. 127]; affirmed 43 F. 2d 119. Whether the defendant is 
guilty of trade-name infringement is the question. 

Thirteen witnesses, from the City of Wilmington, testified that the word “cola” 
meant to them a product of the Coca-Cola Company; they were under the impres- 
sion that “Royal Crown Cola,” though sold in a much larger and a different type 
of bottle, with a very different trade-name label, was merely a cheaper product of 
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the complainant company. But I do not believe that any material portion of the 
public can now think the word “cola” necessarily means “Coca-Cola,” or a product 
of that company. The evidence given can hardly rebut the defendant’s evidence as 
to the descriptive and generic nature of that word. Dixi-Cola Labor., Inc. v. Coca- 
Cola Co., supra. Nor are the complainant’s word association tests of any greater 
value in this case. Naturally, the word “cola,” merely printed on a card, would 
cause many persons to think first of “Coca-Cola.” It is the most popular and exten- 
sively advertised cola drink on the market; but in determining whether there is 
trade-name infringement, many other existing facts must be considered. The ques- 
tions were put to a group of college students, who were not subject to cross-examina- 
tion; and furthermore their familiarity, or lack of familiarity, with other cola drinks 
was neither asserted nor denied. 

When read as a whole, neither the name “Royal Crown Cola,” “Royal Crown 
RC Cola,” “RC Cola,” “Nehi Cola”, nor “Par-T-Pak Cola” is deceptively similar 
to “Coca-Cola.” They are not spelled alike, and, when pronounced, do not sound 
alike. That is the real question to be determined. In principle, the same conclusion 
was reached by the Supreme Court of Canada in Pepsi-Cola Company v. Coca-Cola 
Company, supra. There the question was whether the trade-name “Pepsi-Cola” 
was deceptively similar to “Coca-Cola.”’ The lower court held that it was, but was 
reversed on appeal. 

Proof of an actual fraudulent intent to deceive, in order to profit by the prior 
established trade-name of a competitor, is not essential to trade-name infringement 
(Enoch Morgan’s Sons Co. v. Ward, 152 F. 690; Restatement of the Law of Torts, 
§ 729) ; but, when satisfactorily proved, it may be important in some cases in deter- 
mining whether the defendant is guilty of the wrongful act charged. Enoch 
Morgan’s Sons Co. v. Ward, supra; Restatement of the Law of the Law of Torts, 
supra. The commission of other and accompanying acts of unfair business com- 
petition may also be pertinent and important evidence. Evidence of actual confusion, 
because of the alleged similarity of the names used, may, likewise, be of some impor- 
tance in determining whether there is trade-mark infringement. 63 C. J. 396; 
American Tin Plate Co. v. Licking Roller Mill Co., 158 F. 690; Kann v. Diamond 
Steel Co., 89 F. 706. But the application of these rules to characterize“and explain 
the use of a particular trade-name, necessarily depends on the facts. 

The complainant company claims that, in view of the evidence, these principles 
should control the decision of this case; that it shows that the defendant’s use of 
the word “cola” in its trade-names is clearly deceptive and unlawful and should be 
enjoined. I am unable to agree with that contention. The Coca-Cola Company, 
necessarily, concedes that, ordinarily, “the product including the coloring matter is 
free to all who can make it, if no extrinsic deceiving element is present.” Coca-Cola 
Co. v. Koke Co., 254 U. S. 142 [10 T.-M. Rep. 441]; see also Coca-Cola v. Wil- 
liamsburg Stopper Co. (1912) [2 T.-M. Rep. 234]. The Supreme Court apparently 
referred to the type of drinks known as “cola drinks”; the evidence before it com- 
pels that conclusion. 

Particularly, when sold by the glass, the complainant company contends, how- 
ever, that the similarity in the color of the defendant’s drinks to “Coca-Cola” is an 
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ever-present assurance that they can be fraudulently passed off for that beverage. 
Other alleged acts of unfair business competition are also said to corroborate the 
complainant’s primary claim. But the proven fact that “Royal Crown Cola” has 
been fraudulently passed off for “Coca-Cola” in numerous cases is, apparently, the 
real foundation on which this argument is based. 

The evidence does show that when “Coca-Cola” was ordered in taverns, in 
various western cities, and was to be served by the glass, that “Royal Crown Cola” 
was repeatedly substituted therefor; in some cases this was suggested to the bar- 
tenders by agents of the Nehi Corporation, engaged in promoting the sale of that 
product. These suggestions were based on the asserted fact that a bottle of “Royal 
Crown Cola” contained twice as much as a bottle of “Coca-Cola,” and could, there- 
fore, be profitably passed off on customers ordering the latter drink. But it clearly 
appears that such acts were committed by overzealous agents of the defendant com- 
pany, and without the knowledge or consent of any officer or other person of 
authority. See Coca-Cola v. Happiness Candy Stores, Inc., 19 Del. Ch. 292, 20 Del. 
Ch. 456. Furthermore, the tavern trade constituted but a small part of the defand- 
ant’s extensive business. Perhaps some slight confusion is always possible when 
words of a generic or descriptive nature are used in trade-names. Bliss, Fabyan & 
Co. v. Aileen Mills, Inc., 25 F. 2d 370 [18 T.-M. Rep. 334]. The fraudulent pass- 
ing off of one product for another is reprehensible, and, independent of any infer- 
ences that may be drawn therefrom, will be frequently enjoined. But, particularly 
in the absence of any knowledge on the part of the defendant, such acts do not 
necessarily justify the inference that a known word, originally in some measure 
descriptive, but which has now become generic, is being used for deceptive and 
piratical purposes. See Dixi-Cola Labor., Inc. v. Coca-Cola Co., supra; see also 
Coca-Cola Co. v. Happiness Candy Stores, supra. Standing alone, all other alleged 
fraudulent acts are relatively unimportant to the main issue. Conceding that an 
average twelve-ounce bottle of “Royal Crown Cola” contains only about 5% 99 of a 
drop of the cola nut extract, the use of the word “cola” is not so deceptive as to 
affect the main issue, when a known class of drinks is involved. The caffeine 
properties of the cola nut are supplied by proper substitutes. See Standard Paint 
Co. v. Trinidad Asphalt Co., supra. Neither Trappery v. McIlhenney Co., 281 
F. 23 [12 T.-M. Rep. 179]. Siegert v. Gandolfi, 129 F. 100, nor O’Cedar Cor- 
poration v. Woolworth Company, 66 F. 2d 363 [24 T.-M. Rep. 544], is inconsistent 
with this conclusion. 

Long ago the complainant company admitted that the public recognized that 
there was a type or class of beverages known as “cola drinks”; that “Coca-Cola” 
was the prototype of that class, and contained but a small amount of the cola nut 
extract, though it had its properties. The testimony of other witnesses that a 
beverage could be classed as a “cola drink,” if it had the usual characteristic taste 
and color, though it contained little or no extract of the cola nut, is, therefore, both 
understandable and pertinent. 

The alleged fraudulent failure of the defendant company to give the name of 
the manufacturer or distributor of “Royal Crown Cola” in broadcasts and other 
advertisements is not clearly proved, and is of no material importance. The same 
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is likewise true of the alleged fraudulent intent to profit by copying the advertising 
color schemes which had previously been adopted by the Coca-Cola Company on 
roadside and other signs. Some newspapers and other advertisements of “Royal 
Crown Cola” and some broadcasts and signs might have failed to disclose the name 
of the manufacturer or distributor of the defendant’s drinks; but these instances 
were relatively few, and the names “Royal Crown Cola,” “Royal Crown RC Cola,” 
or “RC Cola” always appeared. Furthermore, only a few primary colors are 
ordinarily used on roadside and other signs for advertising purposes; the colors 
used by the Nehi Corporation were in that class, were, in fact, suggested by their 
advertising agent, and were adopted without any fraudulent intent. 

There are cases in which the use of a trade-name has been held to be deceptive 
in transactions with the public, and has been enjoined, though the complainant was 
entitled to no such relief in transactions between the defendant and the trade. Bayer 
& Co. v. United Drug Co., supra; Ford v. Foster, supra. But the evidence in this 
case does not even justify the application of that rule. 


The bill of complaint will, therefore, be dismissed, and a decree entered 
accordingly. 


STARR, DOING BUSINESS AS PORTLAND CLEANING WORKS v. 
HOTELLING, boinc Business as PORTLAND HEIGHTS 
CLEANERS, ET AL. 


Oregon Supreme Court 


February 25, 1942 


UnFArirR COMPETITION—USE OF SIMILAR TRADE-N AME, 

The controlling principle in cases wherein it is charged that a name used by one party 
is in conflict with a name used by another is that, in order to justify relief, the circum- 
stances must be such that it appears that the business of complainant will suffer from a 
deceptive use of the name, or that, by reason of such deceptive use, the public will be 
imposed upon. 

UNFAIR COMPETITION—USE OF CONFUSING TRADE-NAMES—‘PoRTLAND CLEANING WorKS” AND 
“PorTLAND CLEANERS’—TELEPHONE Drrectory LISTING. 

Where plaintiff was first to adopt the name “Portland Cleaning Works” in his business of 
cleaning and dyeing and duly filed such name with the county clerk, the adoption and use by 
defendant Hotelling of the name “Portland Cleaners” in a similar business, held unfair com- 
petition and was enjoined. Such injunction was also extended to restrain the defendant, 
The Pacific Telephone and Telegraph Company, from listing in its directories the name 
“Portland Cleaners,” therefore used by Hotelling. 

TRADE-NAMES—STATE STATUTES—OREGON. 


Oregon statute Section 43-50, vol. 4, C. L. A. held to permit but one assumed name for a 
single business. 


In equity. Action for unfair competition. From a decree for defendants, 
plaintiff appeals. Reversed. 


Ben H. Conn, Portland, Ore., for appellant. 


John F. Conway (Henry G. Kreis, on the brief), both of Portland, Ore., for respon- 
dent Hotelling. 
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Before Ketty, Chief Justice, and RAND, RossMAN and Branp, Justices. 


KELLy, Chief Justice: 


Ever since May 20, 1925, plaintiff, L. L. Starr, has been engaged in the business 
of cleaning and dyeing dry goods generally, and particularly wearing apparel of 
men, women and children, under the assumed name of “Portland Cleaning Works,” 
with his place of business at 3968 N. Williams Avenue in Portland, Oregon. 

On or about said May 20, 1925, plaintiff filed for recording with the county 
clerk of Multnomah County, Oregon, his certificate of said assumed business name 
of “Portland Cleaning Works,” at the address which was then applied to the loca- 
tion now known as 3968 N. Williams Ave., Portland, Oregon. 

For several years last past, defendant C. C. Hotelling has been and is now 
engaged in the same character of business as that of plaintiff. 

On the 9th day of October, 1930, defendant Hotelling filed his certificate of 
assumed name with the county clerk of Multnomah County, Oregon, thereby adopt- 
ing as his assumed business name that of “Portland Heights Cleaners” under which 
to undertake and carry on the business of cleaning and pressing dry goods generally, 
and particularly, wearing apparel of men, women and children, in said city of Port- 
land with his plant and offices located at number 2424 S. W. Vista Avenue in 
said city. 

Continuously from October 9, 1930, until January 14, 1936, defendant Hotelling 
conducted the business of cleaning and dyeing under the name “Portland Heights 
Cleaners,” at said number 2424 S. W. Vista Avenue in said city of Portland. 

On January 14, 1936, defendant Hotelling undertook to adopt an additional 
assumed business name, to wit: “Portland Cleaners,” in order to conduct his said 
business of cleaning and dyeing at said 2424 S. W. Vista Ave., Portland, under 
both names, to wit: “Portland Heights Cleaners” and “Portland Cleaners”; and 
ever since January 14, 1936, defendant Hotelling has been conducting his said busi- 
ness at said location under both of said names. 

In the directories of defendant The Pacific Telephone and Telegraph Company, 
the names Mr. Hotelling was using were listed so that “Portland Cleaners” appeared 
immediately above plaintiff's assumed business name of “Portland Cleaning Works” 
and the name “Portland Heights Cleaners” was printed immediately below it. 

Plaintiff seeks to restrain defendant Hotelling from using the assumed name 
“Portland Cleaners,” and to restrain defendant, The Pacific Telephone and Tele- 
graph Company, from listing in its telephone directory for the city of Portland the 
assumed name of “Portland Cleaners” as that of defendant Hotelling. 

Without burdening this opinion with the testimony, we note that the record 
discloses confusion between the names “Portland Cleaning Works” and “Portland 
Cleaners” when efforts were being made to dial plaintiff’s telephone. 

Nine apparently disinterested witnesses testified to experiencing such confusion. 
They are: Stanley Pintarich, Mrs. H. A. Block, Mr. H. C. Thompson, Mrs. Alma 
Metzger, Mr. I. M. Montgomery, Mrs. A. Geffen, Mrs. Hilda Johnson, Mrs. 
William Sorensen and Mrs. Tekla Hjorten. Four of plaintiff’s employees also 
testified thereto. 
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This court has repeatedly given consideration to the principles of law governing 
cases wherein unfair competition was charged by reason of the use by the respective 
defendants of trade-names respectively similar to those which the plaintiffs respec- 
tively employed. Liquidators v. Clifton, 132 Or. 448, 286 P. 152 [20 T.-M. Rep. 
582]; Federal Securities Co. v. Federal Securities Corporation, 129 Or. 375, 276 
P. 1100; Umpqua Broccoli Exchange v. Um-Qua Valley Broccoli Growers, 117 
Or. 678, 245 P. 324 [16 T.-M. Rep. 434] ; Danton v. Mohler Barber School, 88 Or. 
164, 170 P. 288; Wood v. Wood, 78 Or. 181, 151 P. 969 [5 T.-M. Rep. 454]; 
Duniway Publishing Company v. Northwest Printing and Publishing Co., 11 Or. 
322, 8 P. 283. 

The controlling principle in cases wherein it is charged that a name used by one 
party is in conflict with a name used by another is that, in order to justify relief 
such as sought in the instant case, the circumstances must be such that it appears 
that the business of complainant will suffer from a deceptive use of its name, or 
that, by reason of such deceptive use of complainant’s name, the public will be 
imposed upon. The names may be put in evidence together with the facts as to 
their use, and the circumstances surrounding the choosing of them. 


A dealer coming into a field already occupied by a rival of established reputation must 
do nothing which will unnecessarily create or increase confusion between his goods or 
business and the goods or business of his rival. Owing to the nature of the goods dealt in, 
or the common use of terms which are publici juris, some confusion and damage may be 
inevitable, but anything done which unnecessarily increases this confusion and damage to 
the established trader constitutes unfair competition. The unnecessary imitation or adop- 
tion of a confusing name, label, or dress of goods constitutes unfair competition. Where 
there is no reason for using a particular name other than to trade upon another’s good- 
will, such use of the name constitutes unfair competition and will be enjoined. 63 C. J. 
Subject: “Trade-Marks, Trade-Names and Unfair Competition,” p. 412, part of Sec- 
tion 109, and authorities there cited. 


As stated, confusion has been shown in this case resulting from the listing by 
defendant Hotelling of the name “Portland Cleaners” in the directory of defendant 
The Pacific Telephone and Telegraph Company in the manner described. 

The manner of choosing the name “Portland Cleaners,” by defendant Hotelling, 
cannot be justified. His explanation is that a similar name had been used by him 
while he conducted business elsewhere than at his present place of business; that 
the business, so conducted under that name, had been discontinued ; and in order to 
preserve the name for possible future operation elsewhere than at his present loca- 
tion, he filed a certificate of assumed name purporting to adopt “Portland Cleaners” 
as the assumed name to be conducted at his present location. He also testified that 
another reason for filing the second certificate of assumed name and thereby attempt- 
ing to adopt “Portland Cleaners” as an assumed name was because the name of 
“Portland Heights Cleaners” is so similar to “Portland Cleaners” that he does not 
want anyone else “to get too near” his name, “Portland Heights Cleaners.” 

It will be borne in mind that, when Mr. Hotelling filed the last mentioned cer- 
tificate of assumed name he was operating his business at its present location under 
the name “Portland Heights Cleaners,” and ever since filing said last mentioned 
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certificate of assumed name he has been operating said business at said location 
under both names. 

This leads to a consideration of the question whether two assumed names may 
be employed in conducting one business. 

The statute provides that, 


No person or persons shall hereafter carry on, conduct or transact business in this state 
under any assumed name or under any designation, name or style, corporate or otherwise, 
other than the real name and true name or names of the person or persons conducting such 
business or having an interest therein, unless such person or all such persons conducting 
said business or having an interest therein shall file a certificate in the office of the county 
clerk of the county or counties in which said business is to be conducted, which certificate 
shall set forth the designation, name or style under which said business is to be conducted, 
and the true and real name or names of the party or parties conducting or intending to 
conduct the same, or having an interest therein, together with the postoffice address or 
addresses of said person or persons. Part of Section 43-501, vol. 4, O. C. L. A., p. 825. 


Clearly, the foregoing statutory provision permits but one name for a single 
business. Multiplicity of names was one of the abuses sought to be overcome. Mak- 
ing use of more than one assumed name in operating only one business, that is a 
business conducted by the same person or persons at one location only, is an infrac- 
tion and violation both of the letter and spirit of the quoted statute. 

Defendant Hotelling cites Duniway Publishing Co. v. Northwest Printing and 
Publishing Co., supra. In that case, which was decided upon demurrer to the 
complaint, there was no claim made of a fraudulent purpose on the part of the 
defendant to pirate the plaintiff’s trade-mark, and at the argument plaintiff’s counsel 
disclaimed that any such purpose existed in fact. 

In the case of Liquidators v. Clifton, supra, also cited by defendant, this court 
found no evidence indicating fraud or an intent to deceive, but believed that defendant 
acted in good faith. 

In the case of Highland Dye Works v. Anteblian, 270 Mass. 209, 170 N. E. 47 
[20 T.-M. Rep. 122], also cited by defendant Hotelling, there was no evidence that 
any customer dealing with the defendant had done so in the mistaken belief that 
he was dealing with the plaintiff. 


In the case at bar, we think there is evidence in support of the allegation set 
forth in plaintiff’s complaint, that 


Said defendant has used said business name, to wit: “Portland Cleaners” and is now 
using and will continue to use said business name unless restrained by order of this court, 
with the intent and for the purpose of defrauding plaintiff and appropriating for his own 
use and benefit the good-will of plaintiff’s said business. 


It is also in evidence that customers, in dealing with defendant Hotelling, had 
done so in the mistaken belief that they were dealing with the plaintiff, and that 
this mistake arose because of the similarity of names and the manner in which such 
names were listed in the telephone directory. 

We think that defendant Hotelling should be restrained from using the name 
“Portland Cleaners” and that defendant The Pacific Telephone and Telegraph 
Company should be restrained from further listing such name as the name or one 
of the names of Mr. Hotelling’s business. 
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In making this restraining order effective upon defendant The Pacific Telephone 
and Telegraph Company, we are not unmindful of the work involved in preparing 
and publishing its directory, and we readily understand how, in such preparation 
and publication, the fact would be unnoticed that a patron was using two names for 
the same business in such a way as to sandwich his rival’s name between the two 
names he was using; but the fact that the telephone company’s task in furnishing a 
directory is monumental and demands great skill and care cannot relieve the company 
of its duty to protect the patrons, who are rightfully employing an assumed name, 
from the result of the company’s publication in its directory of an assumed name 
wrongfully employed as a means of unfair competition. 

Under the testimony, only nominal damages of one dollar can be awarded 
plaintiff against defendant Hotelling. 

The decree of the circuit court is reversed and it is hereby decreed that defend- 
ant C. C. Hotelling be and he is hereby restrained and enjoined from conducting 
or transacting business at number 2424 S. W. Vista Avenue in Portland, Oregon, 
under the assumed name of “Portland Cleaners” and said defendant Hotelling is 
hereby also restrained from listing said name of “Portland Cleaners” in the tele- 
phone or other directory or directories of defendant, The Pacific Telephone and 
Telegraph Company, as the name under which said defendant Hotelling is conduct- 
ing said business ; and it is further ordered and decreed that defendant The Pacific 
Telephone and Telegraph Company be and it is hereby enjoined and restrained from 
again listing in its telephone or other directory or directories the name “Portland 
Cleaners,” as the name of the business conducted by defendant Hotelling. 

And it is further ordered, adjudged and decreed that plaintiff have and recover 
judgment against defendant C. C. Hotelling for the sum of one dollar, and for his 
costs and disbursements herein; and it is further ordered that neither plaintiff nor 
defendant, The Pacific Telephone and Telegraph Company, recover costs or dis- 
bursements from the other. 


SEAGRAM DISTILLERS CORPORATION v. ACKERMAN 
New York Supreme Court, First Department 
March 23, 1942 


UnFairR CoMPETITION—STATE STATUTES—NEW YorK Fair TRADE ACT. 
The sale by defendant of plaintiff’s liquor products below the minimum resale price 
established by plaintiff held to state facts sufficient to constitute a cause of action, although 


it did not appear that plaintiff possessed a license from the Alcoholic Beverage Control Board. 
UnFair COMPETITION—SUITS—DEFENSE. 


In the case at issue, the fact that plaintiff did not proceed by legal action against all 
violators simultaneously held no bar to granting the relief sought. 


In equity. Action to restrain defendant from selling plaintiff’s products at less 
than prices established under the State Fair Trade Law. From an order denying a 
preliminary injunction, plaintiff appeals. Reversed. 


In an action to enjoin the defendant from violating a Fair Trade contract by 
selling plaintiff's liquor products below the minimum retail resale price established 
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by plaintiff, the complaint stated sufficient facts to constitute a cause of action, 
although it was not alleged therein that plaintiff possessed a license from the 
Alcoholic Beverage Control Board. The contract which is the basis of the com- 
plaint did not relate to any act on the plaintiff’s part for which a license was required 
by the Alcoholic Beverage Control Board. The defendant’s contention that plaintiff 
pursued a discriminatory course of conduct in the enforcement of its Fair Trade 
contracts was sufficiently overcome by plaintiff’s replying affidavits, which negative 
any issue raised that plaintiff did not diligently proceed against retailers who violated 
the minimum retail resale price provisions of the contracts. That plaintiff did not 
proceed by legal action against all violators simultaneously is no bar to granting 
the relief sought. The order denying plaintiff’s motion for a temporary injunction 
restraining defendant from advertising, selling or offering for sale any of plaintiff’s 
liquor products at prices below the minimum retail resale prices established by 
plaintiff pursuant to its contract with the defendant, is reversed on the law, with 
$10 costs and disbursements, and the motion is granted, with $10-costs. 





TOY CREATIONS, INC. v. J. PRESSMAN & CO., INC. 
New York Supreme Court, Appellate Division, First Department 
February 13, 1942 


UnFAIR COMPETITION—SUITS—APPEAL—USE OF DESCRIPTIVE TERMS—‘“BROADCAST BASEBALL” 
AND “BROADCAST FOOTBALL.” 


On appeal from judgment of the Supreme Court, in a suit for unfair competition in which 
plaintiff sought to enjoin the use by defendant of the words “Broadcast Baseball” and “Broad- 
cast Football” in describing its toys and games, the decision of the lower court was modified 
to permit of*such use, also of the use of boxes or containers now in use by defendant, the 
plaintiff being adequately protected by prohibiting the use of colors, photography and other 
distinctive markings deemed so similar to those in use by plaintiff as to confuse purchasers. 
The decree was also so modified as to require the defendant to account. 


In equity. Action for unfair competition. From a judgment granting a perma- 


nent injunction, but denying plaintiff’s application for an accounting, both parties 
appeal. Modified. 


Before Martin, Presiding Justice, and O’MALLey, TOWNLEY, GLENNON and 
UNTERMEYER, Justices. 


PER CuRIAN: 


Since it is conceded that the defendant has the right to sell its games in competition 
with the plaintiff, the defendant likewise has the right, within well-defined limita- 
tions, to describe appropriately the merchandise which it offers for sale. In the 
present case the names used by the defendant have no greater similarity with those 
in use by the plaintiff than necessarily results from the circumstance that both parties. 
are engaged in the sale of the same games. 

We are also of opinion that the defendant should not be enjoined from the use 
of a box which in size and shape appears to be the only appropriate box for the sale 
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of these games. Fischer v. Blank, 138 N. Y. 244. The plaintiff is adequately pro- 
tected against unfair competition by an injunction which prohibits the use of colors, 
photography and other distinctive markings which are so similar to those which have 
been used by the plaintiff that they have a tendency to confuse the public to the 
plaintiff’s detriment. 

On the defendant’s appeal the judgment should be modified, without costs, by 
eliminating those provisions which enjoin the use by the defendant of the words 
“Broadcast Baseball” or “Broadcast Football” and by elminating also those pro- 
visions which enjoin the use of any box or container of the shape or form now in use 
by the dependent. On the appeal of the plaintiff the judgment should be modified, 
without costs, to provide that the defendant be directed to account. Warren, Inc. 
v. Turner’s Gowns, Ltd., 285 N. Y. 62 [30 T.-M. Rep. 77] ; International Latex 
Corp. v. Scheinberg, 263 App. Div. 861. 

As so modified the judgment appealed from should be affirmed. 


HAROLD C. HALL v. THE PENNZOIL COMPANY, A corporaTION oF 
CALIFORNIA, AND THE PENNZOIL COMPANY, a corporaTION 
OF PENNSYLVANIA 


United States Court of Customs and Patent Appeals 
Opposition No. 19,346 
March 23, 1942 


TRADE- MARKS—OPPOSITION—"“PENNPAYZ” AND “PENNZOIL”—NON-CONFLICTING MARKS. 
The word “Pennpayz” held not to conflict with the word “Pennzoil,” both marks being 
used on lubricating oils and grasses. 


On appeal from a decision of the Commissioner of Patents, upholding a trade- 
mark opposition. Reversed. For the Commissioner’s decision, see 31 T.-M. 
Rep. 274. 


Richard L. Underwood, of Washington, D. C., for appellant. 
John S. Powers, of Buffalo, N. Y., for appellee. 


BLAND, Judge: 


Harold C. Hall, hereinafter referred to as applicant, filed an application in the 
United States Patent Office for the registration of a trade-mark “Pennpayz” for 
lubricating oils and greases, alleging use since July 22, 1939. 

The Pennzoil Company, a corporation of California, and The Pennzoil Company, 
a corporation of Pennsylvania, hereinafter referred to as opposers, filed opposition 
to the registration of said mark, and in their joint notice of opposition alleged a 
prior use of the marks “Pennzoil” and “Zoil” on lubricants and lubricating oils and 
greases, respectively. 

Applicant has conceded that the marks of the respective parties are used on 
goods of the same descriptive properties, and it is also conceded that the opposers 
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are the prior users. The only question raised by the notice of opposition that needs 
to be considered by us is whether the marks of the respective parties are confusingly 
similar. Argument of both parties relating to this question will be set out as 
briefly as seems proper. 

The Examiner of Interferences sustained the notice of opposition, holding that 
the marks of the respective parties were confusingly similar. Upon appeal, the 
Commissioner of Patents held that the mark “Pennzoil” was confusingly similar 
to “Pennpayz” and accordingly affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition. 

In support of the Commissioner’s decision denying registration, opposers 
stressed the contention, in substance, that when a purchaser desires oil he may call 
for “Pennpayz Oil” and that the word “Oil” when preceded with the letter “Z’”’ will 
lead to confusion with opposers’ mark “Zoil.” It further argues that if the word 
“Oil” is added by the purchaser to the mark “Pennpayz” the combination of the 
two words will form the word “Pennpayzoil,” and that, in this way, all letters in 
the “Pennzoil” mark, including both syllables “Penn” and “Zoil,” would be used. 

Opposers, according to the stipulation, also use their mark “Zoildeez”’ on oil for 
Diesel engines. The mark “Zoildeez’’ was not pleaded in the notice of opposition, 
but opposers urge this consideration on the ground that they have produced evidence 
of the likelihood of confusion owing to the fact that its “Zoildeez’’ mark contains the 
syllable “Zoil” as well as a final letter “z.” 

The record shows that, when the mark “Pennzoil” was adopted, the letter “s” 
instead of its phonetic equivalent “z’’ was used. Later, the letter “z” was substi- 
tuted for the letter “s.” Some years ago opposers began to intensely advertise the 
importance of the letter “z,” referring to such advertising as “the special ‘Z theme.’ ” 
Such advertising in part consisted of enlarging the “z” in the term “Pennzoil” and 
setting it aside for the purpose of emphasis, thus separating the syllables “Penn” 
and “Oil.” Just why this was done is not clear, and we regard it as a matter of 
little importance in determining the issue presented in this case. It seems to us 
that opposers’ contentions concerning this phase of the evidence cut both ways. 

It is generally recognized that a very fine grade of lubricating oils and greases 
is made from “Pennsylvania crude.” That it has special qualities of excellence by 
reason of certain components is unquestioned. The reason for so many dealers in 
lubricants applying the geographical abbreviation “Penn” to their product is readily 
understandable and the record makes it clear. 

Opposers, in their opposition to the use by others of the term “Penn” in com- 
bination with other matter, have never, as far as we know, contended that they 
have a monopoly on the term “Penn.” We must assume, for the purpose of this 
decision, that “Pennzoil” is a valid trade-mark, and we do not wish to intimate 
that it is not. Furthermore, it would seem clear that opposers are fully justified 
in complaining of the probability of injury resulting from the use by others of any 
mark which, as a whole, is so similar to opposers’ mark as to be liable to lead to 
confusion as to the origin of the goods sold under the respective marks. Skelly 


Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 790 86 F. (2d) 752 
[27 T.-M. Rep. 78]. 
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The Examiner of Interferences was impressed with the fact that prospective 
purchasers might call for “Pennpayz Oil,” and, evidently on the theory that the 
term “Oil” and the preceding letter “z’” would be confusing with the trade-mark 
“Zoil,” held that there would be a likelihood of confusion. 

The Commissioner, with respect to use of the term “Pennpayz Oil,” disagreed 
with the Examiner, and stated that he did not think that the term “Oil” under such 
circumstances would be regarded by the customer as a part of the trade-mark. He 
stated that the mark “Zoil” is very different from “Pennpayz,” that there would be 
no likelihood of confusion between the two marks, and confined his decision to 
the likelihood of confusion resulting from the concurrent use upon goods of the 
same descriptive properties of the terms “Pennpayz” and “Pennzoil.” We are of 
the opinion that the Commissioner correctly confined the determinative question 
of the likelihood of confusion to the two marks “Pennzoil” and “Pennpayz.” 

The record is replete with a showing of various marks which were used by 
dealers in goods like that of the parties hereto, some of which marks were sought to 
be registered, others of which were registered, and which have been objected to by 
the opposers. Where opposers were successful in some instances in stopping the 
use of certain alleged objectionable marks, it was upon an agreed judgment or on 
decision from the Patent Office tribunals from which there was no appeal taken. 
These matters are not very helpful in the decision of the instant issue. 

When we look at the two terms “Pennpayz,” which applicant contends suggests 
“pays to use Pennsylvania oil,” and the term “Pennzoil,” we see little resemblance 
either in meaning or sound except in the syllable “Penn” and the fact that the last 
syllable of each mark contains the letter “z.” But the syllables “Payz” and “Zoil” 
are so different in appearance and meaning that we think, as applied to oils and 
greases, purchasers would not likely be deceived in the origin of the goods merely 
because of the similarity above referred to. 

Owing to the difference in appearance and sound of the words “Payz” and 
“Zoil,”’ there is no indication that applicant in combining the syllable “Penn” and 
the syllable ““Payz” intended to profit as a result of confusion. In other words, it 
seems apparent that, while applicant desired to exercise its right to use the term 
“Penn,” it purposely adopted the syllable “Payz” for the reason that no confusion 
would be likely to result because of its great dissimilarity with the syllable “Zoil.” 

For the reasons hereinbefore stated, we conclude that the Commissioner erred 
in affirming the decision of the Examiner denying applicant the right to register 
its trade-mark “Pennpayz,” and the Commissioner’s decision is reversed. 
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KROLL BROTHERS COMPANY v. ROLLS-ROYCE, LIMITED, anp 
ROLLS-ROYCE, INC. 


United States Court of Customs and Patent Appeals 
March 23, 1942 
Opposition No. 19,155 


TRADE-M ARKS—REGISTRATION—“KROLL’s-Royce” AND “RoLis-Royce”—ConFLICcTING TERMS. 
The notation “Kroll’s-Royce,” used as a trade-mark on baby carriages and go-carts, held 
confusingly similar to the name‘Rolls-Royce,” used on automobiles. 


On appeal from a decision of the Commissioner of Patents affirming that of the 
Examiner of Interferences in an opposition proceeding. Affirmed. For the Com- 
missioner’s decision, see 31 T.-M. Rep. 174. 


Clarence E. Threedy, of Chicago, Ill., for appellant. 
Andrew Foulds, Jr., of Passaic, N. J., for appellee. 


GarrETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents affirming that 
of the Examiner of Interferences in a trade-mark opposition proceeding. 

On June 2, 1939, Kroll Brothers Company (hereinafter generally referred to as 
appellant), a corporation organized under the laws of the State of Illinois, filed appli- 
cation in the Patent Office for registration of the notation “Kroll’s-Royce” for use 
on baby carriages and go-carts. A drawing of the claimed mark appears in the 
record and is described in the brief on behalf of appellant before us as “a com- 
bination mark consisting of the possessive word ‘Kroll’s’ hyphenated from the word 
‘Royce,’ both words appearing in what might be termed printer’s block type, set in 
relief to give third dimension effect.” The goods were stated in the application to 
be “in [Patent Office] Class 19, Vehicles, not including engines.” A specimen of 
the mark “as actually used by applicant upon the goods” appears in the record. 
On this specimen below the mark are the words “Convertible Autocart,” and a state- 
ment that it was patented March 22, 1938. 

Rolls-Royce, Limited, is stated to be “a corporation organized under and by 
virtue of the laws of the Kingdom of Great Britain and Ireland,” and Rolls-Royce, 
Inc., “a corporation organized and existing under and by virtue of the laws of the 
State of New York.” They are affiliates in business, the later being the company 
through which the former functions in the Untied States, and both joined in oppos- 
ing the registration sought by appellant. They are hereinafter referred to as 
opposers. The particular business in which they are engaged is shown to be the 
manufacture and sale of automobile engines, parts, airplane engines and automobiles, 
which have long been sold under the trade-name or mark “Rolls-Royce,” which 
consists of the surnames of the parties (Rolls and Royce) who originally estab- 
lished the business in England. 

In the notice of opposition opposers pleaded the ownership by Rolls-Royce, 
Limited, of a United States trade-mark registration, No. 197,089, originally granted 
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to one of its subsidiaries April 7, 1925, for automobiles and chassis and later trans- 
ferred to Rolls-Royce, Limited. This mark, a copy of which appears of record, 
comprises a panel arrangement in the center of which are the letters “RR,” one 
partly superimposed upon the other in fanciful arrangement, above which is the 
word “Rolls” and below which is the word “Royce.” The notice also alleged 
the notation ‘“‘Kroll’s-Royce” to be “a similation and imitation of the corporate title 
and name of opposers.” 

So, in effect, opposers invoked two (or parts of two) of the provisos embraced 
in subparagraph (b) of section 5 (15 U. S.C. A. § 85) of the Trade-Mark Act of 
February 20, 1905, viz.: 


1. That trade-marks .... which so nearly resemble a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered. 2. That no mark which consists merely in the 
name of .... [a] corporation ... . not written, printed, impressed, or woven in some 
particular or distinctive manner, .... shall be registered under the terms of this Act. 


The Examiner of Interferences and the Commissioner agreed in holding that the 
goods of the respective parties are not of the same descriptive properties, in the 
sense of the registration statute, but held in effect that appellant’s application should 
be refused because of the “name” clause. In other words, it was the view of the 
tribunals of the Patent Office that the use of “Kroll’s-Royce” by appellant would be 
likely to create confusion as to origin of appellant’s goods. 

We agree with this view. 

It is difficult to understand why, having a wide field from which to choose a 
mark for its baby carriages and go-carts, appellant should have selected one which 
embraces the most significant features of the corporate names of both opposers. 
Kroll is the first word of appellant’s corporate name. Whether that is the surname 
of some brothers who are interested in the corporation styled Kroll Brothers Com- 
pany, we are not advised. No testimony was taken by appellant, and there is no 


>? 


explanation of record as to why it chose to adopt either “Kroll’s” or “Royce.” By 
adding the apostrophe and the “s” to “Kroll,” appellant so imitated the first part of 
opposers’ corporate names that in sound, at least, the term “Kroll’s” closely simu- 
lates the first part of such names, and “Royce” is identical with the last word of both 
opposers’ corporate names. It may be added that by placing the hyphen between 
“Kroll’s” and “Royce,” the simulation of the corporate names of opposers is made 
still more prominent. 

In the case of American Steel Foundries v. Robertson, Commissioner et al., 
269 U. S. 372 [16 T.-M. Rep. 51], the Supreme Court of the United States con- 
strued the “name” provision of section 5 of the Trade-Mark Act of February 20, 
1905, as applied to corporate names, and that decision is generally regarded as the 
leading case upon the subject. 

The Supreme Court, after restating the principles announced in former hold- 
ings, that the law of trade-marks is but a part of the broader law of unfair com- 
petition, the general purpose of which is to prevent one person from passing off 
his goods or his business as the goods or business of another, and pointing out 
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that a person is prevented from registering or using a trade-mark adopted and 
used by another for goods or articles of the same descriptive character, held, in 
effect, that on the same fundamental principles, the name of a corporation, whether 
regarded as a trade-mark, a trade-name or both, is, by law, protected from appro- 


priation by another person or corporation. In the course of its decision the court 
said : 


The provision, therefore, that no mark consisting merely in the name of a corporation 
shall be registered, is to be construed in harmony with those established principles in re- 
spect of the appropriation of corporate names to which we have referred. Where the 
appropriation of the corporate name is complete, the rule of the statute, by its own terms, 
is absolute and the proposed mark must be denied registration without more. But where 
less than the whole name has been appropriated, the right of registration will turn upon 
whether it appears that such partial appropriation is of such character and extent that, 
under the facts of the particular case, it is calculated to deceive or confuse the public to the 
injury of the corporation to which the name belongs. 

The fact, for example, that the articles upon which the mark is used are not of the 
same description as those put out by the corporation, is entitled to weight, since the proba- 
bility of such confusion and injury in that situation obviously is more remote than where 
the articles are of like kind. The cases, naturally, present varying degrees of difficulty for 
the application of the rule. Primarily, the power and the duty rests with the Commissioner 
of Patents to determine the question in each case in the exercise of an instructed judgment 
upon a consideration of all the pertinent facts. 


The Commissioner quoted much of the foregoing in his decision in the instant 
case and it is our view that he correctly applied it to the present situation. 

The “name” clause of section 5 of the Trade-Mark Act of February 20, 1905, 
in a sense, has a double meaning, or, at least, has two distinct applications. First, 
there are situations in which a person or corporation may not register his or its 
own name as a technical trade-mark for his or its own use. The J. B. Williams Co. 
v. Ernest W. Williams, 18 C. C. P. A. (Patents) 1133, 48 F. [2d] 398 [21 T.-M. 
Rep. 188]. Second, a person or corporation is not entitled to appropriate and 
register the name of another person, or corporation (or an imitation or simulation 
thereof), for use as a technical trade-mark when it would likely result in confusion 
as to the origin of the goods to which it is proposed to apply such mark. 

We think it clear that appellant is seeking here to register a notation which so 
closely simulates the corporate names of opposers (names which, so far as the 
record discloses, have never been used by others than opposers) that confusion as 
to origin of appellant’s goods would be probable. 

The decision of the Commissioner of Patents is affirmed. 
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THE GOHEEN CORPORATION (VITA-VAR CORPORATION, AssIGNEE, 
SUBSTITUTED) v. THE WHITE COMPANY 


United States Court of Customs and Patent Appeals 
Cancellation No. 3524 
March 23, 1942 


TRADE-MARKS—CANCELLATION—F AILURE OF PETITIONER TO SHOW DAMAGE. 

Where appellee petitioned to cancel appellant’s registration of the word “Hydrolite,” shown 
in connection with a hollow building block and used in the sale of a waterproofing compound 
to be mixed with concrete, on the ground of appellee’s use of the word “Hydrolite” on casein 
wall paint, held that, inasmuch as appellee’s use of the mark was restricted to wall paint, it 
had failed to show damage as required by the statute. 

TRADE-MarRK—“HyproLitE” ON WATERPROOFING CoMPOUND—NON-DESCRIPTIVE TERM. 


The word “Hydrolite,” used as a trade-mark for a waterproofing compound, held not to be 
descriptive. 


On appeal from a decision of the Commissioner of Patents supporting a petition 
for cancellation. Reversed. For the Commissioner’s decision, see 21 T.-M. Rep. 
180. 


S. Michael Ress, of New York City, for appellant. 
Karl W. Flocks, of Washington, D. C., for appellee. 


BLAND, Judge: 


This appeal involves proceedings in the United States Patent Office wherein the 
Commissioner of Patents adjudged that a trade-mark of appellant, hereinafter 
referred to as “Vita-Var,” should be cancelled. Vita-Var has appealed here from 
the said decision of the Commissioner. 

The appellee, The White Company, hereinafter referred to as “White,” in 1939 
filed in the Patent Office a petition for the cancellation of the registration of Vita- 
Var’s mark which featured the word “Hydrolite,” the trade-mark consisting of the 
word “Hydrolite” printed in capital letters in front of an ordinary molded hollow 
block of building material. The mark is used in connection with the sale of a 
waterproofing compound (a powder) which is mixed integrally with concrete when 
used. In other words, the waterproofing compound, sold under the trade-mark 
“Hydrolite” is to be mixed when concrete is made for the purpose of making the 
concrete impervious to water. The mark, according to the record, has been used 
on the said goods of Vita- Var and its predecessor for about forty years. The regis- 
tration of the trade-mark was on October 17, 1922. Vita-Var is also a manu- 
facturer of paint. 

White is also a manufacturer of paint and began the use of the identical mark 
(except its mark consists of the word “Hydrolite” alone without the said back- 
ground) on casein wall paint “about the year 1935 and not before that year.” 
White’s paint is, as the term “casein wall paint” implies, a buttermilk product used 
on such places as the walls of rooms where it is desirable to have a variety of tints 
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or shades of color, which coloring is referred to as water colors, water constituting 
the liquid component. 

White’s petition for cancellation of the said registered mark is predicated in part 
upon its said use of said mark on said casein wall paint. It alleges that the term 
“Hydrolite” is descriptive and a misspelling of the word “hydrolyte” ; that a water- 
proofing compound is a hydrolyte; that the registrant did not disclaim the word 
“Hydrolite” apart from its composite mark including the concrete block; “that if 
the public or the petitioner makes the same waterproofing article, they or it is at 
liberty to call it by the same descriptive name and the existence of the improper 
registration No. 160,195 acts to inhibit the public and petitioner from exercising 
their and its rights” ; and that “hydrolytes are substances which may be made and 
sold by anyone including petitioner, and therefore anyone and petitioner is entitled 
to freely sell hydrolytes by the name which those substances bear.” 

There is no allegation in the petition that White uses said term on a water- 
proofing compound or on anything other than a casein wall paint and it is admitted 
by White that it uses the mark only on casein wall paint. It alleges that unless said 
registration of ““Hydrolite” is cancelled, its good will and large expenditures will 
be seriously injured or damaged. There is no allegation in the petition for can- 
cellation that White makes or sells, under any trade-mark, a waterproofing com- 
pound. White’s Exhibit 13, found in the record (admitted under restriction not 
necessary to state here), is an affidavit by one Elmer B. Schuler, technical director 
of the White Company, and contains the following: 


Deponent further states that, in the course of his technical experience and his relation to 
the coating trade, he has been made aware of the fact that there are concrete waterproofings 
on the market, that he knows of such concrete waterproofings and that these concrete 
waterproofings depend for their action upon hydrolitic decomposition, the reaction products 
of which form compounds with the calcium of the cement which act as waterproofing, 
agents. Deponent further states that, as an example of such concrete waterproofing, 
ammonium stearate is sold for this purpose. Deponent further states that he knows that 
The White Company is marketing ammonium stearate for this purpose and further that 
the Somay Products Company of Miami, Florida, are also marketing a similar product 
and that there are several other sources for this type of waterproofing, as the action of 
ammonium stearate in concrete is quite generally known. 

Deponent further states that ammonium stearate being a salt of a weak acid and a 
strong base is rapidly hydrolized when it is mixed with water, forming an ammonium 
hydroxide and stearic acid. 


It is stipulated in the record that, prior to the institution of the present cancella- 
tion proceeding, Vita-Var gave notice to White of infringement and requested that 
White discontinued the use of the mark. This fact, however, was not alleged in the 
petition for cancellation. 

The issues presented, or which were attempted to be presented, by the petition 
for cancellation, which are necessary for our consideration here, were properly 
traversed in the answer by Vita-Var. 

The Examiner of Interferences held that “Hydrolite” was not descriptive of the 
merchandise sold under that trade-mark by Vita-Var and that it had not been made 
to appear, from the record, that White is qualified under section 13 of the Trade- 
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Mark Act of 1905, by sustaining its burden of proving damage flowing from the 
registration of said mark, and upon these holdings he dismissed the application for 
cancellation and recommended that the registration be not cancelled. 

Upon appeal to the Commissioner of Patents, he reversed the decision of the 
Examiner of Interferences and adjudged that the registration be cancelled upon 
the ground that the mark was descriptive and further said: 


It appearing that petitioner is using the word “Hydrolite” on wall paints and that 
registrant has given to petitioner notice of infringement of the trade-mark sought to be 
canceled and has requested petitioner to discontinue use of the mark, injury to petitioner 
is considered to have been shown, even though the words “Hydrolyte” or “Hydrolite” may 
not have been employed in trade with reference to any concrete waterproofing hydrolyte 
before registrant’s registration thereof for concrete waterproofing compounds, and regis- 
trant’s registration antedates petitioner’s use of the mark. Sackrete, Inc. v. Lillard, 501 
O. G. 874, 41 U. S. P. Q. 40. 


White’s contention here, with certain exceptions, are substantially those alleged 
in the petition for cancellation, most of which have heretofore been stated. In addi- 
tion to anything said in the petition for cancellation White urges in substance that 
anyone who wishes to engage in the trade of compounds used for waterproofing and 
the like has the right to petition for cancellation of Vita-Var’s mark, and that since 
Vita-Var gave notice of infringement to White and requested that White discon- 
tinue the use of the mark, White has shown such interest as would entitle it to 
qualify under the damage clause of the cancellation statute. 


The registrant, Vita-Var, contends that the decisions of the patent tribunals, 
heretofore made, with reference to a similar mark, “Hydrolithic,” should have 
weight in the present determination and points out that the Examiner in 1910 held 
that the mark “Hydrolithic” was descriptive, but that the Commissioner reversed 
his decision and held that it was not descriptive ; that when appellant applied for the 
registration of the instant mark “Hydrolite” it was determined that the mark was 
not descriptive. Thus appellant argues: 


Accordingly, two Examiners and one Commissioner have found in favor of non-descrip- 
tiveness, as against one Examiner and one Commissioner who have arrived at a contrary 
conclusion. 


It argues further that White has deliberately adopted the mark of Vita-Var and 
does not anywhere disclaim actual knowledge of the prior use of the mark and 
therefore does not come into court with clean hands. 

The first question presented for decision is whether or not White’s petition for 
cancellation should have been dismissed for the reason that it had not shown damage 
as required by the statute. 

White frankly admits in oral argument that casein wall paint and a waterproof 
compound to be mixed with concrete, etc., are not goods of the same descriptive 
properties. This admission would seem to suggest that there was no likelihood of 
confusion in a trade-mark sense, regardless of what view might be taken, under 
certain circumstances, in an action for unfair competition. White, however, argues 
that, since it had been threatened concerning its continued use of its mark on the 
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casein wall paint, that fact alone is sufficient showing of damages to warrant the 
conclusion that it was entitled to petition for cancellation. 

Upon the concession above stated and upon the instant record, we are of the 
opinion that White has not shown such damage as is required by the statute to 
qualify it to petition for the said cancellation. White has cited this court’s decision 
in Model Brassiere Co., Inc v. Bromley-Shepard Co., Inc., 18 C. C. P. A. (Patents) 
1294, 49 F. [2d] 482 [21 T.-M. Rep. 382], and relies upon it and the case of 
Elishowitz v. Layser Green Co., 47 App. D. C. 193 [8 T.-M. Rep. 34], as supporting 
authority. The latter case held that injury would be presumed to follow the im- 
proper registration of a descriptive word. It did not state, however, that the peti- 
tioner in that case was or was not engaged in a business where it could appro- 
priately use the descriptive mark for the purpose of describing its merchandise. 
That case was cited in Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 
supra, and the language there used was quoted for the purpose of showing that 
injury would be presumed to follow the improper registration of a descriptive mark 
where the alleged injured party was not an intermeddler but had sufficient interest 
to sustain its position as a petitioner for cancellation. 

In the Model Brassiere, Co. case, supra, the so-called Ensemble case, the alleged 
owner of the trade-mark “Ensemble” was engaged in the business of making an 
“ensemble” consisting of ladies’ underwear, and the petitioner also sold a combina- 
tion of undergarments for ladies. This court held that it was not necessary to show 
a use of the trade-mark at the time of filing the application by the petitioner but 
that it was required “to show a statement of facts from which it may be found that 
he was being injured at that time.” It was further held: “He would have no right 
to complain about the registration of the offending mark if, at the time he filed his 
petition, he was not being injured by it.” 

The case of MclIlhenny Sons Co. v. New Iberia Tabasco Pepper Co., 30 App. 
D. C. 337, was cited and discussed in the Ensemble case, and it was therein pointed 
out that in the McIlhenny Sons Co. case it was stated that: 


.... The statute does not contemplate that any one may petition the Commissioner to 
cancel a trade-mark regularly registered, but it does provide that any one who “shall deem 
himself injured” may do so. The petition, therefore, must contain a statement of fact on 
this jurisdictional question sufficiently full to show that the petitioner has been injured 
by the registry of the mark he seeks to have canceled, and this fact must not be left to 
conjecture, but must affirmatively appear. . . . 


In United Shoe Machinery Corp. v. Compo Shoe Machinery Corp., 19 C. C. P. A. 
(Patents) 1009, 1014, 56 F. [2d] 292 [22 T.-M. Rep. 160], we said: 


The statute gives any person who believes he would be damaged the right to oppose, 
and any person who shall deem himself injured the right to petition for cancellation. 
These provisions are very broad and should be broadly construed. Of course, Congress 
did not mean to grant these rights to a mere intermeddler, to one who had no interest in 
the use of the term, and thereby authorize such a person to interfere in the affairs of 
others and in the business of the Patent Office. Certainly, the person seeking to cancel a 
registration or oppose an application for registration must have a greater interest than 
a member of the general public who by such registration suffers no invasion of his rights 
and privileges. It is well understood in the application of equitable remedies that one 
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who seeks such application is bound to show an interest in a suit personal to himself and 
not such an interest as he has only by virtue of being a citizen. Tyler v. Judges of the 
Court of Registration, 179 U. S. 405, 406; Massachusetts v. Mellon, 262 U. S. 447, 488. 
We know of no reason why this rule does not apply here. 


As we see it, the alleged threats of Vita-Var, under the facts alleged in the 
petition for cancellation, could have been ignored and White could have stood its 
ground and no damage to White would have resulted. White has not alleged in its 
petition for cancellation that at or before the time it filed its petition it used the 
mark on any kind of goods similar to those of Vita-Var, nor does it disclose a state- 
ment of facts in said petition showing that it intended to use or was in a position to 
use that term descriptively on any product similar to that of Vita-Var. Although 
White has the aforesaid Exhibit 13 in the record showing that it manufactures 
and sells, but not under the name of “Hydrolite,” a material, to wit, ammonium 
stearate, which has the characteristics, when hydrolyzed, of making cement water- 
proof, this fact has not been made a part of White’s case in its petition for cancella- 
tion and can have no effect in our determination of the question as to whether or 
not White has proved the damage required by the statute. White’s position is not 
strengthened by alleging the fact that under the term “Hydrolite” it has built up a 
large business on goods of a class differing from that of Vita-Var. 

If White had alleged in its petition for cancellation, and offered proof establish- 
ing that it, at the time of filing the petition, was manufacturing and selling a water- 
proofing compound similar to that of Vita-Var, and that it intended to use and was 
in a position to use the word “Hydrolite” in selling its waterproofing compound, a 
different situation with respect to the right to file a petition for cancellation might 
have been presented. 

We think White has failed to allege and show injury in the statutory sense, and 
its petition for cancellation should have been dismissed. 

In view of the above holding, it is not absolutely necessary that this court pass 
upon the second issue, to wit, is the “Hydrolite” trade-mark descriptive of the goods 
upon which it is used, since the Commissioner has no right to cancel a descriptive 
trade-mark except in the manner prescribed by the statute, and a holding that the 
petition should have been dismissed would necessarily carry with it a reversal of the 
holding of the Commissioner that the trade-mark should be cancelled. 

However, in view of the litigation which has taken place in the past with refer- 
ence to the alleged descriptive character of the similar word “Hydrolithic” and the 
divergent views as to the character of the mark “Hydrolite” we think that we should, 
for the benefit of the Patent Office and the bar, and especially of business interests 
which may be concerned, pass upon the question and thereby put an end, as far as 
possible, to litigation and repeated controversy concerning the alleged descriptive 
character of the mark. 

We do not think the mark “Hydrolite” is descriptive of a waterproofing com- 
pound which is mixed with concrete for the purpose of making the product water 
resistant. White has set out in its brief various definitions found in Webster’s 
New International Dictionary, 1936, as follows: 


Hydrolysis, n.; pl. hydrolyses (-sez). A chemical process of decomposition involving 
addition of the elements of water. 
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Hydrolyst, n. Chem. A hydrolyzing agent. 
Hydrolyte, n. Chem. Any substance subjected to hydrolysis. 
Hydrolytic, adj. Chem. Of, pertaining to, or causing, hydrolysis. 


It will be noticed that the definition of “hydrolyte” is given as “Any substance 
subjected to hydrolysis.”” A thing which has been subjected to hydrolysis means 
that it has been subjected to a hydrolyzing agent. There is nothing of a hydro- 
character (“hydro-” meaning water) about registrant’s waterproofing substance. 
According to the above definitions, which we find are in accord with all the lexi- 
cographical authorities, a hydrolyte (of which petitioner claims “hydrolite” is a 
misspelling) is something that has been subjected to hydrolysis. It is the product 
of hydrolysis and not the materials used in the hydrolytic process, and the fact, if it 
be a fact, that in a loose use of the term “Hydrolite,” since registrant began the use 
of its trade-mark, reference to a waterproofing powder as a “hydrolyte” may have 
been made, does not change the situation. The word “aspirin” formerly a trade- 
name, has become a common English word which defines a certain white crystalline 
compound—the acetate of salicylic acid. The term “zipper” was originally a trade- 
mark. It is now commonly used to describe the characteristics of certain kinds of 
slide fastening devices. 

As far as we have been able to observe from the record when appellant adopted 
and registered its trade-mark, the word “hydrolyte” or “Hydrolite” could only have 
been suggestive of a quality of the product produced by the use of the merchandise 
sold under the trade-name, but not descriptive of the goods upon which it was used. 
In Van Camp Sea Food Co. v. B. Stewart Organizations, 18 C. C. P. A. (Patents) 
1415, 1420, 50 F. [2d] 976 [21 T.-M. Rep. 414], it was said: 


.... It is well settled in adjudicated cases that a valid trade-mark may be highly sug- 
gestive (in our opinion ofttimes the best ones are), without being offensively descriptive. 


White’s petition for cancellation states that the term “Hydrolite” may be used 
by the public to describe all products capable of being affected by a hydrolyst and 
all waterproofing compounds capable of being affected by a hydrolyst. It further 
states in its petition that “a hydrolyte is any substance affected by a hydrolyst.” 
This, to our minds, is tantamount to saying that a hydrolyte is something that has 
been subjected to hydrolysis. The instant material, under petitioner’s own defini- 
tion, has not been subjected to hydrolysis. Tht word “Hydrolite” suggests that it 
has something to do with some process that may involve hydrolysis. 

In White’s brief it states that “Hydrolite” is descriptive of substances which are 
capable of hydrolysis by a hydrolytic process. We find no support in any definition 
cited or found that “Hydrolite” or “hydrolyte” is a substance that is capable of 
being hydrolyzed. On the contrary, as before stated, all the definitions show a 
“hydrolyte” to be a substance that has been hydrolyzed. 

We, therefore, are of the opinion that the trade-mark “Hydrolite” is not descrip- 
tives of the goods upon which it is used by Vita-Var and that White, in this proceed- 
ing, has not shown the required statutory injury. For the foregoing reasons, the 
decision of the Commissioner of Patents is reversed. 


Lenroot, Judge, concurs in the result. 
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Conflicting Marks 
“Walk-in Drive” conflicts with “Step-N-Drive.” 


Van ArRSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences, in so far as by that decision the Examiner found the notation “Walk-in 
Drive” upon which the Herman Body Company of St. Louis, Mo., made application 
for registration as a trade-mark for motor truck and trailer vehicles, confusingly 
similar to and applied to goods of the same descriptive properties as a composite 
mark for automobiles registered to Buffalo Commercial Body Co., Inc., prior to the 
filing date of applicant’s application, featuring the words “Step-N-Drive,” and in so 
far as the Examiner thereby held applicant not entitled to the registration applied 
for. 

This registered mark was asserted in the notice of opposition by Divco-Twin 
Truck Company of Detriot, Mich. The Examiner held that opposer had failed to 
prove ownership of that registration or use of the mark prior to applicant and dis- 
missed the notice of opposition. Neither party appealed from the ruling dismissing 
the notice of opposition, but the applicant appealed from the holding refusing it 
registration. The Assistant Commissioner considered the appeal before him to 
be ex parte in nature and stated that opposer was not entitled to be heard on the 
question presented, citing The Celotex Corporation v. Masonic Corporation, 507 
O. G. 1044 [29 T.-M. Rep. 612]. 

Before the Assistant Commissioner the applicant contended that the cited regis- 
tration should be viewed as abandoned because opposer asserted in its notice of 
opposition that it had acquired the registration and the business and good will asso- 
ciated therewith and failed to present any proof with regard thereto, but the 
Assistant Commissioner concluded that the mere absence of such proof did not 
establish abandonment of the mark by the registrant. 

On the matters of the similarity of the respective marks and goods, the Assistant 
Commissioner had the following to say: 


It is recognized that the purchase price of automobiles and motor trucks is substantial 
and that they are not apt to be purchased without considerable care and discrimination. 
On the other hand, the words “Walk” and “Step” in the marks are synonymous in my 
opinion. A dictionary definition of the verb “step” is “to walk.” Accordingly, the marks 
“Walk-in Drive” and “Step-N-Drive” appear to me to have the same significance. All the 
factors mentioned should be given consideration. In re Southern Metal Products Co., 26 
C. C. P. A. 725, 99 Fed. [2d] 761. 

The goods seem to me to be clearly of the same descriptive properties and I consider 
the marks to so resemble each other in significance, in appearance and in sound when 
spoken, that their concurrent use on automobiles and on motor trucks and trailers would be 

likely to result in mistakes and confusion and to deceive purchasers.* 


»1. Diveo-Twin Truck Company v. The Herman Body Company, Opp’n No. 19,507, 163 M. D. 
890, February 19, 1942. 
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“BalZone” conflicts with “Balsin.” 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Bausch & Lomb Optical Company to the 
application of William H. Glazer for registration of the mark “BalZone” for eye- 
glass lenses, eyeglass spectacles, and instruments for calculating the proper zones of 
vision for lenses. 

The opposer relied upon a number of registrations, including registrations of 
the marks “Balsin,” “Baltex,” “Balcor” and “Balux” for ophthalmic lenses ; “Bal- 
Guards” for ophthalmic mountings; “Balar” for binoculars and “Balopticon” for 
projection apparatus. 

The Examiner considered the goods of the parties to be at least in part identical 
in kind and therefore to possess the same descriptive properties and referring particu- 
larly to opposer’s registration of the mark “Balsin,’ deemed the resemblances be- 
tween applicant’s mark and the marks of opposer’s registrations to be such that the 
concurrent use of the marks in trade would be likely to cause confusion. The As- 
sistant Commissioner expressed himself as being in entire agreement with the 
Examiner. He said: 


The goods to which the marks are applied include identical goods and goods of the same 
descriptive properties, and in my opinion the marks are so similar in appearance and in 
sound that when applied to those goods confusion and mistake and deception of purchasers 
would be likely to result.” 


“Mammy’s” conflicts with “Ma’s.” 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by Drink-Mor Beverage Company to the 
application of Island Road Bottling Company for registration of a mark consisting 
of the word “Mammy’s” in distinctive block-type letters for soft drinks and syrups, 
extracts and flavors used in making same. However, in the same decision the 
Assistant Commissioner reversed the decision of the Examiner of Trade-Mark In- 
terferences adjudging applicant entitled to the registration for which it made appli- 
cation. The Assistant Commissioner adjudged, ex parte, that applicant was not 
entitled to the registration for which it made application. 

As stated by the Assistant Commissioner, the applicant established use of its 
mark on the goods set forth in its application continuously since May 1, 1940. In its 
notice of opposition, the opposer alleged ownership and use of a mark consisting of 
the word “Ma’s” for soft drink, namely, root beer, and syrups and extracts and 
flavors used in making the same, continuously since long prior to the inception of 
applicant’s use of its mark “Mammy’s” on May 1, 1940. As stated by the Assistant 
Commissioner, the opposer’s record showed that in January and February, 1940, 
opposer applied the mark “‘Ma’s” to bottles of root beer and distributed the bottles 
so labeled to the trade, and that thereafter opposer did not apply the mark to any 
goods nor did it distribute any goods bearing the mark, although the return of 
empty bottles bearing the mark continued for several months after February, 1940. 


2. Bausch & Lomb Optical Company v. William H. Glazer, Opp’n No. 20,103, 163 M. D. 892, 
February 23, 1942. 





DECISIONS OF THE COMMISSIONER OF PATENTS 249 


In view of this state of the record, the Assistant Commissioner ruled that the 
notice of opposition could not be sustained. He said: 


Opposers’ record shows affirmatively that opposer stopped applying the mark to its 
goods and distributing goods with the mark applied thereto after February, 1940, and 
shows no resumption of use of the mark. The notice of opposition was filed September 12, 
1940. Further, there is no testimony of any intention to resume use of the mark. Since 
the record shows opposer has not used the mark since February, 1940, and shows no in- 
tention by opposer of resuming use of the mark, the opposer has failed to establish by com- 
petent evidence probable damage by registration of applicant’s mark, and for this reason 
the notice of opposition cannot be sustained. The Touraine Company v. F. B. Washburn 
Co., 52 App. D. C. 356, 286 Fed. Rep. 1020, 309 O. G. 676 [13 T.-M. Rep. 12]. 


At final hearing before the Examiner of Trade-Mark Interferences, held June 11, 
1941, opposer produced a registration, No. 387,476, of the mark “Ma’s” as used by 


opposer in January and February, 1940, issued to it May 20, 1941, on an application 
filed January 27, 1940, for a 


nonalcoholic, noncereal, maltless beverage, sold as a soft drink, root beer and sirup (sic) 
and extract for making the same. 


At final hearing before the Examiner of Trade-Mark Interferences, held June 11, 
1941, opposer produced a registration, No. 387,476, of the mark as evidence and 
refused to consider it as evidence in support of opposer’s case. Before the Assistant 
Commissioner opposer asserted that a statement made concerning this application 
during the taking of opposer’s proofs constituted due notice under rule 154(e). 


The Assistant Commissioner quoted that statement as follows: 


Counsel for the opposer and the applicant wish to point out that the matter of opposi- 
tion referred to by the first witness, Isaac Rothstein, was opposition No. 19,869, filed by 
Chicago Distilled Water & Beverage Co., of 2800 North Tamlin Avenue, Chicago, IIL, 
against application Serial Number 427,929, filed on January 27, 1940, by Drink-Mor 
Beverage Company of Wilkes-Barre, Pa., and published in the Official Gazette of the 
United States Patent Office on April 2, 1940, page 25, Column 2. 


In agreeing with the Examiner that registration No. 387,476 properly was ex- 


cluded as evidence in support of the notice of opposition, the Assistant Commissioner 
said : 


Clearly, the notice contemplated by rule 154(e¢) is notice of intention to present the 
record or special matter as evidence at the hearing. Although the statement referred to 
identifies the application on which registration No. 387,476 issued I find nothing in the 
statement which serves notice of any intention on the part of either party to offer the appli- 
cation in evidence at final hearing. Mere notice of the existence of a record or special 
matter without notice of intention to use it as evidence is not, in my opinion, a compliance 
with the provisions of rule 154(e). 


The Assistant Commissioner stated that the right of applicant to registration in 
view of the registration No. 387,476, issued to opposer, must be considered even 
though the registration issued after the notice of opposition was filed, citing Sparklets 
Corporation v. Walter Kidde Sales Company, 26 C. C. P. A. 1342, 104 Fed. [2d] 
396 [29 T.-M. Rep. 386]. ’ 

In finding said registration No. 387,476, a bar, the Assistant Commissioner said: 
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The goods named in the opposed application and in this registration are identical, and 
I consider the marks to have the same significance and considerable similarity in appear- 
ance and in sound. In my opinion the concurrent use of the marks on the identical goods 
would be likely to result in confusion and mistake and to deceive purchasers, particularly 
as the goods to which they are applied are inexpensive and are apt to be purchased some- 
what casually. A registration is prima facie evidence of ownership and use of the mark 
and to my mind abandonment by opposer has not been shown. The fact that opposer 
prosecuted the application for this registration successfully through an opposition proceed- 
ing and took out the registration would seem to indicate that opposer did not intend to 
abandon the mark and offsets any inference to the contrary that might be drawn from 
opposer’s nonuse of the mark after February, 1940. Further, in my opinion the mere 
fact that opposer was not successful in introducing the registration in evidence does not 
deprive the registration of being prima facie evidence of ownership and use. The regis- 
tration issued on an application filed prior to the date of first use claimed by applicant of 


its mark, and in my opinion bars the grant of the registration for which applicant has 
applied.’ 


Descriptive Terms 
“Ne Line” descriptive of hosiery. 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Archer Hosiery Mills of the mark “Ne Line” for full length 
hosiery. 

The Assistant Commissioner agreed with the Examiner that the word “Ne” 
would be considered by the purchasing public of hosiery to be a mere misspelling of 
the word “knee,” and the entire expression to have the same meaning as the ex- 


| pression “line to the knee” would have, and to designate the region of the knee. He 
| added: 


It seems to me that purchasers of hosiery, seeing or hearing the words “Ne Line” 
applied to those goods, would believe the expression described the hosiery as being knee 
length. Accordingly, I deem the expression descriptive of knee length hosiery and mis- 
oh descriptive of hosiery that is not of knee length. The fact that hosiery not of knee length 

f is named in the application as the goods to which the mark is applied does noat warrant 
granting the registration. In re Bonide Chemical Company, Inc., 18 C. C. P. A. 909, 46 
F. [2d] 705, 407 O. G. 4 [21 T.-M. Rep. 122].* 


i Registration 
Cancellation of cited registratfon after filing did not remove bar. 


Van ArspaLe, A. C.: Denied a petition by Lady Esther, Ltd., that prosecution 
of its application be reopened because of cancellation of the registration cited against 
that application and in view of which registration was refused. 

The Assistant Commissioner said: 


The petition for cancellation of said registration does not allege and it has not been 
shown that the mark of the registration was not in use or had been abandoned by the 
assignee of the mark and registration at the time applicant’s application for registration 


; | 3. Drink-Mor Beverage Company v. Island Road Bottling Company, Opp’n No. 20,266, 163 
B M. D. 893, February 28, 1942. 


4. Ex parte Archer Hosiery Mills, Ser. No. 435,703, 163 M. D. 884, February 17, 1942. 


DECISIONS OF THE COMMISSIONER OF PATENTS 251 


was filed, and the order canceling the registration carries no such implication, but in view 
of the record merely rules the mark and registration to have been abandoned at the time 
the petition to cancel was filed. The cancellation of the registration does not establish 
applicant owner of the mark it seeks to register at the time the application therefor was 
filed. This is a prerequisite to registration.® 


Renewals of Registration 


Petition to renew filed after expiration denied. 


Van ArSALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Virginia & Spanish Peanut Co. of a mark having an anchor 
as a dominant feature and applied to nuts in their natural state, shelled, roasted and 
salted, and peanut butter and popcorn in its natural state. 

When the Virginia & Spanish Peanut Co. filed its application on January 13, 
1941, that application contained the following statement: 


Applicant is the proprietor of the trade-mark registered February 8, 1921, No. 139,557 


and the present application may be regarded as an application for renewal and extension 
thereof. 


Otherwise the application was in the form of an original application for regis- 
tration. As stated by the Assistant Commissioner, the mark of the application is 
different from the mark of the registration mentioned in the quoted statement and 
additional goods were included as having the revised mark applied thereto. 

The Examiner viewed the application as an original one and refused registration 
on three prior registrations ; the mark of each of these registrations, like the mark of 
the application, having an anchor as a dominant feature. 

As pointed out by the Assistant Commissioner in his decision, one of the alleged 
anticipating registrations was issued in 1909 and covers candy. Another was issued 
in 1913 and covers various specified fresh fruits, berries, nuts and olives. The 
third was issued in 1920 and covers foods such as coffee, tea, spices, peanut butter, 
salad dressing and flavoring extracts for food. 

Upon refusal of registration by the Examiner, the applicant in an amendment 
dated May 3, 1941, requested that the application be amended by canceling the 
declaration, drawing and facsimiles and by rewording to request merely renewal of 
registration No. 139,557. Meanwhile registration No. 139,557 expired on February 
8, 1941. 


The Examiner refused the request, stating in part: 


The case was not filed as a renewal and obviously could not have been a renewal in view 
of the addition to the goods and the change in the mark. Moreover, the request that it be 
treated as a renewal of registration No. 139,557 was not made until after the expiration of 
that registration. 


Thereafter the Examiner finally rejected the application as an original appli- 
cation on the three prior registrations. 

Before the Assistant Commissioner the applicant urged that the Examiner erred 
in holding that the application as filed was not a request for renewal of registration 
No. 139,557. In regard to this contention, the Assistant Commissioner said : 


5. Ex parte Lady Esther, Ltd., Ser. No. 436,614, 163 M. D. 891, February 21, 1942. 








252 


1942. 





THIRTY-TWO TRADE MARK REPORTER 





I think the Examiner was clearly correct in not recognizing the application as originally 
filed as a request for renewal of applicant’s prior registration No. 139,557. It is true that 
in the application as filed it was stated that the application may be regarded as an appli- 
cation for “renewal and extension” of the previous registration, but no request for alternate 
recognition of the application as one for mere renewal or for new registration is evident. 
Furthermore, as stated by the Examiner, the mark of this application is different from the 
mark of the registration and the application as originally filed embraced goods not included 
in the previous registration. 

When, on May 3, 1941, applicant requested cancellation of the declaration, drawing and 
facsimiles, and rewording of the application to constitute a request for mere renewal of 
registration No. 139,557, that registration had become expired. Under these circumstances, 
no date earlier than May 3, 1941, may be accorded applicant as the date of his request for 
renewal of the previous registration, and since that date was subsequent to the expiration 
of the previous registration on February 8, 1941, such petition to renew must be refused. 
Ex parte Larus & Brothers Company, 163 M. D. 565 [30 T.-M. Rep. 690]. 


Before the Assistant Commissioner the applicant also urged that the Examiner 


erred in refusing registration in view of registrations that were in force at the time 


applicant’s registration No. 139,557 was applied for and granted. With respect to 
this contention, the Assistant Commissioner had the following to say: 


It is recognized, of course, that the prior registration, No. 139,557, had not expired at 
the time the present application was filed. However, the fact that the three registrations 
relied on by the Examiner antedate said registration is of no help to applicant here. White- 
house Milk Products Co. v. Dwinell-Wright Company, 27 C. C. P. A. 1194, 111 F. [2d] 
490, 520 O. G. 266 [30 T.-M. Rep. 351] and Ex parte Loose-Wiles Biscuit Company, 159 
M. D. 298. 


The Assistant Commissioner agreed with the Examiner that the three registra- 
tions, in view of which applicant was refused registration, cover marks and foods 
which are respectively confusingly similar to and of the same descriptive properties 


as the mark and goods of the applicant.® 


6. Ex parte Virginia & Spanish Peanut Co., Ser. No. 439,640, 163 M. D. 885, February 17, 
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PART II 


MISHAWAKA RUBBER AND WOOLEN MANUFACTURING COM- 
PANY v. S. S. KRESGE COMPANY 


United States Supreme Court 
May 4, 1942 


TRADE-MARKS—PSYCHOLOGICAL FUNCTION AS SYMBOLS—LEGAL PROTECTION. 

The protection of trade-marks is the law’s recognition of the psychological function of 
symbols, a trade-mark being a merchandising short-cut which induces a purchaser to select 
what he wants, or what he has been led to believe he wants. If another poaches upon the 
commercial magnetism of the symbol, the owner can obtain legal redress. 

TRADE-MARKS—EFFECT OF REGISTRATION UNperR Act oF 1905. 

The right to be protected against an unwarranted use of a registered mark was made 
a statutory right by the Act of 1905. 

TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING AND PROFITS. 

Infringement and damage having been found, the Act of 1905 requires the trade-mark 
owner to prove only the sales of articles bearing the infringing mark, and if it can be shown 
that the infringement had no relation to the profits made by the defendant, the burden of 
showing this is upon the latter. If he does not do so, the profits made on sales of goods 
bearing the infringing mark properly belong to the owner of the mark. 

TRADE-MARK INFRINGEMENT—SUITS—DAMAGES—DECREE. 

In the case at issue, if the petitioner suffered damages beyond the loss of profits, the decree 

should provide for the assessment of such damages. 


In equity. Action for trade-mark infringement and unfair competition. On 


writ of certiorari to the Circuit Court of Appeals, Sixth Circuit. Judgment reversed. 
For decision below, see post, p. 258 


George L. Wilkinson (Eugene M. Giles with him on the brief), both of Chicago, IIL., 
for petitioner. 

William B. Giles, Detroit, Mich., for respondent. 

Milton Handler and Herman Shulman, both of New York, N. Y., and Arthur T. 
Vanderbilt, Newark, N. J., filed brief on behalf of Pepsi-Cola Company as 
amicus curiae. 


Mr. Justice FRANKFURTER delivered the opinion of the Court. 


The petitioner, which manufactures and sells shoes and rubber heels, employs a 
trade-mark, registered under the Trade-Mark Act of 1905, 33 Stat. 724, 15 U. S.C. 
§81 et seq., consisting of a red circular plug embedded in the center of a heel. 
The heels were not sold separately, but were attached to shoes made by the peti- 
tioner. It has spent considerable sums of money in seeking to gain the favor of 
the consuming public by promoting the mark as assurance of a desirable product. 
The respondent sold heels not made by the petitioner but bearing a mark described 
by the District Court as “a circular plug of red or reddish color so closely resem- 
bling that of the plaintiff [petitioner] that it is difficult to distinguish the products 
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sold by the defendant from the plaintiff’s products.” The heels sold by the respond- 
ent were inferior in quality to those made by the petitioner, and “this tended to 
destroy the good-will created by the plaintiff in the manufacture of its superior 
product.” Although there was no evidence that particular purchasers were actually 
deceived into believing that the heels sold by the respondent were manufactured 
by the petitioner, the District Court found that there was a “reasonable likelihood” 
that some purchases might have been induced by the purchaser’s belief that he was 
obtaining the petitioner’s product. “The ordinary purchaser, having become 
familiar with the plaintiff’s trade-mark, would naturally be led to believe that the 
heels marketed by the defendant were the product of the plaintiff company.” Con- 
cluding that the petitioner’s mark had thus been infringed, the Court enjoined future 
infringement and also ordered that the respondent account to the petitioner for 
profits made from sales “to purchasers who were induced to buy because they 
believed the heels to be those of plaintiff and which sales plaintiff would otherwise 
have made.” 

Complaining of this criterion for determining the profits that improperly accrued 
to the respondent by reason of the infringement, the petitioner appealed to the Cir- 
cuit Court of Appeals for the Sixth Circuit, which affirmed the decree. 119 F. 2d 
316. Deeming the matter to present an important question under the Trade- 
Mark Act, we brought the case here, 315 U. S. —, solely to review the provisions 
of the decree dealing with the measure of profits and damages for the infringement 
found by the two lower courts. Whether there was such an infringement as to 
entitle the petitioner to the remedies provided by the federal trade-mark laws is, 
therefore, not open here. 

The protection of trade-marks is the law’s recognition of the psychological func- 
tion of symbols. If it is true that we live by symbols, it is no less true that we 
purchase goods by them. A trade-mark is a merchandising short-cut which induces 
a purchaser to select what he wants, or what he has been led to believe he wants. 
The owner of a mark exploits this human propensity by making every effort to 
impregnate the atmosphere of the market with the drawing power of a congenial 
symbol. Whatever the means employed, the aim is the same—to convey through 
the mark, in the minds of potential customers, the desirability of the commodity 
upon which it appears. Once this is attained, the trade-mark owner has some- 
thing of value. If another poaches upon the commercial magnetism of the symbol 
he has created, the owner can obtain legal redress. And in this case we are called 
upon to ascertain the extent of the redress afforded for infringement of a mark 
registered under the Trade-Mark Act of 1905. 

The “right to be protected against an unwarranted use of the registered mark 
has been made a statutory right” by that Act. Thaddeus Davids Co. v. Davids, 233 
U. S. 461, 471. Section 19 of the Act provides that “upon a decree being rendered 
in any such case for wrongful use of a trade-mark the complainant shall be entitled 
to recover, in addition to the profits to be accounted for by the defendant, the 
damages the complainant has sustained thereby, and the court shall assess the 
same or cause the same to be assessed under its direction * * *; and in assessing 
profits the plaintiff shall be required to prove defendant’s sales only; defendant 
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must prove all elements of cost which are claimed.”* 33 Stat. 724, 729; 15 U.S.C. 
§99. Infringement and damage having been found, the Act requires the trade- 
mark owner to prove only the sales of articles bearing the infringing mark. 
Although the award of profits is designed to make the plaintiff whole for losses 
which the infringer has caused by taking what did not belong to him, Congress 
did not put upon the despoiler the burden—as often as not impossible to sustain— 
of showing that but for the defendant’s unlawful use of the mark, particular cus- 
tomers would have purchased the plaintiff’s goods. 

If it can be shown that the infringement had no relation to profits made by 
the defendant, that some purchasers bought goods bearing the infringing mark 
because of the defendant’s recommendation or his reputation or for any reason 
other than a response to the diffused appeal of the plaintiff’s symbol, the burden of 
showing this is upon the poacher. The plaintiff of course is not entitled to profits 
demonstrably not attributable to the unlawful use of his mark. Cf. Straus v. 
Notaseme Co., 240 U. S. 179, 183 [6 T.-M. Rep. 103] ; compare Sheldon v. Metro- 
Goldwyn Corp., 309 U. S. 390; Westinghouse Co. v. Wagner Mfg. Co., 225 U. S. 
604. The burden is the infringer’s to prove that his infringement had no cash value 
in sales made by him. If he does not do so, the profits made on sales of goods 
bearing the infringing mark properly belong to the owner of the mark. Hamilton- 
Brown Shoe Co. v. Wolf Bros., 240 U. S. 251 [6 T.-M. Rep. 169]. There may 
well be a windfall to the trade-mark owner where it is impossible to isolate the 
profits which are attributable to the use of the infringing mark. But to hold other- 
wise would give the windfall to the wrongdoer. In the absence of his proving the 
contrary, it promotes honesty and comports with experience to assume that the 
wrongdoer who makes profits from the sales of goods bearing a mark belonging to 
another was enabled to do so because he was drawing upon the good-will generated 
by that mark. And one who makes profits derived from the unlawful appropria- 
tion of a mark belonging to another cannot relieve himself of his obligation to restore 
the profits to their rightful owner merely by showing that the latter did not choose 
to use the mark in the particular manner employed by the wrongdoer. 

The starting point of the case before us is respondent’s infringement of the 
petitioner’s trade-mark in violation of the federal Act. The decree is assailed 
by the petitioner because, upon its reading of the decree, it is awarded only those 
profits which it can affirmatively prove to have resulted from sales “to purchasers 
who were induced to buy because they believed the heels to be those of plaintiff, 
and which sales plaintiff would otherwise have made.” We are not prepared to 


1. The committee reports upon the bill which became the 1905 Act make these observations 
on Section 19: “By Section 19 provision is made for proceedings in equity against the infringer 
of a registered trade-mark. This section corresponds in terms with Section 4921 of the 
Revised Statutes relating to patent cases, except that it specially provides the manner in which 
profits shall be ascertained. Under existing rules it is necessary for the complainant to prove 
sales and costs with entire and absolute accuracy. The only person having knowledge of making 
the sales is the defendant or some one in his employ. It has seemed, therefore, only fair and 
just that, if the complainant proves the sales, the defendant should be requifed to produce evidence 
of the expenses he was put to in making such sales as an offset against the sales proven by the 
complainant.” Sen. Rep. No. 3278, 58th Cong., 3d Sess., p. 10; H. Rep. No. 3147, 58th Cong., 
3d Sess., p. 9. 
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say that such is not a sensible reading of the language in which the decree was cast, 
purpose of which was to recover profits that came to the respondent through its 
infringement and that in good conscience belonged to the petitioner. The decree 
in effect requires the petitioner to prove by a procession of witnesses that when 
they bought heels from the infringer they had a clear, well-focussed consciousness 
that they were buying the petitioner’s heels and that otherwise they would not have 
bought them. But the shoe is on the other foot. The creation of a market through 
an established symbol implies that people float on a psychological current engen- 
dered by the various advertising devices which give a trade-mark its policy. It 
is that which the Trade-Mark Act of 1905 protects. We, therefore, vacate the 
decree in order that the cause be remanded to the District Court for the entry 
of a decree in conformity with this opinion. If the petitioner suffered damages 
beyond the loss of profits the decree should provide for the assessment of such 
damages. 
Reversed. 


The CuieF Justice and Mr. Justice RoBerts took no part in the consideration 
or decision of this case. 


Mr. Justice BLAcK, dissenting, with whom Mr. Justice Douctas and Mr. Justice 
MurPHY concur: 


Mishawaka does not sell detached rubber heels. The heels bearing its mark 
are attached to the rubber boots and shoes it manufactures, and reach the market 
only as parts of these larger products. Kresge, on the other hand, sells in its 
retail stores detached rubber heels manufactured by others. Hence, like the courts 
below, I find it difficult to conclude that there were substantial probabilities of 
deception and that Kresge’s sales took away business that might otherwise have 
gone to Mishawaka. In any event, the economic rivalry, if it existed at all, was 
so remote and indirect that an injunction alone would seem to have afforded ample 
relief against the infringement, found by both courts below to have been without 
fraudulent intent. 

Moreover, upon the extensive evidence introduced by both parties, the trial 
court concluded that there was “no direct proof of any ordinary purchaser being 
misled into believing that heels marketed by the defendant were products of the 
plaintiff company.” The Circuit Court of Appeals reached a similar conclusion: 
“No justification is found in the record for an inference that any one appears to 
have been deceived by appellee’s trade-mark into purchasing its shoe heels and 
lifts in the belief that he was purchasing shoe heels produced by appellant.” 119 
F. 2d 316, 324. 

If the respondent had wilfully palmed off the heels it sold as products of the 
petitioner, and if it had been shown that the petitioner had suffered any injury, I 
should agree to a decision resolving doubts about the measure of damages in favor 
of the petitioner. But under the circumstances of this case, I believe the effect of 
the decision handed down is to grant a windfall to the petitioner and to impose 
a penalty upon the respondent, neither of which is deserved. Finding nothing in 
the Trade-Mark Act of 1905 which compels such a result, I can see no abuse of 
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discretion in the decree of the trial court which the Circuit Court of Appeals 
affirmed. Sasxlehner v. Siegel-Cooper Co., 179 U. S. 42. Cf. Straus v. Notaseme 
Co., 240 U. S. 179, 182-183 [6 T.-M. Rep. 103]. 





MISHAWAKA RUBBER & WOOLEN MANUFACTURING COMPANY 
v. S. S. KRESGE COMPANY 


United States Circuit Court of Appeals, Sixth Circuit 
April 18, 1941 


TRADE-M ARKS—DEFINITION. 
A technical trade-mark may be defined as a word, device or symbol lawfully appro- 
priated by a manufacturer or trader to distinguish his products, the primary purpose of 
which is to indicate the origin of his goods and not to distinguish a particular grade, style 
or size thereof. 
TRADE-MARKS—WHAT CONSTITUTES—ASSOCIATION WITH GOOD-WILL. 

The trade-mark does not exist in gross or separate from the good-will with which it is 

associated, but only in connection with the goods which it identifies. 
TRADE-MARKS—CIRCLE OR Batt—Pustici Juris. 

A circle or ball as a trade-mark is publici juris, where it has not acquired a secondary 

meaning. Appellant can, therefore, have no exclusive right to their use when standing alone. 
TRADE-MARK INFRINGEMENT—SUITS—INTENT. 

Guilty knowledge or fraudulent intent is not an essential element in the infringement 
of a technical trade-mark. It is well settled that infringement will be restrained irrespective 
of the question of intent to deceive. The right to an injunction, therefore, is not made to 
depend on the fact that deception was either intended or practiced. If opportunity is fur- 
nished where deception may ensue, a basis exists to grant injunctive relief. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—DAMAGES AND PROFITS. 

In suits for trade-mark infringement and unfair competition, proof of the absence of 
fraudulent intent may avail a defendant in saving costs, damages or profits where his acts 
have been perfectly bona fide. 

UNFAIR COMPETITION—DECEPTION OF PURCHASERS—DEGREE OF SIMILARITY. 

Where a name, symbol or label is not chosen to deceive and has not been used in a 
way intended to deceive, the court should not interfere unless the similarity is sufficient to 
deceive the usual person proceeding with ordinary care. 

TRADE-MARKS—COLOR. 

Color, except in connection with some definite arbitrary design which serves to dis- 
tinguish an article as made or sold by a particular person, is not the subject of a valid 
trade-mark. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—USE oF CoLor—RED BALL ON RUBBER 
HEELs. 
Where appellant since 1917 had used as a trade-mark on its rubber heels a circular plug 
of contrasting color, said heels having always been sold as part of the shoes, the adoption 
and use by appellee of a red circular mark to distinguish its rubber heels, together with 
word “Crusader” and the head of a crusader, held infringment and to have been rightly 
enjoined. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—ACCOUNTING. 

In the case at issue, the burden was upon the appellant to prove that appellee had made 
profits attributable in whole or in part to the use of appellant’s mark, even though identical 
or similar colors were used. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision for plaintiff, plaintiff appeals. Affirmed. 
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Thomas S. Donnelly, Detroit, Mich., and Eugene M. Giles, Chicago, Ill., for appel- 
lant. 

Lawson & Giles, Detroit, Mich., for appellee. 
Before Hicks, HAMILTON AND MartTIN, Circuit Judges. 


HAMILTON, Circuit Judge: 


Appellant, Mishawaka Rubber and Woolen Manufacturing Company, filed a 
complaint against the appellee, the S. S. Kresge Company, for trade-mark infringe- 
ment and unfair competition. The court found for appellant, but it claims the relief 
granted was inadequate and on this appeal it asks that the judgment be extended 
to award it further and other relief. 

For many years appellant has been engaged in the manufacture, sale and dis- 
tribution of footwear of various kinds and for more than thirty-five years, has been 
manufacturing rubber heels for use on its boots and shoes. Continuously since 
1898, appellant has used a trade-mark which it registered in 1901 for its goods, 
consisting of an arbitrarily selected representation of a circular figure or colored 
ball of varying shades of red applied directly to the tread face at approximately the 
center of the rubber heel. It has renewed the registration of its trade-mark from 
time to time and is presently using it. 

Since 1917 it has exemplified its trade-mark by embedding a circular plug of 
contrasting colored rubber in the heels of shoes sold by it of the same thickness of 
the heel so that the distinctive marking remained on the product during its life. 
In combination with the colored circular ball figure, appellant also used other regis- 
tered trade-marks consisting generally of the words “Ball Band” or sometimes 
“Mishko” in raised lettering and also at bottom the lettering “Mishawaka, Indiana.” 
The circular mark and the words “Ball Band” were associated together in different 
ways, the ball-shaped mark sometimes appearing between the words “Ball” and 
“Band” and sometimes being at the side of or above or below them. The words 
“Trade-Mark, Rubbers, Mishawaka, Ind.,” were always stamped under the colored 
circular mark. Mishawaka is the town in Indiana where appellant did its manu- 
facturing. 

Appellant has spent, and is continuing to spend, large sums of money adver- 
tising in catalogs, pamphlets, newspapers and by window displays, its product 
under its trade-marks, prominently displaying its colored circular figure as an iden- 
tification of origin. Appellant’s shoe heels have been sold throughout the United 
States always as a part of its shoes, never separately. 

Appellee, the S. S. Kresge Company, operates and maintains a large number 
of retail stores throughout the United. States wherg it sells detached rubber heels 
and lifts manufactured for it by the Essex Rubber Company, O’Sullivan Rubber 
Company and the Boston Woven Hose and Rubber Company. Those manufactured 
for it by the Essex Rubber Company had a red circular mark on the tread with the 
word “Crusader” in raised lettering and embussed in the outer face of the circular 
mark was a crusader’s head or a head in armor. 

On discovery that appellee was selling the above-described heels, appellant, 
on May 9, 1933, notified appellee that it was infringing its trade-mark and appellee 
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on May 19, 1933, informed appellant it intended using some color other than red 
on its heels and notified the Essex Company to discontinue the use of the red circular 
mark on the heels manufactured for it and from about June 6, 1933 to June 29, 
1934, Essex manufactured and supplied appellee heels with a circular orange colored 
mark but from May, 1933, until June, 1934, appellee continued to sell heels with red 
circular mark, as well as those with orange circular mark indiscriminately mixed 
together on the same counters. Appellant again notified appellee of the alleged 
infringement on February 15 and also on June 14, 1934, and on June 29, 1934, 
appellee notified the Essex Rubber Company to discontinue delivery of heels to 
it. From June 1 to September 1, 1934, the Essex Rubber Company was changing 
its molds and thereafter supplied appellee with heels with an indented diamond- 
shaped insert with a crusader’s head embossed thereon, the insert contrasting to 
the color in the body of the heel and having on it the word “Crusader.” 

The heels manufactured for appellee by the O’Sullivan Rubber Company had 
on the tread surface an embossed circular Indian head in red with the words “Sure- 
Foot” in raised lettering thereon and these were delivered to appellee from July 1, 
1934 to December 1, 1934, and sold by it from bins and counters on which were 
also displayed and sold heels having the red “Crusader” mark. After December 1, 
1934, appellee requested the O’Sullivan Rubber Company to change the color of 
the circular Indian head mark from red to green and thereafter appellee sold these 
heels bearing the green circular Indian head mark from the same bins and counters 
where there were displayed and offered for sale heels bearing the red circular mark 
of the “Crusader” type, the orange circular mark of the “Crusader” type and the 
indented diamond-shaped “Crusader” head type. 

The heels made for appellee by the Boston Woven Hose & Rubber Company 
had an American eagle on a circular background on the tread surface, with the 
word “Evergrip” embossed thereon but they did not use a red or reddish color. 

The court below found that the heels manufactured for the appellee by the 
Essex Rubber Company and the O’Sullivan Rubber Company infringed appellant’s 
trade-mark but that those manufactured by the Boston Woven Hose & Rubber 
Company did not so infringe. It also found that the method followed by appellee 
in the sale of its heels and lifts was unfair to appellant. 

The court decreed that appellant be enjoined from selling, aiding or abetting 
others either directly or indirectly in selling rubber heels with a red or reddish 
circular ball figure appearing on the surface portion of the heel or any imitation 
thereof, so nearly resembling the ornamental dress of the heels of appellant as to 
be calculated to deceive the ordinary purchaser as to the source of such goods 
and it also decreed that appellee account to appellant for profits realized by it after 
May 19, 1933, on rubber heels bearing a red or reddish circular mark indented 
upon the face portion thereof, to purchasers who were induced to buy because they 
believed the heels to be those of appellant and which sales appellant otherwise would 
have made. 

Broadly stated, appellant attacks the decree in two particulars: (1) that the 
court should have enjoined the appellee from selling any heels with a disc of 
different color from the remainder of the heel; (2) that appellee should have 
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been required to account for the profit on the sale of all heels with a distinctive 
colored disc regardless of any direct evidence of positive deception or whether 
or not appellant would otherwise have made the sales. 

The registration of appellant’s trade-marks did not enlarge its substantive 
rights. All it did was to confer jurisdiction on the court regardless of diversity of 
citizenship and give registrant certain procedural advantages. Armour & Com- 
pany v. Louisville Provision Company, 283 F. 42 (C. C. A. 6 [13 T.-M. Rep. 44]) ; 
Armstrong Company v. Nu-Enamel Corp., 305 U. S. 315, 322 [29 T.-M. Rep. 3]. 

Whatever substantive rights appellant may have in the premises arise under 
local law and are within the scope of Erie Railroad Company v. Tompkins, 304 
U. S. 64; Kellogg Company v. National Biscuit Company, 305 U. S. 11 [28 T.-M. 
Rep. 569]. However, the parties make no claim that the local law is different 
from the general law on the subject and each has relied in the briefs almost entirely 
on Federal precedents. 

A manufacturer may market his products in a dress in which there is no ele- 
ment of size, shape, color, lettering, word or symbol to which he has the exclusive 
right to use, but if the ensemble has come to be a public guaranty of origin and 
quality, he may secure protection against unlawful pirating by a competitor on 
the ground of unfair competition; Shwannecke v. Genesee Coal Company, 262 
Mich. 624 [23 T. M. Rep. 284]. In such a case, it is the duty of the court to 
examine the dress of the product in the original and that of the alleged pirate as 
a whole, both as to resemblances and differences to ascertain whether, in view of 
the differences, the resemblances are so marked that the ordinary purchaser would 
be likely to be deceived. The manufacturer may also put forth his product marked 
with an arbitrary symbol, lettering or figure and rely upon building up a good- 
will by associating in the public mind his product with the invented word or arbi- 
trary symbols, and by thus using the marking acquire an exclusive right in it. 
Smith v. Walker, 57 Mich. 456. The symbol or marking of the manufacturer 
does not exist in gross or separate and apart from the good-will with which it is 
associated but only attaches itself to the goods which it identifies and which goods 
are manufactured or sold by its owner. 

An abstract right in a symbol has no existence, but the symbol must be con- 
sidered in association with the article which it identifies. In this sense a trade- 
mark differs from a patent or copyright. The latter exist the instant either is issued 
or entered. The patentee or author, without use, remains the real or true owner 
of the grant until it is dedicated to the public use by abandonment or by operation 
of law, but the registry of a trade-mark does not ipso facto make the mark. Patent 
right and copyright rest upon the view that the results of the original labor of the 
inventor and the author ought as a matter alike of justice and of public policy to 
be secured against piracy, while as regards the proprietor of a trade-mark, the 
question of originality does not arise so long as the mark is sufficiently distinctive 
really to identify his goods and for the purpose of registration to satisfy the Trade- 
Mark Act. In truth the registration of a trade-mark is rather the recognition of 
a fact than the grant of a privilege. The law of trade-marks is analogous to that 
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of patents or copyrights in that each is based on one’s rights to have guaranteed to 
him the profit derivable from his own property. 

A “technical trade-mark” may be defined as a word, device or symbol law- 
fully appropriated by a manufacturer or trader to distinguish his specific products, 
the primary purpose of which is to indicate the origin of his goods and not to dis- 
tinguish a particular grade, style or size of the manufacturer’s products. It must 
be capable of distinguishing one’s articles from all others as regards origin or owner- 
ship. As to whether a commercial signature of one’s goods is a technical trade- 
mark is not material here. Guilty knowledge or fraudulent intent is not an essential 
element of infringement of such a mark. It is well settled that an infringement will 
be restrained irrespective of the question of intent on the part of the infringer. 
Saxlehner v. Siegel-Cooper Company, 179 U. S. 42, 43. This is based upon the 
ground that the original proprietor has a qualified property right in the trade- 
mark, of which the pirate has made unlawful use. 

The right to an injunction is not made to depend upon the fact that deception 
was either intended or practiced. If the opportunity is furnished where deception 
may ensue, a basis exists to grant injunctive relief. Lawrence Mfg. Company v. 
Tennessee Mfg. Company, 138 U. S. 537, 555. This rule, however, does not pre- 
vail in all cases in awarding either damages or cost. Proof of the absence of 
fraudulent intention in trespassing on trade-mark rights may avail a defendant in 
saving costs, damages or profits where his acts have been perfectly bona fide. The 
rule prevails in Michigan that an account of profits will not be taken where the 
wrongful use of a trade-mark or trade-name has been merely accidental or with- 
out any actual or wrongful intent to defraud the original owner or to deceive the 
public. Liberty Oil Corporation v. Crowley, Milner Company, 270 Mich. 187 [25 
T.-M. Rep. 124]. This is in harmony with the rule prevailing in the federal courts. 
Straus v. Notaseme Company, 240 U. S. 179, 181 [6 T.-M. Rep. 103]. 

In many cases, it is difficult to determine whether complainant’s trade-mark 
has been actually pirated in such manner as to be likely to deceive and impose 
upon customers or patrons of his manufacture or business, but it is the duty of 
the court in all cases to compare the whole labels or symbols used by the respec- 
tive parties, and if the court finds that the infringers’ devices are colorable, which 
require a careful inspection to distinguish his marks and appearances from those 
of the manufacture imitated, the court will protect the original owner, but is not 
bound to interfere where ordinary attention by the purchaser will enable him to 
discriminate. The burden rests on complainant to show by a fair preponderance 
of the evidence that the ordinary mass of purchasers giving that attention which 
such persons usually give in buying the article in question would probably be 
deceived. 

Where a person uses the business symbol or label of another with the fraudu- 
lent purpose of obtaining business which belongs to the other, there will be no 
injustice if the court assumes the label or symbol so chosen accomplishes the pur- 
pose, although the resemblance is slight. If one intends that the name, symbol or 
label so chosen should be mistaken for that of another, it is fair to assume he will 
use them to promote that belief or purpose. Therefore, the motives with which the 
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name, symbol or label is chosen its similarity, as well as the surrounding circum- 
stances, all enter into the determination of whether business will be lost or diverted. 
Where, however, the name, symbol or label is not chosen to deceive and has not 
been used in a way intended or calculated to deceive, the court should not inter- 
fere unless the similarity is sufficient to deceive the usual persons proceeding with 
ordinary care. Supreme Lodge K. of P. v. Improved Order K. of P., 113 Mich. 
133. There is no finding of fact in the case at bar, and we find no evidence in 
the record to support the inference that appellee adopted the symbol used on its 
heels for the fraudulent purpose of attracting to itself business or sales which 
belonged to appellant and there is no evidence that any such sales occurred. The 
action is, therefore, limited to the charge that the defendant has infringed a tech- 
nical trade-mark in violation of a qualified property right wherein the fraudulent 
intent is presumed. No justification is found in the record for an inference that any 
one appears to have been deceived by appellee’s trade-mark into purchasing its 
shoe heels and lifts in the belief that he was purchasing shoe heels produced by 
appellant. 

Appellant’s trade-marks had been so long in use and so widely advertised, it 
is presumed that appellee had knowledge of them and even if the appellee assumed 
its trade-mark without any intention to mislead the public or to unfairly interfere 
with appellant’s trade if they so closely imitated appellant’s as to lead to confu- 
sion and tended, because of their similarity to be taken by the public for those of 
appellant, appellee must be held to the same responsibility as though it had been 
guilty of intentional pirating. Dayton v. Imperial Sales & Parts Company, 195 
Mich. 397 [7 T.-M. Rep. 303]. 

It is the tendency of the courts to restrict the scope of law applicable to tech- 
nical trade-marks and extend its scope in cases of unfair competition. Mill Com- 
pany v. Alcorn, 150 U. S. 460; Koehler v. Sanders, 122 N. Y. 65. Appellant rests 
its cause of action both on the law of technical trade-marks and unfair competition. 
This being true, it becomes essential to ascertain the distinctions as well as the 
resemblance ‘between the two legal principles. The underlying concept of each 
is the same; namely, the prevention of that which in its operation and results is a 
fraud upon the public and an injury to the rival trader. Canal Company v. Clark, 
80 U. S. 311, 322. But, while the idea of fraud lies at the foundation of the law 
of technical trade-marks as well as that of unfair competition, it must be remem- 
bered that fraud may rest in actual intent shown by evidence or inferred from 
the circumstances or conclusively presumed from the act. Fraudulent intent 
must be shown by the evidence or be inferable from the circumstances in cases 
of unfair competition, but where one uses the trade-mark or trade symbol of a 
competitor, fraud will be presumed from the wrongful use. No one has the right 
to use the technical trade-mark of another in connection with like goods but if he 
does and persists after being notified to desist, fraud and imposition, which con- 
stitute the essence of the injury, will be presumed and relief granted. Lawrence 
Mfg. Company v. Tennessee Mfg. Company, 138 U. S. 537, 549; McLean v. 
Fleming, 96 U. S. 245, 252; H. E. Winterton Gum Company v. Auto Sales Gum 
& Chocolate Company, 211 F. 612 (C. C. A. 6) [4 T.-M. Rep. 237]. 
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Appellant having acquired the exclusive right to the use upon its shoes of 
the trade-mark heretofore described, the remaining question is: Would the color- 
ing and markings of appellee’s lifts and heels, excluded from the injunction, 
likely mislead the ordinary or usual buyer into believing that he was purchasing 
goods manufactured by appellant. 

All the heels manufactured by appellant had a red circular figure or red ball 
on the tread face in approximately the center thereof with the words “Ball Band’’ 
in raised lettering in different configurations and at the bottom thereof the letter- 
ing “Mishawaka, Indiana.” All of appellee’s heels, with the exception of two 
types, used the circular ball at first in red then in orange, green and beige but 
embossed on some of them were a Crusader’s head, on some an Indian head, and 
on others an eagle. Appellant’s heels had no arbitrary figure on them, but a cir- 
cular contrasting, reddish section with accompanying lettering. 

Color, except in connection with some definite arbitrary design which serves 
to distinguish the article as made or sold by a particular person, is not the subject 
of a trade-mark, but the owner of a valid trade-mark, otherwise distinctive, may 
be protected against appropriation by a rival through mere change in color. Samp- 
son Cordage Works v. Puritan Cordage Mills, 211 F. 602 (C. C. A. 6) [2 T.-M. 
Rep. 412]. In considering the likelihood of confusion of goods where a trade- 
mark is a figure or design or lettering, the owner’s right may well cover that 
figure or design or lettering reproduced in any color, for the identity of the figure, 
design or lettering, may mislead the purchaser in spite of the difference in color. 
But the difference in color may so emphasize the difference between the figure, 
design or lettering as to obviate the likelihood of deceiving any purchaser. If the 
trade-mark were a black cross, certainly one in bright red would distinguish them. 

The words or phrases appearing on the respective marks here involved are 
so essentially dissimilar as to lend no color to deceit. Hence, obviously there can 
be no possibility of any confusion in sound between the “Ball Band” and the words 
“Crusader,” “Sure-foot,” and “Evergrip,” so it is clear that the lettering on the 
heels is not relevant to the issue here, and consideration must be confined to a 
comparison of the physical appearance of the two designs. 

A circle or ball as a trade-mark is publicit juris where it has not acquired a 
secondary meaning as in the case here and, therefore, appellant can claim no exclu- 
sive right to their use standing alone. Patton Paint Company v. Sunset Paint Com- 
pany, 290 F. 323 (C. C. A. D. C.) [13 T.-M. Rep. 345]. The degree of resem- 
blance necessary to constitute infringement is incapable of exact definition. All 
that courts of justice can do in that regard is to say that no manufacturer or seller 
can adopt a trade-mark so resembling that of another trader that ordinary pur- 
chasers buying with ordinary caution are likely to be misled and each case must 
be determined on facts peculiar to it. In the case of a symbol merely, an imitation 
must be fairly exact to infringe. In cases where the trade-marks are imprints of 
animals of the same genus, one large, fat and well conditioned, the other small, 
lank and lean, there is no actionable deceit. Popham v. Cole, 66 N. Y. 74. 

In our opinion the symbols and lettering descriptive of the articles and bearing 
the names of appellant and appellee, respectively, as manufacturers or producers, 
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are entirely unlike in arrangement, general form and appearance insomuch that no 
one could mistake the lifts and heels of appellee, excluded from the lower court’s 
injunction, for those of appellant. 

Where two persons are engaged in selling like goods, each of them may aptly 
designate and describe them or attractively present them for sale but neither may 
acquire the exclusive privilege of doing so, and neither has the right to insidiously 
mislead purchasers into the belief that his wares are those of his competitor. The 
products here involved have some family resemblance but do not show close 
kinship. 

The right to the exclusive use of a technical trade-mark is limited to a use of 
it upon some particular class of goods. Accordingly, it is not an infringement to 
use the identical trade-mark of another person upon an entirely different class of 
goods, but the owner of a trade-mark for a broad class, such as here, is entitled to 
enjoin the use of his work on a particular species of goods belonging to the class 
covered by the mark. But, before he is entitled to an accounting of profits for 
the use of his mark, the burden rests on him to show by a fair preponderance of 
evidence that either actual or reasonably probable deception or confusion has 
resulted and regard must be given to the class of persons who purchase the articles 
and to the circumstances ordinarily attending their sale. From the circumstances 
of this case, there appears no reasonable probability that there was confusion or 
deception without evidence of the fact. Therefore, the burden was upon appellant 
to prove that appellee had made profits attributable in whole or in part to the use 
of appellant’s trade-mark, even though they used identical or similar colors. 

We agree with the District Court that the burden is upon appellant to prove 
that the appellee has made profits attributable in whole or in part to its trade-mark. 
Westinghouse Manufacturing Company v. Wagner Manufacturing Company, 225 
U. S. 604, 622. 

The injunction which was granted was expressly limited to prohibiting the 
use of any red or reddish circular ball figure appearing on the face portion of 
the heel, or any imitation thereof so nearly resembling the ornamental dress of 
appellant’s heels as to be calculated to deceive the ordinary purchaser as to the 
source of the goods, and accounting was limited to profits unlawfully enjoyed by 
appellant from sales made by it after May 19, 1933, of rubber heels bearing a red 
or reddish circular mark indented upon the face portion thereof, to purchasers who 
were induced to buy because they believed the heels to be those of appellant and 
which sales appellant would otherwise have made. 

The trade-marks of appellant were in part old and in part new, but for the pur- 
pose of presenting its goods to the public as identifying origin, it had the right to 
adopt the combination it used and it is entitled to protection against palpable imita- 
tions and to the profits, if any, appellee has received by reason of the presumed 
palming-off of its goods as those of appellant. The case of appellant is not very 
strong on the facts, yet it seems to be entitled to the carefully limited injunction and 
accounting of profits which was granted. 

The court in its judgment postponed the matter of awarding costs until the final 
disposition of the decreed accounting. Appellant asked us to amend the judg- 
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ment by awarding it costs. The Rules of Civil Procedure, Rule 54, Title 28, U. S. 
C. A., following Section 723(c) provides that costs shall be allowed as of course 
to the prevailing party unless the court otherwise directs. 

By the plain language of the rule, the imposition of costs is a matter within 
the discretion of the trial court. Since the judgment is not final in this respect, 
we pass it. Appellant, deeming itself prejudiced by the error, if any, may get 
redress through application to the lower court for a modification of its judgment 
and afterwards if it deems itself aggrieved, he may appeal to this court for a 
review of the court’s final judgment. 

Judgment affirmed. 





MUSHER FOUNTAIN, INC. v. ALBA TRADING CO., INC. 
United States Circuit Court of Appeals, Second Circuit 
March 23, 1942 


UnFair COMPETITION—SUITS—PLEADING AND PRACTICE. 

The dismissal by the lower court for lack of jurisdiction held proper, but its dismissal 
on the merits was reversed. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—J URISDICTION. 

Where complainant sued for infringement of patent, alleging selling by defendant of 
an oil under the trade-mark “Bertola,” also infringement of its common-law trade-mark 
“Infusion,” the lower court held to have properly dismissed the second cause of action for lack 
of jurisdiction, distinguishing the case from Hurn v. Oursler, 289 U. S. 238. 

UnFair COMPETITION—J URISDICTION—JOINDER OF SUITS. 

The only cases where there has been a joinder of a federal with a non-federal count and 
jurisdiction over the latter was sustained have been cases of joinder of suits on copyrights 
with suits for unfair competition based on common-law copyrights; suits on registered 
trade-marks with suits for unfair competition based on unregistered trade-marks and suits 
on design patents with suits for unfair competition based on products made in accordance 
with the patented design. 


In equity. Action for patent and trade-mark infringement and unfair com- 
petition. From an order dismissing the cause of action as to trade-mark infringe- 
ment and unfair competition, plaintiff appeals. Affirmed. 


Harry Price, New York, N. Y., for appellant. 
Joffe & Joffe (Joseph Joffe, Max Schoengold, and Max Apfelbaum of counsel), 
all of New York, N. Y., for appellee. 


Before Swan, Aucustus N. Hanp and Crark, Circuit Judges. 
Aucustus N. Hann, Circuit Judge: 


The complainant, Musher Foundation, Inc., brought suit against Alba Trading 
Co. and in its amended complaint alleged (1) for a first cause of action, that the 
defendant by manufacturing and selling an oil under the brand name and registered 
trade-mark “Bertola” infringed three patents belonging to complainant and cover- 
ing products and processes for an infusion of a sufficient amount of olive oil or 
olive paste into corn oil to prevent rancidity; (2) for a second cause of action, 
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that the defendant infringed complainant’s common-law rights in the words 
“Infused,” “Infusing” and “Infusion” and was guilty of unfair competition with 
complainant by embodying in defendant’s advertising and applying to its containers 
for the sale of oil the word “Infused” which had acquired a secondary meaning 
indicating products that had been made in accordance with the patents above 
referred to and under the complainant’s supervision. 

The defendant moved to dismiss the second cause of action of the amended 
complaint: (a) for lack of jurisdiction, because there was no allegation of diverse 
citizenship between the parties to the suit, (b) for failure to plead facts sufficient to 
constitute a cause of action. The District Court made an order dismissing the 
second cause of action on both grounds, from which complainant has appealed. 
Since the order was made, the defendant had filed an answer to the cause of action 
for patent infringement. In so far as the order dismissed the second cause of action 
for lack of jurisdiction we think it should be affirmed, but in so far as it dismissed 
it for failure to state a cause of action that question was not properly before the 
court since jurisdiction of the subject-matter was lacking. 

As we understand the decision in Hurn vy. Oursler, 289 U. S. 238 [23 T.-M. 
Rep. 267], the Supreme Court there held that a non-federal claim, over which 
the United States Court had no jurisdiction because of an absence of diverse 
citizenship, might be joined with a federal claim if the non-federal count differed 
from the federal count only because it asserted a different ground for recovery 
upon substantially the same state of facts. Justice Sutherland treated the two counts 
in that case as stating separate grounds for recovering upon what he characterized 
as but a single cause of action. Justice Reed reiterated the same theory in Arm- 
strong Co. v. Nu-Enamel Co., 305 U. S. 315 [29 T.-M. Rep. 3], in an opinion in 
which all the Justices seem to have concurred. 

We see little, if any, resemblance between the situation in which the court 
upheld jurisdiction over the non-federal count in Armstrong Co. v. Nu-Enamel Co., 
supra, and the facts alleged in the case at bar. The proof of infringement of the 
patents in suit will depend on complainant’s success in establishing that the defend- 
ant employed the process of infusing oil or has manufactured, used or sold the 
infused product, and not that it has advertised the products as “infused” or placed 
it in containers bearing that descriptive mark. Indeed, the defendant might infringe 
the patents without the use of containers bearing the name “infused” and without 
employing the words “infused” or “infusion” in its advertising or sales talk. It 
might also make representations that would render it guilty of unfair competition 
without selling oil manufactured under complainant’s process. The only cases 
where there has been joinder of a federal with a non-federal count and jurisdiction 
over the latter count has been sustained have been cases of joinder of suits on regis- 
tered copyrights with suits for unfair competition based on common-law copyrights ; 
suits on registered trade-marks with suits for unfair competition based on unregis- 
tered trade-marks and suits on design patents with suits for unfair competition 
based on products made in accordance with the patented designs. Hurn v. Oursler, 
supra; Armstrong Co. v. Nu-Enamel Co., supra; L. E. Waterman v. Gordon, 72 
F. 2d 272 (C. C. A. 2); Warner Publications, Inc. v. Popular Publications, Inc., 
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87 F. 2d 913 (C. C. A. 2) ; Lewis v. Vendome Bags, 108 F. 2d 16 [30 T.-M. Rep. 
217} (C. C..A,2). 

In the situations dealt with in the foregoing decisions substantially the same evi- 
dence determined the liability of the various defendants, both under the applicable 
federal statutes and under the common-law right to prevent unfair competition 
through a copying or simulation of complainant’s compositions, trade-marks or 
designs, to the injury of its business and good-will and the loss of its customers. 
The common-law copyright, trade-mark or design was of the same matter covered 
by the registered copyright, trade-mark or patent and the only additional factor 
required in order to establish unfair competition was proof that goods having 
the appearance of defendant’s had become associated in the public mind with 
products emanating from the complainant. 

In the case before us we can see no substantial identity between the proof show- 
ing infringement of the complainant’s patents and that showing an infringement of 
its common-law trade-mark “Infusion.” Proof of infringement of the patents 
would require no evidence of the use of the word “infusion” and proof of the simi- 
larity of complainant’s and defendant’s containers would not establish infringement 
of the patents. The two counts do not merely allege different grounds of recovery 
founded upon substantially the same facts, but rather set forth causes of action 
which under the doctrine of Hurn v. Oursler and Armstrong Co. v. Nu-Enamel Co., 
supra, are separate and cannot be joined, since one is federal and the the other non- 
federal. Consequently, the district judge properly dismissed the second cause of 
action for lack of jurisdiction. 

If jurisdiction over the second cause of action had existed it would seem proba- 
ble that sufficient facts were set forth to uphold the claim of unfair competition. 
The complaint alleges that the designation “infused” has acquired a secondary 
meaning which indicates to the trade and the public a product, made under the 
supervision of the complainant and manufactured according to the patents in suit. 
Accordingly, the allegations would apparently be sufficient to sustain the cause of 
action on the merits, in spite of the fact that “infused” is a descriptive term and 
it is not alleged that complainant has been engaged in manufacturing. Menendez 
v. Holt, 128 U. S. 514. But when the court dismissed the second cause of action 
because federal jurisdiction was lacking it had no power to pass upon the merits 
of the claim. Absence of federal jurisdiction over the subject-matter necessarily 
rendered further consideration of the claim impossible and made all further ques- 
tions non-justiciable. 

Under our decision in Collins v. Metro-Goldwyn Pictures Corp., 106 F. 2d 83, 
the order is appealable. Indeed, if the second cause of action is properly held inde- 
pendent of the claim of patent infringement, an appeal is allowable under familiar 
canons of appellate procedure. United States v. River Rouge Co., 269 U. S. 411. 

The order, so far as it dismissed the second cause of action for lack of juris- 
diction, is affirmed, but so far as it dismissed the cause of action on the merits is 
reversed. The moton for dismissal on the merits which was granted in the court 
below is denied for lack of jurisdiction over the subject-matter. 
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CLaRK, Circuit Judge (dissenting) : 


Hurn v. Oursler, supra, repudiated the “second circuit rule” that “however inti- 
mately the claims of unfair competition and infringement are related, the federal 
court is without power to consider the former,” page 241 of 289 U. S. and upheld the 
doctrine that a single cause of action, properly in the federal court, must be completely 
adjudicated there. I cannot avoid the feeling that, here, as in other recent cases, my 
colleagues are shying away from the natural implications of that decision. Treasure 
Imports, Inc. v. Henry Amdur & Sons, 2 Cir., March 9, 1942, —— F. 2d —; Lewis v. 
V endome Bags, Inc., 2 Cir. 108 F. 2d 16, certiorari denied 309 U. S. 660, 60 S. Ct. 514, 
84 L. Ed. 1008. Perhaps I, too, stand convicted of the same charge for my holding 
of lack of jurisdiction in Pure Oil Co. v. Puritan Oil Co., D. C. Conn., 39 F. Supp. 
68 [31 T.-M. Rep. 382], now reversed by other members of this court in 2 Cir., 
March 14, 1942, F. 2d . Be that as it may, that Hurn doctrine seems 
to me logical and vastly saving of unnecessary duplication of litigation. If the 
roast must be reserved exclusively for the federal bench, it is anomalous to send the 
gravy across the street to the state court house. Of course there was left a certain 
indefiniteness, even ambiguity, as to the outer reaches of the doctrine and the 
extent of a single cause of action, but perhaps not more than occurs in any judicial 
drawing of boundary lines. See my remarks in Lewis v. Vendome Bags, Inc., 
supra, 108 F. 2d at pages 19, 20. At any rate, it has been reiterated by a unani- 
mous court in Armstrong Paint & Varnish Works v. Nu-Enamel Corp., supra; 
and we should do our best to follow it. 

The conceptual yardstrick of that doctrine is the “cause of action” ; a single cause 
of action giving rise to both federal and non-federal rights may be completely adju- 
dicated in the federal courts, where it must be anyhow because of the federal rights. 
It seems to me clear, however, that the rule is wholly illusory unless we grant a 
reasonable and practical content to the yardstick and require for our unitary cause 
only a substantial amount of overlapping testimony, rather than complete identity 
of the facts. That is the obviously desirable rule from the standpoint of procedural 
economy ; furthermore, it is sound analytically, for the cause or ground of the action 
is, broadly, the unfair appropriation by defendant of plaintiff’s property, protected 
by either state law or federal law or both, in a trade-mark or a book or an invention. 
A converse view, requiring identity of facts, practically excludes the possibility 
of a single cause, since state and federal rights are hardly ever—if ever—complete 
equivalents, and differing rights depend on differing facts. At any rate, federal 
rights of trade-mark, copyright, or unfair competition are not exact counterparts of 
the non-federal right against unfair competition, and the facts to support the former 
are not identical with those which support the latter. 

A brief analysis will show the truth of this statement. Thus, in the situation 
disclosed by the Armstrong case, plaintiff, to prove trade-mark infringement, must 
show due registration of the trade-mark, that it was properly registrable, and that 
the infringing use is in interstate commerce, 15 U. S. C. A., §§81, 85, 96; whereas 
the claim of unfair competition requires proof of none of these things, but does 
demand proof that the trade-name or mark has acquired a secondary meaning as 
referring to the plaintiff’s article, and that the defendant is palming off its goods 





noon Darran 


270 THIRTY-TWO TRADE MARK REPORTER 





as those of the plaintiff. In other words, it is a claim of fraud. Compare Lewis 
v. Vendome Bags, Inc., supra, 108 F. 2d at page 18, and cases there cited. There 
may be a certain affinity, for example, between the showing that the trade-mark 
is registrable in the one case and that it has a secondary meaning in the other, in 
the sense that the same witness will probably support each ground; but a slightly 
different tinge to the facts, to say nothing of the law, is just as obvious. On the 
other hand, as pointed out in the Armstrong case, the core of the plaintiff’s grievance 
is the same in each case: the violation of a right to exclusive use of its property in 
the mark or device. It is this substantial core that should be determinative and 
should be held to support our jurisdiction here. Narrow views as to it may lead not 
only to peculiar and uneconomical results so far as federal jurisdiction is concerned, 
but also to kindred problems involving res judicata, amendment, finality of judg- 
ments, and all the others where the yardstick of the cause of action is applicable.’ 

Now, to my way of thinking, the fundamental core of facts in this case is, for 
all practical and logical uses, as much a unit as was the core in the Hurn and 
Armstrong cases. Plaintiff has here a process for the manufacture of olive oil which 
it has patented and which it designates by the appropriate name, “Infused.” That 
name, signifying the product of that process, has commercial value, as the plaintiff 
asserts. Plaintiff goes further and asserts that jurisdiction over its second cause 
of action—separately stated under pressure of the trial court, D. C. S. D. N. Y., 
42 F. Supp. 281 arises because it rests on the same “acts and transactions” as the 
first cause. I believe this is a proper assertion as to the facts which are likely to 
develop at a trial; at least it is one which should not be summarily rejected on 
preliminary motion. The same course of proof which will show the novelty of 
the process is pretty surely that which the plaintiff will rely on to show the unique- 
ness of the name. Of course, the defendant may perhaps be able to show either 
lack of novelty in the process or lack of uniqueness in the name, without showing 
both at once; but that possibility does not negate the essentially overlapping char- 
acter of the proof. It would take a pretty technical lawyer to separate the process 
from its name; certainly no lay witnesses would do so naturally. A substantially 
identical case is that of Collins v. Metro-Goldwyn Pictures Corp., 2 Cir., 106 F. 2d 
83, where it was assumed—and the assumption was necessary to the decision reached 
—that a claim of copyright infringement of a play gave jurisdiction over a claim 
of unfair competition as to its uncopyrighted title. 

The recent decisions in this Circuit on this problem, while disclosing small 
variations of fact, seem to me irreconciliable on any readily apparent grounds of 
logic or practical expediency. I can only express the hope that the bar and the 
district judges are not as mystified as to the law of this Circuit as Iam. One need 
not go back to such conflicting views as appear in L. E. Waterman Co. v. Gordon, 
2 Cir., 72 F. 2d 272, 274 [24 T.-M. Rep. 343], and Foster D. Snell, Inc. v. Potters, 





1. I have set forth this view elsewhere, perhaps ad nauseam. Clark, The Code Cause of 
Action, 33 Yale L. J. 817; Code Pleading 1928, 75-87; The Cause of Action, 82 U. of Pa. L. 
Rev. 354. See, also, United States v. Memphis Cotton Oil Co., 288 U. S. 62, 53 S. Ct. 278, 
77 L. Ed. 619; and Arnold, The Code “Cause of Action.” Clarified by United ‘States Supreme 
Court, 19 A. B. A. J. 215. 
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2 Cir., 88 F. 2d 611, or even attempt comparison between the Lewis and Collins 
cases. One need take only our decisions of the last two weeks. In Treasure 
Imports, Inc. v. Henry Amdur & Sons, supra, a majority of the court held that a 
claim of unfair competition for sales before registration of the trade-mark was not 
supported by the claim of trade-mark infringement, even though the evidence must 
be of the same general nature, to wit, that of defendants’ competing sales of the 
identical product sold by plaintiff. In Pure Oil Co. v. Puritan Oil Co., supra, 
jurisdiction was found to restrain unfair competition, even though concededly on 
the evidence the trade-marks were not used in interstate commerce. That ruling 
was rested primarily on another part of the Hurn rule—that the federal claim must 
be substantial—and it had seemed to me in the District Court that retail sales of 
gasoline at a local city filling station could not afford a reasonable basis for a truly 
substantial claim of infringement in interstate commerce. If such is to be our rule 
in those cases where there turns out to be in fact no federal right, all the more 
should it be our rule where there is in fact a federal right which has been breached. 
In the latter case surely the defendant ought not to be doubly harassed, while the 
plaintiff ought not to be put to the waste of two lawsuits. But now comes the 
present decision, and jurisdiction is once more eschewed. 

Since I would support federal jurisdiction here, I should also hold that there 
was no final judgment from which an appeal would now lie. To pursue further the 
somewhat violent metaphor attempted above, if the gravy is not to be sent to our 
state brethren neither should it be served up to us long in advance of the roast. 
On this point—unlike its assumption with respect to federal jurisdiction—the 
Collins case states a too limited and impracticable view of cause of action. It has, 
therefore, caused continual confusion as to the time of appeal. Recently, where an 
appellant had taken a probably premature appeal for fear of otherwise losing his 
rights, he sought permission at motion calendar to withdraw the appeal with right 
to reinstate it if and when he appealed from a truly final judgment which would 
bring the full case before us. Such doubtful expedients to preserve their rights 
should not be forced on litigants. I think the criticisms of the Collins case by Pro- 
fessor Moore, 3 Moore’s Federal Practice, Supp., 92-101, are justified, and I with- 
draw my somewhat qualified support of that case with respect to its particular 
facts. See, also, my remarks in Sedlis v. F-R Pub. Corp., 2 Cir., 113 Fed. 2d 
806, 811, certiorari denied 311 U. S. 711, 61 S. Ct. 393, 85 L. Ed. 462; 49 Yale 
L. J. 1476; 5 Mo. L. Rev. 110; cf. 13 So. Calif. L. Rev. 358; 26 Va. L. Rev. 223. 
Nor can the dismissal of a part of the complaint below be properly held appealable 
as the denial of a preliminary injunction; actually the court has never refused that 
remedy and may still grant it on the plaintiff's mutilated, but still pending, cause 
of action. At least that should be the plaintiff’s theory, and mine, too. I would 
uphold jurisdiction and dismiss the appeal. 


2. Of course, under the federal rules, split judgment are necessary and are final as to 
completely different cause of action; hence the “law” of the Collins case was impeccable, and 
its overruling of certain decisions necessary. See Moore, op. cit. 
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DOMINION ELECTRICAL MFG. CO. v. EDWIN L. WIEGAND CO. 
United States Circuit Court of Appeals, Sixth Circuit 
March 2, 1942 


TRADE-MARK INFRINGEMENT—DECLARATORY JUDGMENT ACT—WHEN AVAILABLE. 

The Declaratory Judgment Act furnishes an additional remedy which is not to be denied 
because of the pendency of another suit between the parties. 

TRADE-MARK INFRINGEMENT—COUNTERCLAIM UNDER DECLARATORY JUDGMENT ACT. 

In a suit for infringement of a registered trade-mark defendant held entitled to counter- 
claim for judgment under the Declaratory Judgment Act, that the mark be held invalid 
and not infringed and that an unfair use of it had been made, injuring its business, as 
against contention that dismissal of the action sufficiently protected defendant and insured 
the determination of the litigation. The judgment of the lower court dismissing the counter- 
claim was, accordingly, reversed. 

TRADE-MARK INFRINGEMENT—RELIEF UNDER DECLARATORY JUDGMENT ACT. 

The granting of relief under the Declaratory Judgment Act is within the sound discre- 
tion of the court, but this discretion is a judicial discretion and must find its basis in good 
reasoning. 


In equity. Action for trade-mark infringement wherein appellant counter- 
claimed for a judgment under the Declaratory Judgment Act (28 U. S. F. A. §400). 
On appeal from a decision dismissing the counterclaim. Reversed. 


Bruce B. Krost, of Cleveland, Ohio (Woodling & Krost, of Cleveland, Ohio, on the 
brief), for appellant. 

Hadley F. Freeman, of Cleveland, Ohio (Freeman, Sweet & Albrecht, of Cleveland, 
Ohio, on the brief), for appellee. 


Before Simons, Martin, and McALListTeER, Circuit Judges. 
Simons, Circuit Judge: 


In a suit by the appellee against the appellant for infringement of a registered 
trade-mark, the appellant answered and counterclaimed for a judgment, under the 
Declaratory Judgment Act, 28 U. S. C. A. §400, that the trade-mark be held invalid 
or restricted, and not infringed; that an unfair and improper use had been made 
of it, injuring its business; and prayed that a determination be had which should 
adjudicate all of the rights and relations of the parties to the actual controversy. The 
court, without opinion, findings, or conclusions of law, dismissed the counterclaim, 
and this appeal followed. 

The appellant contends that the Federal Declaratory Judgment Act affords an 
equal opportunity to both parties to a controversy to obtain a judicial declaration 
upon all points therein involved, and in any event grants a remedy which may not 
be refused in the exercise of mere arbitrary discretion by the trial court. The 
appellee’s position is that the counterclaim presents nothing of substance not 
already submitted and in issue by the complaint and answer ; that the counterclaim 
is entirely repetitious, and so redundant, and was rightly dismissed. 

No question as to the existence of an actual present controversy here arises. 
The appellee has asserted its title to, and the validity of its registered trade-mark, 
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together with rights under common-law rules, and charges their infringement. 
The appellant, as defendant, denies infringement, assails the plaintiff’s title, and 
challenges the asserted scope of the trade-mark if valid. That the relief sought by 
the defendant could have been made the basis of a separate suit in equity, is not to 
be doubted, Aetna Life Ins. Co. v. Haworth, 300 U. S. 227, 57 S. Ct. 461, 81 L. Ed. 
617, 108 A. L. R. 100; E. W. Bliss Co. v. Cold Metal Process Co., 6 Cir., 102 
F. 2d 105. As noted in our decision in Employers’ Liability Assur. Corp., Ltd. v. 
Ryan, 109 F. 2d 690, the presently prevailing view is that the Declaratory Judg- 
ment Act furnishes an additional remedy which is not to be denied because of the 
pendency of another suit, a view now crystallized in Rule 57 of the Rules of Civil 
Procedure, 28 U. S. C. A., following Section 723c, which provides: “The exist- 
ence of another adequate remedy does not preclude a judgment for declaratory 
relief in cases where it is appropriate.” 

Under former Rule 30 of the Equity Rules, 28 U. S. C. A. §723, Appendix, a 
counterclaim for declaratory judgment wherein the matter set forth represented 
the same transaction as that raised by the bill, was an appropriate counterclaim. 
Moore v. New York Cotton Exchange, 270 U. S. 593, 46 S. Ct. 367, 70 L. Ed. 750, 
45 A. L. R. 1370. But it is urged that a counterclaim must now assert matter not 
otherwise available as a defense under denials and affirmative defenses, and that 
otherwise it is superfluous. There is authority for that view in Hann v. Venetian 
Blind Corp., D. C. Cal., 15 F. Supp. 372; Scruggs v. Casco Corp., D. C. Conn., 
32 F. Supp. 625. On the other hand, it has been thought that a counterclaim for 
a declaratory judgment in a suit for infringement of a patent, serves a useful pur- 
pose. Without the counterclaim the plaintiff might withdraw the suit and leave 
the rights of the parties in uncertainty. If the defendant, by filing a counterclaim 
for declaratory judgment, can prevent such voluntary withdrawal and keep the 
plaintiff in court until the respective rights of the parties are determined once and 
for all, the result was thought to be a wholesome one. Link-Belt Co. v. Dorr Co., 
D. C. Del., 15 F. Supp. 663; Meinecke v. Eagle Druggists Supply Co., D. C. N. Y., 
19 F. Supp. 523; Aslin v. Scanlan, D. C. Ohio, 37 U. S. P. Q. 261. 

In a single case in which the present problem was considered by a Circuit Court 
of Appeals, Leach v. Ross Heater & Mof. Co., 2 Cir., 104 F. 2d 88, 91, it was held 
by a divided court that, where the facts pleaded by the defendant would have con- 
stituted a cause of action for relief by declaratory judgment in a patent suit, if the 
defendant had anticipated the patentee in commencing the suit, the counterclaim 
was permissible. At least, it should not have been stricken out summarily in advance 
of the trial. 


While it may turn out at trial that a decision on the merits of the plaintiff’s bill will 
dispose of the controversy between the parties completely and render declaratory judg- 
ment unnecessary, in which case the counterclaim may be dismissed, we are of opinion 
that it was error to strike out the counterclaim at so early a stage. 


The principal ground for sustaining the counterclaim was that the patentee 
might withdraw his suit and continue broadcasting assertions of infringement. But 
Leach v. Ross Heater & Mfg. Co., supra, was tried before the effective date of 
the Rules of Civil Procedure, and it is now urged that Rule 41 (a) (2) sufficiently 
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protects the defendant from such eventuality and insures the determination of the 
controversy. 


Rule 41 (a) (2) provides: 


Except as provided in paragraph (1) of this subdivision of this rule, an action shall 
not be dismissed at the plaintiff’s instance save upon order of the court and upon such 
terms and conditions as the court deems proper. If a counterclaim has been pleaded by 
a defendant prior to the service upon him of the plaintiff’s motion to dismiss, the action 
shall not be dismissed against the defendant’s objection unless the counterclaim can remain 
pending for independent adjudication by the court. Unless otherwise specified in the 
order, a dismissal under this paragraph is without prejudice. 


While Rule 41 affords some measure of protection to defendants, yet it is limited 
to a dismissal upon such terms and conditions as the court deems proper. What 
terms and conditions will be imposed in the usual case of patent or trade-mark 
infringement is yet too early to say in view of the limited experience of courts 
in the application of the rule. Certainly, the court will be better able to appraise the 
need of the defendant for affirmative relief after a consideration of both the bill and 
the counterclaim upon the merits, than in a preliminary hearing upon a motion to 
dismiss. This was Judge Clark’s view when concurring in the reversal of the 
Leach case—a reversal, he thought, equally required whether under the old equity 
practice or in consideration of Rule 41. Our experience with patent infringement 
cases would lead to a conclusion that mere dismissal of a plaintiff’s bill does not 
always adjudicate every aspect of the controversy or give the defendant all the 
relief to which he may be entitled. To illustrate: It frequently happens that the 
court, in a patent or trade-mark infringement suit, finding the defendant innocent 
of infringement, deems it unnecessary to determine issues of title, validity, or the 
scope of the patent claims. One defendant exonerated of infringement may be 
content with such adjudication—another may not. Electrical Fittings Corp. v. 
Thomas & Betts Co., 307 U. S. 241, 59 S. Ct. 860, 83 L. Ed. 1263, illustrates 
the point that mere exoneration from infringement does not always meet the neces- 
sities of a wrongfully accused defendant. His actities are still circumscribed by 
the monopoly based upon the patent grant. Convinced that the patent (or the 
trade-mark) is invalid, he is still hampered and embarrassed by the necessity of 
avoiding trespass. One structure or representation may escape the charge of infringe- 
ment. Improvements made to meet competition, may not. He wishes to be freed 
from the restrictions of an invalid patent or trade-mark, and he represents not only 
himself, but, in a sense, also the public which is likewise excluded from the field of 
monopoly. The Declaratory Judgment Act furnishes him with the means of 
escape. We see no reason why it should not be available to him as a counterclaim 
when circumstances would have permitted a separate suit. Avoidance of multi- 
plicity of actions is also a desideratum. 

It has frequently been said that the granting of relief under the Declaratory 
Judgment Act is within the sound discretion of the court. Aetna Casualty & Surety 
Co. v. Quarles, 4 Cir., 92 F. 2d 321; Carpenter v. Edmonson, 5 Cir., 92 F. 2 Ed. 
895 ; United States Fidelity & Guaranty Co. v. Koch, 3 Cir., 102 F. 2d 288; Ameri- 
can Automobile Ins. Co. v. Freundt, 7 Cir., 103 F. 2d 613. Even so, this discre- 
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tion is a judicial discretion and must find its basis in good reason. E. W. Bliss v. 
Cold Metal Process Co., supra. It is impossible to determine, except by inference, 
the ground upon which the present counterclaim for declaratory judgment was 
dismissed. It has sometimes been thought that the pendency of a suit in another 
court involving the same issues and between the same parties is sufficient reason 
for dismissing the bill. Western Supplies Co. v. Freeman, 6 Cir., 109 F. 2d 693. 
Doubt is cast upon this conclusion by the decision in Maryland Casualty Co. v. 
Pacific Coal & Oil Co., 312 U. S. 270, 61 S. Ct. 510, 85 L. Ed. 826. There 
the question decided was whether there was an actual controversy between an 
insurer and the plaintiff in an action against the insured in a state court. Ohio 
law permitting supplemental process against the insurer, if the plaintiff obtains a 
final judgment against the insured, this fact was thought to be sufficient to indicate 
an actual controversy between the insurer and the insured. Our judgment sustain- 
ing the dismissal of the insurer’s suit for a declaratory judgment was reversed. 
Nothing was said about lack of discretion in the District Judge to refuse to enter- 
tain the bill, but if he had such discretion, the only reason for its exercise was the 
pendency of a suit in an Ohio court wherein a judgment might have been enforced 
by supplemental process against the petitioner in the Federal Court. If this con- 
stituted adequate ground for dismissal of the petition for declaratory judgment, 
our decision might still have been sustained even though based upon the wrong 
reason. 

We are told by the former Chief Justice in Aetna Life Ins. Co. v. Haworth, 
supra, that the operation of the Declaratory Judgment Act is procedural only; 
that in exercising control of practice and procedure, Congress is not confined to 
traditional forms or traditional remedies; and that in dealing with methods within 
its sphere of remedial action the Congress may create and improve. It is inevitable 
that the judicial mind will yield slowly to innovations in traditional forms, yet 
yield it must, if the judicial process is to successfully perform its function in a com- 
plex economic organism. We see no reason why the appellant may not avail him- 
self of this novel procedural device for securing, at all events, a complete and final 
determination of all aspects of the controversy here involved. 

The judgment of dismissal is reversed.” 


3. Editorial Note.—The above reported decision lays down for the first time the important 
principle that, in any action for the infringement of a registered trade-mark, the defendant 
may bring a counterclaim under the Declaratory Judgment Act asking the court to declare 
plaintiff’s trade-mark invalid. The significance of this decision becomes apparent if one con- 
siders the multitude of cases in which the courts have dismissed the action of a patent or 
trade-mark owner for infringement merely on the ground that the defendant’s device did not 
actually infringe upon the plaintiff's patent or trade-mark without deciding the validity 
of these rights. It is quite obvious that the defendant in cases of this kind, may have a direct 
interest in an adjudication of the validity of plaintiff’s rights, and it is to be hoped, therefore, 


that other courts may follow the decision handed down by the Circuit Court of Appeals in the 
above mentioned case. 
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BAMBERGER BROADCASTING SERVICE, INCORPORATED v. 
WILLIAM W. ORLOFF 


United States District Court, Southern District of New York 
February 28, 1942 


TRADE-NAMES AND UNFAIR CoMPETITION—LeETTERS “W O R”—UsE For BROADCASTING STATION 
AND ON PRINTING PropucTsS—IMPAIRMENT OF PLAINTIFF’s GOOD-WILL. 

The adoption and use by defendant as a trade-mark for letter-heads, invoices and other 

printing products of the letters “W O R” after plaintiff had given them a secondary meaning 


as identifying its radio broadcasting station, held unfair competition, and was enjoined. 
Unrair CoMPETITION—SvUITS—PanrtTIEs. 


In the case at issue, the fact that plaintiff was a licensee of the original user of the 


letters “W O R” held irrelevant, as, so long as it conducts any business, its property rights 
are entitled to protection. 


In equity. Action for unfair competition. Decree for plaintiff. 


Leon Lauterstein (Emanuel Dennett and Sheldon Kaplan, of counsel) all of 
New York City, for plaintiff. 


David Schwartz (R. B. Schemitz, of counsel) both of New York City, for defendant. 
Hu .sert, District Judge: 


Plaintiff operates the radio broadcasting station WOR and defendant conducts 
a retail printing establishment at 108 University Place, New York, New York, 
under the registered assumed trade-name of W.O.R. Printing Company. 

Plaintiff seeks a decree (1) enjoining defendant: 


(a) from using the letters W O R, or any colorable imitation, or like letters, name, 


or words, in any way in connection with his business or in connection with the mer- 
chandise sold by him, and 


(b) from using any letters, name or word which may be calculated, or having a 
tendency, to cause defendant’s business to be confused with plaintiff’s business, and 
(2) requiring the defendant to account to plaintiff for all profits realized by him and 


all damages sustained by plaintiff on account of the unfair competition and infringement 
alleged in the complaint. 


The case was tried by the Court without a jury. 
There is no substantial dispute as to facts, which are found as follows: 


1. L. Bamberger & Co. is a corporation organized and existing under and 
by virtue of the laws of the State of New Jersey, and operates and has operated for 
many years, a department store in the City of Newark in that State. 

2. In or about the month of February, 1922, L. Bamberger & Co. commenced 
the operation of a radio broadcasting station in Newark, New Jersey, under the 
call-letters WOR, and continuously operated said broadcasting station under said 
call-letters, which were assigned to it by the predecessor of the present Federal 
Communications Commission, until on or about January 30, 1930. 

3. Plaintiff is and has been since January 30, 1930, a corporation organized 
and existing under and by virtue of the laws of the State of New Jersey, and is a 
wholly-owned subsidiary of L. Bamberger & Co. 
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4. The defendant is a citizen of the State of New York and resides and has his 
place of business within the jurisdiction of this court. 

5. The amount in controversy is in excess of $3,000, exclusive of interest and 
costs. 

6. That on or about the 30th day of January, 1930, L. Bamberger & Co., 
sold, assigned, transferred and conveyed to the plaintiff all its right, title and 
interest in and to said broadcasting station and to the call-letters WOR, and 
the plaintiff has ever since operated and continues to operate said broadcasting 
station under said call-letters WOR pursuant to successive licenses issued by the 
Federal Communications Commission. 

7. The plaintiff's broadcasting Station WOR is operated daily, geograph- 
ically, reaches listeners having radio reception equipment in a large area of the 
country along the Atlantic Coast, including the States of New Jersey, New York, 
Maryland, Pennsylvania, Delaware, Connecticut, Rhode Island, Massachusetts 
and Maine. The plaintiff broadcasts commercial and sustaining programs, that 
is, it advertises the products of some 200 sponsors and intersperses music and other 
forms of entertainment to make its programs interesting and attractive. Each 
program so broadcast is preceded and followed by the announcement of the call- 
letters WOR; such programs are listed under said call-letters in approximately 
200 newspapers published in 135 cities in the United States. 

8. Since 1934 plaintiff has been affiliated with the Mutual Broadcasting System, 
made up of 175 broadcasting stations (190 at the time of trial) which broadcast 
in various communities throughout the United States under their designated call- 
letters, and whose programs reach large audiences, and many of the plaintiff’s 
programs are carried over these affiliated stations as far as Hawaii and over the 
Canadian Broadcasting Service into Canada. 

9. Plaintiff has established the policy of not permitting any commercial sponsor 
to make any false or unwarranted claims for any products or to broadcast any 
advertising matter which might prove injurious or prejudicial to public interest. 
In furtherance of this policy, plaintiff makes careful investigation concerning the 
nature of the product to be advertised over its station and requires commercial 
sponsors to submit copies of all scripts prior to each and every broadcast. Com- 
mercial sponsors, whose products and advertising material are in conformity 
with the aforementioned policy of plaintiff, advertise and sell a large variety of 
articles and merchandise over the facilities of Station WOR, including products 
of the same descriptive character as those sold by the defendant. Such commer- 
cial sponsors, in many instances, widely advertise forthcoming broadcasts over 
Station WOR. 

10. Plaintiff has been and is duly licensed ,by the Federal Communications 
Commission to operate a transmitter for the experimental transmission of facsimile 
signals, and pursuant to the license so granted plaintiff has transmitted and con- 
tinues to transmit a facsimile bulletin bearing the title “WOR Radio Print,” a 
specimen of which is annexed to the complaint, identified as Exhibit A. 

11. During the past five years plaintiff has spent approximately a quarter of a 
million dollars for advertising ; its annual expenditures for operation five years ago 
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was $300,000, and at the time of trial $500,000, and it has received practically daily 
a large number of communications from listeners commending the quality of its 
programs. (See compilation, Ex. 10.) 

12. About the year 1923 the defendant engaged in the printing business under 
the name of Orloff Press. He discontinued that business about three years later 
bue resumed the printing business about four or five years ago under the name of 
W.O.R. Printing Company and has continued that business up to the time of trial. 

13. In October, 1937, the defendant filed a certificate in the office of the Clerk 
of the County of New York, State of New York, certifying that he was conducting 
such business under the name of “W.O.R. Printing Company,” and no other person 
is interested in said business. 

14. The defendant does general job printing, such as letterheads, billheads, 
envelopes, cards, placards and handbills. 

15. The defendant has owned a radio receiving set for at least fifteen years, 
and during that time frequently listened in on the programs broadcasted over 
WOR, including baseball games and other sports, as well as the general run of 
plaintiff's daily programs. 

16. The defendant has not given a satisfactory explanation for his choice and 
use of the letters W.O.R., which were adopted and used by him with full knowledge 
of the wide reputation of their use in connection with the business of the plaintiff, 
and for the purpose of appropriating plaintiff's reputation and good-will to give 
a standing to the defendant’s business and the salability to his goods. 

17. Defendant’s use of the letters W.O.R. is unauthorized by plaintiff and 
began long after the letters WOR has acquired a secondary meaning identifying 
plaintiff’s business. 

18. Plaintiff promptly demanded the discontinuance of the use of the letters 
W.O.R. but defendant has not complied with such request. 

19. The type of defendant’s business is such that the reputation which it devel- 
ops will differ materially from that of the plaintiff's broadcasting operations. 

20. The acts of the defendant will cause the plaintiff irreparable damages 
unless restrained. 

The doctrine of unfair competition is relatively of recent origin and the courts 
have come to recognize that the use of a trade-name by a non-competitor may not 
only destroy its identifying qualities but also the normal potentialities of expansion. 

In a suit for unfair competition it is sufficient to show that plaintiff’s good-will 
is likely to be endangered by the defendant’s use of plaintiff’s name or trade-mark. 
It is no longer necessary to allege and prove direct competition between the products 
of each. Great Atlantic & Pacific Co. v. A. & P. Radio Stores, 20 Fed. Supp. 703 
(to which the facts at bar are strikingly comparable), wherein the court granted 
an injunction restraining the defendant (whose incorporators were Aronberg and 
Podolsky) from using the letters A and P in its corporate name and in its business, 
although plaintiff was engaged in selling groceries, whereas the defendants sold 
radios, washing machines and electric refrigerators. See, also, Stork Restaurant, 
Inc. v. Marcus, et al., 36 Fed. Supp. 91, which Judge Clark expressly distinguishes 
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from all of the other cases cited by him on the question of jurisdiction in Pure 
Oil Co. v. Puritan Oil Co., 39 Fed. Supp. 68, 73 (footnote 8). 

There is, however, a question raised by the defendant, which has required special 
consideration. 

He urges that the plaintiff as a licensee has no proprietary interest in the letters 
WOR. This contention is wholly without merit. In City of New York v. Federal 
Radio Commission, 36 Fed. (2) 115, it was contended by the municipality that 
it had acquired a property right to operate its station (WNYC) at full time, and 
the restriction imposed by the order of the Commission amounted to the taking 
of a property right without due process of law. The Court of Appeals of the District 
of Columbia rejected this proposal. (cert. denied 50 S. Ct. 246) and said: 


The broadcasting of radio communications is a species of interstate commerce and as 
such is subject to federal regulation (citing cases) .... The appellant’s rights, like those 
of other stations, are made subject to this authority by statute, and also by the express 
terms of its license. 


Of course, if the plaintiff's license should be terminated, or even suspended, 
its good-will in the letters WOR might become worthless, but that is so with 
respect to any business operated under a license. So long as the licensee conducts 
any business his property rights are entitled to protection, and I think the pre- 
sumption is in favor of the plaintiff that it will continue its business so long as 
it conforms to the requirements of the licensor, and when it has committed a breach 
it has impaired the value of its good-will by its own act. 

By the Radio of 1927, Chap. 169, effective February 23, 1927, 44 Stat. L., 
page 1162, Congress clearly intended: 


to regulate all forms of interstate and foreign radio transmission and communications 
within the United States . . . .; to maintain the control of the United States over all 
channels of interstate and foreign radio transmission; and to provide for the use of 
such channels, but not the ownership thereof, . . . and no such license shall be con- 


strued to create any right, beyond the terms, conditions, and periods of the license 
(underscoring supplied). 


Broadcasting, except under and in accordance with the Act and a license issued 
pursuant thereto, was prohibited. 

The provisions of a Radio Act of 1927 were repealed or superseded by the 
Act creating the Federal Communications Commission, June 19, 1934, Chap. 652, 
48 Stat. 1064, as amended May 20, 1927, Chap. 229, 50 Stat. 189. 

Among the powers and duties of the Commission therein stated are to: 


(a) Classify radio stations. 
(g) Study new uses for radio, provide for experimental uses for frequencies, and gen- 


erally encourage the larger and more effective use of radio in the public interest. 
(Title 47, U. S. C. A. $303). 


The latter provision is a significant factor in this case because, while the 
defendant points out that the “WOR Radio Print” was not issued by plaintiff 
until the year 1938, i.e., subsequent to the filing of the defendant’s certificate of 
doing business as W.O.R. Printing Company, it warrants the possibility of the 
expansion of the plaintiff’s business in accordance with the asserted policy of Con- 
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gress, and, of course, the plaintiff is restricted in the operation of its business by 
law and the rules and regulations adopted and promulgated by the Commission 
pursuant thereto. So that, in the development by the defendant of his business, 
which is unlimited except perhaps by the extent of his ability to increase his capital 
investment, the defendant might well continue to engage in a field to which the 
plaintiff is restrictively limited in its future development. 


CoNcLUSIONS OF LAW 


1. This Court has jurisdiction over the subject matter of this action. 

2. The plaintiff corporation is entitled to use the letters WOR in the conduct 
of its broadcasting activities. 

3. Plaintiff is entitled to protection against trade practices which do or are likely 
to infringe unfairly upon the plaintiff's use of said letters WOR. 

4. The defendant in using the letters W.O.R. previously adopted by the plain- 
tiff is guilty of an unfair trade act. 

5. Plaintiff is entitled to an injunction restraining the defendant from using 
the letters W.O.R. in conducting his printing business. 

6. Each of the parties shall bear its and his own costs, respectively. 

7. Submit decree in accordance with these findings and conclusions. 





THE FOLMER GRAFLEX CORPORATION v. GRAPHIC PHOTO 
SERVICE, ET AL. 


United States District Court, District of Massachusetts 


March 30, 1942 


TRADE-MARKS—DEFINITION—DESCRIPTIVE TERMS. 

A word descriptive of the goods on which it is used, or some feature or function of them, 
is not available as a trade-mark. 

TRADE-MARKS—“GRAPHIC” FOR CAMERAS—REGISTRATION UNpberR Act oF 1905—VALuiTy. 

The word “Graphic,” used by plaintiff as a trade-mark for cameras and registered by it 
under the Act of 1905, held descriptive and not properly registrable under the said Act. 
The remedies provided in the Act are, accordingly, not available to plaintiff. 

TRADE-MARKS—“GRAPHIC” ON CAMERAS—SECONDARY MEANING—How AcQUuIRED. 

In order to possess a secondary meaning, a substantial section of the purchasing public 
should be proved to identify the mark with the plaintiff’s goods, and this should be true of 
the district in which the defendant’s trade is carried on. 

TRADE-MARK INFRINGEMENT—USE OF “GRAPHIC” ON CAMERAS Not INFRINGED BY USE ON 
PHOTOGRAPHIC SUPPLIES. 

Defendant’s use in the city of Gardner, Mass., of the word “Graphic” in its business 
name and in connection with its business of selling cameras and photographic accessories 
held not to infringe plaintiff’s use of the same word on cameras, inasmuch as defendant's 
volume of camera sales was small and plaintiff’s mark was not proven to have acquired a 
secondary meaning. 

TRADE-MARK INFRINGEMENT—ABSENCE OF SECONDARY MEANING—RESTRICTIONS OF LATER USER. 

Where plaintiff’s trade-mark was not proven to have acquired a secondary meaning as 
identifying its goods exclusively, defendants were not compelled to take precautions to 
distinguish their business from plaintiff's. 
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In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for defendants. 
Irving U. Townsend, I. U. Townsend, Jr., and Emery, Booth, Townsend, Miller & 
W eidner, all of Boston, Mass., for plaintiff. 
Worth Rowley, Boston, Mass., for defendants. 


Forp, District Judge. 


The plaintiff brings this action for trade-mark infringement and unfair com- 
petition. Injunctive relief only is sought—an accounting for damages and profits 
being waived—to restrain the defendants from violating the rights of the plaintiff 
in the trade-mark “Graphic” registered in the United States Patent Office on 
December 4, 1906, by Folmer & Schwing Company, of Rochester, New York, a 
predecessor of the plaintiff, under the provisions of the Federal Trade-Mark Act 
of February 20, 1905 (c. 592, Sections 1-30, 33 Stat. 724-731, 15 U. S.C. A., Sec- 
tions 81 et seq.), hereinafter referred to as the 1905 Act. 

The defendants deny both the validity of the trade-mark and any infringement 
thereof. 

The plaintiff is a Delaware corporation having its place of business at Rochester, 
New York, and the defendants are individuals engaged in business since March 15, 
1939, at Gardner, Massachusetts, where they conduct a camera shop and sell 
photographic merchandise. 

It was shown at the trial that the plaintiff, as a separate corporation, is, and 
has been, since 1926, engaged in the manufacture and sale of cameras, acces- 
sories therefor, apparatus for making contact prints with enlargements, and many 
and other allied products of a photographic nature. One extensive line of the 
plaintiff's products is manufactured and marketed under the name of “Graflex.” 
In addition to this line, the plaintiff and its predecessors, the Folmer & Schwing 
Company and the Eastman Kodak Company, have continuously, since July, 1896, 
manufactured and marketed a list of products bearing the name “Graphic.” The 
word “Graphic” is used on most of its products and appears on practically all 
of them in combination with other terms. It manufactures and sells “Speed 
Graphic” cameras, the “No. O Graphic” camera, the “R B Cycle Graphic,” 
“Graphic Rapid Rectilinear” camera, “Stereoscopic Graphic,” etc., and accessories 
such as “Graphic Press Plate Holders,” “Graphic Press Film Holders,” “Graphic 
Sight Finders,” “Graphic Lens Shades,” etc. Since 1918, or earlier, only “Speed 
Graphic” cameras have been sold in Massachusetts within a price range of $120- 
$200. All of the plaintiff’s cameras are sold at wholesale to dealers and its one 
jobber, Eastman Kodak Company. It manufactures no photographic film, printing 
paper, or chemicals. 

As stated above, on December 14, 1906, the Folmer & Schwing Company, plain- 
tiff’s predecessor, registered “Graphic” (No. 57,887) in the Patent Office as a 
trade-mark for photographic cameras. This registration was renewed Decem- 
ber 4, 1926. It was stated in its application that “Graphic” had been used as a trade- 
mark continuously in its business for almost ten years and “. . . . The class of 
merchandise to which the trade-mark is appropriated is Class 63, measuring and 
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scientific apparatus, appliances and instruments, and the particular description 
of goods comprised in said class upon which said trade-mark is used is photographic 
cameras.” 

The plaintiff's products are distributed throughout the United States, including 
Massachusetts, by something like 2,800 authorized dealers, 4 percent of whom are 
in Massachusetts. Eighty of these dealers are within a fifty-mile radius of Gardner, 
Massachusetts, where the defendants’ business is located; fifteen or sixteen are 
within a twenty-five mile radius; there is one in Gardner and three in cities 
within a radius of twelve or sixteen miles of Gardner. These dealers have sold 
principally the products of the plaintiff, the “Speed Graphic” camera among them, 
and a great many accessory items, some of which have been mentioned above. 
In addition to these regular dealers, the Eastman Kodak Company has jobbed the 
plaintiff’s line since the plaintiff became a separate and distinct corporation in 1926. 

Extensive national advertising has built up for the plaintiff a very substantial 
good-will and a high reputation for it products. “Graflex,” a well-known trade- 
mark of the plaintiff, and “Graphic” products are known in the camera trade for 
their precision, quality, and satisfactory craftsmanship. 

The defendants established their business in Gardner, Massachusetts, in March, 
1939, and since that time have carried on a comparatively small business. They 
were then and are now small dealers for products of the Agfa Ansco Corporation, 
Defender Photo Supply Company, and American Photographic Supply Company. 
The city of Gardner has about 20,000 inhabitants. In 1939, total sales of cameras 
by the defendants amounted to $454 out of a gross for sales and service of $2,663. 
Sales outside of cameras consisted of film, chemicals, photo papers, and services, 
such as photo-finishing, with some newspaper and commercial work. In the year 
1939, one camera, a “Rolliflex,” was sold by the defendants for $115 out of which 
they made a profit of $5.00. The sale was reasonably in the range of prices for 
which the plaintiff’s dealers sold its cameras. During the same year the defendants 
sold one “Speed Graphic” camera, a product of the plaintiff. The average price 
of the other cameras sold by the defendants in 1939 and 1940 up to the date of the 
present complaint was in a range from $3.00 to $5.00, with a few at $5.00 to $7.00, 
and one for $7.95. Most of these were the “Agfa.” In 1940, the total sales of 
cameras amounted to $107.09 out of a total business of $4,532.31. The other items, 
outside of cameras, that made up this gross income were news and commercial 
photography, photo-finishing, sale of film, chemicals and papers. No camera in 
the price range of the plaintiff’s products was sold during that year. It can easily 
be seen that the defendants’ business in cameras was small. 

The defendants, on August 10, 1939, filed a business certificate with the City 
Clerk of Gardner giving notice that they were doing business under the firm name 
and style of “Graphic Photo Service.” At a previous place of business in Gardner 
and at their present location, the defendants maintained on their windows, one 
small three-inch green Neon sign bearing the name “Graphic Photo Service,” the 
three words placed over one another. Another sign carried the same wording 
with “Graphic” above and “Photo Service” below. Other than on these signs, 
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letterheads, stationery, and labels, no other evidence was introduced showing the 
defendants’ use of “Graphic Photo Service.” 

On March 8, 1940, the defendants, notified by letter to discontinue the use 
of the word “Graphic,” refused to do so. 

The first issue involved is whether the plaintiff is the owner of “Graphic” as 
a technical or common-law trade-mark, properly registrable as such under the 
provisions of the 1905 Act. The plaintiff says the word “Graphic” is a common- 
law trade-mark in that it has been used to indicate origin and ownership; that it 
is fanciful, arbitrary, and meaningless as applied to cameras; that it was not even 
suggestive with respect to cameras until it was registered. The defendants claim 
it is descriptive. It needs no long citation of authorities to establish the proposition 
that a mark which is descriptive is not a good trade-mark at common law. (Warner 
& Co. v. Lilly & Co., 265 U. S. 526 [14 T.-M. Rep. 247] ; Amoskeag Manufac- 
turing Co. v. Turney, et al., 101 U. S. 51.) The difficulty in this type of case is 
to draw the line between different classes of words. Many of the cases are close. 
This case is no exception. 

A trade-mark is adopted to designate and distinguish the particular goods 
owned and sold by a merchant or manufacturer, or, in other words, to indicate 
origin and ownership. Elgin National Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665. A descriptive word used in its primary sense does not do this and a 
manufacturer has no right to the exclusive use of any such word which has no 
relation to the origin and ownership of goods. Delaware & Hudson Canal Co. v. 
Clark, 13 Wall. 311. A word descriptive of the goods, or some feature or func- 
tion of them, is not available as a trade-mark. (Nims, 3rd Ed. Unfair Competi- 
tion and Trade-Marks, c. XIV, Section 201.) “A designation cannot be a trade- 
marks for goods if it is likely to be regarded by prospective purchasers as a common 
name or generic name for such goods or as descriptive of them or of their ingredients, 
quality, properties, functions or uses.” (Restatement, Torts, Section 721; Warner 
& Co. v. Lilly & Co., supra.) 

The law in Massachusetts, which is the law applicable to the substantive rights 
of the plaintiff in its claimed trade-mark (Erie Rairoad Co. v. Tompkins, 304 
U. S. 64) is the same as disclosed in the federal cases cited above. See C. A. Briggs 
Co. v. National Wafer Co., 215 Mass. 100 [3 T.-M. Rep. 323], and the leading 
cases of Gilman v. Hunnewell, 122 Mass. 139, 148. For this reason there is no need 
to distinguish between Massachusetts and Federal law. 

The fact that “Graphic” was registered under the 1905 Act confers on the 
plaintiff no new substantive rights with respect to it and although registration 
under the Act is prima facie evidence of the validity, it is not conclusive. 

Is “Graphic” as applied to cameras distinctive or descriptive? I think the 
latter. It was and is, as stated in the application, used on photographic cameras, 
instruments, or devices that write (graphic) vividly images or pictures on sensi- 
tized papers. This seems to describe the use to which the camera is put. Taking 
the meaning that an ordinary camera purchaser would apply to “graphic,” i.e., well 
delineated, clearly written, or drawn (cf. Webster’s New International Diction- 
ary, Second Edition), it certainly describes the product of the camera, i.e., the 
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picture, image, or photograph. And it may be said in this sense to characterize 
the camera’s function, i.e., to take pictures vividly. I cannot get myself to conclude 
that “graphic” as applied to cameras has no basis in “rhyme or reason”’ or, in other 
words, is purely fanciful. The word “graphic” as applied to a camera is not mean- 
ingless and it is difficult to believe the original registrant regarded it so. 

Inasmuch as each case of this type is bottomed on its own facts, it will not 
be particularly helpful to cite and attempt to distinguish a long list of cases which 
would tend to support and refute the above conclusion. Two cases may be noted 
where alleged trade-marks described the product or the effect of the use of the device 
or instrument. In No-D-Ka Dentifrice Co. v. S. S. Kresge Co., 24 F. 2d 726, 
728, this circuit decided that ‘““No-D-Ka” as applied to tooth paste clearly described 
the effect which comes from the use of the tooth paste and “this is but a nega- 
tive way of stating that the properties of the paste will preserve the teeth.” So, 
in the present case, “graphic” states that the effect of the plaintiff's cameras is 
graphic pictures. In re Pitney-Bowes Postage Meter Co., 6 F. 2d 717, 718 [15 T.-M. 
Rep. 314], the court held that “metered mail machine’ was descriptive of a 
machine by which mail was metered. In truth, the term was descriptive of a product 
of the machine. 

The plaintiff argues that considerable weight should be given the registration 
by the Patent Office. In other words, it says the registration carries a presump- 
tion of validity. (Nims, op. cit., supra, c. XVI, Section 240, p. 663; Planten v. 
Gedney, 221 F. 281 [5 T.-M. Rep. 227]). Admitting this, the presumption is 
not conclusive. (Keystone Macaroni Mfg. Co. v. Arena & Sons, Inc., 27 F. Supp. 
290, 292. Parenthetically, it may be noted that in its application for registration 
the plaintiff stated “graphic” had been “continuously used in the business of the 
corporation since July, 1896.” The application is dated August 1, 1906. I have 
no justification for concluding that the Patent Office regarded the registration 
was applied for under the “ten-year proviso” clause of the 1905 Act (Section 5 (b) ) 
which allowed descriptive words to be registered, and mistakenly figured the ten- 
year user from the date of the application, August 1, 1906, rather than from 
February 20, 1905, which was required by the Act (Section 5 (b)). These dates 
certainly catch the eye in the view taken here as possibly of some significance. 

It is my conclusion that “graphic” is a descriptive word and not a technical 
trade-mark ; that it was not, under the circumstances, properly registrable under 
the 1905 Act, and the remedies and advantages afforded a registrant by this Act 
are not available to the plaintiff. Whatever rights the plaintiff has must be found 
in the common law. 

The conclusion that the 1905 Act does not apply makes it unnecessary to con- 
sider at length the question as to whether the defendants “. . . . shall have used, 
such reproduction, . . . . in commerce among the several States... .” (Sec- 
tion 16 of the 1905 Act, 15 U. S. C. A., Section 96). It is very doubtful that 
these defendants could be found using any copies or colorable imitations of “Graphic” 
in interstate commerce. They sold no goods or merchandise in interstate com- 
merce. A few of their letterheads and a label found their way across state lines 
in some correspondence of the defendants, but it is doubtful that it could be 
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determined they were engaged in interstate commerce to any such extent as would 
make applicable Section 16 of the 1905 Act. 

The plaintiff, to sustain its right to relief at common law, argues that even if 
it is not a common-law trade-mark the term “Graphic” by the year 1939, when 
the defendants began using the firm name of “Graphic Photo Service,” had acquired 
a secondary meaning and that their rights at common law have been infringed by 
the unfair trade practices of the defendants. The necessary jurisdictional require- 
ments as to diversity and amount seem to be present and we shall now inquire into 
this aspect. 

We shall understand better how to resolve this question if we first look at 
the applicable law. 

It is the law of Massachusetts that where a descriptive epithet has a second- 
ary meaning the use of the word cannot be absolutely prohibited but it may be 
restrained unless accompanied by sufficient explanation or precautions to prevent 
confusion with the goods of the original manufacturer or vendor. American Walt- 
ham Watch Co. v. United States Watch Co., 173 Mass. 85; Cohen v. Nagle, et al., 
190 Mass. 4; C. A. Briggs Co. v. National Wafer Co., supra. Where a secondary 
meaning for a word or sign has been acquired in a business, it is incumbent on 
one coming into the same business later, if he uses the word, to distinguish his own 
wares from those of the manufacturer earlier in the field. American Waltham 
Watch Co. v. United States Watch Co., supra, p. 87; Nims, op. cit., c. IV, Sec. 37, 
p. 107. He must take reasonable precautions to prevent the name from deceitfully 
diverting the original manufacturer’s customers. 

If the word “graphic” as used by the plaintiff has retained its primary or 
common meaning, there may be an absence of unfair competition if all efforts to 
mislead the public are avoided. Cohen v. Nagle, et al., supra, p. 8. The law 
applicable in the event a later manufacturer uses a word that has retained its 
primary sense is stated in terms in the case of C. A. Briggs Co. v. National Wafer 
Co., supra, p. 104, where the court said: “and its use even in its primary meaning 
will be so limited as to prevent the working of a probable deception by passing off 
the goods of one maker as those of another.” 

With these principles of law clearly in mind, let us now determine whether 
“Graphic” had acquired a secondary meaning. This involves a question of fact 
and the burden is upon the plaintiff to prove it. 

It is true that the plaintiff has been, for more than forty years before this suit, 
distributing advertising for the purpose of acquainting the purchasing public with 
its goods. About 50 percent of the advertising of the plaintiff “plugged” the word 
“Graphic” and the other half was devoted to its trade-mark “Graflex.” “Graphic” 
cameras were, without question, well known to dealers for their excellent work- 
manship and quality, but the real question involved is what did the purchasing public 
know about “Graphic” cameras, supplies, and accessories. What the plaintiff 
must show in this connection is “that the primary significance of the term in the 
minds of the consuming public is not the product but the producer.” Kellogg Co. 
v. National Biscuit Co., 305 U. S. 111, 118. It must show that the goods in con- 
nection with which the trade-name is used are the goods manufactured by it. Arm- 
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strong Paint & Varnish Works Co. v. Nu-Enamel Corp., et al., 305 U. S. 315, 335. 
As Nims, op. cit., Supra, c. VIII, p. 296, states, quoting Cutler on “Passing Off,” 
p. 48, “Universality of recognition, therefore, is not required. What is required 
is that a substantial section of the purchasing public should be proved to identify 
the trade-name of the plaintiff's goods, and that this should be true of the district 
in which the defendants’ trade is done.” 

To prove that a substantial section of the purchasing public has associated 
“Graphic” cameras with it, the plaintiff introduced, in addition to its advertising 
efforts, five witnesses. The first was a vice-president of the plaintiff in charge of 
sales and advertising. The second, a member of the staff of the American Photo- 
graphic Publishing Company, an amateur photographer who was presented as an 
expert, presumably with the knowledge of the mind of the purchasing public with 
respect to cameras, testified that a “Graphic” camera to him, individually, meant a 
camera manufactured by the plaintiff. This court refused to allow him to testify 
as an expert as to the state of mind of the purchasing public because that was a 
question of fact for the court to decide and not a subject of expert testimony. It 
also appeared that the publication this man represented carried advertising of the 
plaintiff. He could not, any more than the other witnesses, be said to be a disin- 
terested witness. One small dealer testified that “Graphic” meant the plaintiff. 
The next witness was an engineer at times employed by the plaintiff as a consultant ; 
and the last witness was an office associate of plaintiff's counsel. Of course, as 
was expected, the vice-president of the plaintiff company, the engineer and the 
associate of plaintiff’s counsel, testified that the term “Graphic” camera meant the 
plaintiff, or its predecessors. This evidence did not impress me on the issue 
involved. No witness representing the purchasing public was presented. The 
situation was left very much weaker for the plaintiff than it was in the case of 
Steem-Electric Corp. v. Herzfeld-Phillipson Co., et al., 118 F. 2d 122, 124, 125. 
From the evidence adduced here by the plaintiff, the best it has done is to show 
that “Graphic” as applied to cameras is associated with the product and not the 
producer. From the insufficient evidence presented, it would be difficult to deter- 
mine that a substantial section of the purchasing public heard of the plaintiff in 
connection with “Graphic” cameras. It is my conclusion that if the word “Graphic” 
has really acquired a secondary meaning, the plaintiff has failed to sustain the burden 
of proving that fact in this case. Consequently, there could not be any exclusive 
appropriation of the word by the plaintiff in the sale of its cameras and supplies 
so that the defendants were compelled, to escape being enjoined from its mere 
use in their own trade-name, to take precautions to distinguish their business from 
the plaintiff’s. 

The question now remains as to whether the defendants were guilty of unfair 
competition in any other respect. Applying the Massachusetts law quoted above 
with respect to unfair competition in the use of words of primary or original mean- 
ing, I conclude they were not. The defendants did not deliberately “palm off” their 
goods as the goods of the plaintiff. No fraud was practiced upon the purchasing 
public by the mere use of the word by the defendants, nor was there any direct evi- 
dence or facts from which it could be inferred that the public was misled in any 
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way by the defendants in the use of the word “graphic.” (Cf. New England Awl 
& Needle Co. v. Marlborough Awl & Needle Co., 168 Mass. 154, 156.) In fact 
the evidence showed that the defendants, except in two instances, did not deal in 
cameras in the price range of those of the plaintiff. There was no passing off. The 
defendants in fact were hardly even competitors of the plaintiff. 

Judgment will be entered for the defendants, with costs. 


BURROUGHS WELLCOME & CO. (U.S. A.) INC. v. JOHNSON 
WHOLESALE PERFUME CO., INC. 


Connecticut Supreme Court of Errors 


February 17, 1942 


UNFAIR COMPETITION—FaAIR TRADE AcT—STATE STATUTES—CONNECTICUT—INJUNCTION— 
APPEAL. 

The sale of plaintiff’s trade-marked products by defendant at prices less than those estab- 
lished by plaintiff in contracts with other dealers under the State Fair Trade Act, held unfair 
competition and rightly enjoined. Plaintiff’s refusal to sell its products to defendant, as it 
did to all stores of the type, did not affect the situation, in as much as defendant was able at 
all times to obtain plaintiff’s products from wholesale distributors at the same prices paid 
by other retailers. 


In equity. Action for unfair competition under the Connecticut Fair Trade Act. 
From a judgment for plaintiff, defendant appeals. No error. 


Herman M. Levy and Burton N. Levey, for the appellant. 
William F. Weber, New York, N. Y., with whom was Cornelius D. Shea, for the 
appellee. 


AVERY, Justice : 


This action was brought by the plaintiff under the Fair Trade Act of this state, 
Cum. Sup. 1939, § 92le, seeking an injunction and damages. It bases its cause of 
action on subsection (f) of the act, which reads as follows: “Wilfully and know- 
ingly advertising, offering for sale or selling any commodity at less than the price 
stipulated in any contract entered into pursuant to the provisions of this chapter, 
whether the person so advertising, offering for sale or selling is or is not a party 
to such contract, is unfair competition and is actionable at the suit of any person 
damaged thereby.” The trial court rendered judgment for the plaintiff. 

The facts as stated in the finding, with such corrections as we make, are as 
follows: The plaintiff is engaged in the production, distribution and sale of various 
drugs, medicinal and toilet products bearing its registered trade-marks, brands 
and name, “Burroughs-Wellcome & Co. (U. S. A.) Inc.,” and is the sole owner 
of the right to use the trade-marks identifying its products and preparations, which 
are articles of standard quality, sold throughout the state in fair and open com- 
petition with products of the same general class produced and sold by others. The 
defendant carries on a wholesale business in which it manufactures and sells cos- 
metics and sundry articles to retail stores, and it also operates a chain of retail 
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stores in Connecticut where such articles are sold. One store operated by the 
defendant has a prescription department. Other stores of the defendant are in 
competition with stores selling similar goods, except as regards compounding pre- 
scriptions and the sale of narcotics and the like for which a special license is re- 
quired. The defendant in its wholesale department does not possess proper federal 
and state licenses, particularly narcotic licenses necessary to handle and distribute 
many of the plaintiff's products, but in other respects it is in competition with the 
wholesale dealers handling the plaintiff’s goods in the state. The plaintiff sells only 
to certain designated wholesalers in this state. It does not make sales in this state 
directly to any retail distributors. It does sell directly to certain national chain drug 
organizations having retail outlets in this state, but all sales to such organizations 
are wholly consummated without the state. The defendant could and did purchase 
from the plaintiff’s wholesalers in Connecticut on the same basis and at the same 
prices as other retailers similarly situated, and has at all times been able to obtain 
its adequate requirements from recognized wholesale distributors of the plaintiff 
located in this state within a reasonable time. The plaintiff declines to sell to the 
defendant either as a wholesaler or retailer and does not sell directly in Connecticut 
to any stores of the type maintained by the defendant. The plaintiff’s refusal to 
sell its products to the defendant is in accordance with its general selling policy 
and has not been actuated by bad faith. The price at which the plaintiff sells to 
all wholesalers, including those which sell at retail in connection with their whole- 
sale business, is the last price less 3314, 15 and 5 percent ; the price charged retailers 
purchasing from wholesalers is the list price less 3314 and 5 percent; hospitals and 
charitable and governmental institutions are given the same rate as wholesalers; 
the sales by the plaintiff to chain store operators are at the same rate as those by 
wholesalers to retailers. The defendant’s retail chain stores buy at the same prices 
and under the same conditions as other retail distributors in this state with whom 
they are in direct competition. The sale of the plaintiff’s products is not charged 
with a public use and benefit. The plaintiff has entered into numerous contracts 
with many retailers throughout the state providing that the latter will not sell or 
advertise to sell the plaintiff’s trade-marked products at prices less than the minimum 
prices specified in the contracts. These retail dealers buy the plaintiff’s products 
through its recognized wholesalers and distributors in Connecticut. The defendant 
received notice from the plaintiff that it was operating, and had executed such con- 
tracts, under the Fair Trade Act, but the plaintiff refused to sell directly to the 
defendant. The defendant, with knowledge of the existence of these contracts, 
purchased, for the purpose of reselling, various of the plaintiff’s products bearing 
its descriptive trade-marks and brands, and advertised and sold at retail these 
products below the prices set forth in the contracts entered into by the plaintiff with 
its retail distributors in this state. Such sales did and will adversely affect the 
plaintiff’s business and caused the plaintiff to lose sales. Upon these facts, the trial 
court rendered judgment enjoining the defendant from selling any of the plaintiff's 
trade-marked products bearing its registered trade-marks, brands and names at less 
than the prices stipulated in the plaintiff’s fair trade contracts, from which the 
defendant has appealed. 
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The Connecticut statute is not essentially different from that of Illinois, the 
constitutionality of which was sustained in Old Dearborn Distributing Co. v. 
Seagram-Distillers Corporation, 299 U. S. 183, 194, 57 Sup. Ct. 139 [27 T.-M. 
Rep. 3]. See Carroll v. Schwartz, 127 Conn. 126, 130, 14 Atl. (2d) 754. This the 
defendant concedes. It contends, however, that if a producer who takes advantage 
of the statute sells to certain customers but refuses to sell to others doing a like 
business, it is enabled to discriminate between them in a way which violates con- 
stitutional guarantees, and that, therefore, the statute in so far as it permits this 
to be done is unconstitutional Related to this contention and subject to the same 
answer is the claim of the defendant that, because the plaintiff refused to sell directly 
to the defendant, the plaintiff comes into court with unclean hands and is, therefore, 
not entitled to injunctive relief. A “trader or manufacturer, . . . carries on an 
entirely private business, and can sell to whom he pleases.”” United States v. Trans- 
Missouri Freight Assn., 166 U. S. 290, 320, 17 Sup. Ct. 540; United States v. Colgate 
& Co., 250 U. S. 300, 307, 39 Sup. Ct. 465 [9 T.-M. Rep. 229] ; Great Atlantic & 
Pacific Tea Co. v. Cream of Wheat Co., 227 Fed. 46, 48, 141 C. C. A. 594 [5 T.-M. 
Rep. 469] ; McCune v. Norwich City Gas Co., 30 Conn. 521, 524. All that the 
plaintiff refuses to do in this case is to sell directly to the defendant. It asks that 
the defendant, if it uses the plaintiff's good-will to make sales, be forced to maintain 
the retail prices maintained by other retail dealers for the plaintiff's trade-marked 
products. It does not attempt to prevent the defendant from obtaining the plaintiff’s 
products, and the finding shows that the defendant does in fact get them and resells 
them. The plaintiff is simply requiring that, if the defendant desires to obtain 
its products for purposes of resale, it obtain them through the plaintiff’s wholesale 
distributors. Whenever a producer designates a certain person or persons as sole 
distributor or distributors of its goods in a certain area, other persons desiring to 
buy them for resale are not usually as well situated as they would be if they could 
buy directly from the producer, but this does not constitute any violation of their 
rights. The fact that the act permits the producer to fix the minimum price at 
which its goods will be sold by all who purchase them, either directly from it or from 
wholesalers to whom it sells them, does not essentially change the situation. The 
statute is not unconstitutional on the ground suggested, nor is the plaintiff guilty of 
inequitable conduct barring it from relief under the act because it refuses to sell 
directly to the defendant. 

There is no merit in the defendant’s further claim that the statute is uncon- 
stitutional as applied in such a case as this because it enables one seller of the goods 
to fix the price at which another may sell them. It is the producer who fixes the 
minimum price, not a person who purchases from him and then sells to another. 
Old Dearborn Distributing Co. v. Seagram Distillers Corporation, supra, 194; 
Lilly & Co. v. Saunders, 216 N. C. 163, 167, 4 S. E. (2d) 528. 

The defendant claims that the statute is a nullity because it provides that “no 
contract relating to the sale or resale of a commodity ... . shall be construed to 
violate any provision of the general statutes by reason of any of the following 
provisions which may be contained in such contract.” The defendant’s claim is 
that all other fair trade acts use the phrase “‘any law of the state”; and in as much 
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as our Fair Trade Act refers only to “any provision of the general statutes,” con- 
tracts under the Fair Trade Act are not removed from any ban of the common law. 
This reasoning is fallacious. Even if it be conceded that the common law of this 
state would prohibit such contracts, it was not necessary for the legislature to state 
expressly that the Fair Trade Act was in derogation of the common law. The 
statute would in any event control. In addition, there is in this state a statute, 
General Statutes, § 6352, making it illegal to fix prices “for ice, coal or any other 
necessity of life.” Quite possibly the legislature had this statute in mind in the 
language of the Fair Trade Act referred to. 

The defendant claims that the plaintiff is debarred of remedy because it has 
abandoned its price schedule. The intent of the act is to enable a producer or 
distributor of an article within its purview to fix the minimum price at which the 
article shall be sold to consumers and it does not purport to determine the terms 
upon which the producer or distributor may sell the article to those who ultimately 
dispose of it to the consumer, but that is left open to free bargaining between the 
producer or distributor and those who purchase from it or its wholesalers. The 
plaintiff gave the discounts from its list prices allowed to wholesalers to wholesalers 
who sold also at retail, but this is not forbidden by the act nor otherwise illegal. 
Certainly, there was nothing wrong in its giving to chain store operators the same 
discounts which they would have received had they bought from wholesalers 
handling the plaintiff’s goods. It is true that in its price schedule it stated that the 
minimum prices it established did not apply to sales to physicians, dentists, veterina- 
rians, clinics, hospitals and charitable institutions. This exception was one which 
extended to sales by all retailers, so that all were treated alike. It may well be 
that a producer or distributor who permits a certain retailer or certain retailers to 
sell at prices below the minimum fixed in its schedule, or who permits exceptions 
to be made so generally or under such indefinite terms that its schedule ceases to 
maintain prices on a substantially uniform basis, would not be complying with the 
act. But a reasonable exception such as that provided in the plaintiff’s price 
schedule, which it is open to any retailer to make, does not destroy the validity of 
the schedule. Schill v. Remington Putnam Book Co., — Md. —, 17 Atl. (2d) 
175, 181; Burroughs Wellcome & Co. v. Weissbard, 129 N. J. Eq. 563, 20 Atl. 
(2d) 445, affirmed, — N. J. Eq. —. 

As to the claim that the plaintiff, in refusing to sell to the defendant directly, 
violated the so-called Robinson-Patman Act, 15 U. S. C. A., § 13, it is to be noted 
that the statute itself in the section relied upon by the defendant states that it shall 
not “prevent persons engaged in selling goods, wares, or merchandise in commerce 
from selecting their own customers in bona fide transactions and not in restraint 
of trade.” The act forbids discriminations in price between different purchasers 
“where the effect . . . . may be substantially to lessen competition or tend to create 
a monopoly in any line of commerce, or to injure, destroy, or prevent competition 
with any person who either grants or knowingly receives the benefit of such dis- 
crimination, or with customers of either of them.” The act applies to discrimination 
which “injures competition or affects the stream of commerce.” Great Atlantic & 
Pacific Tea Co. v. Federal Trade Commission, 106 Fed. (2d) 667, 677. The only 
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discrimination that is apparent here is that the plaintiff gives to wholesalers who 
also retail its goods the same discount it gives to those who do only a wholesale 
business, while the defendant, also a wholesaler and retailer, can buy the goods 
only from a wholesaler, getting the discounts granted retailers. But there is no 
finding that this in any way injures competition or affects the flow of commerce. 
Indeed, the contrary fairly appears, because the trial court has found that the 
defendant has at all times been able within a reasonable time to obtain from whole- 
salers an adequate supply of plaintiff’s goods. 

The defendant makes the claim that the plaintiff is not entitled to injunctive 
relief because only slight monetary damage has been shown and that the damage 
was not irreparable but was compensatory at law. “Whether damages are to be 
viewed by a court of equity as ‘irreparable’ or not depends more upon the nature 
of the right which is injuriously affected than upon the pecuniary measure of the 
loss suffered.” Robertson v. Lewie, 77 Conn. 345, 346, 59 Atl. 409; Danbury & 
Norwalk R. R. Co. v. Town of Norwalk, 37 Conn. 109, 120; Sisters of St. Joseph 
Corporation v. Atlas Sand, G. & S. Co., 120 Conn. 168, 176, 180 Atl. 303. The 
basis for injunctive relief in such a case as this is not past violations but threatened 
future ones. “An injunction may issue to prevent future wrong, although no right 
has yet been violated.” Swift & Co. v. United States, 276 U. S. 311, 326, 48 Sup. 
Ct. 311; Miles Laboratories, Inc. v. Seignious, 30 Fed. Sup. 549, 554; Powell v. 
Valentine, 106 Kan. 645, 647, 189 Pac. 163; Hecker H-O Co., Inc. v. Holland Food 
Corporation, 36 Fed. (2d) 767, 768 [20 T.-M. Rep. 1]. 

There is no error. 

In this opinion the other judges concurred. 


THE COCA-COLA COMPANY v. NEHI CORPORATION 
Delaware Court of Chancery 


Rehearing Denied May, 1942 


In equity. Action for trade-mark infringement and unfair competition. Decree 
for defendant. On petition for rehearing. Rehearing denied. For the Court’s 
decision, see 31 T.-M. Rep. 214. 


Note.—The following changes in the text of the above-cited decision were made by Chan- 
cellor Harrington in denying petition for rehearing : 


Page 219, next to last paragraph, omit the words “in this case.” 

Page 224, last paragraph, line 3, add “Chero-Cola” after “trade-name.” Same paragraph, 
third sentence, change to read “This contract did not prohibit the use of the word ‘Cola’ in any 
trade-name not confusingly similar to ‘Coca-Cola.’ ” 

Page 227, line 9, change “facts” to “factors.” 
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SCHENNE v. BENSON 
(33 N. Y. S. 2d 931) 


New York Supreme Court, Erie County 


March 27, 1942 


UNFAIR COMPETITION—TRADE-NAMES—“DoGc Bar” Aas RESTAURANT TITLE—APPLICATION OF 
§ 964 New York Pena Law. 


Petitioner on April 3, 1941, purchased from defendant a hotel business located in West 
Falls, N. Y., together with right to use the names “Dog” and “Dog Bar” used in connection 
therewith. In an action to restrain defendant, under § 964 New York Penal Law, from the 
use of the term “Dog Club” in connection with a bar, restaurant and club operated by him in 
the city of Buffalo, seventeen miles from West Falls, held that, it appearing unlikely that 
people could be deceived or misled by such use, the motion should be denied without prejudice. 


In equity. Action for alleged unfair competition brought under Section 964 of 
the New York Penal Law to restrain the use of a trade-name. Motion denied. 


Harry Lipsitz, of Buffalo, N. Y. (Michael Catalano, of Buffalo, N. Y., of counsel), 
for petitioner. 


Joseph May, of Buffalo, N. Y., for defendant. 


PIPER, Justice: 


Motion for an order pursuant to § 964 of the Penal Law enjoining the defendant 
from continuing the business of a bar, restaurant and club, under any name in which 
the word “Dog” is assumed, adopted or used, etc. 

The petitioner sets forth in his petition that on April 3, 1941, he entered into an 
agreement with the defendant and defendant’s wife under which the defendant and 
his wife sold to the petitioner a business known as “Hotel West Falls” located at 
West Falls, New York, “said business consisting of the good-will, the registered 
name known as ‘Dog Bar,’ all the equipment and trade fixtures in said premises,” 
etc.; that on May 1, 1941, petitioner took possession of said business and has con- 
tinued in said business ever since; that the name “Dog” or “Dog Bar” has been 
identified with said business for some time as is evidenced by the fact that the 
defendant and his wife filed a certificate of conducting a business known as the 
“Dog Bar” and also “West Falls Hotel” in the Erie County clerk’s office on May 11, 
1939, which certificate was dated September 3, 1938; that on April 4, 1941, peti- 
tioner filed a certificate in the Erie County clerk’s office stating his intention to 
carry on the business known as “Hotel West Falls” and “Dog Bar” as successors 
in interest to the defendant and his wife. That on April 10, 1941, the defendant 
filed a certificate of intention to conduct a business in the city of Buffalo known 
as “The Dog Club Restaurant”; that in connection with advertising of his said 
business, the petitioner has used the words “Dog Bar” since he took possession of 
said business on or about May 1, 1941; that in the month of November, 1941, the 
defendant opened a bar, restaurant and club known as “The Dog Club” at 91 Niagara 
Street in the city of Buffalo; that in front of the premises are two large cast iron 
dogs and that the decorations inside the premises contain dogs as a part of the 
general scheme. That defendant distributes advertising matter in which he uses 
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the word “Dog” and that on Monday, December 1, 1941, in the Buffalo Courter 
Express there was an article describing the opening of the defendant’s business 
which contained the following words: “The Dog Club is the successor to the Dog 
Bar, which the Bensons operated in West Falls for 3% years.” 

Petitioner claims that the use of the word “Dog” in connection with defendant’s 
business, advertising, etc., constitutes a violation of § 964 of the Penal Law of the 
State of New York. This section provides that no person shall, with intent to 
deceive or mislead the public, assume or use as part of an assumed or trade-name 
for advertising purposes or for the purposes of trade, any name or a part of any 
name which may deceive or mislead the public as to the identity of such person or 
as to the connection of such person with any other person, firm or corporation. It 
further provides that a violation of this section shall be a misdemeanor. A civil 
remedy is also provided in these words: “Whenever there shall be an actual or 
threatened violation of this section, an application may be made to a court or justice 
having jurisdiction to issue an injunction, upon notice to the defendant of not less 
than five days, to enjoin and restrain said actual or threatened violation.” The 
section further provides that, if the court shall find that the defendant is in fact 
using such a name and such use may deceive or mislead the public, an injunction 
may be issued by the court restraining the violation without requiring proof that any 
person has in fact been deceived or misled. 

The Court of Appeals has held that this section permits the Special Term to 
entertain a proceeding instituted only by a notice of motion and a verified petition. 
Matter of Julius Restaurant v. Lombardi, 282 N. Y. 126, 25 N. E. 2d 874 [30 T.-M. 
Rep. 441]. The above case was sent back to Special Term to be determined on 
the merits and the opinion of the trial justice is reported in 174 Misc. 875, 22 
N. Y. S. 2d 16, 17. The court pointed out that the statute is penal in nature and 
therefore the civil remedy therein provided is dependent upon the establishment of 
a criminal intent on the part of the one accused of deception. The court further 
sets forth “that proof sufficient to justify a favorable decree must be of most con- 
vincing character, in fact applying the rule which obtains in criminal law proof 
beyond a reasonable doubt and not merely proof of a preponderant nature.” 

I have found only three other reported cases under this section. In Matter of 
Application of John J. Brennan, etc. v. Mahoney, et al., 165 Misc. 276, 300 N. Y. S. 
1295, a proceeding was brought to restrain the Board of Elections from placing the 
name “Trades Union Party” upon the ballot. The court held that this section had 
no application to a political contest where different parties pretend to represent a 
particular group and that the section was designed chiefly to cover commercial 
frauds and to reach deception involving property. 

In Matter of Pignatelli v. Pignatelli, 175 Misc. 139, 22 N. Y. S. 2d 348, 349, 
the petitioner sought to restrain the respondents from using the title “Prince 
Pignatelli.” Petitioner claimed that he was born a prince, while the respondent 
Pignatelli was only a commoner who pirated the title. The court held: “A reading 
of the statute under which this proceeding has been brought indicates clearly that 
its purpose is to protect the public from commercial frauds and unfair trade 
practices.” 
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In Club Iceland, Lid. v. Iceland Restaurant Corporation, —Misc. —, 29 
N. Y. S. 2d 913, 914, the, petitioner asked for an injunction restraining the defend- 
ant from continuing its business under any name in which “Iceland” was used. 
The petitioner conducted an ice-skating rink under the name “Iceland” and as an 
adjunct to the skating rink maintained a restaurant. The defendant conducted a 
restaurant in the same city—New York. The court held: “The mere similarity 
of name without proof that the assumption, adoption or use of the word ‘Iceland’ 
deceives or misleads the public will not warrant the granting of the relief contem- 
plated in the section of the Penal Law,” etc. 

Petitioner’s business is located at West Falls in the town of Aurora about seven- 
teen miles from the business conducted by the defendant. It is interesting to note 
that in the agreement made between the parties for the purchase and sale of the 
West Falls business, the sellers agreed not to enter into any similar business within 
a radius of fifteen miles of the Hotel West Falls for a period of five years unless 
by consent of the petitioner. The question presented to the court is whether or 
not the defendant is using the name “Dog” with intent to deceive or mislead the 
public as to his identity or as to his connection with the business formerly conducted 
by him at West Falls, which is now being conducted by the petitioner. If defend- 
ant’s new place of business was in close proximity to his former business, it might 
appear clear that such was his intention. Whether or not the similarity of name of 
a restaurant and bar conducted in the city of Buffalo would mislead the former 
patrons or prospective patrons of the West Falls business is not clear. It is true 
that the statute does not require proof that any person has in fact been deceived 
or misled. In order to find that the defendant has violated this section, it is neces- 
sary, however, to determine that the defendant intended to deceive or mislead the 
public. If from the facts presented to the court it appears unlikely that people could 
be deceived or misled, it seems improbable that an intent to deceive can be found. 
Due to the distance between the two places of business and the fact that one is 
conducted in a small hamlet in the country and the other in a downtown section of 
the city of Buffalo, and on the papers submitted to me, I cannot reach the conclusion 
that the public have been or will be deceived or misled. It is entirely possible that 
proof might be submitted on the trial of an action brought by the petitioner against 
the defendant to convince the court that the defendant should be enjoined from 
further use of the word “Dog.” On this application, however, I must decide the 
question on the moving papers and the defendant’s reply affidavits. As no action 
has been commenced, the only remedy the petitioner has in this proceeding is the 
one specified in § 964 of the Penal Law. I do not believe that the papers present 
facts sufficient to find the defendant guilty of a violation of this section. 

The motion is therefore denied without prejudice to the petitioner to bring any 
action he may be advised, either on the contract or in equity, to restrain the defend- 
ant from the use of the word “Dog” in the conduct or advertising of his business. 
No costs. 

Prepare and present order accordingly. 


SS 
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SEAGRAM DISTILLERS CORPORATION v. ACKERMAN 
(23 N. Y. S. 2d 937) 


New York Supreme Court, Appellate Division 
March 23, 1942 


UnFAIR COMPETITION—STATE Farr TRADE Acts, NEw YorK—SvUITS—PLEADING AND PRACTICE. 
In an action by a distiller against a retailer to enjoin the latter from violating a fair trade 
contract by selling plaintiff’s products below the minimum resale price established by the 
seller, the fact that distiller did not possess a license from the Alcoholic Beverage Control 
Board did not deprive it of a cause of action. 
UNFAIR COMPETITION—STATE Farr TRADE Act—SuIts—DEFENSES. 
The fact the plaintiff did not proceed against all violators of fair trade contracts entered 
into between it and its retailers held not to be a bar to granting an injunction against a 
single retailer from violating such contract. 


In equity. Action for unfair competition under the State Fair Trade Act. From 
a judgment dismissing the complaint, plaintiff appeals. Order reversed and injunc- 
tion granted. 


Before Lazansky, P. J., and CARSWELL, JOHNSTON, ADEL, and CLosE, J. J. 


Wm. J. Killoran, of New York City, for appellant. 
No appearance for respondent. 


MEMORANDUM BY THE Court: 


In an action to enjoin the defendant from violating a Fair Trade contract by 
selling plaintiff’s liquor products below the minimum retail re-sale price estab- 
lished by plaintiff, the complaint stated sufficient facts to constitute a cause of action, 
although it was not alleged therein that plaintiff possessed a license from the 
Alcoholic Beverage Control Board. The contract which is the basis of the com- 
plaint did not relate to any act on the plaintiff’s part for which a license was re- 
quired by the Alcoholic Beverage Control Board. The defendant’s contention that 
plaintiff pursued a discriminatory course of conduct in the enforcement of its fair 
trade contracts was sufficiently overcome by plaintiff’s replying affidavits, which 
negative any issue raised that plaintiff did not diligently proceed against retailers 
who violated the minimum retail re-sale price provisions of the contracts. That 
plaintiff did not proceed by legal action against all violators simultaneously is no 
bar to granting the relief sought. 

The order denying plaintiff's motion for a temporary injunction restraining 
defendant from advertising, selling or offering for sale any of plaintiff’s liquor 
products at prices below the minimum retail re-sale prices established by plaintiff 
pursuant to its contract with the defendant, is reversed on the law, with $10 costs 
and disbursements, and the motion is granted, with $10 costs. 
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THE PEPSODENT COMPANY v. KRAUSS COMPANY, LTD., anp 
INTERNATIONAL CELLUCOTTON PRODUCTS COMPANY v. 
KRAUSS COMPANY, LTD. 


Louisiana Supreme Court 
May 7, 1942 


UNFAIR COMPETITION—STATE STATUTES—LOUISIANA Farr TrADE LAW—INTERPRETATION. 
A contract which provides that the seller will not resell the trade-marked commodity at 


less than the minimum retail or resale price held to comply with the statutory requirements 
of the Louisiana Fair Trade Act. 


UnrFair CoMPETITION—LOUISIANA Fair TrapE Act—LEGALITY—APPEAL. 

The provision in the Louisiana Fair Trade Act that manufacturers of or dealers in a 
trade-marked product may maintain contracts with their retailers prohibiting the latter from 
selling such goods at less than a minimum price held not to be a price-fixing statute, but 
valid and a legitimate means of carrying out the purpose of the statute. The decision of the 
lower court dismissing the complaint was, accordingly, reversed. 


In equity. Action for alleged unfair competition under the Louisiana Fair 
Trade Law. Judgment for defendant and plaintiffs appeal. Reversed and re- 
manded. 


PONDER, Justice: 


In these consolidated proceedings the plaintiffs are seeking to enjoin the defend- 
ant from advertising for sale, selling or offering for sale, products which bear, or 
the labels or containers of which bear, the respective trade-marks of the plaintiffs 
at less than the minimum prices prescribed by plaintiffs, respectively, in contracts 
which they have made with other local retail dealers. 

The plaintiffs applied for preliminary injunctions in the Lower Court which 
were excepted to by the defendant on the ground that Act 13 of 1936, the Louisiana 
Fair Trade Act, is unconstitutional in that the statute violates Section 14 of 
Article XIX of the Constitution of 1921, as originally adopted and as amended and 
re-enacted, and on the alternative ground, in event the court should not hold the 
Fair Trade Statute unconstitutional, then, in that event, the petitions for the pre- 
liminary injunctions do not set forth a right or cause of action under the laws of 
the State of Louisiana. The exceptions were sustained, and the Lower Court gave 
judgment, dismissing the plaintiffs’ suits. The plaintiffs have appealed. 

The plaintiff, Pepsodent Company, is engaged in the business of producing, 
distributing and selling antiseptics, tooth paste, tooth powder, liquid dentifrices, 
and other commodities bearing, or the labels or containers of which bear, the trade- 
mark or name of the plaintiff, the exclusive property of the plaintiff, which are 
identified as having been manufactured and distributed by it. 

The plaintiff, International Cellucotton Products Company, is engaged in the 
business of distributing and selling sanitary napkins, facial tissues, and related 
commodities, all of standard quality and bearing, or the labels or containers of 
which bear, the trade-mark or name of the plaintiff, the exclusive property of the 
plaintiff, which are identified as having been manufactured and distributed by it. 
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Different plaintiffs are involved in these suits, but they are brought against the 
same defendant. While the petitions in the suits are not identical, yet they are to 
the same effect, viz., that the plaintiffs have entered into contracts, establishing 
minimum prices for the sale of their products in Louisiana with a large number of 
retailers, other than the defendant, pursuant to Act 13 of 1936, the Louisiana Fair 
Trade Act, and that due notice of the existence of such contracts was given to the 
defendant. It is alleged that the defendant wilfully and knowingly advertised and 
offered for sale at its retail store in New Orleans, Louisiana, products manufactured 
by the plaintiffs, and bearing their trade-marks, labels and names at prices less 
than those established in the plaintiffs’ contracts, all in violation of Section 2 of the 
Louisiana Fair Trade Act, which constitutes unfair competition on the part of the 
defendant and has caused irreparable damage and injury to the plaintiffs. These 
consolidated cases present two identical questions for our determination, namely, 
the first question is whether or not the Fair Trade Act of this State is violative of 
Section 14 of Article XIX of the Louisiana Constitution; and secondly, whether 
or not the contracts with the other retailers comply with the Fair Trade Act, in 
event it is held that the statute is not violative of the Constitution. 

We will first consider whether or not the plaintiffs’ contracts with other retail 
dealers comply with the Fair Trade Act. The defendant takes the position that 
Act 13 of 1936 does not legalize contracts containing provisions to the effect that 
the retailer will not sell “at a price less than the minimum retail or resale price,” 
but, on the contrary, it permits only contracts which provide that the buyer will 
not resell the commodity except at the exact price stipulated by the vendor. De- 
fendant relies, in support of its contention, on the cases of Mennen Company v. 
Krauss Company, 37 F. Supp. 161; Town of Lonoke v. Bransford, 141 Ark. 18, 
216 S. W. 38; and Brown v. Baker, 183 P. 89, 108 Wash. 161. 


The pertinent provisions of Act 13 of 1936, the Fair Trade Act of this State, 
are as follows: 


The Louisiana Fair Trade Act 


An act to protect trade-mark owners, distributors and the public against injurious and 
uneconomic practices in the distribution of articles of standard quality under a distinguished 
trade-mark, brand or name. 

Section 1. Be it enacted by the Legislature of Louisiana: That no contract relating 
to the sale or resale of a commodity which bears, or the label or content [container] of 
which bears, the trade-mark, brand, or name of the producer or owner of such com- 
modity and which is in fair and open competition with commodities of the same general 
class produced by others shall be deemed in violation of any law of the State of Louisiana 
by reason of any of the following provisions which may be contained in such contract: 

1. That the buyer will not resell such commodity except at the price stipulated by 
the vendor. 

2. That vendee or producer require in delivery to whom he may resell such commodity 
to agree that he will not, in turn, resell except at the price stipulated by such 
vendor or by such vendee. 

Such provisions in any contract shall be deemed to contain or imply conditions that 

such commodity may be resold without reference to such agreement in the following cases: 


1. In closing out the owner’s stock for the purpose of discontinuing delivering any 
such commodity. 
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2. When the goods are damaged or deteriorated in quality, and notice is given to the 

public thereof. 

3. By any officer acting under the orders of any court. 

Section 2. Wilfully and knowingly advertising, offering for sale or selling any com- 
modity at less than the price stipulated in any contract entered into pursuant to the pro- 
vision of Section 1 of this act, whether the person so advertising, offering for sale or 
selling is or is not a party to such contract, is unfair competition and is actionable at the 
suit of any person damaged thereby. 

Section 3. This act shall not apply to any contract or agreement between producers 
or between wholesalers or between retailers as to sale or resale prices. 

Section 4. The following terms, as used in this act, are hereby defined as follows: 

“Producer” means grower, baker, maker, manufacturer or publisher. 

“Commodity” means any subject of commerce. 


Section 5. If any provision of this act is declared unconstitutional it is the intent of 
the legislature that the remaining portions thereof shall not be affected but that such 
remaining portions remain in full force and effect. 

Section 6. This act may be known and cited as “Fair Trade Act.” 


In construing the statute involved herein, it is necessary to ascertain the legis- 
lative intent, and the reason which induced the legislature to enact it should be 
considered in determining its meaning. Gremillion v. La. Public Service Com- 
mission, 186 La. 295, 172 So. 163. Courts will construe a statute so as to accom- 
plish the purpose for which it was enacted and to give effect to the legislative will. 
Galloway v. Wyatt Metal & Boiler Works, 189 La. 837, 181 So. 187. In interpret- 
ing a part or section of an act, in dispute, the part or section should be interpreted 
with the rest of the act. Bradley v. Swift & Company—Balthazer v. Same, 167 La. 
249, 119 So. 37. 

The purpose of the act as stated in its title is “to protect trade-mark owners and 
the public against injurious and uneconomic practices in the distribution of articles 
of standard quality under a distinguished trade-mark, brand or name.” A careful 
reading of the act shows that its aim or purpose is to be effectuated or carried out 
by preventing price cutting. A reading of Section 1 of the statute, without taking 
into consideration its other provisions, might lead to the conclusion that the statute 
permits only contracts which provide for sales and resales at a fixed or exact price. 
However, when Section 1 is considered with the other sections of the statute, 
especially Section 2, in the light of its purpose or aim, the conclusion is inescapable 
that a minimum price is contemplated. If it were otherwise, some restriction 
would have been placed on sales at prices in excess of those stipulated in the con- 
tract. It is only the sales of commodities at prices less than those stipulated in the 
contract which are declared to be unfair competition and actionable at the suit of 
any person who may be damaged thereby. Since the statute precludes sales at 
prices less than those stipulated in the contract and places no restriction on sales at 
prices in excess of those stipulated, the statute is in effect establishing a minimum 
price. Our conclusion, therefore, is that a contract which provides that the seller 
will not resell the commodity at less than the minimum retail or resale price com- 
plies with the statutory requirements of the Louisiana Fair Trade Act. 

The Fair Trade Acts of at least fifteen other states have provisions, similar to 
those contained in the Louisiana Fair Trade Act, to the effect that the buyer will 
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not resell the commodity except at the price stipulated. In many of these states 
the courts have entertained contracts containing provisions that the buyer will not 
resell a commodity at less than the established minimum price, and they have 
upheld their validity. The question here presented was never raised in any of the 
cases, but it seems that it has been generally accepted that contracts containing such 
provisions meet the statutory requirements, for the reason that they have never 
been questioned in this respect. See: Joseph Pazen v. Silver Rod Stores, Inc., 
N. J. Chancery Ct. No. 129/557, March 4, 1941; Pinesbridge Farm, Inc. v. Bloom- 
ingdale Brothers, Inc., N. Y. Supreme Court, Westchester County, 105 N. Y. 
L. J. 1333, 1334, March 24, 1941 [31 T.-M. Rep. 143]; Elizabeth Arden Sales 
Corp. v. Johnson Wholesale Perfume Co., Inc., Mass. Superior Court in Equity, 
No. 52,590; Lentheric, Inc. v. F. W. Woolworth Co., Pennsylvania Ct. of Common 
Pleas, No. 4, June 19, 1939; Lentheric, Inc. v. F. W. Woolworth, California Supe- 
rior Ct., Los Angeles County; Bourjois Sales Corp. v. Abraham Dorfman, N. Y. 
Ct. of Appeal, 273 N. Y. 167, 7 N. E. 30; Carbon Corp. v. Wolf Drug Co., U. S. 
District Ct. for the District of N. J., Civil No. 1298, July 26, 1941; Hiram Walker, 
Inc. v. Goldman, etc., Wisconsin Circuit Ct., Milwaukee County, No. 159,595, 
April 1, 1938; Schenley Products Co., et al. v. Franklin Store Co., Ct. of Errors 
and Appeals of N. J., 124 N. J. Eq. 100, 199 Atl. 402, May 17, 1938; Carlton 
Sears, et al. v. Western Thrift Stores of Olympia, Inc., et al., Supreme Ct. of Wash- 
ington, September 12, 1941, No. 28,330, 116 P. (2) 756; Seagram-Distillers Corp. 
v. Old Dearborn Distributing Co., 2 N. E. (2) 940, 363 Ill. 610 [27 T.-M. Rep. 34] ; 
Joseph Triner Corp. v. McNeil, 363 Ill. 559, 2 N. E. (2) 929 [27 T.-M. Rep. 15]; 
Max Factor & Co., et al. v. Kunsman, 55 P. (2) 177, 5 Cal. (2) 446 [27 T.-M. 
Rep. 28] ; and Ely Lilly & Co. v. Saunders, 216 N. C. 163, 4 S. E. (2) 528. 

We cannot agree with the decision of the U. S. District Court for the Eastern 
District of Louisiana in the case of Mennen Company v. Krauss Company, supra, 
for the reason that the views expressed therein are contrary to those we entertain. 
The other two cases, Brown v. Baker and Town of Lonoke v. Bransford & Son, 
supra, cited by the defendant, wherein the phrases “stipulated price” and “minimum 
price” are defined, do not involve fair trade acts. In either of these cases was the 
court confronted with a situation in any way similar to that involved herein. 

The defendant’s attack on the Louisiana Fair Trade Act is based on the ground 
that the statute permits combinations in restraint of trade in violation of Section 14 
of Article XIX of the State Constitution. The defendant suggests that, prior to 
the incorporation of this provision, prohibiting combinations in restraint of trade, 
that the term “combinations in restraint of trade” in our Constitution, had a well- 
recognized meaning which prohibited the price-fixing device sought to be legalized 
by the Louisiana Fair Trade Act. It is pointed out that, contemporaneously with 
the adoption of the Sherman Anti-Trust Act by Congress, our legislature passed 
Act 86 of 1890, containing a provision similar to that contained in the Sherman 
Act to the effect that every contract or combination in restraint of trade was declared 
to be illegal. The defendant asserts that, according to the better view, price fixing, 
such as that purported to be sanctioned by the Louisiana Fair Trade Act, was, at the 
time of the first legislation on the subject matter, and is now considered to be in 





300 THIRTY-TWO TRADE MARK REPORTER 


restraint of trade and void at Common Law. It is claimed that this view was also 
entertained by the United States Supreme Court. The defendant cites the follow- 
ing cases: Dr. Miles Medical Company v. John D. Park & Sons Co., 220 U. S. 373, 
55 L. E. 502; Boston Store of Chicago v. American Graphone Co., 242 U. S. 8, 
62 L. E. 551; United States of America v. A. Shrader’s Sons, Inc., 252 U. S. 85, 
65 L. E. 471 [10 T.-M. Rep. 147]; Federal Trade Commission v. Beech-Nut 
Packing Co., 257 U. S. 441, 66 L. E. 307; United States v. Trenton Potteries Co., 
273 U. S. 392, 71 L. E. 700; and United States v. Socony-Vacuum Oil Co., 310 
U. S. 150, 221, 84 L. E. 1129, 1167. 

The defendant contends that it was the intention of the framers of the consti- 
tutional provision involved herein to prohibit transactions constituting combinations 
in restraint of trade as defined by the Common Law and Federal Statutes, as 
interpreted by the United States Supreme Court. 

The first legislation in this State against combinations in restraint of trade, 
Act 86 of 1890, was enacted during the same year that the Sherman Act was adopted 
by Congress. This statute, like the Sherman Act, declared every contract or com- 
bination in restraint of trade to be illegal. The first appearance of any provision 
in our Constitution touching this subject matter was Article 190 of the Constitution 
of 1913, wherein combinations in restraint of trade were prohibited. The framers 
of this constitutional provision did not, for some reason, extend the prohibition to 
contracts. Section 14 of Article XIX of the Constitution of 1921, as amended, 
prohibits combinations in restraint of trade, but no provision respecting contracts 
is contained therein. Undoubtedly, the framers of the Constitution had some 
reason for not including contracts in the prohibition against combinations in 
restraint of trade. We are aware of the fact that a contract may be used as an 
agency to effect or carry out a combination in restraint of trade, but we are not 
prepared to say that every contract that might have the effect of restraining trade 
would constitute a combination. Be that as it may, we rest our decision on a 
different ground. 

It is conceded that what are known as “horizontal or cross agreements,” agree- 
ments among competing producers, manufacturers, etc., establishing a minimum 
price at which they shall sell their similar commodities, are illegal. However, there 
was considerable conflict of authority at Common Law as to the validity of “‘vertical 

agreements,” that is, a contract between a producer, manufacturer, etc., and a 
reseller or retailer, establishing the minimum price of a commodity which bears 
the trade-mark, brand or name of the producer, such commodity being in fair and 
open competition with commodities of the same general class produced by others. 

Our research discloses that forty-five states have enacted fair trade statutes. 
In fact, all of the states except Texas, Missouri and Vermont have enacted such 
statutes. These statutes have been attacked on various and sundry grounds, con- 
stitutional and otherwise, and have been sustained uniformly by the courts of last 
resort as well as the inferior courts in the respective states, with the single exception 
of the Florida Fair Trade Act which was stricken down, because of a defective title, 
in the case of Bristol-Myers Co. v. Webb’s Cut Rate Drug Co., Inc., 88 So. 91. 
The following cases are some of the decisions illustrative of this fact: Seagram- 
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Distillers Corp. v. Old Dearborn Distributing Co., supra; Joseph Triner Corp. v. 
McNeil, supra; Max Factor & Co. et al. v. Kunsman, supra; Ely Lilly & Co., 
y. Saunders, supra; Goldsmith, etc. v. Mead Johnson & Co.,7 Atl. (2) 176; Johnson 
& Johnson v. Weissbard Bros., 191 Atl. 873; Bourjois Sales Corp. v. Dorfman, 
supra; Pro-Phy-Lac-Tic Brush Co. v. Vidgoff, Oregon Circuit Ct. for the County of 
Multnomah, Oct. 19, 1939; Weco Products Co. v. Reed Drug Co., 274 N. W. 426; 
Sears, et al. v. Western Thrift Stores of Olympia, Inc., et al., 116 P. ((2) 756; 
Fisher, Inc. v. Canfield, etc., et al., Colorado District Ct. for the City & County of 
Denver, No. A28837, Div. 2; Gray, Ltd. v. Johnson Wholesale Perfume Co., Inc., 
U. S. District Ct. for the District of Conn., No. 624 Civil, Aug. 7, 1941 ; Miles Labo- 
ratories, Inc. v. Seiginious, 30 Fed. Supp. 549; Miles Laboratories, Inc. v. Owl 
Drug Co., 295 N. W. 292. 


State fair trade statutes have been upheld by the Supreme Court of the United 
States in the following cases: Kunsman v. Max Factor & Co., 299 U. S. 198, 57 S. 
Ct. 147, 81 L. Ed. 122; Pep Boys, etc. v. Pyroil Sales Co., 299 U. S. 198, 57 S. Ct. 
147, 81 L. Ed. 122; Old Dearborn Distributing Co. v. Seagram-Distiller’s Corp., 299 
U. S. 183, 57 S. Ct. 139, 81 L. Ed. 109, 106 A. L. R. 1476 [27 T.-M. Rep. 3]. 

In the case of Old Dearborn Distributing Co. v. Seagram-Distiller’s Corp., supra, 
the Illinois Fair Trade Act, which is to the same effect as the Louisiana Fair Trade 
Act, was held not violative of the “equal protection” and “due process” clauses of the 
Federal Constitution. The reasoning of the Supreme Court of the United States in 
analyzing the Illinois Statute is so well founded that we are quoting pertinent ex- 
cerpts from the opinion, viz.: 


The Illinois statute constitutes a legislative recognition of a rule which had been 
accepted by many of the state courts as valid at common law. This rule was based upon 
the distinction found to exist between articles of trade put out by the manufacturer or 
producer under and identified by patent, copyright, trade-mark, brand, or similar device 
and articles of like character put out by others and not so identified. The same rule was 
followed for a time by some of the lower federal courts; but their decisions were upset 
by this court in a series of cases, of which Dr. Miles Medical Co. v. John D. Park & 
Sons Co., 220 U. S. 373, 55 L. Ed. 502, 31 S. Ct. 376, is an example. In that case this 
court held that a system of contracts between manufacturers and wholesale and retail 
merchants which sought to control the prices for sales by all such dealers by fixing the 
amount which the consumer should pay, amounted to an unlawful restraint of trade, 
invalid at common law and, so far as interstate commerce was affected, invalid under the 
Sherman Anti-Trust Act. . . . It is unnecessary to review the contrary state decisions. 
It is enough, for present purposes, to say that, generally speaking, they sustained contracts 
standardizing the price at which “identified” commodities subsequently might be sold, 
where the price standardization is primarily effected to protect the good-will created or 
enlarged by the identifying mark or brand. Where a manufacturer puts out an article 
of general production identified by a special trade-mark or brand, the result of an agree- 
ment fixing the subsequent sales price affects competition between the identified articles 
alone, leaving competition between articles so identified by a given manufacturer and all 
other articles of like kind to have full play. In other words, such restraint upon competi- 
tion as there may be is strictly limited to that portion of the entire product put out and 
plainly identified by a particular manufacturer or producer. The ground upon which 
the opposing view of this court proceeds is that such an agreement, nevertheless, consti- 
tutes an unlawful restraint of trade at common law and, in respect of interstate commerce, 
a violation of the Sherman Anti-Trust Act. A careful reading of the decisions discloses 
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no other ground. Following these decisions, bills were introduced in Congress from 
time to time authorizing standardization-of-price agreements in respect of identified goods, 
upon which extensive hearings were held by the appropriate congressional committees. 
These bills are in all essential respects like the Illinois act. The hearings disclose exhaus- 
tive legal briefs, and testimony and arguments for and against the economic value of the 
proposed laws. See, for example, Hearings before the Committee on Interstate and 
Foreign Commerce of the House of Representatives, on H. R. 13305 (63d Cong., 2d and 
3d Sess.) ; H. R. 13568 (64th Cong. Ist and 2d Sess.) ; compare Report of the Federal 
Trade Commission on Resale Price Maintenance, 70th Congress, 2d Sess., H. Docket 
No. 546.... 

In the second place, Section 2 does not deal with the restriction upon the sale of the 
commodity gua commodity, but with that restriction because the commodity is identified 
by the trade-mark, brand or name of the producer or owner. The essence of the statutory 
violation then consists not in the bare disposition of the commodity, but in a forbidden 
use of the trade-mark, brand or name in accomplishing such disposition. The primary 
aim of the law is to protect the property—namely, the good-will—of the producer, which 
he still owns. The price restriction is adopted as an appropriate means to that perfectly 
legitimate end, and not as an end in itself. Appellants here acquired the commodity in 
question with full knowledge of the then existing restriction in respect of price which the 
producer and wholesale dealer had imposed, and, of course, with presumptive if not actual 
knowledge of the law which authorized the restriction. Appellants were not obliged to 
buy; and their voluntary acquisition of the property with such knowledge carried with it, 
upon every principle of fair dealing, assent to the protective restriction, with consequent 
liability under Section 2 of the law by which such acquisition was conditioned. .. . 
We are here dealing not with a commodity alone, but with a commodity plus the brand 
or trade-mark which it bears as evidence of its origin and of the quality of the commodity 
for which the brand or trade-mark stands. Appellants own the commodity; they do not 
own the mark or the good-will that the mark symbolizes. And good will is property in 
a very real sense, injury to which, like injury to any other species of property, is a proper 
subject for legislation. Good-will is a valuable contributing aid to business—sometimes 
the most valuable contributing asset of the producer or distributor of commodities. And 
distinctive trade-marks, labels and brands are legitimate aids to the creation or enlarge- 
ment of such good-will. It is well settled that the proprietor of the good-will “is entitled 
to protection as against one who attempts to deprive him of the benefits resulting from 
the same, by using his labels and trade-mark without his consent and authority.” McLean 
v. Fleming, 96 U. S. 245, 252, 24 L. Ed. 928, 831. “Courts afford redress or relief upon 
the ground that a party has a valuable interest in the good-will of his trade or business, 
and in the trade-marks adopted to maintain and extend it.” Hanover Star Mill Co. v. 
Metcalf, 240 U. S. 403, 412, 60 L. Ed. 713, 717, 36 S. Ct. 357 [6 T.-M. Rep. 149]. The 
ownership of the good-will, we repeat, remains unchanged, notwithstanding the commodity 
has been parted with. Section 2 of the act does not prevent a purchaser of the com- 
modity bearing the mark from selling the commodity alone at any price he pleases. It 
interferes only when he sells with the aid of the good-will of the vendor; and it interferes 
then only to protect that good-will against injury. It proceeds upon the theory that the 
sale of identified goods at less than the price fixed by the owner of the mark or brand is 
an assault upon the good-will, and constitutes what the statute denominates “unfair com- 
petition.” See Liberty Warehouse Co. v. Burley Tobacco Growers’ Co-op. Marketing 
Asso., 276 U. S. 71, 91, 92, 96, 97, 72 L. Ed. 473, 480-483, 48 S. Ct. 291. There is nothing 
in the act to preclude the purchaser from removing the mark or brand from the com- 
modity—thus separating the physical property, which he owns, from the good-will, 
which is the property of another—and then selling the commodity at his own price, 
provided he can do so without utilizing the good-will of the latter as an aid to that end. 
There is a great body of fact and opinion tending to show that price cutting by retail 
dealers is not only injurious to the good-will and business of the producer and distributor 
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of identified goods, but injurious to the general public as well. The evidence to that 
effect is voluminous; but it would serve no useful purpose to review the evidence or to 
enlarge further upon the subject. True, there is evidence, opinion and argument to the 
contrary; but it does not concern us to determine where the weight lies. We need say 
no more than that the question may be regarded as fairly open to differences of opinion. 
The legislation here in question proceeds upon the former and not the latter view; and 
the legislative determination in that respect, in the circumstances here disclosed, is con- 
clusive so far as this court is concerned. Where the question of what the facts establish 
is a fairly debatable one, we accept and carry into effect the opinion of the legislature. 
Radice v. N. Y., 264 U. S. 292, 294, 68 L. Ed. 690, 694, 44 S. Ct. 325; Zahn v. Board of 
Public Works, 274 U. S. 325, 328, 71 L. Ed. 1074, 1076, 47 S. Ct. 594, and cases cited.” 


The state courts have generally accepted the rule established by the fair trade 
acts, recognizing vertical contracts of the nature involved herein. Some of the state 
courts have entertained the view that agreements of this nature do not restrain trade, 
but, to the contrary, promote trade by the elimination of unfair price cutting. Al- 
most all of the courts are of the view, as will be disclosed by a reading of the above 
quoted decisions, that an economic question is involved, and statutes of this nature 
are a legitimate exercise of the police power. The Legislature is vested with a wide 
discretion in determining what the public interest requires and what measures are 
necessary to protect that interest. Even in cases where there is a dispute as to 
whether or not an economic question is involved, and the Legislature has acted in 
respect thereto, the courts will not disturb this exercise of a legislative function. 
Carlton Sears, et al. v. Western Thrift Stores of Olympia, Inc., 116 P. (2) 756; 
Old Dearborn D. Co. v. Seagram-Distil. Corp., supra. 


It is not, perhaps, for us to say whether the means adopted to accomplish this purpose 
are the best and most efficient, and the least injurious to private interests. These are 
matters of legislative determination. It is sufficient, for judicial satisfaction, if the means 
are appropriate to the end, will operate toward its accomplishment, so intended in good 
faith, and are not unwarrantably and unnecessarily oppressive. State v. Schlemmer, 
42 La. Ann. 1166, 8 So. 307. 

The police power is no longer limited to measures designed to protect life, safety, 
health, and morals of the citizens, but extends to measures designed to promote the public 
convenience and the general prosperity (People, ex rel. v. Associated Oil Co., supra; 
Chicago, B. & Q. Ry. Co. v. Ill., 200 U. S. 561, 26 S. Ct. 341), and includes economic 
measures regulating competition (Northern Securities Co. v. U. S., 193 U. S. 197, 24 
S. Ct. 436, 48 L. Ed. 679; Nebbi v. N. Y., 291 U. S. 502, 54 S. Ct. 505. Max Factor 
& Co. v. Kunsman, 55 P. (2d) 177, 184. 

The power of the State to promote the general welfare, to protect the health and morals 
of the people generally, is inherent in government. To that end, the State may regulate 
any business affected with a public interest. Bd. of Barber Ex. of La. v. Parker, 190 La. 
214, 182 So. 485, 491. 


The constitutional provision prohibiting combinations in restraint of trade was 
never intended to operate as a restriction upon the Legislature in the exercise of its 
police power. There is nothing contained therein to indicate such an intention. Sec- 
tion 18 of Article XIX of our Constitution provides that the exercise of the police 
power shall never be abridged. 

From a mere reading of the decisions of the state courts, referred to herein, it is 
apparent that the doctrine laid down in the Dr. Miles case has never been generally 





304 THIRTY-TWO TRADE-MARK REPORTER 


accepted by the state courts. In some instances, it is expressly disapproved, and in 
others, it is distinguished. It is interesting to note that Congress did not approve of 
this rule, as will be seen in the above quoted excerpts in the Old Dearborn case. The 
Old Dearborn case was handed down in 1936. As will be seen, various bills were in- 
troduced in Congress prior to that time in an endeavor to relax the rule adopted in 
the Dr. Miles case. In 1937, the Sherman Act was amended by the Miller-Tydings 
Act. The pertinent part of the Miller-Tydings Act reads as follows: 
.... Provided: That nothing herein contained shall render illegal, contracts or agree- 
ments prescribing minimum prices for the resale of a commodity which bears, or the label 
or container of which bears, the trade-mark, brand, or name of the producer or dis- 
tributor of such commodity and which is in free and open competition with commodities 
of the same general class produced or distributed by others, when contracts or agreements 
of that description are lawful as applied to intrastate transactions, under any statute, law 
or public policy now or hereafter in effect in any state, territory, or the District of 
Columbia in which such resale is to be made, or to which the commodity is to be trans- 


ported for such resale... . 

It will be noted that the wording of the Sherman Act was not changed by the 
Tydings Act, but it was provided that nothing contained therein should render il- 
legal vertical agreements of the nature involved herein. The Tydings Act appears 
to be more of a legislative interpretation of the Sherman Act than what is strictly 
regarded as an amendment. Moreover, from a reading of the Miller-Tydings Act, 
it will be seen that Congress recognized the right of the states, in the exercise of their 
police power, to enact statutes of the nature involved in the present case. 

It is not necessary for us to discuss any of the other authorities cited by the de- 
fendant except the case of United States v. Socony-Vacuum Oil Co., 310 U. S. 150, 
221, for the reason that they have followed the same rule as that laid down in the 
Dr. Miles case. We have discussed the rule enunciated in the Dr. Miles case and 
have decided that it is not applicable. The defendant seems to rely on the Socony 
case as an authority that price fixing agreements are illegal per se. The statute in- 
volved herein, as we have pointed out above, is not a price fixing statute. The price 
restriction provision is merely the means adopted to carry out the legitimate purpose 
of the statute. 

For the reasons assigned, the judgment of the Lower Court is reversed and set 
aside, the exceptions overruled, and the consolidated cases are remanded to be pro- 
ceeded with consistent with the views herein contained. 


AMERICAN PHOTOGRAPHIC PUBLISHING CO. v. ZIFF-DAVIS 
PUBLISHING CO. 


United States Court of Customs and Patent Appeals 
April 27, 1942 
Cancellation No. 3213 


TRADE-MARKS—CANCELLATION—“POPULAR PHOTOGRAPHY” AS MAGAZINE TITLE—USE ON 
MASTHEAD ONLY—ABANDONMENT. 

Where appellant began in 1912 to publish a magazine called “Popular Photography,” but 

in 1916 mers ed same with its “American Photography,” which latter name then became the 
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sole name of the publication, the words “Popular Photography,” together with the names of 
twelve other discontinued publications appearing only on the masthead, held that such use 
on the masthead was not a trade-mark use, and that the mark had been abandoned by appellant. 


On appeal from a decision of the Commissioner of Patents affirming that of the 
Examiner of Interferences dismissing a petition for the cancellation of a trade- 
mark. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 30. 


Israel Gorovitz, of Boston, Mass., for appellant. 
Joseph H. Milans and Calvin H. Milans, both of Washington, D. C., Roy W. Hill, 
Bailey Stanton, and S. J. Stanton, all of Chicago, IIl., for appellee. 


JACKSON, Judge: 


This is an appeal, in a trade-mark cancellation proceeding, from a decision of 
the Commissioner of Patents affirming that of the Examiner of Interferences dis- 
missing appellant’s petition for cancellation of the registration of appellee’s trade- 
mark “Popular Photography Including Amateur Cinematography.” 

The proceeding was brought under the provisions of Section 13 of the Trade- 
Mark Act of February 20, 1905. 

In the registered trade-mark the words “Popular Photography” are in block 
type and the words “Including Amateur Cinematography” are printed immediately 
below those words in very small type upon a representation of a strip of motion 
picture film attached at its ends to two film reels. The first issue of appellee’s 
publication was in July, 1936. The publication was not issued again until May, 
1937, and since that date it has appeared monthly in greatly enlarged form over 
the initial publication. The title of the publication on all the issues except the first 
is confined to the words “Popular Photography.” 

Appellant in its claimed right to cancellation relies upon prior use of the nota- 
tion “Popular Photography” and alleges damage through confusion in trade by 
reason of appellee’s use of the registered mark. 

The facts are undisputed. It appears that a magazine entitled Popular Photog- 
raphy was first published in October, 1912. It was sold to appellant on Novem- 
ber 27, 1914. 

Appellant prior to and ever since the said sale has been publishing a monthly 
magazine called American Photography. That publication was intended to appeal 
to expert photographers. After the said sale, from November, 1914, until May, 
1916, appellant published both the American Photography and Popular Photography 
magazines separately, when, due to reasons of economy, appellant combined both 
publications into a single monthly magazine designed to appeal to both the readers 
and advertisers of the separate publications. From May, 1916, until November, 
1916, the combined periodical carried on its cover, as well as on an inner page con- 
taining the masthead and table of contents the title “American Photography Incor- 
porating Popular Photography.” Subscribers to Popular Photography were notified 
in April, 1916, that its separate publication would be no longer continued and that 
it would thereafter be merged, starting with the May issue, in American Photog- 
raphy. The pertinent portion of the notice reads as follows: 
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It has for some time seemed inevitable to us that efficiency and the possibility of great- 
est usefulness to the greatest number would eventually demand the consolidation of the 
two magazines, and considerations quite other than those of editorial policy indicate that 
the time for consolidation has now arrived. 

We therefore are able to announce to our readers that the April issue of Popular 
Photography will be the last published, and that with the May issue of American Photog- 
raphy, Popular Photography will be merged in this magazine. The new American Photog- 
raphy will be considerably enlarged in size, and will contain in addition to its usual number 
of articles, as nearly as possible, the equivalent of an ordinary number of Popular Photog- 
raphy, edited on the plan which has made this magazine so justly popular. The same class 
of pictures will be reproduced and criticized in the same way, and the same sort of short, 
practical articles will be intermingled with the picture descriptions. The readers of each 
magazine will practically get two magazines combined in one, and the new American 
Photography will contain many more articles and pictures and a much more diversified 
range of contents than any other photographic magazine published in the United States. 


After the publication of November, 1916, the notation “Popular Photography” 
was taken from the cover of the consolidated publications and thereafter the only 
title used on the cover has been “American Photography.” On the masthead there 
now appears the title of the magazine, “American Photography,” in large letters, 
followed by the word “incorporating” and a list of the names of discontinued pub- 
lications, including “Popular Photography,” all in small type. The list of discon- 
tinued publications rose from eight in 1916 to thirteen prior to appellee’s first use 
of its mark. 

The masthead in the printing art, and as is shown by this record to be cus- 
tomary, appears to be the page in a publication showing the title of the publication, 
the discontinued titles of publications (if any) which have been merged or con- 
solidated under the name of the publication, the names of the publishers, editors, 
the place where published, the subscription rates, the date of issue and frequency 
of publication. 

The Examiner of Interferences after setting forth the facts, among other things, 
stated as follows: 


It accordingly appears that, while the magazine title in dispute was used as such by 
petitioner and its predecessor Fraprie for about a five-year period ending in 1916, its use 
in a magazine by the latter, like that of similarly discontinued titles, for the last twenty 
years and more has been confined to a masthead notice. 

It is deemed to be well understood that ownership of a trade-mark may not be acquired 
nor maintained merely by the invention or prior selection of a symbol, but only through its 
use as a designation of personal origin of goods sold in trade. In so far as the various 
titles of discontinued magazines contained in petitioner’s masthead notice are concerned, 
these do not purport to represent trade-marks for any publication now sold by the latter. 
The inclusion of “Popular Photography” therein is accordingly believed not to afford a 
proper basis for a claim of ownership thereof, nor, in consequence of such claim, justify 
any contention that its use as a trade-mark by respondent would involve “injury” to the 
petitioner by reason of a likelihood of confusion in trade. 


*” * * 


The Examiner is persuaded that the lack of use by petitioner of the notation in issue 
as a trade-mark, under the circumstances here disclosed, amounts to an actual and intended 
abandonment thereof. Accordingly, it is held that the petitioner cannot qualify as an 
owner of this mark. This conclusion is deemed to be in accord with the ruling in the 
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following case recently decided by the Court of Appeals, D. C.: Lawyers Title Insurance 
Co. v. Lawyers Title Insurance Corp., 109 F. (2d) 35 [30 T.-M. Rep. 235]. 


The Commissioner of Patents had the following to say with respect to trade- 
mark use and abandonment by appellant of the notation “Popular Photography” : 


The title of appellant’s magazine appears to be only the notation “American Photog- 
raphy.” Iam not persuaded by the testimony and argument as to the technical significance 
of the masthead notations that the list of discontinued publications is anything more than 
a description of the history and make-up of “American Photography.” I cannot agree 
that it would be considered by either the purchasing public or those trained in the publish- 
ing trade to be an essential part of the title of that magazine. While the purpose of listing 
the titles of discontinued publications undoubtedly was to give continuing notice to the 
public of an intention not to relinquish all rights in those titles, it does not follow that the 
list formed a part of the name of appellant’s magazine or was used as part of its trade-mark 
therefor. 


Petitioner’s failure to use the notation “Popular Photography” as the name of an 
existing publication for over twenty years is strong evidence of its abandonment of the 
notation for that purpose. Ownership of a trade-mark cannot exist indefinitely in the 
absence of a trade-mark use, and I am of the opinion that appellant’s failure for that long 


period to make such use of the mark in question precludes a finding that it now owns 
the mark. 


* * * 
Having abandoned the trade-mark use upon which it is relying, and having failed to 


prove that it is “injured” within the meaning of the statute by the registration sought to 
be cancelled, it seems clear that appellant is not entitled to the relief requested. 


The issues to be decided are whether or not the continuation of the printing of 
Popular Photography as aforesaid on the masthead of appellant’s periodical con- 
stitutes a trade-mark use and the likelihood of confusion in trade arising from 
appellee’s use of that notation. 

In our opinion the failure of appellant to use the title “Popular Photography” 
since the year 1916, except in the masthead of American Photography is strong 
evidence that it had abandoned the title as a trade-mark. The fact that the notation 
“Popular Photography” appears on the masthead together with twelve other titles 
of discontinued magazines indicates to us, as it did to the Commissioner of Patents, 
that it is nothing more than a description of the history and make-up of the maga- 
zine American Photography. 

The mere statement that there had been no intention to abandon the notation 
as a trade-mark, cannot in our opinion be of weight against the fact of non-user as 
such for twenty years. Until the first publication of the said magazine of appellee 
there had been no magazine known as Popular Photography for twenty years. 
During that period any good-will attaching to that publication must have been 
merged, even as the title was merged, into the good-will attaching to American 
Photography. The subscribers to and other purchasers of the old Popular Photog- 
raphy, it is believed, would continue to. buy the magazine American Photography 
which purported to satisfy the interest which attracted them to the former publica- 
tion. The original magazine Popular Photography had but a small circulation as 
compared with the circulation now of American Photography. 
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Since we must hold that because of the failure of appellant for over twenty years 
to make a trade-mark use of the notation “Popular Photography” prior to its first 
use by appellee, it follows that appellant was not the owner of the mark when it was 
first used by appellee and therefore has no standing in the proceeding. 

It is not necessary to discuss any of the cases cited in the briefs, for the reason 
that none of them apply directly to the facts here. 

The decision of the Commissioner of Patents is affirmed. 


BURMEL HANDKERCHIEF CORPORATION v. CLUETT, PEABODY 
& CO., INC. 


United States Court of Customs and Patent Appeals 
Opposition No. 18,333 
April 27, 1942 


TRADE-M AaRKS—OpPposITION—“HANDKERCHIEFS OF THE YEAR” FOR HANDERCHIEFS—DESCRIP- 
TIVE TERM. 

The expression “Handkerchiefs of the Year,” used by appellant as a trade-mark for its 

handkerchiefs, held descriptive of the quality of the goods. 
TRADE-M ARKS—OPPOSITION—PARTIES. 

In the case at issue, where opposer pleaded in its notice of opposition that it was a manu- 
facturer of handkerchiefs and had a right to use the notation “Handkerchiefs of the Year” 
in connection therewith, opposer held to have qualified as a proper party opposer. 

TRADE-M ARKS—OPPOSITION—PLEADING AND PRACTICE. 

In adjudicating an opposition case, the Patent Office tribunals held not to have erred in 

deciding the ex parte case before deciding the inter partes case. 


On appeal from a decision of the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 31 T.-M. Rep. 294. 


Raymond J, Mawhinney, of Washington, D. C., for appellant. 
Arlon V. Cushman, of Washington, D. C., and Roberts, Cushman & Woodbury 
(Charles D. Woodbury, of counsel), all of Boston, Mass., for appellee. 


Jackson, Judge: 


On September 1, 1938, appellant filed in the United States Patent Office its 
application to register its trade-mark ‘Handkerchiefs of the Year” as applied to 
handkerchiefs, the word “Handkerchiefs” being disclaimed. The application alleges 
continuous use of the mark since March 16, 1937. 

Notice of opposition to the registration was filed by appellee December 7, 1938, 
setting out the grounds for opposition as follows: 


1. The opposer, Cluett, Peabody & Co., Inc., is a manufacturer of handkerchiefs, collars, 
shirts, underwear, neckties,'and other articles of dress and apparel, its business is an old 
and established one, and its products have been and are widely sold throughout this coun- 
try and the principal foreign markets of the world. 

2. On February 7, 1933, the opposer obtained Letters Patent of the United States 
Design No. 89,175 (a copy whereof is hereto annexed) for a new, original and ornamental 
design for a handkerchief having as its dominant feature the conventional and most com- 
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monly used symbol of the year, namely, the calendar of the year. Very large quantities 
of handkerchiefs embodying said design have been made and sold by the opposer and its 
licensee under said patent, all said handkerchiefs embodying the design as shown in said 
patent except that subsequent to 1933 the numeral and calendar of the year has been those 
in which the said handkerchiefs were sold. And the opposer avers that the said design is 
of great value and that “Handkerchiefs-of-the-Year” is descriptive of said handkerchiefs 
bearing said design which opposer and its licensee alone have the right to make and sell. 

3. And the opposer avers that as applied to handkerchiefs in general, the phrase 
“Handkerchiefs-of-the-Year” is synonymous with “Handkerchiefs of the Season” and in 
either form is a descriptive term meaning that because of their material, quality, work- 
manship, style, or for some other reason, they are the most desirable handkerchiefs of the 
year, or season or are peculiarly adapted for use in the year or season as being the vogue 
or fashion thereof, and that therefore the phrase is one which the opposer, in common with 
all other handkerchief manufacturers, has a right to use upon and in connection with the 
sale of its handkerchiefs. 

4. And the opposer is informed and believes and therefore avers that it is and long 
had been an established commercial custom to employ advertising slogans consisting of 
the name of the goods associated with such words as “of the day,” “of-the-week,” 
“of-the-month,” “of-the-year,” “of the season” or similar terms; that the public is thor- 
oughly familiar with such trade custom and understands that such slogans are not used 
as marks of origin or to be relied upon as marks of origin but merely as references to 
the character or quality of the goods; and the opposer avers that the mark Serial No. 
410,170 is neither adapted to indicate origin, nor will be understood or relied upon by the 
public as a mark of origin, and is therefore not a mark susceptible of executive appro- 
priation as a trade-mark. 

5. And the opposer pleads all of said facts, both as bars against applicant’s right of 
registration of said alleged trade-mark and as objections to its registration, and avers that 
the registration of the said mark to the applicant will interfere with and embarrass the 
opposer in the exercise of its right to describe its handkerchiefs, including its said design 
patented handkerchiefs, as “Handkerchiefs-of-the-Year,” and that for all the reasons 
aforesaid it will be damaged by said registration. 


On February 6, 1939, appellant moved to dismiss the Notice of Opposition on 
the grounds that it was insufficient in that it alleged no facts, but only conclusions 
of law, to sustain the contention that the mark is descriptive and that it failed to 
allege facts sufficient to entitle appellee to contest appellant’s right to register its 
mark. In the opinion of the Examiner of Interferences the question as to appellee’s 
right to make the contest was not sufficiently clear. He therefore denied the motion 
but granted both parties the opportunity to take testimony. 

On April 3, 1939, appellant filed its answer to the Notice of Opposition and 
renewed its motion to dismiss. 

On September 8, 1939, a stipulation between the parties was filed in lieu of 
testimony. In the stipulation the corporate entity of appellee and its business is 
set out together with the statement that its general house trade-mark consists of 
the word “Arrow.” There was stipulated in evidence an exhibit which is a specimen 
of a handkerchief made in accordance with its design patent and sold during the 
year 1933. No other sale of such article by appellee is shown in the stipulation. 
Other exhibits which consist of salesmen’s portfolios illustrating certain of appellee’s 
articles of clothing and advertisements published by appellee in a certain magazine 
are in evidence under the stipulation, together with exhibits of advertising by 
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appellee for wearing apparel, such as “Arrow’s Choice for September,” “Arrow’s 
Choice for the Month,” “The Pick of Esquire this Month” and ‘Smartest Feature 
in Esquire this Month.” Other exhibits on behalf of appellee received in evidence 
are published advertisements, by others, such as ‘““The Dress of the Month,” “The 
Belt of the Month,” “Smartest Hat of the Season,” “Dress of the Week,” “The 
Velvet of the Year,” “Man of the Year,” “Sportsman of the Year,” “Playwright 
of the Year,” ““The Car of the Year,” and others of like import. An advertisement 
by appellant of ladies’ handkerchiefs, which are the only kind of handkerchiefs made 
and sold by appellant, is likewise in evidence. The advertisement comprises the 
expression “Handkerchief of the Month.” That expression is a registered trade- 
mark of appellant. One of those handkerchiefs is in evidence. It bears a tag with 
the printed words “Handkerchief of the Month by Burmel as seen in Vogue.” 

The decision of the Examiner of Interferences is dated April 12, 1940. The 
Examiner in his decision stated as follows: 


Accordingly, the evidence filed by the opposer is deemed to establish a fact of which 
judicial notice might well be taken, namely, that phrases such as “of the year,” “of the 
month” and the like, when used in connection with any particular thing in the manner of 
the notation used by the applicant, are mere laudatory expressions, descriptive of the 
character or quality of the subject concerned. Registration upon the application involved 
herein is therefore deemed to be inhibited by the “descriptiveness” clause of Section 5. 


The rulings in the following cases involving the notation indicated are believed to be 
pertinent here: 


“Hit of the Week” for phonograph records. Ex parte Durium Products Co., 15 U. S. 
Pat. Q. 57. 

“January” for hosiery. Holeproof Hosiery Co. v. Joseph F. Lerner, 27 U. S. Pat. 
Q. 457. 


It is accordingly adjudged that the applicant is not entitled to the registration for 
which it has made application. 


In ruling upon the sufficiency of the objections to registration the Examiner 
held that appellee could not qualify under the “descriptiveness” clause of Section 5 
of the Trade-Mark Act of 1905, stating that : 


It fails to appear that the opposer has used in trade the notation “Handkerchiefs of 
the Year,” or “of the year,” here in question, for any purpose. The record does show, 
as alleged in the notice of opposition, that the opposer has sold handkerchiefs bearing 
thereon a representation of a yearly calendar (Exhibit 2) corresponding to design patent 
No. 89,175 (Exhibit 1) ; the Examiner, however, is not in agreement with the contention 
made by the opposer to the effect that such handkerchiefs and the notation used by appli- 
cant possess substantially the same significance. Moreover, the stipulated evidence fails 
to show that the opposer has sold any such handkerchiefs since 1933, long prior to the 
institution of this proceeding. These last mentioned goods are therefore deemed not to 
be material here. The Esterbrook Steel Pen Mfg. Co. v. W. A. Sheaffer Pen Co., 
159 Ms. D. 733, 470 O. G. 950. 

The exclusive use of a descriptive term can result in no damage or injury to another 
unless the latter uses the same or substantially the same term in trade for purposes of 
description. Battle Creek Sanitarium Co. v. Fuller, 134 O. G. 1299, 30 App. D. C. 411, 
1908 C. D. 370; McIlhenny’s Son v. New Iberia Extract of Tabasco Pepper Co., 133 O. G. 
995, 30 App. D. C. 337, 1908 C. D. 325; The Esterbrook Steel Pen Mfg. Co. v. W. A. 
Sheaffer Pen Co., supra. 
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It is accordingly held that the opposer cannot qualify under the “descriptiveness” 
clause of Section 5. 


The notice of opposition is therefore dismissed. 


Both parties appealed from the decision of the Examiner of Interferences, 
appellant urging the registrability of its mark and also alleging error by the Exam- 
iner in deciding the appellant’s right to register before he decided the question as 
to appellee’s standing in the proceeding. Appellant contended that the Examiner 
should have dismissed the opposition without entertaining the ex parte question 
involving appellant’s right to register its mark. 

The Commissioner in his decision affirmed that part of the decision of the 
Examiner refusing to grant the sought registration and reversed the decision in 
so far as it dismissed the opposition. Appellant then appealed here. 

The Commissioner did not specifically hold that the mark sought to be registered 
was descriptive. In that part of his decision affirming the action of the Examiner, 
he stated as follows: 


In holding the mark to be descriptive, the Examiner expressed the opinion “that 
phrases such as ‘of the year,’ ‘of the month’ and the like, when used in connection with 
any particular thing in the manner of the notation used by the applicant, are merely 
laudatory expressions, descriptive of the character or quality of the subject concerned.” 
Whether or not it is strictly accurate to say that such expressions are “descriptive,” 
within the meaning of the Trade-Mark Act, I am clearly of the opinion that they are 
not registrable as trade-marks, for the simple reason that they are inherently incapable 
of functioning as such. In other words, and more specifically, I do not think that appli- 
cant’s alleged mark, “Handkerchiefs of the Year,” would have the slightest significance 


to the purchasing public as indicating origin in applicant of the handkerchiefs with which 
it is used. 


It is true, as pointed out by applicant, that several expressions of a similar nature have 
previously been registered as trade-marks for various goods; but the propriety of such 
registrations is not here in issue, and they need not be discussed, except to say that I 
must decline to accept them as binding precedents in the instant case. 


For the reason that appellee pleaded in its notice of opposition that it is a manu- 
facturer of handkerchiefs and that the notation “Handkerchiefs of the Year” is an 
expression which it, as well as all other manufacturers, has a right to use in the 
sale of its handkerchiefs, the Commissioner held that damage to appellee may be 
predicted upon the registration to appellant, citing the case of Martell & Co. v. 
Societe Anonyme de la Benedictine, etc., 28 C. C. P. A. (Patents) 851, 116 F. (2d) 
516 [31 T.-M. Rep. 23]. He therefore held that appellee had qualified as a proper 
party opposer. 

We think that judicial notice can be taken of expressions of time, such as “of the 
year,” “of the hour,” “of the month,” “of the century,” “of the era,” etc., as indi- 
cating that the persons or objects to which they are applied stand out pre-eminently 
above the class to which they belong by reason of some outstanding achievement 
or quality. That such expressions are laudatory and are intended to attract atten- 
tion to persons or objects by reason of achievement or quality cannot be doubted. 
“Man of the Hour” could be well applied to many leaders of world thought or 
action, yet none could say that such expression could be exclusively applied to any 
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one of such leaders. “Car of the Year” as applied to an automobile is intended to 
indicate that it possesses qualities which raise it above automobiles generally in 
material, quality, workmanship and style. No one could seriously think that that 
expression could not be used by the manufacturer of any automobile. 

In the final analysis such expressions as we are discussing with relation to 
objects of trade are a “puffing of wares” and are intended to call attention to the 
superiority of the advertised goods. Such expressions are a condensed form of 
describing in detail the outstanding character or quality of the objects to which they 
are applied. So with the expression “Handkerchiefs of the Year.” It merely in 
condensed fashion describes handkerchiefs having every characteristic as to mate- 
rial, quality and style that the best handkerchiefs should possess. 

We think that the notation sought to be registered is descriptive of the character 
or quality of handkerchiefs. We are further of opinion that the notation inherently 
cannot function as a trade-mark. Such a common expression which can indicate 
nothing but high quality surely would not be indicative of origin to the purchasing 
public. 

It is immaterial that appellee manufactures men’s handkerchiefs only and appel- 
lant makes no handkerchiefs except women’s. 

The contention of appellant that the tribunals of the Patent Office erred in 
deciding the ex parte case before deciding the inter partes case is without merit. In 
the case of Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C. C. P. A. (Patents) 1298, 
1301, 121 F. (2d) 508, 511 [31 T.-M. Rep. 230], quoting from Sparklets Corp. v. 
Walter Kidde Sales Co., 26 C. C. P. A. (Patents) 1342, 1345, 104 F. (2d) 396, 
399, we stated, “It was not only the right but the duty of the tribunals of the Patent 
Office to determine, ex parte, and without reference to issues raised by the notice 
of opposition, whether the mark was entitled to registration.” We reaffirmed that 
doctrine here particularly in view of our agreement with the decision of the Com- 
missioner holding appellee to be a properly qualified party in the proceeding. In 
the Martell & Co. case, supra, Martell & Co. had not used the notation “B and B.” 
But by reason of the fact that its trade in cognac brandy, which among other cognacs 
was used in making the drink “B and B,” was likely to be damaged by the registra- 
tion of the said notation, we held the notice of opposition to be sufficient. “B and B” 
we held in effect to be an expression free for anyone to use, if his product consisted 
of cognac brandy and benedictine. So in the instant case. In our opinion there 
would be a probability of damage to appellee and other manufacturers of handker- 
chiefs by the registration of appellant’s mark. “Of the Year” is a common expres- 
sion of high quality as applied to any object and one which we think any business 
is entitled to apply to its goods. If the exclusive right to use such expression as 
applied to handkerchiefs were granted appellant, we feel that appellee together with 
other manufacturers of handkerchiefs would probably be damaged. 

The decision of the Commissioner of Patents is affirmed. 
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THE COCA-COLA COMPANY OF CANADA, LIMITED v. PEPSI-COLA 
COMPANY OF CANADA, LIMITED anp PEPSI-COLA COMPANY 
OF CANADA, LIMITED v. THE COCA-COLA COMPANY 
OF CANADA, LIMITED’ 


British Privy Council 
March 19, 1942 


TRADE-MARK INFRINGEMENT—SUITS—EVIDENCE. 

In an appeal from a decision of the Exchequer Court of Canada in a case of alleged 
trade-mark infringement, the said court held not entitled to refer to or rely on a judgment 
given in proceedings to which neither the plaintiff nor the defendant was a party, as proving 
the facts stated therein. 

TRADE-MARK INFRINGEMENT—“Coca-CoLa” AND “PEpsi-CoLta”—NoN-CONFLICTING Marks. 

The word “Pepsi-Cola” held not to be an infringement of the name “Coca-Cola,” both 
marks being used on non-alcoholic beverages. 


On appeal from a decision of the Supreme Court of Canada in an action for 
alleged trade-mark infringement. Affirmed. 


Before ViscouNT MAuGHAM, Lorp THANKERTON, Lorp RUSSEL OF KILLOWEN, 
Lorp MACMILLAN and Lorp CLAusoN. 


Justice: Lorp RussELL or KILLOWEN. 


These are consolidated appeals from a judgment of the Supreme Court of 
Canada delivered on appeal from a judgment of the Exchequer Court of Canada 
in an action for the alleged infringement of a registered trade-mark, 43/10433. 
The Exchequer Court held the defendant to have infringed the mark, but dismissed 
a counter claim by the defendant for cancellation of its registration. The Supreme 
Court reversed this judgment on infringement and dismissed the action, but affirmed 
the dismissal of the counter claim. Both parties have appealed to His Majesty in 
Council, the plaintiff from the dismissal of the action, and the defendant from the 
dismissal of the counter claim. 

At the conclusion of the arguments of counsel in support of the plaintiff’s appeal, 
their Lordships intimated that they did not require to hear counsel on behalf of the 
defendant; and thereupon the defendant’s counsel stated that the defendant did 
not wish to proceed with the appeal on the counter claim, but would submit to 
having it dismissed with costs. Their Lordships are, accordingly, only concerned 
with the question of the alleged infringement. 

It will be convenient in the first place to state the relevant facts. 

The plaintiff's mark consists of the words Coca and Cola joined by a hyphen 
and written, not in block letters, but in a script form with flourishes. It was applied 
to beverages and syrups, and was used for that purpose in Canada from the year 


1. Note.—Since this decision of the Privy Council, The Coca-Cola Company and Pepsi-Cola 
Company have agreed to a settlement which brings to an end the litigation pending in the 
United States and foreign countries between these two companies as to their respective trade- 
mark rights.—Ep. 
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1900 (or perhaps earlier) by a company formed in the State of Georgia and called 
the Coca-Cola Company. It was registered by that company under the Trade- 
Mark and Design Act of Canada on November 11, 1905. The mark was assigned 
in the year 1922 by the Georgia company to a company formed in the State of Dela- 
ware, and called also the Coca-Cola Company. The Canadian business of the last 
mentioned company was acquired in the following year by the plaintiff, and an 
assignment by the Delaware company of the mark to the plaintiff was registered 
on March 7, 1930. The plaintiff then renewed the registration of the mark for a 
period of twenty-five years from November 11, 1930. There is no doubt that the 
plaintiff has carried on and is carrying on in Canada under its registered mark a 
large business in the manufacture and sale of a non-alcoholic beverage known as 
Coca-Cola. The scale of its trade is sufficiently indicated by the fact that in the 
year 1936 it owned some twenty bottling plants, and in addition had contracts with 
some eighty independent bottlers. 

The defendant was incorporated on May 29, 1934, and began to sell in Canada 
a non-alcoholic beverage called Pepsi-Cola, under a mark consisting of the 
words Pepsi and Cola joined by a hyphen and written in a script form with 
flourishes. Whether the defendant had acquired the good-will of any business, and 
whether the defendant was properly on the register in respect of a mark which 
differs slightly from the mark actually in use by the defendant, were matters much 
discussed by plaintiff’s counsel. These matters, however, seem to be irrelevant to 
the only question which their Lordships have to decide, viz., whether the mark 
which the defendant uses infringes the plaintiff’s registered mark. The respective 
rights of the parties are now governed by the Unfair Competition Act of 1932 to 
which more detailed reference must be made. 

By Section 3 (c) of that Act it is provided that no person shall knowingly adopt 
for use in Canada in connection with any wares any trade-mark which is similar to 
any trade-mark which is in use in Canada by any other person and which is 
registered pursuant to the provisions of that Act as a trade-mark for the same or 
similar wares. There is no dispute that the mark which the defendant uses is 
subject to the above prohibition if it is “similar” to the plaintiff’s registered mark. 
The other requirements as to “knowingly” and similarity of wares are admittedly 
fulfilled. 

The word “similar” in relation to trade-marks is defined by the Act (unless 
the context otherwise requires) thus: 


Section 2 (k) “Similar” in relation to trade-marks ... . describes marks . . . . so 
resembling each other or so clearly suggesting the idea conveyed by each other that the 
contemporaneous use of both in the same area in association with wares of the same 
kind would be likely to cause dealers in and/or users of such wares to infer that the same 
person assumed responsibility for their character or quality, for the conditions under 
which or the class of persons by whom they were produced or for their place of origin. 


The contemporaneous use of both marks in the same area in association with 
wares of the same kind is not in dispute. The actual question for decision in the 
present case may, therefore, in the light of the above definition be stated thus: 
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Does the mark used by the defendant so resemble the plaintiff’s registered mark or 
so clearly suggest the idea conveyed by it, that its use is likely to cause dealers in 
or users of non-alcoholic beverages to infer that the plaintiff assumed responsibility 
for the character or quality or place of origin of “Pepsi-Cola” ? 

The President of the Exchequer Court answered the question in the affirmative ; 
the Supreme Court answers it in the negative: Their Lordships are in agreement 
with the Supreme Court. 

The case appears to them to be one which is free from complications, and which 
raises neither new matter of principle nor novel question of trade mark law. The 
only peculiar feature of the case is the dearth of evidence, attributable doubtless to 
the procedure adopted by the plaintiff at the trial. The only matters proved before 
the plaintiff’s case was closed were (1) the plaintiff’s registered mark and (2) the 
user by the defendant of the mark alleged to be an infringement. No evidence of 
(to put it shortly) confusion either actual or probable was adduced. It was con- 
tended that a statement by a witness called by the defendant (one Charles Guth) 
was proof of actual confusion. Guth was general manager of a United States com- 
pany which owns the capital stock of the defendant. He was also President of a 
New York company called Loft Incorporated which owned a large number of candy 
stores in New York at which Coca-Cola was sold. Subsequently the sale of Coca- 
Cola was discontinued, and Pepsi-Cola was sold at the stores. A passing off action 
was brought by the Delaware Coca-Cola Company against Loft Incorporated. The 
judge of the Court of Chancery, Delaware, dismissed the action, holding that Loft 
Incorporated was not responsible for the acts of its agents of which evidence had 
been given. In the course of his cross-examination in the Exchequer Court Guth 
was asked “Then you have no quarrel with the Chancellor’s decision as to the facts 
expressed in his opinion?” and he answered “None at all.” It was argued that this 
answer proved the fact found in the judgment of the Chancellor viz. (as quoted by 
the President of the Exchequer Court from a report of the case) that “the uncon- 
tradicted evidence shows that substitutions were made by employees of the defendants 
of a product other than Coca-Cola for the beverage when calls for the same were 
made.” 

The learned President relied on this judgment “as very formidable support to the 
plaintiff's contention that . . . there is likelihood of confusion”; but in their Lord- 
ships’ opinion he was not entitled to refer to or rely upon a judgment given in pro- 
ceedings to which neither the plaintiff nor the defendant was a party, as proving the 
facts stated therein. Those facts are in no way proved thereby, nor are they in any 
way proved by the answer of Guth which has been quoted above. Guth could not 
of his own knowledge either quarrel or agree with the Chancellor’s decision as to 
what it was that had happened in the numerous stores, and was described by the 
word “substitutions.” There was, accordingly, no evidence before the Exchequer 
Court of confusion actual or probable. 

In these circumstances the question for determination must be answered by the 
Court, unaided by outside evidence, after a comparison of the defendant’s mark as 
used with the plaintiff's registered mark, not placing them side by side, but by ask- 
ing itself whether, having due regard to relevant surrounding circumstances, the de- 
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fendant’s mark as used is similar (as defined by the Act) to the Plaintiff’s registered 
mark as it would be remembered by persons possessed of an average memory with its 
usual imperfections. 

In the present case two circumstances exist which are of importance in this con- 
nection. The first is the information which is afforded by dictionaries in relation to 
the word “Cola.’’ While questions may sometimes arise as to the extent to which a 
Court may inform itself by reference to dictionaries there can, their Lordships think, 
be no doubt that dictionaries may properly be referred to in order to ascertain not 
only the meaning of a word, but also the use to which the thing (if it be a thing) 
denoted by the word is commonly put. A reference to dictionaries shows that Cola 
or Kola is a tree whose seed or nut is “largely used for chewing as a condiment and 
digestive” (Murray), a nut of which “the extract is used as a tonic drink” (Web- 
ster), and which is “imported into the United States for use in medical preparations 
and summer drinks.” (Encyclopaedia Americana.) Cola would therefore appear 
to be a word which might appropriately be used in association with beverages and 
in particular with that class of non-alcoholic beverages colloquially known by the 
description of “soft drinks.” That in fact the word “Cola” or “Kola” has been so 
used in Canada is established by the second of the two circumstances before referred 
to. 

The defendant put in evidence a series of 22 trade marks registered in Canada 
from time to time duririg a period of 29 years, viz., from 1902 to 1930, in connection 
with beverages. They include the mark of the plaintiff and the registered mark of 
the defendant. The other 20 marks consist of two or more words or a compound 
word, but always containing the word “Cola” or “Kola.” The following are a few 
samples of the bulk: “Kola Tonic Wine,” “La-Kola,” “Cola-Claret,” “Rose-Cola,” 
“Orange Kola” “O’Keefe’s Cola” “Royal Cola.” Their Lordships agree with the 
Supreme Court in attributing weight to these registrations as showing that the word 
Cola (appropriate for the purpose as appears above) had been adopted in Canada as 
an item in the naming of different beverages. 

The proper comparison must be made with that fact in mind. 

Numerous cases were cited in the Courts of Canada and before the Board in 
which the question of infringement of various marks has been considered and de- 
cided ; but, except when some general principle is laid down, little assistance is de- 
rived from authorities in which the question of infringement is discussed in relation 
to other marks and other circumstances. 

The plaintiff claimed that by virtue of section 23 (5) (b) of the Unfair Competi- 
tion Act 1932 its registered mark was both a word mark and a design mark; and 
their Lordships treat it accordingly. 

If it be viewed simply as a word mark consisting of “Coca” and “Cola” joined by 
a hyphen, and the fact be borne in mind that Cola is a word in common use in Can- 
ada in naming beverages, it is plain that the distinctive feature in this hyphenated 
word, is the first word “Coca” and not “Cola.” “Coca” rather that “Cola” is what 
would remain in the average memory. It is difficult, indeed impossible, to imagine 
that the mark Pepsi-Cola as used by the defendant, in which the distinctive feature 
is, for the same reason the first word “Pepsi” and not “Cola,” would lead anyone to 
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confuse it with the registered mark of the plaintiff. If it is viewed as a design mark 
the same result follows. The only resemblance lies in the fact that both contain the 
word “Cola,” and neither is written in block letters, but in script with flourishes. 
But the letters and flourishes in fact differ very considerably, notwithstanding the 
tendency of words written in script with flourishes to bear a general resemblance to 
each other. There is no need to specify the differences in detail; it is sufficient to 
say that, in their Lordships’ opinion, the mark used by the defendant, viewed as a 
pattern or picture, would not lead a person with an average recollection of the 
plaintiff’s registered mark to confuse it with the pattern or picture represented by 
that mark. 

In the result their Lordships are of opinion that the trade mark used by the de- 
fendant and the registered mark of the plaintiff are not trade marks so nearly re- 
sembling each other or so clearly suggesting the idea conveyed by each other that the 
contemporaneous use of both in the same area in association with wares of the same 
kind would be likely to cause dealers in or users of such wares to infer that the same 
person assumed responsibility for the character or quality or for the conditions under 
which or the class of persons by whom they were produced or for their place of 
origin. The defendant therefore has not adopted for use in Canada in connection 
with its wares a trade mark which in any way offends against the provisions of sec- 
tion 3 of the Unfair Competition Act 1932. 

Their Lordships will humbly advise His Majesty that this appeal and the cross 
appeal should be dismissed. The plaintiff will pay the costs of the appeal and the 
‘defendant will pay the costs of the cross appeal, with the usual set off. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 
Stay of proceedings 


VAN ArspALe, A. C.: Denied a petition brought by American Pharmaceutical 
Co., Inc., in this proceeding for the cancellation of trade-mark registration No. 
283,831 for “Anti-acid Effervescent Preparations,” issued June 9, 1931 to Dr. Miles 
Medical Company (by change of name, Miles Laboratories), American Pharmaceu- 
tical Co., Inc., petitioned the Commissioner to exercise supervisory authority and 
vacate the stay of proceedings granted by the Examiner of Interferences. 

With reference to a suit in the Supreme Court of the State of New York, be- 
tween the registrant and the petitioner, the Assistant Commissioner stated : 


It appears that in May, 1935 the registrant in this proceeding filed suit in the Supreme 
Court of the State of New York against the petitioner herein charging infringement of 
the trade-mark here sought to be canceled, and unfair competition. Petitioner filed answer 
denying the charges of infringement and unfair competition and a counterclaim including 
a prayer for judgment that the registration against which the notice of cancellation herein 
is directed be declared improperly granted and void and “That plaintiff be ordered to sur- 
render the aforesaid registration to the United States Patent Office for cancellation.” This 
application for cancellation was not filed until May 3, 1940. Meanwhile, in the State court 
suit hearings are now in progress before a referee appointed by the court. 
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In denying the petition, the Assistant Commissioner said: 


Considering the respective dates when the State court suit was filed and when the 
application for cancellation was filed, the stage of prosecution which the State court suit 
had reached when this cancellation proceeding was filed, and the fact that in the State court 
suit cancellation of the presently involved registration was prayed for, I consider there 
was no such abuse of discretion on the part of the Examiner in granting the stay of these 
proceedings as warrants the Commissioner exercising supervisory authority or directing 
that the stay be vacated. 


The facts here are not the same as they were in the case of Dwinell-Wright Co. v. 
National Fruit Products Co., Inc., 535 O. G. 693, 52 U. S. P. Q. 184, cited by petitioner. 
One principal difference is that in the case cited cancellation of the registration involved 
was not prayed for in the State court suit.’ 


Non-use of mark. 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby dismissed the petition by Simon Ackerman Clothes, Inc., to 
cancel trade-mark registration No. 374,293, issued January 2, 1940, under the pro- 
visions of the act of March 19, 1920, to the party Eagle Clothes. 

This registered mark of the respondent is the name “Scott Barrie.” The mark 
relied upon by petitioner was the name “Chester Barrie” displayed in association 
with a pictorial feature, and previously registered under the act of February 20, 1905. 
Both marks are appropriated to identical items of men’s wearing apparel. 

The Examiner sustained the petition for cancellation upon the ground that the 
resemblances of the marks 


predominate over their differences to an extent that their concurrent use in trade would be 
reasonably likely to cause confusion. 


However, the First Assistant Commissioner found it unnecessary to pass upon 


the correctness of that ruling. He took another view of the case, which view he ex- 
pressed as follows : 


It is now well established that, in order to prove itself injured by the registration of 
a mark alleged to be confusingly similar to its own technical trade-mark, a petitioner for 
the cancellation of such registration must show that it was using its trade-mark at or 
about the time of filing the petition. Old Monk Olive Oil Co. v. Southwestern Coca-Cola 
Bottling Co., 28 C. C. P. A. 1091, 118 Fed. (2d) 1015 [31 T.-M. Rep. 203]. In the instant 
case petitioner had made no use of the mark upon which it relies for a period of some 
fifteen months immediately preceding the date on which its petition was filed. This fact 
appears from petitioner’s own testimony, and is not in dispute. 

Since October, 1938, a corporation known as Chester Barrie, Inc., has sold clothing of 
petitioner’s manufacture bearing petitioner’s registered mark; and because that corporation 
is a wholly owned subsidiary of petitioner, the Examiner was of the opinion that its use 
of the mark “inures to the benefit of its principal.” Broadly speaking, that is doubtless 
true, but it does not follow that petitioner is thereby qualified to maintain this proceeding. 
Chester Barrie, Inc., is a legal entity, separate and apart from the owner of its capital 
stock; and the latter can suffer no injury within the meaning of the Trade-Mark Act by 
reason of any alleged interference with that concern’s use of the mark. De Sanno v. Lieb, 


A. American Pharmaceutical Co.; Inc. v. Dr. Miles Medical Co. (by Change of Name, 
Miles Laboratories), Canc. No. 3,701, 163 M. D. 918, April 17, 1942. 
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27 C. C. P. A. 728, 107 Fed. (2d) 615 [29 T.-M. Rep. 651]. The petition to cancel should 
have been field, if at all, by Chester Barrie, Inc.? 


Conflicting Marks 


“Pyrox” and “Hitox” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of The American Agricultural 
Chemical Company to the application of Dom F. Evia, for registration of the word 
“Hitox” as a trade-mark for insecticides. As stated by the First Assistant Com- 
missioner, opposer is the owner of the trade-mark “Pyrox,” registered for the 
same goods many years before applicant’s first use of his “Hitox” mark. The 
First Assistant Commissioner also stated that it appeared from the evidence that 
the two products differ considerably in many respects; but both are insecticides, 
and are so described in opposer’s registration and in the opposed application, and 
he ruled that for the purpose of this proceeding they must be considered as identical. 


In finding the marks of the respective parties confusingly similar, the First 
Assistant Commissioner said: 


The marks of the parties are dissimilar in spelling and in appearance, but when spoken 
they sound too nearly alike to be concurrently used on identical merchandise of the char- 
acter here involved without likelihood of confusion. In the case of Marion Lambert, Inc. 
v. O’Connor, 24 C. C. P. A. 781, 86 Fed. (d) 980, the Court of Customs and Patent Appeals 
held the marks “Voo” and “Dew” to be confusingly similar, even though applied to 
specifically different merchandise, and in the course of its opinion made the following 
observation : 

“Similarity in the sound of the names under which goods are sold is becoming a more 
important consideration in the decision of cases of this kind as the effective advertisement 
of goods becomes increasingly dependent upon radio facilities.” 


The opposer insisted that applicant’s mark should be refused registration on the 
ground that it is descriptive of applicant’s goods. However, the First Assistant 
Commissioner concluded that, while highly suggestive, the mark is not objectionably 
descriptive, and that in the event the opposition should be dismissed upon further 
appeal, applicant would be entitled to the proposed registration.* 


Blue, red and yellow, and blue coloring 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of The Delaware Lackawanna & Western Coal 
Company, to the application of Consolidation Coal Company, for registration of 
a trade-mark for coal. The application described that trade-mark as follows: 


The trade-mark consists of blue, red and yellow coloring matter, applied or affixed to 
the surface of the coal as specks, spots, splotches, smears, or spatters, said coloring matter 
being applied by spraying, painting, scattering of drops or otherwise applying the same 
directly to the surface of the lumps of coal in substantially spattered effect. 


“a Ot Ackerman Clothes, Inc. v. Eagle Clothes, Canc. No. 3658, 163 M. D. 924, April 


3. The American Agricultural Chemical Company v. Dom F. Evia, Opp. No. 19,923, 163 
M. D. 900, March 11, 1942. 
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Opposer relied upon two trade-mark registrations owned by it and for the same 
goods. Both issued some years prior to applicant’s date of first use. The First 
Assistant Commissioner stated that one of these registered marks is the notation 
“Blue Mark,” and the other “consists in coloring the surface of some of the lumps 
of coal in the mass blue.” He also stated that opposer appears to have advertised 
its product as “blue coal” and, to some extent at least, to have taught the purchasing 
public to look for the lumps colored blue as a means of identification. 

In agreeing with the Examiner that the concurrent use of the respective marks 
of the parties would be reasonably likely to cause confusion, the First Assistant 
Commissioner stated : 


Applicant’s “specks, spots, splotches, smears, or spatters,” when applied to a lump of 
coal, would necessarily assume various shapes and sizes; and it may frequently happen 
that the predominant color on an occasional lump would be blue. Moreover, domestic 
consumers are not likely to make a close inspection of the coal in their bins. Having used 
opposer’s “blue coal,” or having seen it advertised, I am convinced that many purchasers 
would assume applicant’s coal to have the same origin, despite the addition of red and 
yellow spots. 

The most that can be said in applicant’s favor is that there may be some doubt as to 
the probability of confusion; and opposer, being the first in the field, is entitled to the 
benefit of that doubt.* 


“Solar” and “Tsolar” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to Burke & James, Inc., of the word “Solar” as a trade-mark for 
“artificially illuminated photographic enlargers.” Registration was refused by the 
Examiner on two grounds ; first, that the mark is descriptive of another type of photo- 
graphic enlarger, and hence deceptive as applied to applicant’s goods; and second, 
that it is confusingly similar to the trade-mark “Isolar,”’ previously registered to a 
German concern for cameras and parts thereof. The refusal of registration by the 
Examiner was affirmed on both the grounds stated. 

On appeal, the applicant, in attempting to distinguish from the reference, urged 
that enlargers have acquired a distinct status in the photographic field, and no one 
in the photographic business, or even the purchasing public, could mistake an en- 
larger for a camera. However, the First Assistant Commissioner ruled that that 
was not the test to be applied. He said: 


The two articles are closely related, and reasonably would be assumed to emanate 
from the same source. In fact the record discloses that applicant manufactures cameras, 
and sells them under the same mark as the one here sought to be registered. Clearly, a 
camera used for taking pictures and a camera used for producing enlargements are 
merchandise of the same descriptive properties, and it is my opinion that their sale under 
marks so nearly similar as “Solar” and “Isolar” would be very likely to cause confusion 
as to origin. 


With respect to the Examiner’s first ground for refusing registration, the First 
Assistant Commissioner stated : 


4. The Delaware Lackawanna & Western Coal Company v. Consolidation Coal Company, 
Opp. No. 19,795, 163 M. D. 898, March 10, 1942. 
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As pointed out by the Examiner, “solar camera” is a dictionary expression, defined as 
an instrument for making enlargements by daylight or sunlight. Applicant’s device is 
artifically illuminated, and is so described in the application; and applicant states that 
“sun-operated cameras have long since become obsolete, due to the improvements in the 
art.” It seems to me, however, that applicant has merely appropriated the name of a 
type of enlarger over which its own is an improvement, and that its use of that name as a 
trade-mark might readily deceive those of the public who may have been familiar with 
the outdated device.® 


“Mastercraft” and “Mastertrim” 


Van ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by H. Daroff & Sons, Inc., to the application 
of Ephraim Brownstein, also of Philadelphia, Pa., for registration of a mark for men’s 
and young men’s suits, top coats, overcoats and trousers, consisting of the word 
“Mastercraft” associated with the picture of a tailor sitting tailor-fashion on a table 
and stitching a garment. 

The opposition was based on prior use and registration by opposer of two marks, 
consisting respectively of the words “Mastertrim” and “Masterstripe,” each asso- 
ciated with a picture of an unfinished coat for a man, and also on prior use of a mark 
consisting of the words “Master Tailored Clothes” with the picture of an unfinished 
coat ; the two registered marks being used for outer suits for men and boys and the 
other mark being used for men’s and young men’s suits, trousers, top coats and over- 
coats. 

In view of a stipulation by the parties, the Assistant Commissioner stated that 
only the question of confusing similarity required discussion by him. Upon this 
question he had the following to say : 


It seems to me the marks would be known, remembered and recognized by their words 
rather than by the pictures with which the words are associated. Certainly, when it is 
desired to identify the marks verbally the words would be used, and it would not be likely 
that persons wishing to identify any of the marks which include a picture would describe 
the picture without mentioning the word which is associated therewith. 

The names appear to suggest masterly workmanship and to have common significance 
in this respect. The words considered in their entireties have also considerable similarity 
in appearance and in sound when spoken. Considering each mark in its entirety, | am of 
the opinion that applicant’s mark is so similar to each of opposer’s marks that the current 
use of applicant’s mark and any one or more of opposer’s marks on the identical goods, 
to wit; men’s suits, would be likely to cause confusion and mistake in the mind of the 
public and to deceive purchasers.® 


“Oxolac” and “Oxo” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Oxo, Limited, of London, England, to the ap- 
plication of The Griffith Laboratories, Inc., for registration of the word “Oxolac” 
as a trade-mark for : 


5. Ex parte Burke & James, Inc., Ser. No. 403,906, 163 M. D. 907, April 7, 1942. 


a H. Daroff & Sons v. Ephraim Brownstein, Opp’n No. 19,336, 163 M. D. 912, April 15, 
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a protein composition comprising animal hemoglobin and animal casein, rich in calcium, 
iron and protein for use as a nutritive water-binding agent for meat products such as 
sausage and loaves. 


The ground of the Examiner’s decision was that applicant’s mark is confusingly 
similar to opposer’s trade-mark “Oxo,” registered many years prior to applicant’s 
alleged date of first use, for “fluid beefs, meat extract, bouillon and meat-extract 
cubes, and cubes for making soups.” 

The First Assistant Commissioner ruled that, while the goods of the parties are 
not identical, they are merchandise of the same descriptive properties. He also stated 
that, though the marks of the parties are not identical, he was constrained to agree 
with the Examiner that the marks are too nearly alike to be used on such goods 
without a reasonable likelihood of resulting confusion. 

As stated by the First Assistant Commissioner, applicant’s chief contention was 
that opposer had failed to prove its alleged use of the mark upon which it relied. 
The First Assistant Commissioner said that no testimony was taken by either party, 
but opposer filed a copy of its registration and also filed, as an exhibit, a box of one 
of its products bearing the registered mark, and the notation, “Produced by Oxo 
Ltd., in London, England, for Oxo (United States of America) Ltd., Boston, Mass.” 
The applicant took the position that this exhibit negative use by opposer of the 
registered mark in this country. 

The First Assistant Commissioner assumed, without deciding, that applicant’s 
position was tenable, but held that the decision of the Examiner of Trade-Mark 
Interferences must, nevertheless, be affirmed on authority of Dubonnet Wine Cor- 


poration v. Ben-Burk, Inc., 28 C. C. P. A. 1298, 121 Fed. (2d) 508 (31 T.-M. Rep. 
230), from which he quoted at length.’ 


“St. Martin” and “San Martin” 


Van ArspALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the act of March 19, 1920, to Kraus Bros. & Co., Inc., 
of the mark “St. Martin” for rum. 

The Examiner cited a prior registration of the mark “San Martin.” The As- 
sistant Commissioner agreed with the Examiner that applicant’s mark and the reg- 
istered mark are confusingly similar and are applied to goods of the same descrip- 
tive properties.* 


“Ty-reen” and “Tyree’s Antiseptic Powder.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of J. S. Tyree, Chemist, Inc., to the application 
of Thymo Borine Laboratory, for registration of the notation “Ty-Reen” as a 
trade-mark for antiseptics. The opposition was predicated upon opposer’s prior 
use of several trade-marks, including “Tyree’s Powder” and “Tyree’s Antiseptic 
Powder,” both registered under the ten-year proviso of the Act of February 20, 


7. Oxo, Limited v. The Griffith Laboratories, Inc., Opp’n No. 19,801, 163 M. D. 913, 
April 15, 1942. 


8. Ex parte Kraus Bros. & Co., Inc., Ser. No. 436,870, 163 M. D. 915, April 16, 1942. 
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1905, for antiseptic powder. In referring to these marks, the First Assistant 
Commissioner said: 


Manifestly, each of these marks is dominated by the name “Tyree’s,” which is so 
nearly similar, in sound at least, to applicant’s mark “Ty-Reen,” as to be reasonably likely 
to be confused therewith. Marion Lambert, Inc. v. O’Connor, 24 C. C. P. A. 781, 86 Fed. 
(2d) 980. 

Applicant insists that the goods of the parties are of different descriptive properties, 
because, as asserted in applicant’s brief, opposer’s product “is essentially a vaginal douche 
powder,” and applicant’s product is a mouthwash. This contention is not supported by the 
record. While opposer’s powder appears to be widely used in solution as a douche, it 
is also recommended as a general antiseptic for the treatment of cuts, insect bites, etc., 
and even for use as a gargle. And while applicant’s mark is now used only on a liquid 
mouthwash, the goods for which registration is sought are described in the application 
merely as “antiseptics”; and that term is, of course, sufficiently broad to include the 
identical goods to which opposer’s mark is applied.® 


“True Confessions” and “Crime Confessions.” 


FRAZER, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby sustained the opposition of Fawcett Publications, Inc., to the 
application of Crime Confessions, Inc., for registration of the notation “Crime Con- 
fessions” as a trade-mark for a monthly publication. One ground of opposition 
pleaded in the notice was opposer’s ownership, and long prior use of the trade- 
mark “True Confessions,” registered under the Act of February 20, 1905, for goods 
of the same description. With reference to the publications of the parties, the First 
Assistant Commissioner said : 


The publications of both parties are cheap magazines of the lurid type, differing chiefly 
in the fact that while applicant’s magazine is devoted exclusively to stories of crime, 
opposer’s magazine includes also stories of mere transgression. Manifestly, the two 
publications are directly competitive, and are likely to be sold to a somewhat non-dis- 
criminatory class of purchasers. 


As stated by the First Assistant Commissioner, the Examiner, in dismissing 
the opposition, expressed the view that 


the word “Confessions” taken alone is inherently incapable of distinguishing one magazine 
of such type from another which it may similarly characterize, 


and the Examiner concluded that purchasers would look to the words “True” and 
“Crime” of the respective marks as denoting origin of the goods. However, the 
First Assistant Commissioner noted that opposer’s mark is registered under the 
Act of 1905 and the word “Confessions” is not disclaimed in the registration. He 
stated that hence the mark as a whole must be regarded as valid, anu the fact that 
it may include a word that is descriptive or publici juris has no bearing upon the 
question of its possible confusion with applicant’s mark. He cited the case of 


Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 Fed. (2d) 752 [27 T.-M. 
Rep. 78]. 


9. J. S. Tyree, Chemist, Inc. v. Thymo Borine Laboratory, Opp’n No. 19,931, 163 M. D. 930, 
April 27, 1942. 
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The First Assistant Commissioner concluded that both marks are dominated 
by the word “Confessions” and, considering the nature of the merchandise to which 
they are applied, they are too nearly alike to be used concurrently without a 
reasonable likelihood of resulting confusion.” 


Descriptive Terms 


“Fold-Spray” for fountain syringes 


VAN ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to the Armstrong Cork Company, of the mark “Fold-Spray” 
for fountain syringes. 


The Assistant Commissioner agreed with the Examiner that the mark “Fold- 
Spray” consists merely of words that are descriptive of the goods named in the ap- 
plication. He said: 


From the labels filed with the application it appears that the syringes to which the 
mark is applied are of the folding type and are adapted for use with different types of 
nozzles. It also appears from applicant’s brief that spray douches, which consist of a bulb 
and a spray tube or nozzle connected thereto, are well known, but applicant asserts that 
although the word “spray” is descriptive of such douches the word “spray” would not be 
applied descriptively to a fountain syringe, and that spray douches and fountain syringes 
are readily distinguishable from each other. 

It does not appear, however, that a fountain syringe may not have a spray tube or 
nozzle as do spray douches, and it seems to me that to apply the name “Fold-Spray” to 
a fountain syringe describes the syringe as being of the folding type and equipped with 
a spray tube or nozzle. I consider the mark “Folding-Spray” a mere obvious contraction 
of the words “folding spray.” 


“Old English” for cheese. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks i 
refusing registration to Kraft Cheese Company, under the provisions of the Act 
February 20, 1905, of the words: “Old English,” printed in Old English type, 
a trade-mark for cheese. 


The Examiner based his refusal to register on the ground that the mark i 
merely geographical. In his decision the First Assistant Commissioner stated : 


Applicant argues that the expression “Old English” designates a period in history, 
and hence is not merely geographical. As applied to cheese, however, the word “English” 
has a descriptive significance, and the word “Old” is purely descriptive. Moreover, appli- 
cant has disclaimed the word “English,” conceding that word alone to be merely geographi- 
cal; so that its mark as now presented is dominated by the descriptive word “Old,” which 
is manifestly incapable of denoting origin. 

The mark is registrable, if at all, under the Act of March 19, 1920. 


10. Fawcett Publications, Inc. v. Crime Confessions, Inc., Opp’n No. 19,891, 163 M. D. 929, 
April 27, 1942. 

11. Ex parte Armstrong Cork Company, Ser. No. 428,530, 163 M. D. 911, April 15, 1942. 

12. Ex parte Kraft Cheese Company, Ser. No. 432,724, 163 M. D. 927, April 24, 1942. 
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PART II 


DWINELL-WRIGHT COMPANY v. NATIONAL FRUIT PRODUCT 
COMPANY, INC. 


United States Circuit Court of Appeals, First Circuit 
July 16, 1942 






TRADE-MARKS—CANCELLATION SUITS—J URISDICTION. 

Jurisdiction of appeal from an order enjoining party from prosecuting cancellation pro- 
ceedings in the Patent Office is conferred on the Circuit Court of Appeals by 28 U. S. C. 227. 

TRADE- MARKS—REGISTRATION—EFFECT. 

Registration under the Act of 1905 neither enlarges nor abridges substantive common-law 
rights in a trade-mark, but enlarges remedies for the enforcement of such rights. Moreover, 
registration does not establish ownership or validity of the mark. 

TRADE-MaArK INFRINGEMENT—SUITS—J URISDICTION OF District Court. 

In a case where defendants sought to cancel plaintiff’s registrations by filing petition in the 
Patent Office during the pendency in the District Court of a suit between the parties to test 
the validity of the said registrations, and of a motion to enjoin defendant from prosecuting 
its cancellation proceeding in the Patent Office, held that, the plaintiff’s trade-marks having 
been registered, the district court would not need to pass upon the validity of such registra- 
tions to preserve its jurisdiction. 

TRADE-MARKS—CANCELLATION—PLEADING AND PRACTICE. 

In order to pass upon a prayer for triple damages, the court must pass on the validity of 

registration although cancellation is not requested. 
TRADE-MARKS—CANCELLATION PROCEEDINGS—MEANING OF STATUTE. 

The cancellation provision (15 U. S. 93) held not to mean what it literally implies, namely, 
that one may petition for cancellation as many times as he chooses; it merely excludes laches 
as a defense in cancellation proceedings, but does not concern the question of the effect given 
by the Patent Office to prior determination of matter of the validity of a mark made by the 
court in an infringement suit between the parties. 





In equity. Action for trade-mark infringment, in which defendant counter- 

claimed for infringement. From an order of the District Court, District of Massa- 
if chusetts, enjoining defendant from prosecuting cancellation proceedings in the Patent 
. Office, defendant appeals. Affirmed. 












Simon P. Townsend and Choate, Hall & Stewart, both of Boston, Mass., and 
Edward G. Fenwick and Mason, Fenwick & Lawrence, both of Washington, 
D. C., for appellant. 

Gilman P. Welsh, Boston, Mass., and Clarence B. Des Jardins, Washington, D. C., 

for appellee. 


Before MaGRuDER, MAHONEY and Woopsury, Circuit Judges. 


Wooprury, Circuit Judge: 





This appeal is from an interlocutory order enjoining the appellant, the defendant 
below, ‘‘from prosecuting or taking any further step,” in a proceeding brought by it 
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in the United States Patent Office for the cancellation of five certificates of trade- 
mark registration’ previously issued to the plaintiff-appellee. 

For convenience the parties will be referred to hereafter simply as the plaintiff 
and defendant. 

On July 29, 1941, the plaintiff, a Virginia corporation, filed a complaint in the 
district court alleging that it was the owner of five registrations under the Trade- 
Mark Act of 1905 (33 Stat. 724), of the trade-mark “White House,” sometimes but 
not always accompanied by a representation of the Executive Mansion, coveririg the 
use of that mark in connection with the sale of apples, cider, cider vinegar, canned 
apples, apple sauce, apple juice and kindred apple products, as well as other vegetable 
and fruit products and juices; that for a long period of time it had marketed in 
interstate commerce “a line of fruit and vegetable products under the trade-mark 
‘White House,’ usually accompanied by a representation of the Executive Mansion” ; 
and that the conduct of the defendant, a Massachusetts corporation, in using the 
same trade-mark, also in interstate commerce, for its line of fruit juices, particularly 
orange and grapefruit juice, “constitutes an infringement of plaintiff’s said trade- 
mark, unfair competition, and unfair trading.”” The prayer of the complaint is for 
injunctive relief; for delivery up to the court for destruction for all “labels, signs, 
prints, packages, wrappers, or receptacles in the possession of defendant, bearing 
the said trade-mark of plaintiff” ; for damages, in addition to the defendant’s profits, 
and for a threefold increase of these damages, in the discretion of the court, “as 
allowed by the statute, in such case made and provided” ; for, in addition to the plain- 
tiff’s damages, the profits made by the defendant by reason of its “unfair competition 
and unfair trading” ; for costs ; and for “such other and further relief as the nature 
of the case may seem to require and to your Honors shall be deemed meet and 
equitable.” 

On August 18, 1941, the defendant answered denying the plaintiff’s ownership 
of the trade-mark and denying the validity of the registrations of that mark as 
alleged in the plaintiff’s complaint. At the same time it also filed a counterclaim 
alleging ownership of the mark itself and infringement thereof by the plaintiff, and 
on September 5, 1941, the plaintiff answered the defendant’s counterclaim. Neither 
party asked the district court for affirmative relief by way of cancellation of the 
other’s trade-mark registrations, under 15 U. S. C. § 102. 

This was the state of the pleadings when, on September 6, 1941, the defendant 
filed a petition in the United States Patent Office under 15 U. S. C. § 93 for the 
cancellation of the plaintiff’s five trade-mark registrations noted above. On October 
20, 1941, the plaintiff filed in the Patent Office a motion to stay this cancellation pro- 
ceeding, and four days later it moved in the district court for an injunction to 
restrain the defendant from prosecuting its cancellation proceedings in the Patent 
Office. On November 22, 1941, the Examiner in charge of interferences granted 
the plaintiff’s motion to stay, reciting: 


It seems likely to the Examiner that said civil action will involve a determination of 
the question of ownership, as between the parties hereto, of the marks concerned, and that 


1. Nos. 104,641; 121,723 ; 299,846 ; 316,305 ; 336,489. 
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such determination would make it unnecessary to further contest this cancellation pro- 
ceeding. Other things being equal, it is the usual practice under such circumstances to 
suspend the proceeding last instituted pending the final determination of the other. 

The Examiner is persuaded that such practice should be followed in this case. 

Accordingly, proceedings herein are suspended pending the final determination of the 
civil action identified in the motion. Not later than twenty days subsequent to such final 
determination this case should be called up by the party interested; otherwise it will then 
proceed as by default. 


Thereupon the defendant petitioned that the Commissioner of Patents exer- 
cise his supervisory authority over the Examiner of Interferences and vacate the 
stay of proceedings granted by the latter. This petition was granted and the As- 
sistant Commissioner of Patents on January 12, 1942, overruled and vacated 


the order staying the cancellation proceedings. In his opinion the Assistant Com- 
missioner said : 


If in fact the registrations were improvidently granted and instead should have been 
refused because the marks were not registrable to respondent at the time the applications 
for registration were filed, it seems to me the sooner the mistake of the Patent Office is 
rectified the better, not only in interest of justice to those whom the registrations may be 
affecting adversely but also to correct the register without undue delay. 

In my opinion, since the registrations issued as a result of decisions of a Patent Office 
tribunal these decisions should be reviewed by the Patent Office tribunals when challenged 
through a proper proceeding, for instance, this cancellation proceeding which is authorized 
by the statutes. Sec. 13, Act of February 20, 1905. Furthermore, cancellation of the 
registrations would not deprive respondent of such common law rights in the marks as 
respondent may possess and registrations are not necessarily essential to supporting a suit 


for unfair competition. In the equity suit cancellation of the registrations is not prayed 
for. 


In view of the above it is my opinion this cancellation proceeding should not be stayed 
pending the termination of the equity suit. 


After this order was made the district court brought forward the motion to en- 
join the defendant from prosecuting its cancellation proceeding before the Patent 
Office, and, after a hearing granted it. The defendant then took this appeal. 

Federal jurisdiction is based upon diversity of citizenship and an amount in 
controversy, exclusive of interest and costs, in excess of the statutory amount, and 
also upon 15 U. S. C. § 97. Jurisdiction over appeals of this nature is conferred 
upon this court by 28 U. S. C. § 227. 

Registration of a trade-mark under the Trade-Mark Act of 1905 neither en- 
larges nor abridges the registrant’s substantive common-law rights in the mark. 
“The Registration Act of 1905 (33 Stat. 724), as amended in 1906 (34 Stat. 168) 
and in 1909 (35 Stat. 627) and in 1913 (37 Stat. 649), without changing the sub- 
stantive law of trade-marks, provided, in the manner prescribed, for the regis- 
tration of marks (subject to special exceptions), which, without the statute, would 
be entitled to legal and equitable protection.” Beckwith v. Commissioner of Patents, 
252 U. S. 538, 543. See also, Charles Broadway Rouss, Inc. v. Winchester Co., 
300 F. 706, 713, 714 [14 T.-M. Rep. 159] ; Nims on Unfair Competition and Trade- 
Marks (3d Ed.), §§ 223, 223(a). 
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What registration under the act does is to affect the registrant’s remedies for 
the enforcement of the rights given him by the common law. It does not abridge 
the remedies available to him without registration,’ but it enlarges them, and among 
the remedial rights conferred is the right to invoke the jurisdiction of the federal 
courts regardless of diversity of citizenship and amount in controversy (15 U. S. C. 
§ 97) and the right, in case a registrant shall recover a verdict against one who has 
infringed, to obtain a judgment “for any sum above the amount found by the 
verdict as the actual damages, according to the circumstances of the case, not ex- 
ceeding three times the amount of such verdict, together with the costs.” 15 U.S.C. 
§ 96. 

Registration, however, does not conclusively establish either a registrant’s 
ownership of the mark (15 U. S. C. § 96), or its validity. ‘While it is true that a 
registered trade-mark cannot be canceled except by direct attack in the way pre- 
scribed in the statute, trade-marks registered under the law .. . are not thereby 
rendered valid. Their validity may still be questioned in any suit in which they 
are relied upon.” Kellogg Co. v. National Biscuit Co., 71 F. (2d) 662, 666 [26 
T.-M. Rep. 123]. See also Armstrong Paint & Varnish Co. v. Nu-Enamel Corp., 
305 U. S. 315, 322, 323 [29 T.-M. Rep. 3].° In fact, under the rule as it used to be 
the validity of the registration of a trade-mark was always necessarily in issue in 
suits of the sort here under consideration, if there was not diversity of citizenship 
and a sufficient amount in controversy, because it was originally held that the juris- 
diction of federal courts to consider the question of unfair competition in such cases 
depended upon the validity of the registration of the plaintiff’s trade-mark. Elgin 
National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665; Leschen Rope Co. 
v. Broderick, 201 U. S. 166. But these cases have been overruled, the rule now in 
effect being that “Unless plainly unsubstantial, the allegation of registration under 
the act is sufficient to give jurisdiction of the merits.” And “Once properly ob- 
tained, jurisdiction of the one cause of action, the alleged infringement of the trade- 
mark, persists to deal with all grounds supporting it, including unfair competition 
with the marked article.” Armstrong Paint & Varnish Co. v. Nu-Enamel Corp., 
supra. So, the plaintiff’s trade-mark having been registered, the district court, even 
if there were not in this case diversity of citizenship and the requisite amount in 
controversy, would not need to pass upon the validity of the plaintiff’s regis- 
trations in order to preserve its jurisdiction. That is secure by reason of the 
registrations of the plaintiff's trade-mark in the Patent Office, and in addition there 
is here diversity of citizenship and an amount in controversy, exclusive of in- 


2. 33 Stat. 730 (§ 23); 15 U. S. C. § 103 “Nothing in this subchapter shall prevent, lessen, 
impeach, or avoid any remedy at law or in equity which any party aggrieved by any wrongful use 
of any trade-mark might have had if the provisions of said subchapter had not been passed.” 

3. Under consideration in this case and the one cited above it were registrations under 
the Trade-Mark Act of 1920. 41 Stat. 533. But since the purpose of the latter act was to en- 
large the class of persons eligible to register under the earlier one of 1905 so as “to give effect to 
certain provisions of the convention for the protection of trade-marks and commercial names, 
made and signed in the city of Buenos Aires, in the Argentine Republic, August 20, 1910,” and 
since it made available to the larger class the remedies available to registrants under the earlier 
act (see §§ 2, 3, 4 and 6 of the 1920 Act; Armstrong Paint & Varnish Co. v. Nu-Enamel Corp., 
305 U. S. 315, 323 [39 U. S. P. Q. 402, 405]), the cases, as cited, are authorities in the case at bar. 
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terest and costs, in excess of three thousand dollars. But the fact remains that 
the question of the validity of the plaintiff’s registrations was before the court below. 
That issue was raised by the pleadings, and the court below, if the plaintiff should 
prevail, would have to pass upon it in order to pass upon the plaintiff’s prayer for a 
threefold increase in its damages. 

Thus, although neither party sought to have the trade-mark registrations of 
the other cancelled by the district court, as either might have done under section 22 
of the 1905 Act (15 U. S. C. § 102), still the issue of the validity of the plaintiff’s 
registrations was before the district court, and not before it as merely a collateral 
issue, when the defendant raised the same issue in the Patent Office by there filing 
its petition for cancellation. 

The district court in its memorandum of decision gave its reasons for granting 
the plaintiff’s motion to restrain the defendant from prosecuting its proceeding for 
cancellation in the Patent Office as follows [52 U.S. P. Q. at 295]: 


It has long been settled that a court of equity which has first taken jurisdiction of a 
case may, in order to prevent vexations and harassing litigation, enjoin the parties from 
further proceeding in another forum. While the jurisdiction of federal courts to interfere 
with state court proceedings is sharply limited by statute, there is no reason why this 
principle should not apply between two federal courts, or between a federal court and an 
administrative tribunal of the United States. Time, expense, and inconvenience may be 
saved both to litigants and tribunals if the court which first takes jurisdiction of an issue 
between two parties exercises its power to prevent multiplicity of actions and duplication 
of effort. It was said in Gage v. Riverside Trust Co., Ltd., et al., 86 F. 985, 999, “The 
proposition that the court which first acquires jurisdiction of a cause and of the parties 
thereto will hold and maintain it, in order to settle and end the controversy, does not 
admit of question.” 


Undoubtedly, the rule relied upon by the court below, in spite of its limitation 
with respect to proceedings in the courts of a state by section 265 of the Judicial 
Code (28 U. S. C. § 379), is applicable when two actions are pending in courts of 
equal dignity within the judicial system of a single sovereignty. Georgia Power 
Co. v. Tennessee Valley Authority, 89 F. (2d) 218, 221, and cases cited. It has 
been applied in patent cases. Crosley Corp. v. Hazeltine Corp., 122 F. (2d) 925; 
Milwaukee Gas Specialty Co. v. Mercoid Corp., 104 F. (2d) 589. 

In the Crosley case the plaintiff in a suit for a declaratory judgment as to the 
validity and infringement of a patent moved for an injunction to restrain the de- 
fendant therein from prosecuting a suit for infringement of the same patent in an- 
other district court. The district court denied the motion but on appeal the Circuit 
Court of Appeals held that the injunction moved for, not only may, but must, issue. 
In the Milwaukee Gas Specialty Co. case the factual situation, which we need not 
give in detail, was different but the Circuit Court of Appeals, applying the rule that 
“the court first acquiring jurisdiction is entitled to maintain it until its duty is fully 
performed, and the jurisdiction involved is exhausted,” ordered the prosecution of 
the second suit suspended pending the determination of the first one. 

But counsel on both sides of the case at bar admit that they have been unable 
to find any case in which an appellate court has considered the question of the 
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propriety of an injunction issued by a district court to restrain a party before it 
from proceeding before an administrative tribunal with the litigation there of an 
issue pending between them before the court, and we have been unable to find one 
ourselves. We have found a case, however, in which the plaintiff in a suit like the 
one before us asked a district court for an injunction to restrain the defendant from 
proceeding in the Patent Office with a petition for the cancellation of the plaintiff’s 
trade-mark. Baldwin Co. v. R. S. Howard Co., 233 F. 439 [9 T.-M. Rep. 116]. 
In this case, however, the cancellation proceedings ante-dated the suit and the 
district court, in its discretion, declined to issue the injunction. All that court said 
on the subject was (p. 445) : “I am inclined to think, if this court has the power, it 
is inadvisable to seek to prevent the continuance of the cancellation proceedings in 
the office.” On appeal (238 F. 154; 256 U. S. 35) the point was not discussed 
or even mentioned. 

The question presented, then, is one of first impression In our view its answer 
depends upon the applicability of the reasons underlying the rule applied by the 
court below to the situation presented by the facts in the case at bar. These reasons 
were well stated in Crosley Corp. v. Hazeltine Corp., 122 F. (2d) 925, 930, as 
follows: 


The party who first brings a controversy into a court of competent jurisdiction for ad- 
judication should, so far as our dual system permits, be free from the vexation of subse- 
quent litigation over the same subject matter. The economic waste involved in duplicating 
litigation is obvious. Equally important is its adverse effect upon the prompt and efficient 
administration of justice. In view of the constant increase in judicial business in the 
federal courts and the continual necessity of adding to the number of judges, at the expense 
of the taxpayers, public policy requires us to seek actively to avoid the waste of judicial 
time and energy. Courts already heavily burdened with litigation with which they must 
of necessity deal should therefore not be called upon to duplicate each other’s work in cases 
involving the same issues and the same parties. 


Clearly, it is just as harassing and vexatious, and there is just as much waste 
and duplication of effort involved in twice trying the same issue between the same 
parties whether the second trial is before an administrative tribunal or before a 
court, but the defendant contends that there is no escape from two trials between 
the parties of the issue of the validity of the plaintiff’s registrations, one in the 
court below and the other in the Patent Office, because “Regardless of the decision 
of the court below, the Commissioner of Patents will pass on the question of can- 
cellation and under the statute and decisions the decision of the lower court is not 
binding on the Commissioner of Patents.” The statute referred to by the de- 
fendant in support of its proposition is 15 U. S. C. § 93 which provides : “Whenever 
any person shall deem himself injured by the registration of a trade-mark in the 
Patent Office he may at any time* apply to the Commissioner of Patents to cancel the 
registration thereof.” The decisions upon which the defendant relies are one by 
the Court of Customs and Patent Appeals (Van Camp Sea Food Co., Inc. v. West- 
gate See Products Co., 48 F. (2d) 950 [21 T.-M. Rep. 261] ), and one by the Com- 
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missioner of Patents. Glenmore Distilleries Co. v. National Distillers Products 
Corp. [31 T.-M. Rep. 282]. 

We do not construe, as the defendant would have us, the word “whenever” and 
the phrase “at any time” as used in the statute quoted above to mean what they 
literally imply. To so construe them would mean that any person deeming himself 
injured by the registration of a trade-mark could petition the Patent office for its 
cancellation as many times as he chose, and we do not believe that the Congress in- 
tended any such preposterous result. It seems to us that the statute excludes the 
defense of laches in a cancellation proceeding (see Cluett, Peabody & Co. v. Harto- 
gensis, 41 F. (2d) 94 [20 T.-M. Rep. 452] ), but that it leaves untouched the question 
of the effect to be given by the Patent Office in a cancellation proceeding to a 
previous determination of the question of the validity of a trade-mark made by a 
court in an infringement suit between the same parties. 

We do not consider that the cases relied upon by the defendant are in point. 
Under consideration in both of them were proceedings in opposition to the granting 
of a registration under 15 U. S. C. § 86, not proceedings under 15 U. S. C. § 93, for 
the cancellation of a registration already granted, and it seems to us that there is an 
aspect to opposition proceedings which differentiates them, for the purposes of the 
case at bar, from proceedings for cancellation. 

Section 86 above provides that upon the filing, in the form required, of an 
application for the registration of a trade-mark, and upon payment of the specified 
fees, “the Commissioner of Patents shall cause an examination thereof to be made; 
and if on such examination it shall appear that the applicant is entitled to have his 
trade-mark registered under the provisions of this subchapter, the Commissioner 
shall cause the mark to be published at least once in the Official Gazette of the Patent 
Office.” The section then goes on to provide that within thirty days after such 
publication “Any person who believes he would be damaged by the registration of a 
mark may oppose the same by filing notice of opposition,” in a form prescribed. 
The section concludes : “If no notice of opposition is filed within said time, the Com- 
missioner shall issue a certificate of registration therefor, as hereinafter provided 
for. If on examination an application is refused, the Commissioner shall notify the 
applicant, giving him his reasons therefor.” Opposition proceedings, then, are in 
part at least in aid of the Commissioner in the performance of his statutory duty to 
examine for himself a trade-mark offered for registration, but, once a trade-mark 
has been registered, there is no provision in the statute whereby the Commissioner, 
on his own initiative, may himself institute cancellation proceedings. Such pro- 
ceedings are purely adversary in their nature, the adversaries being the registrant 
and “any person” who “shall deem himself injured by the registration”; the 
Examiner in charge of interferences in the Patent Office, and on appeal the Com- 
missioner in person, being the primary arbiters between them. Thus cancellation 
proceedings in the Patent Office are closely akin to judicial proceedings in a court, 
and from this it seems to us that, whatever the situation may be with respect to pro- 
ceedings instituted in opposition to the regisration of a trade-mark, a district court, 
in order to avoid vexatious and harassing litigation and to promote economy, may 
on motion restrain a party before it from contesting the validity of a trade-mark by 
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cancellation proceedings when the validity of the mark is already in issue between 
the same parties before the court. 

From what has been said the fallacy is apparent in the defendant’s argument 
to the effect that the injunction granted interfered “with the Commissioner of Patents 
in his performance of his statutory duty by denying to him the assistance, testimony 
and legal advice of appellant and its attorneys.” In view of the nature of the Com- 
missioner’s duties in cancellation proceedings, he is impeded by the injunction in 
the performance of those duties to no greater extent than a court is impeded in the 
performance of its duties when a party is restrained from proceeding before it. 

The order of the District Court is affirmed with costs to the appellee. 





THE GREYHOUND CORPORATION et at. v. GOBERNA et AL. 
United States Circuit Court of Appeals, Fifth Circuit 
June 16, 1942 


UNFAIR COMPETITION—MISLEADING ADVERTISING—“GREYHOUND” AND SYMBOL ON Tour SERVICE. 
Defendant Goberna, after acting as plaintiff’s agent in the sale of Cuban tour and bus 
tickets at his office at Miami Beach, Florida, after the expiration of the contract, opened an 
office for the sale of such tickets, on which the word “Greyhound” was given special promi- 
nence, together with the symbol of a running greyhound, similar advertising appearing in 
circulars distributed in Dade County, Florida. 
Defendant’s conduct held unfair competition as calculated to deceive the traveling public 
as to the source of the business. 
UNFAIR COMPETITION—ESTOPPEL. 
Defendant’s claim that plaintiffs were estopped from enjoining defendants because of the 
sales contract at one time subsisting between them held unfounded. 


In equity. Action for unfair competition. From judgment for plaintiffs, plain- 
tiffs appeal. Reversed. For decision below, see 32 T.-M. Rep. 199. 


L. S. Julian and V. E. Cline, both of Miami, Fla., for appellants. 
James M. Carson, Miami, Fla., for appellees. 


Before HutcHEeson, HoLMEes anp McCorp, Circuit Judges. 
McCorp, Circuit Judge: 


The Greyhound Corporation and its subsidiary, Atlantic Greyhound Corpora- 
tion, sought an injunction against J. Mitchell Goberna, Havana Greyhound Tours, 
Inc., and Cuban Greyhound Tours, Inc., to prevent their use of the name “Grey- 
hound” in connection with the transportation and tour business. After hearing 
the evidence, the court entered findings of fact and conclusions of law, and held 
that the defendants were not entitled to use of the name “Greyhound” as applied 
to the bus transportation business; but that “by virtue of being prior users of the 
name ‘Greyhound’ in the Cuban tour business” they were entitled to continue 
their use of the name in such business; and that plaintiffs, by acquiescing in the 
use of the name by the defendants, and by accepting certain benefits derived from 
the sale of Havana Greyhound Tours, were estopped from enjoining the defendants’ 
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use of the name in the Cuban tour business. The plaintiffs have appealed, con- 
tending that the court erred in holding that they were estopped and that the de- 
fendants were entitled to continue using the name “Greyhound” in connection with 
the Havana and Cuban tour business. 

Since 1926, The Greyhound Corporation has continuously operated as a com- 
mon carrier of passengers by motor bus in the United States. The corporation has 
developed an extensive system of connecting bus lines, and is closely affiliated with 
numerous other bus lines engaged in the business of carrying passengers for hire. 
There are many wholly or partially owned subsidiaries of The Greyhound Corpora- 
tion. The appellant, Atlantic Greyhound Corporation, is controlled by the parent 
corporation which owns 76 percent of its voting stock. Each of the affiliated com- 
panies used the word ‘“‘Greyhound” as a part of its corporate name. The symbol of 
a running greyhound dog has been uniformly used throughout the system since 1927. 

The affiliated Greyhound Companies have expended large sums of money for 
publicity. Their advertisements have appeared in no less than nineteen magazines 
of national circulation, and in approximately 3,000 newspapers, including those 
published in Miami and Miami Beach, Florida. Numerous radio stations and 
moving picture theatres have carried their publicity, and other extensive advertising 
has been done through billboards, posters, circulars, folders, pictures, and displays. 
As a result of advertising, standardization and improvement of equipment, and de- 
pendability of service, the Greyhound Lines have established an enviable reputation 
in the bus transportation business throughout the country. With the public, “Grey- 
hound” has become a well-established trade-name with a recognized meaning of 
great value ; and the “Greyhound” name and the greyhound dog symbol are generally 
accepted by the public as designating The Greyhound Corporation, its subsidiaries, 
and affiliates. 

The appellant, Atlantic Greyhound Corporation, uses the name “Greyhound” 
and the greyhound symbol in Florida; and an affiliated corporation, Greyhound 
Bus Depot, Inc., maintains a ticket office in Miami Beach, where bus tickets and 
all-expense tours are sold. 

Since 1923, J. Mitchell Goberna has been engaged in the Cuban tour business 
through his corporation, Mitchell’s Tours, Inc. Havana Greyhound Tours, Inc., 
was incorporated in Florida on January 18, 1935, with Goberna as its president and 
director; and Mitchell’s Tours, Inc., became the exclusive agent of his newly 
organized corporation. Cuban Greyhound Tours, Inc., was incorporated in 1936, 
but has remained inactive. 

After incorporation of Havana Greyhound Tours, Inc., Goberna, acting through 
his corporation, Mitchell’s Tours, Inc., entered into contract with the Greyhound 
Bus Depot, Inc., whereby the depot was to sell Mitchell’s and Havana Greyhound 
tours for a stipulated commission fee. After expiration of the contract, Goberna 
opened an office where he sold Cuban tours and bus tickets. Havana Greyhound 
Tours were advertised by Goberna with the word “Greyhound” being given special 
prominence in the advertisements. A large sign outside the entrance to the Mitchell 
and Goberna office in Miami bore the name “Havana Greyhound Tours,” with the 
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word “Greyhound” in conspicuously larger letters than the other words ; and in addi- 
tion there appeared an electric neon sign with the symbol of a greyhound dog in a 
running position. A similar sign appeared at the Miami Beach office, and the name 
was displayed on an awning along with the words “Bus Depot.’ Similar mislead- 
ing advertising matter appeared in the telephone directory, and on descriptive 
circulars distributed in Dade County, Florida. The Atlantic Greyhound Corpora- 
tion wrote a letter to Goberna on March 7, 1939, requesting him to discontinue use 
of the name “Greyhound” in connection with his business, but he did not comply 
with this request. 

That such advertising by Goberna and his corporation was misleading cannot 
be doubted, and Goberna knew it was misleading and that the traveling public was 
being confused. He testified that the advertising caused a “lot of conflict”; and 
that people came to him thinking he was a Greyhound interest. “I began to realize 
that in the advertisement that appeared there was a conflicting misunderstanding 
as to the names.” 

The appellees point out that the word “Greyhound” is used in Miami in connec- 
tion with dog racing, and as the name of several business establishments. They 
concede, however, that appellants have earned the right to use the name in con- 
nection with the bus transportation business, but contend that appellants are not 
entitled to exclusive use of the name in connection with the business of selling and 
conducting all-expense tours to the Republic of Cuba. The business of selling and 
conducting tours is in its nature related to the transportation business, for it neces- 
sarily involves the securing of certain travel facilities and accommodations for the 
tourist. Tours and travel are generally thought of as being related to each other. 
Goberna’s choice of the word “Greyhound,” and its prominent use in connection with 
his tour business was obviously confusing, and had the effect of leading the public 
to think that they were purchasing a tour sponsored by the Greyhound Lines, a well- 
known transportation service with a national reputation. By such improper use of 
the name, Goberna and his corporation were allowed to capitalize on the reputation 
and good will of The Greyhound Corporation and its affiliates. Moreover, if 
Goberna’s tour services failed to measure to the usual standards of the Greyhound 
system, an unfavorable reflection upon Greyhound service would result in the minds 
of the public, and these companies’ hard-earned and well-deserved reputation for 
service and dependability would be impaired. 

Choice of the name “Greyhound,” and its subsequent conspicuous display along 
with the greyhound symbol, make it apparent that Goberna was attempting to build 
upon and benefit by the reputation and good will of the Greyhound Lines. Under 
such circumstances, “the use of the advertising or trade-name or distinguishing mark 
of another, is, in its nature, fraudulent and will be enjoined.” Aetna Casualty & 
Surety Co. v. Aetna Auto Finance Co., 123 F. (2d) 582, and cases cited; Bates 
Mfg. Co. v. Bates Numbering Machine Co., 172 F. 892, 178 F. 681; Wall v. Rolls- 
Royce of America, 4 F. (2d) 333 [15 T.-M. Rep. 12] ; Akron-Overland Tire Co. 
v. Willys-Overland Co., 273 F. 674 [11 T.-M. Rep. 281]. 

The holding that plaintiffs were estopped from enjoining defendants’ use of 
the name may not stand. The contract by which the subsidiary bus depot corpora- 
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tion agreed to sell Goberna’s tours for a commission did not bar the right of the 
plaintiffs to enjoin the unauthorized use of their name. The contract was, at most, 
a license to use the name for a limited period of time, and that period of time has 
long since expired. Since appellants seek injunctive relief only and not recovery 
for gains and profits, the scope and effect of the contract need not be discussed 
further. Cf. El Modelo Cigar Mfg. Co. v. Gato, 25 Fla. 886, 7 So. 23. 

The injunction should have been granted. The judgment is reversed and the 
cause is remanded for further proceedings in conformity with this opinion. 





GRAND RAPIDS FURNITURE COMPANY erat. v. GRAND RAPIDS 
FURNITURE COMPANY 


United States Circuit Court of Appeals, Seventh Circuit 
April 6, 1942 


UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

Defects of allegation or improper joinder of parties may be readily disposed of in a district 

court, if desired by appellant, at any time prior to or at the final hearing. 
Unrair CoMPETITION—SUITS—PLEADING AND PRACTICE. 

All the findings in the case being fully supported by the verified allegations of the com- 
plaint for the purpose of passing on appellant’s motion to dismiss the complaint and appellee’s 
application for a preliminary injunction, those allegations were admitted by appellant to be 
true by the filing of a motion to dismiss. 

Unrair CoMPETITION—“GrRAND RAPIDS FURNITURE COMPANY’’—JURISDICTIONAL AMOUNT. 

A suit brought by several furniture manufacturers located in Grand Rapids, Michigan, to 
restrain defendants from the use of the name “Grand Rapids” on furniture not made in 
that city, held to be a class suit. Notwithstanding, plaintiffs have a common cause of action 
based on the same acts of defendants, and, as the plaintiffs have an undivided interest, though 
separable as between themselves, the amount of their joint claim was held to be the test 
of jurisdiction. 


In equity. Action for unfair competition. From an order of the District Court, 
N. D. Illinois, overruling defendant’s motion to strike the complaint and granting 
preliminary injunction, defendant appeals. Affirmed. 


Ben Meyers, Chicago, Ill., for appellant. 
John J. Yowell, Chicago, IIl., for appellees. 


Before SPARKS, KERNER AND MINTON, Circuit Judges. 


Sparks, Circuit Judge. 


In this case twenty-five plaintiffs sued appellant, a corporation, and six indi- 
viduals alleged to have operated furniture stores in Chicago under various names. 
They prayed for a preliminary injunction and also a permanent injunction to enjoin 
the defendants from operating as a corporation under the name “Grand Rapids 
Furniture Company,” or any name using the words “Grand Rapids,” and from us- 
ing in any manner whatever any such name or corporate entity. The complaint 
was verified, and appellant, the Illinois corporation, filed its motion to strike the 
complaint on the ground that it failed to state a claim on which relief could be 
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granted. The cause was submitted for hearing on that motion and upon plaintiffs’ 
application for a preliminary injunction. No oral testimony was heard, nor were 
any affidavits filed in support of the motion. 

The court made findings of fact which are mere recitals of allegations found 
in the verified complaint. They are substantially as follows: Each plaintiff is a 
citizen of the State of Michigan and each defendant is a citizen and resident of 
the Northern Federal District of Illinois; the value of the matter in dispute exceeds 
the sum of $3,000 exclusive of interest and costs. 

The Furniture Manufacturers Association of Grand Rapids, Michigan, is an 
association of furniture maufacturers including the other plaintiffs, and all the 
other plaintiffs are and for many years have been engaged in the city of Grand 
Rapids in the business of manufacturing and selling furniture, in which business 
they have invested several millions of dollars in the erection of plants and in adver- 
tising their products throughout the United States. 

The city of Grand Rapids is a large and important center of the furniture 
industry in the United States, which fact is generally known to the public, and 
furniture manufactured in that city has for many years enjoyed a wide-spread 
popularity, good will and demand throughout the United States, and the words 
“Grand Rapids furniture” have acquired in the trade a special significance; and 
furniture made in that city is held by a large part of the purchasing public to be 
superior in design, workmanship and value to furniture usually purchased else- 
where, and among the purchasing public many prefer Grand Rapids furniture to 
that made elsewhere. “Grand Rapids furniture” is, and the public understands it 
to be, furniture manufactured in the city of Grand Rapids, Michigan. The method 
of marketing the goods of the individuals and corporations named as plaintiffs (ex- 
cept the trade association) is consistently by sales to consumers through established 
dealers ; and by adherence to this practice of marketing only through dealers and re- 
fusing to sell goods direct to customers, the plaintiffs have secured for themselves 
the confidence and good will of dealers throughout the United States. By reason 
of these facts plaintiffs have acquired the good will of the furniture purchasing 
public and furniture dealers for Grand Rapids furniture of the value of many 
millions of dollars. 

Appellant has never had a factory in Grand Rapids, Michigan, but was organ- 
ized by the individual defendants with the intent and for the purpose of deceiving 
the public and leading prospective purchasers to believe that the defendants had 
some connection with a Grand Rapids furniture factory and sold Grand Rapids 
furniture, and that such purchasers were deriving some benefit by purchasing direct 
from Grand Rapids, through the defendant company, which company has engaged 
in selling at retail, cheap, inferior furniture not manufactured in Grand Rapids, and 
much, if not all, of which is known to the furniture trade by the term of depreciation, 
“Borax.” 

The individual defendants have operated furniture stores in Chicago from 
time to time under various fictitious and corporate names at some fifteen specified 
locations and under ten specified fictitious or corporate names including “Grand 
Rapids Upholstery Company.” The individual defendants, who are the incor- 
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porators of the corporate defendant, are all members of the same family, and 
could not be located by the marshal at their usual places of residence in Chicago. 
Whereupon plaintiffs applied for a temporary restraining order without notice, 
based upon the marshal’s return that he was unable to find one of the individual 
defendants at his usual hotel residence, and that he had left his forwarding address 
which proved to be a vacant store. None of the officers of that corporation could 
be found at the addresses registered with the Secretary of State. After issuance of 
the temporary restraining order the defendant corporation appeared by counsel and 
filed its motion to strike the complaint. 

Except when interrupted at various times by various proceedings, including 
a Federal Trade Commission prosecution, Federal Code Authority hearings and 
its findings of fraud, a stipulation entered into with the Chicago Better Business 
Bureau agreeing to cease fraudulent practices, including the practice of claiming to 
be a branch of or affiliated with the “Grand Rapids Furniture Company,” of Grand 
Rapids, Michigan, and the practice of claiming that the furniture advertised and 
sold by the defendants was manufactured in Grand Rapids, Michigan, when such 
was not the fact, and other alleged interruptions, the defendants through the medium 
of the defendants corporation have falsely represented to the public: That their 
store was a branch of the “Grand Rapids Furniture Company” of Grand Rapids, 
Michigan ; that their store was a sales outlet for a furniture factory at that city, 
and that their factory was there; that purchases of furniture from them were pur- 
chases of “Grand Rapid furniture’ direct from the factory at Grand Rapids; and 
the defendants have engaged in false, fraudulent and misleading advertising ; have 
deliberately and fraudulently substituted other furniture for the furniture purchased 
by their customers from them; have engaged in the making of false and fraudulent 
representations with respect to the quality of the furniture sold by them; and have 
sold as “Grand Rapids furniture” inferior furniture at prices which gave the 
purchasers a false idea of the value of genuine “Grand Rapids furniture.” 

The defendants have formed corporations under the name “Grand Rapids 
Furniture Company” with the intent to mislead and defraud the public by using 
the words “Grand Rapids” and the words “Grand Rapids furniture” in their adver- 
tising and leading the public to believe through the medium of newspapers and 
radio advertising, store signs, window displays, and otherwise, that stock in their 
store was made up of products of the factory located in the city of Grand Rapids, 
Michigan, and the defendants have engaged in each and all of such practices well 
knowing of the existence of the plaintiff, “Grand Rapids Furniture Company,” and 
that the name “Grand Rapids” is a common law trade-name of great value to the 
plaintiffs. Defendants have irreparably injured the plaintiffs by profiting from the 
use of the name “Grand Rapids” in making sales to members of the public and 
potential customers of one or more of the plaintiffs and by leading a large section 
of the public to believe that the “Grand Rapids furniture” is a shoddy and inferior 
product and that those who sell “Grand Rapids furniture” are dishonest. By these 
practices the defendants have irreparably injured the good will which plaintiffs have 
established with dealers in Chicago and throughout the country who are and who 
might become customers of plaintiffs. 





_—— . 
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From time to time the defendants have closed out their business at a particular 
location after a going-out-of-business sale, and then opened up at some other loca- 
tion. They are now in the process of one of such transformations, the Chicago 
newspapers having refused to carry their advertising because of their fraudulent 
practices, and have held a going-out-of-business sale. However, they have opened 
up, or are about to open, a furniture store in Los Angeles, California. 

Unless the defendants are enjoined they will reopen a furniture business, or 
furniture businesses, either at some other location or locations in Chicago elsewhere 
and will continue their practices as above stated. The plaintiff, Furniture Manu- 
facturers Association of Grand Rapids, will be further damaged by such conduct, 
and its purposes defeated and its prestige weakened if the products of the Grand 
Rapids factories are confused with the products of other factories, and the business 
methods of its members are confused with the business methods of the defendants ; 
the plaintiff, “Grand Rapids Furniture Company” will be damaged by the use by 
the defendant of that name, which was adopted by defendants for the purpose of 
carrying out the fraudulent practice above referred to; and the reputation, popu- 
larity and good will of Grand Rapids furniture sold by plaintiffs will be irreparably 
injured, inasmuch as the plaintiffs have no remedy at law. 

Upon these facts the court concluded that it had jurisdiction over the “Grand 
Rapids Furniture Company” and also of the subject matter, inasmuch as this suit 
is one of general equity cognizance. The court further concluded that the com- 
plaint stated a claim on which relief could be granted and justified the issuance of 
an interlocutory or preliminary injunction ; that unless such injunction was granted 
the plaintiffs would sustain immediate and irreparable injury and that they had no 
remedy at law. Hence the court concluded that plaintiffs were entitled to an inter- 
locutory or preliminary injunction as prayed in their verified bill. It accordingly 
overruled the motion to strike the complaint and issued its order restraining the 
appellant, its agents, employees and associates from committing the acts complained 
of until the further order of the court, conditioned upon the filing of a protection 
bond by plaintiffs in the sum of $2,500, which was immediately filed by plaintiffs, 
and approved by the presiding judge. From this order the present appeal is prose- 
cuted. None of the individual defendants appeared to or participated in the action, 
nor does the record disclose that they were ever served with process. 

Subjoined to the motion to strike the complaint are twenty-four specifications 
of alleged defective allegations, most of which are without merit and none of which 
raise the question of jurisdiction. They deal with alleged conclusions of fact, lack 
of particularization, alleged fictitious, unscrupulous, scandalous, vague, impertinent 
and immaterial matter. We think all such allegations, if true, are quite material, 
and were well pleaded, and the court found them to be true. All the findings were 
fully supported by the verified allegations of the complaint ; and for the purposes 
of passing on appellant’s motion to dismiss the complaint, and appellees’ application 
for a preliminary injunction, those allegations were admitted by appellant to be 
true by the filing of the motion to dismiss the complaint. Such defects of allegation, 
or improper joinder of parties, if any, may readily be disposed of in the District 
Court, if desired by appellant, at any time prior to or at the final hearing, but none 
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nor all of them constitute, sufficient grounds to dismiss the complaint, for it does 
state a cause of action in equity on the theory of defendant’s unfair competition. 

After notice of appeal by the Grand Rapids Furniture Company, the sole 

appellant, it for the first time raised the question that the complaint did not affirma- 
tively show that the District Court had jurisdicion under Section 24 of the Judicial 
Code, 28 U. S. C. A., Section 41(1). The question is timely raised for our con- 
sideration and the burden is upon appellees to show such jurisdiction from the 
allegations of the complaint and the findings. Both disclose diversity of citizenship 
and that the value of the matter in dispute exceeds the sum of $3,000 exclusive 
of interest and costs. 28 U. S. C. A., Section 41(1). 

However, appellant contends as necessary to jurisdiction of the action that it 
must be shown that the value of the matter in dispute as to each plaintiff exceeds 
the sum of $3,000, exclusive of interest and costs, and that it is not sufficient to 
aggregate the values of the several matters in dispute as represented by the re- 
spective plaintiffs in order to obtain the minimum amount required. In support of 
this thesis it relies upon Hague v. C. J. O., 307 U. S. 496; Clarke v. Paul Gray, Inc., 
306 U. S. 583; KV OS, Inc. v. Associated Press, 299 U. S. 269; McNutt v. General 
Motors Acceptance Corporation, 298 U. S. 178; Pinel v. Pinel, 240 U. S. 594; 
Woodside v. Beckham, 216 U. S. 117; and Hilliker v. Grand Lodge, K. P., 112 F. 
(2d) 382. 

In the Gray case numerous individuals, copartnerships and corporations joined 
in bringing a suit to contest the constitutionality of the California Caravan Act, 
which exacted fees for each automobile driven into that State for sale. Injunctive 
relief was demanded, and granted by a three-judge court, which found that the 
amount involved, as alleged in the complaint, exceeded $3,000, exclusive of interest 
and costs. In that court defendants had filed a motion to dismiss the bill for lack 
of jurisdiction, but later dismissed the motion, and did not challenge jurisdiction in 
the Supreme Court. The latter court, sua sponte, raised the question and reversed, 
instructing the lower court to dismiss on the merits as to Paul Gray, Inc., and to 
dismiss as to all other plaintiffs for want of jurisdiction because of lack of the proper 
amount involved. It held that there was not shown any joint or common interest 
of the plaintiffs in the subject matter, and cited to that point Gibbs v. Buck, 307 
U. S. 66, which was decided the same day. The Gray case referred to the 
“. . familiar rule that when several plaintiffs assert separate and distinct demands 
in a single suit, the amount involved in each separate controversy must be of the 
requisite amount to be within the jurisdiction of the district court, and that those 
amounts cannot be added together to satisfy jurisdictional requirements . . .” citing 
among other cases Pinel v. Pinel, 240 U. S. 594. 

Appellant also relies on the Pinel case. There two plaintiffs, not claiming to 
represent a class, each suing for himself upon a separate and distinct demand, 
joined in the same complaint, but did not show the requisite jurisdictional amount 
as to either. The court merely held that jurisdiction was lacking, and of course 
it was an apt citation to the “familiar rule” referred to in the Gray case. 

In the Hague case other points than the one now before us were also in issue, 
most of which constitute the bases for most of the various opinions there promul- 


GR. RAPIDS FURN. CO. v. GR. RAPIDS FURN. CO. 341 


gated. However, the question of jurisdiction was raised in the District Court. 
Plaintiff claimed jurisdiction on three separate subsections of Section 24 of the 
Judicial Code relating to (1) diversity of citizenship and amount involved, (12) 
conspiracy, and (14) suit by anyone regardless of the amount involved. The 
District Court held there was jurisdiction under each subsection. The Circuit 
Court of Appeals held there was jurisdiction only under subsections (1) and 
(14). Three of the members of the Supreme Court held there was jurisdiction 
only under subsection (14) and two held there was jurisdiction under the privi- 
leges and immunities clause of the fourteenth amendment of the Constitution. It 
should be noted, however, that all of these judges agreed that there was no juris- 
diction under subsection (1), because there was no common interest in the plain- 
tiffs and the record was bare of any showing of the value of the asserted rights 
of the plaintiffs individually. They cited to this point Pinel v. Pinel, supra, which 
we have already discussed. The facts in both cases are quite analogous and ob- 
viously come within the “familiar rule” referred to in the Gray case. 

The McNutt case was not a class suit, nor was it claimed to be. Plaintiff cor- 
poration sought to rid itself from governmental regulation under a State statute. 
It alleged an involved value of more than $3,000 exclusive of interest and costs. 
To prove this it relied on the value or net worth of its business. The Court said 
that neither nor both of these were proper bases, but that the value in controversy 
was the value of the right to be free from the regulation, and that value was not 
shown as alleged. Since jurisdiction was denied by the answer, the burden was 
upon the plaintiff to supports its jurisdictional allegations by facts. This it did not 
do. 

KVOS v. Associated Press was not a class action. With respect to jurisdic- 
tional allegations and proof it was quite like the McNutt case. The motion to dis- 
miss raised the question of jurisdiction. The Supreme Court ruled that no suf- 
ficient evidence was offered in support of the verified allegation of the value in- 
volved, and directed the District Court to dismiss the complaint for lack of juris- 
diction. Neither the case of Woodside v. Beckam, supra, nor Hilliker v. Grand 
Lodge, supra, adds any legal principle different from those in the cases hereinbefore 
mentioned. 

Our attention has been called to Thompson v. Gaskill, — U. S. — (March 2, 
1942). The suit was instituted under 28 U. S. C. A., Section 41(1), for forty-one 
conductors and brakemen employed by a certain railroad against that railroad and 
another one of its employees. The complaint alleged an involved value of $3,000 
exclusive of interest and costs, which was denied by answer. The District Court 
sustained the defendant’s motion to dismiss ; the Circuit Court of Appeals reversed ; 
and the Supreme Court reversed the Court of Appeals. It said that plaintiffs’ 
action was founded upon various agreements which were not in the record, hence 
there was no basis for determining whether that suit was one “in which several 
plaintiffs, having a common undivided interest, unite to enforce a single title or 
right, and in which it is enough that their interests collectively equal the jurisdic- 
tional amount,” citing Shields v. Thomas, 17 How. 3, 5; Troy Bank v. Whitehead 
& Co., 222 U. S. 39, 40-41; Lion Bonding Co. v. Karatz, 262 U. S. 77, 86; and 
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Gibbs v. Buck, 307 U. S. 66, 74-75. The cause was remanded to the District Court 
without prejudice to an application for leave to amend the bill of complaint. 

Our attention has also been called to two cases recently decided by this court, 
Andrews v. Equitable Life Assurance Society, 124 F. (2d) 788; and Alderman v. 
E. J. and E. Railway Co., 125 F. (2d) 971. In the Andrews case fifteen plaintiffs 
filed as many separate suits against as many mutual life insurance companies, 
each plaintiff claiming to represent all others similarly situated with respect to 
the defendant. The several plaintiffs sought an accounting and distribution of 
the proportionate shares of an alleged common interest in undistributed surplus 
funds held by the respective companies during the plaintiffs’ respective member- 
ship. Motions to dismiss were filed by the defendants, and sustained, and each 
complaint was dismissed for lack of a showing that the required jurisdictional 
amount was involved, uuder 28 U. S. C. A., Section 41(1). The suits were con- 
solidated for hearing in this court. No plaintiff’s claim alone equaled the required 
jurisdictional amount, and each named plaintiff sought aggregation of the claims he 
represented for the purpose of making up the amount. This court there held that 
the rights of each plaintiff and those he represented must stem from their respective 
policies ; that those rights were several, unrelated, and independent ; and that their 
value could not be aggregated for the purpose of conferring jurisdiction. However, 
the appellant urged that he did not depend upon his rights under the policy, where- 
upon this court held that he had no other rights under the circumstances there 
stated. 

In the Alderman case, many plaintiffs joined in one suit, under 28 U. S.C. A., 
Section 41(1), for breach of contract of employment. The bill disclosed diverse 
citizenship as to more than one-half of the plaintiffs, but not as to the others. The 
District Court assumed jurisdiction and entered summary judgment for the de- 
fendant. This court reversed for lack of jurisdiction. It noted, sua sponte, that 
the amount of damages claimed by two plaintiffs, of adverse citizenship to de- 
fendant, was three thousand dollars, whereas the amount in controversy was re- 
quired by statute to be more than three thousand dollars, exclusive of interest and 
costs. The court held that the suit was not a class action, and, so far as the 
opinion discloses, the plaintiffs did not claim that it was. The judgment was re- 
versed and the cause remanded with instructions to permit amendments to dismiss 
the bill without prejudice. No such questions are raised in the instant case. 

Gibbs v. Buck, 307 U. S. 66, was a class suit by representation under rule 23 of 
the Federal Rules of Civil Procedure. It was decided on the same day as was 
Clark v. Gray, supra. The plaintiffs were American Society of Composers, Authors 
and Publishers, an unincorported association under the laws of New York; Gene 
Buck, as its president; various corporations publishing musical compositions; a 


1. Rule 23. Class Actions. 

“(a) Representation. If persons constituting a class are so numerous as to make it im- 
practicable to bring them all before the court, such of them, one or more, as will fairly insure 
the adequate representation of all may, on behalf of all, sue or be sued, when the character of the 
right sought to be enforced for or against the class is... . (1) joint, or common, or secondary. .. . 


(2) several ...; or ... (3) several, and there is a common question of law or fact affecting the 
several rights and a common relief is sought.” 
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number of authors and composers of copyrighted music; and several next of kin of 
deceased composers and authors. The suit was brought on behalf of complainants 
and others similarly situated, members of the Society, too numerous to make it 
practicable to join them as plaintiffs in a matter of common and general interest. 
There was a formal allegation of diversity of citizenship and that the matter in 
controversy exceeded $3,000, exclusive of interest and costs. The appeal was from 
an order of a three-judge District Court refusing to dismiss the bill of complaint on 
defendant’s motion for failure to set out facts sufficient to show federal or equity 
jurisdiction, or to constitute a cause of action, and granting an interlocutory injunc- 
tion against the enforcement of a Florida statute aimed at combinations fixing the 
price for the privilege of rendering copyrighted musical compositions privately or 
publicly for profit. 

The bill of complaint alleged that users of musical compositions had refused to 
recognize plaintiffs’ rights under the Copyright Act, and to pay royalties for public 
performances for profit, and that authors, composers and publishers were unable, 
individually, to enforce their exclusive right because of the expense of detecting and 
suing for infringement throughout the United States. The Society was founded in 
1914 to license performance of copyrighted music for profit and otherwise to protect 
the copyrights. Inasmuch as the amount involved was challenged by defendants’ 
motion to dismiss, the burden was thereby cast upon appellees to support their 
allegation of value by evidence. The record disclosed affidavits then on file in 
support of appellees’ prior motion for a temporary injunction which averred that 
each publisher had received from the Society, during the year next previous to the 
enactment, more than $50,000, that its contract with the Society had a value in ex- 
cess of $200,000, and that to fix prices on each composition for each use in Florida 
would require an expenditure of more than $25,000. Other of such affidavits of 
the individuals showed annual incomes to them from the Society of from $3,000 to 
$9,000, and contracts with the Society of the value of thousands of dollars, and an 
expense, in one instance as high as $5,000, made necessary in order to comply with 
the requirements of the Florida Statute. Upon these jurisdictional facts the Supreme 
Court said: “In view of the unchallenged facts, federal jurisdiction will be ade- 
quately established, if it appears that for any member, who 1s a party, the matter in 
controversy is of the value of the jurisdictional amount, or, if to the aggregate of 
all the members in this representative suit, the matter in controversy is of that 
value.” (Our italics.) The Court held there was jurisdiction, and that the Society 
members were proper parties to the action. However, it found it unnecessary to 
decide whether the Society had standing to sue. 

We are convinced that our rulings on the jurisdictional questions now before us 
must be controlled by the decision in Gibbs v. Buck. True, the instant suit is not 
a class suit by representation, nevertheless, we think it is a class suit. Rule 23, 
supra, does not purport to define a class suit ; it merely permits certain class suits 
of a limited nature to be brought in a limited manner. It is in no sense mandatory, 
and impliedly recognizes the right of all members of the class to join as plaintiffs if 
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they so desire. See Thompson v. Gaskill, supra. If they deem it impracticable so 


to do, they may bring the action by representation under the rule. The limitation as 
to the nature of the suit that may be brought by representation is that the character 
of the right sought to be enforced for the class is either joint, or common, or 
secondary, or several. We are convinced that the instant case is a class suit. How- 
ever, we do not say that fact alone authorizes an aggregation of values involved in 
order to build up the required jurisdictional amount. Rule 23 says nothing about 
aggregation of values involved. That privilege grows out of 28 U. S. C. A., Section 
41, as interpreted by the Supreme Court. See also Harvey v. American Coal Co., 
50 F. (2d) 832 (cert. den. 284 U. S. 669. 

We do say, however, that the facts here pleaded and admitted are in all material 
respects analogous to those in Gibbs v. Buck, supra. True, the Society in that 
case existed in a certain sense for profit, and its interests in some respects were ad- 
verse to its members although not as against the defendants, while in the case at bar 
the Furniture Manufacturers Association was a non-profit organization, of which 
all other plaintiffs were members, and the Association was their agent. In the 
Gibbs case the Court said it was unnecessary to decide whether the Society was an 
interested party. We say the same with respect to the Association. If either is a 
disinterested party the District Court will no doubt eliminate it from the suit, but 
that fact would not be sufficient cause to dismiss the complaint. 

In the instant case we have a common cause of action, based upon the same acts 
of the defendants. The plaintiffs have an undivided interest, though separable as 
between themselves, and the amount of their joint claim will be the test of juris- 
diction. Cf. Clay v. Field, 138 U. S. 464. The relief demanded is identical. If 
any one plaintiff should in a single suit recover on the demand here made by it or 
him, that judgment would of itself immediately furnish all the relief which the other 
plaintiffs are here demanding for themselves, except as to the amount of damages. 
That phase of this case is purely incidental, as all the appellees and the appellant 
respectfully aver and admit that each of the defendants is financially irresponsible. 


The equities of this case are impressive and they loudly appeal to the conscience 
of the court. 


Affirmed. 
































BENEFICIAL INDUSTRIAL LOAN CORPORATION ert at. v. KLINE, 
DOING BUSINESS AS PERSONAL FINANCE CORPORATION 


United States District Court, N. D. Iowa 
May 12, 1942 


UNFAIR COMPETITION AND TRADE-NAMES—“PERSONAL” AND “FINANCE” FOR LOAN BUSINESS— 
DESCRIPTIVE TERMS. 


The words “Personal” and “Finance” as used in the title “Personal Finance Corporation,” 
name of a corporation engaged in the business of making personal loans, held descriptive 
and not subject to appropriation. 


Pas eee 
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UNFAIR COMPETITION—SUITS—]J URISDICTION. 
In an action for unfair competition, in which plaintiff, a holding corporation, claimed 
that damages in excess of the jurisdictional amount had been caused its subsidiary com- 
panies, the claim was such that plaintiffs, neither jointly nor severally, were permitted to 


sustain it by evidence. The court accordingly dismissed the complaint without prejudice of 
its own motion. 


In equity. Action for unfair competition in the use of a trade-name. Complaint, 
dismissed. 


J.R. McManus and M. H. Johnson, both of Des Moines, Iowa, and D. M. Kelleher, 
Fort Dodge, Iowa, for plaintiffs. 

John M. Rankin, Attorney General of the State of lowa, and Floyd Philbrick, First 
Assistant Attorney General of the State of lowa, for defendant Ellis, Superin- 
tendent of Banking of the State of Iowa. 

E. E. Baron and A. H. Bolton, both of Sioux City, Iowa, for the other defendants. 


Scott, District Judge: 


This is an action by Beneficial Industrial Loan Corporation, hereinafter referred 
to as Beneficial and Personal Finance Company of Iowa, both corporations organ- 
ized under the law of Delaware, against Earl L. Kline, doing business under the 
name and style of Personal Finance Company, Melvin W. Ellis, Superintendent 
of Banking of the State of lowa, Personal Loan Society, Inc., and Mutual Loan 
Company, both of the latter corporations organized under the law of Iowa. The 
purpose of the action is to enjoin the defendants, except Ellis, from using the 
name “Personal Finance Company,” and for an accounting for any profits derived 
by defendants, except Ellis, for using such name because of alleged unfair com- 
petition. 

The complaint is voluminous, containing between thirty and forty paragraphs 
and covering twenty-three pages. The pertinent ultimate facts are few, but the 
pleading is rife with argument and unnecessary history. Concisely stated, the 
complaint alleges that Beneficial is a holding or parent corporation holding the 
stock of or in numerous subsidiary corporations organized under the laws of 
thirty-one different states of the Union, including its co-plaintiff, Personal Finance 
Company of Iowa. That Beneficial’s subsidiaries aforesaid contain as parts of 
their corporate names the words “Personal Finance Company.” Then follows 
allegations of the great value of such names and large expense in advertising 
the same and the establishment of good will and reputation of great value to 
Beneficial. All of Beneficial’s subsidiaries are engaged in the small personal loan 
business in their respective localities, and while Beneficial repeatedly refers to its 
doing of business “through its subsidiaries,” Beneficial does not directly engage 
in the small personal loan business in any state, nor is there any allegation of engage- 
ment in business in any state other than as a holding or parent corporation. I think 
it well settled that a holding corporation does not do business in a state through a 
subsidiary but that the two entities are distinct and only tne subsidiary does business. 
Cannon Manufacturing Company v. Cudahy Packing Company, 267 U. S. 333. 
Beneficial’s co-plaintiff, Personal Finance Company of Iowa, is licensed to do busi- 
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ness in Iowa as a foreign corporation and has its place of business in the city 
of Davenport, Iowa, and there engages in the personal small loan business. There 
is no allegation that this plaintiff now or ever engaged in business in Sioux City, 
Iowa, or its vicinity. Defendant Kline, doing business as Personal Finance Com- 
pany, resides and is engaged in the personal small loan business in Sioux City, 
Iowa, and plaintiffs allege that defendants Personal Loan Society, Inc., and Mutual 
Loan Company, doing a like business at Sioux City, make some claim to an interest 
in the name ‘Personal Finance Company,” and I think imply that said latter cor- 
porations are in some way interested with Kline. There is no allegation of any 
actual competition between Kline or any defendants and either of the plaintiffs, 
and the circumstances involved in plaintiffs’ allegations make it apparent that no 
such competition has ever occurred. Plaintiff, Personal Finance Company of Iowa, 
is located at Davenport, between three and four hundred miles distant from Sioux 
City, with numerous important cities and towns between. 

Plaintiffs allege as grounds of jurisdiction of this Court diversity of citizenship 
between plaintiffs and defendants, and that the amount in controversy exceeds, ex- 
clusive of interest and costs, the sum of $3,000, and later in an ad damnum paragraph 
allege, “The damages suffered by plaintiffs as a result of the unlawful acts of de- 
fendants, as aforesaid, exceed in value and amount the sum of Three Thousand 
Dollars ($3,000).” There is no particular allegation of damage to plaintiff, Per- 
sonal Finance Company of Iowa, but the tone of complaint throughout indicates a 
claim of damage to Beneficial by reason of the effect of defendant’s use of the name 
“Personal Finance Company” through the effect of such use upon the numerous 
subsidiary corporations located in thirty-one different states. 

Defendants appear, and with the exception of Ellis, attack the complaint by 
motion. First, that Personal Finance Company of lowa be dropped as a plaintiff 
because of misjoinder. Second, to dismiss as to Beneficial for the reason that 
Beneficial is not using the name “Personal Finance Company.” And third, to 
dismiss as to Personal Finance Company of Iowa, because it is not in competition 
with defendant Kline. And further to dismiss as to Personal Loan Society, Inc., 
and Mutual Loan Company, because no cause of action is stated as to either de- 
fendant. This motion was assigned, argued and submitted. 

I shall not consider in this opinion the independent grounds of defendants’ 
motion, for the reason that there appears to me to be a question of jurisdiction that 
demands priority of consideration. I refer to the matter of the sum or value in 
controversy. While it is true that plaintiffs make the formal allegation as here- 
tofore stated and include an ad damnum paragraph alleging plaintiff’ joint damage, 
the claim as stated is such that plaintiffs neither jointly nor severally can be legally 
permitted to sustain it by evidence. I think, the case falls squarely within the rule 
announced by the Supreme Court in North American Transportation & Trading 
Company v. Morrison, 178 U. S. 262. 

The case above mentioned was brought by Morrison against the North American 
Transportation & Trading Company to recover damages for breach of contract 
whereby the transportation company had agreed to carry plaintiff and his baggage 
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from Seattle in the State of Washington to Dawson City in the Northwest Terri- 
tory, in the Dominion of Canada. The case was tried in the Circuit Court of the 
United States at Seattle, and after numerous motions and demurrers and verdict, 
judgment was given for plaintiff. After verdict and judgment the District Judge 
certified certain questions in the case. The certificate preliminary to the direct 
questions, contained quite a complete statement of the case. In considering the 
certificate and questions, the Supreme Court through Mr. Justice Shiras said: 


It is conceded that the defendant company failed, without sufficient excuse, to fulfill its 
engagements, and the question upon which the jurisdiction of the court below depended is 
as to the nature and amount of the damages to which the plaintiff is entitled. The allega- 
tions in the complaint in that respect were, first, the sum paid by the plaintiff as a fare 
being $200; second, the expenses caused by having to return to Seattle, amounting to 
$72.50; third, the wages which he could and would have earned at Seattle if he had not 
proceeded upon the attempted journey, being wages at the rate of three dollars per day 
during all the time intervening between August 3, 1897, and November 17, 1897, amount- 
ing to about $320; fourth, the loss of a certain portion of plaintiff’s baggage, amounting 
to $29.25; and, fifth, the loss occasioned plaintiff by the defendant's failure to transport 
him to Dawson City, “where the plaintiff could have obtained employment and engaged 
in business which he was competent to perform and transact, at or about Dawson City, 
and thereby have secured wages and profits at the rate of fifteen dollars per day con- 
tinuously from September 15, 1897, for the period of the year next ensuing”; “by reason 
whereof there is due and owing the plaintiff from the defendant by reason of the premises, 
for said expenditures, outlays and damages, the sum of two thousand three hundred and 
one dollars and seventy-five cents.” 


(The District Court’s certificate stated : “Neither in the original nor the assigned 
causes of action was it alleged that any of these passengers had ever lived in 
Dawson before, had any previous engagement or business there, or any promise of 
employment, the allegation in each cause of action as to the passenger’s damage in 
this respect being that ‘he could have obtained employment and engaged in business 
by him competent to perform and transact at or about said Dawson City, and thereby 
secured wages and profits at the rate of fifteen dollars per day continuously from 
September 15, 1897, for the period of the year thence next ensuing,’ and that ‘he 
has wholly lost all of said employment and time, and all of said wages and profits, 
to his damage in the sum of $2,000.’ It was not alleged what, if any, occupation 
either plaintiff or any of his assignors had before departure on the journey, nor 
was it alleged what occupation was expected at the point of destination, or that any 
expected occupation was communicated to the defendant.” ) 


It was obvious, on the face of the plaintiff’s complaint, that if he was not entitled to 
recover the money which he alleged “he could have earned and secured by obtaining em- 
ployment and engaging in business at or about Dawson City,” the amount necessary to 
give the Circuit Court jurisdiction was not involved. 

While it has sometimes been said that it is the amount claimed by the plaintiff in his 
declaration that brings his case within the jurisdiction of the Circuit Court, that was in 
suits for unliquidated damages, in which the amount which the plaintiff was entitled to 
recover was a question for the jury; an inspection of the declaration did not disclose but 
that the plaintiff was entitled to recover the amount claimed, and hence, even if the jury 
found a verdict in a sum less than the jurisdictional amount, the jurisdiction of the court 
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would not be defeated. Barry v. Edmunds, 116 U. S. 550; Scott v. Donald, 165 U. S. 58, 
89. 


But where the plaintiff asserts, as his cause of action, a claim which he cannot be 
legally permitted to sustain by evidence, a mere ad damnum clause will not confer juris- 
diction on the Circuit Court, but the court on motion or demurrer, or its own action, 
may dismiss the suit. And such, we think, was the present case. 


In testing the analogy between the Morrison case and the case at bar, one must 
consider the ultimate essentials of the present case. These essentials as I conceive 
it are, first, whether the use by the defendant of the name “Personal Finance Com- 
pany” would establish any cause of action in favor of the plaintiffs or either of them 
because of any right previously acquired by plaintiffs to use those words. This 
involves the question whether the words “Personal Finance Company” are subject 
to appropriation and exclusive use. In my opinion neither the word “Personal” 
nor “Finance” or a combination of the same are the subject of exclusive appropria- 
tion, because of their merely descriptive character. I quote from Corpus Juris 


under trade-marks, trade-names, and unfair competition, Vol. 63 at page 346, being 
Section 43: 


It is a fundamental rule that a term or mark merely descriptive of the subject to which 
it is applied cannot be a technical trade-mark or trade-name. Thus no word or combina- 
tion of words can be exclusively appropriated if it is merely descriptive of the particular 
business, or of the quality, style, character, grade or class of the goods, etc. 


This text is amply supported by authorities both federal and state. It would be 
difficult to conceive of a more descriptive name than “Personal Finance Company.” 
It advertises the very business of personal loans and finance. It distinguishes this 
class of transaction from other general financial classes such as real estate mortgage 
loans, stocks and bonds, and investment banking. There is no claim here of a trade- 
mark. Indeed, it is quite evident that such name could not be registered. The only 
claim here is unfair competition ; first, that the use of this name by Kline damages 
Beneficial because it might become confused with names of Beneficial’s numerous 
subsidiaries in thirty-one states. The contention seems to be that no one but 
Beneficial and its subsidiaries may use the word “Personal” in connection with their 
loan business. And second, that Beneficial indirectly and Personal Finance Com- 
pany of Iowa directly, are damaged because of the use of this name by Kline, and 
this notwithstanding there is no allegation of competition between Kline and either 
plaintiff. Frankly conceding no competition, it is flatly urged by plaintiff in their 
brief and in arugment before the Court that no competition with Kline is necessary. 
The contrary is, I think, universally held, and particularly by the Supreme Court of 
Iowa. Compare Sartor v. Schaden, 125 Iowa 696 (101 N. W. 511). 

From the foregoing I conclude that plaintiffs have asserted claims that neither 
could be legally permitted to sustain by evidence, and therefore the mere claim of 
there being more than $3,000 involved, does not help the plaintiffs on the juris- 
dictional question. This is the situation which the trial court is obliged to take 
notice of and regardless of the insufficiency of the defendants’ motion on this point, 
to dismiss the case as to both plaintiffs of its own motion, and it will be so ordered. 
This dismissal being for want of jurisdiction will of course be without prejudice, but 
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were the Court not obliged to give priority to the jurisdictional question, the dis- 
missal must follow on the ground that the complaint fails to state grounds upon 
which relief can be granted, in which case the dismissal would be with prejudice. 







BUNTE BROTHERS v. STANDARD CHOCOLATES, INC. 







United States District Court, District of Massachusetts 


May 18, 1942 









TRADE-MARKS—“DIANA” FoR CANDY—VALIDITY. 

The name “Diana,” registered in the United States Patent Office as a trade-mark for 
candy, held valid and not used to denote a grade or quality of the goods. 

TRADE-MARKS—INFRINGEMENT—COMPETITOR’S Use oF First Worp oF MARK—EFFECT OF ADDED 
Worps. 

Where an only word or the first word of a trade-mark is adopted by a competitor as the 
first word in its mark, there is more likelihood of confusion than when second or later words 
are used. Moreover, the addition of other words may not destroy the identity of a trade- 
mark and relieve the infringer of the consequence of the infringement. 

TRADE-MARK INFRINGEMENT—‘DIANA DEANE” AND “DIANA”—CONFLICTING MARKS. 

The words “Diana Deane” held to infringe “the name ‘Diana,’” both marks being used 

on candy. 
TRADE-MARK INFRINGEMENT—SUITS—INJUNCTION. 

In the case at issue, as there was no evidence of confusion of purchasers of the respective 
goods, and the infringement had no cash value in sales made by it, a permanent injunction 
was decreed, but no accounting of profits. 

















Judgment for plaintiff. 





Action for trade-mark infringement. 





In equity. 





Nathan Heard and Frederick A. Tennant, both of Boston, Mass., and John A. 
Marazall, Chicago, Ill., for plaintiff. 

S. Sidney Stoneman, David Stoneman, and Singer, Stoneman & Kurland, all of 

Boston, Mass., for defendant. 







Forp, District Judge: 









This is a suit in which the plaintiff relies for relief solely on its claim for tech- 
nical trade-mark infringement. 

The plaintiff is an Illinois corporation manufacturing and distributing candy 
with its principal place of business in Chicago. The defendant, also a manufacturer 
and distributor of candy, is a Massachusetts corporation with its principal place 
of business in Boston. 

On May 18, 1915, the plaintiff registered in the United States Patent Office 
the trade-mark “Diana” (No. 104,316) alleging it had adopted and used this trade- 
mark in the sale and distribution of candy since August 6, 1907. This registration 
was renewed on May 7, 1935. 

For several years before the date of the complaint and up to the present time, 
the plaintiff has sold hard candy in glass and metal containers throughout the 
United States, including Massachusetts. A picture of the mythical goddess 
“Diana” appears on a label on these containers and near the top of the label is the 
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word “Bunte” appearing above the name “Diana.” ‘“Bunte” is in script and 
“Diana” is in block type. The confections in the containers are described, either 
above or below the picture, as “stuft’’ confections. 

In 1938, the defendant began the manufacture and sale, and still sells, in 
various states, including Massachusetts, a small flat paper box containing twelve 
chocolates of good quality upon which appears the name “Diana Deane.’ There 
are no other marks of similarity on the defendant’s small box beyond the use of the 
name “Diana Deane.” “Diana Deane” appears on the defendant’s letterheads and 
advertising without the presence of its firm name. The firm name, Standard 
Chocolates, Inc., is also absent from its boxes. 

The evidence adduced by the defendant showed that none of the containers of 
hard candy or any other type of candy, such as chocolates, distributed for many 
years past by the plaintiff, bore the name of “Diana” alone, but in all instances, as 
far as representatives of the trade who testified knew, the containers bore the names 
“Bunte Diana,” appearing in the manner described above, or merely “Bunte.” The 
name “Bunte” was also used alone on some sizes of glass containers of hard candy. 
On the other hand, the defendant stipulated (paragraph 5 of stipulation) that the 
plaintiff is and has for several years past been selling candy bearing upon the con- 
tainers the trade-mark “Diana.” 

The defendant showed through a number of candy retailers and a jobber of 
confections that the hard or “stuft” confections of the plaintiff were known in 
the trade as ““Bunte’s Diana” and these witnesses all testified they never heard of a 
single instance of confusion on the part of a purchaser with respect to the respective 
products of the plaintiff and the defendant. The plaintiff produced no evidence of 
actual instances of confusion and I find that the defendant made no sales of its 
chocolates that could be attributed to the use of the infringing mark. 

On these facts the defendants argues (1) that the plaintiff does not own “Diana” 
as a common law trade-mark, but in reality its trade-mark is “Bunte Diana” and 
(2) that even if it owns “Diana” as a common law trade-mark there is little likeli- 
hood of confusion between that mark and “Diana Deane.” 

No question was raised by the defendant that the chocolates it sold were mer- 
chandise of the same descriptive quality as that set forth in the plaintiff’s registration 
of its trade-mark. 

The plaintiff alleged in its complaint that it was the owner of the trade-mark 
“Diana” for candy and that it had been registered in the Patent Office on the date 
stated above, and, also, that it had used this trade-mark continuously up to the date 
of the complaint. 

The defendant stipulated that the “plaintiff is the grantee of, is now, and has 
ever since the grant thereof been the owner of United States trade-mark registra- 
tion No. 104,316, which registration was duly renewed May 7, 1935.” (Paragraph 
3 of stipulation.) The defendant did not question the validity of the registration. 
It was quite evident at the trial that the plaintiff did not come into court with any 
idea that it would have to meet the defense that the plaintiff was not the owner of 
the trade-mark “Diana” because, as the defendant contended, it had never adopted 
or used any such trade-mark. 
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The case heavily relied upon by the defendant, i.e., Armour & Co. v. Louisville 
Provision Co., 283 Fed. 42 [13 T.-M. Rep. 44], is not applicable to the facts of this 
case. In the Armour case the plaintiff had not registered the word “Star” as a 
trade-mark and there was no admission, as there was here (paragraph 5, stipula- 
tion), that Armour & Co., had ever adopted and used “Star” as a trade-mark. 
Further, the court found as a fact that Armour & Co., always used “Star” in con- 
junction with “Armour’s” and that never, at any time, had it adopted and used 
“Star” alone. There being no user of “Star” alone in connection with its products, 
Armour & Co., had no trade-mark in “Star.” 

In the instant case the registration under the 1905 Act created a presumption of 
adoption and use sufficient to make out a prima facie case and the defendant con- 
ceded the validity of this registration. Federal Trade-Mark Act of 1905, Section 
16,15 U.S. C. A., Section 96; Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 
et al., 254 Fed. 553 [9 T.-M. Rep. 123] ; Nims, Unfair Competition and Trade- 
Marks, 3rd Ed., c. XVI, Section 223. Further, the defendant stipulated “Diana” 
was used by the plaintiff on its containers for several years past. 

It may be well, in view of the facts here, to consider briefly whether there is any 
evidence of abandonment in the case. I do not believe so. The burden is on the 
defendant to prove abandonment and the latter is purely a question of intent. 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149] ; Burt v. 
Tucker, 178 Mass. 493 ; Nims, Unfair Competition and Trade-Marks, Section 408, 
p. 1011. It cannot be said that the plaintiff intended to abandon its trade-mark 
merely by using its own name in conjunction with it and certainly abandonment can- 
not be found in view of the admission of user in paragraph 5 of the stipulation. 

The only question remaining is whether the defendant did, within the meaning 
of the provisions of Section 16 of the 1905 Act (15 U. S. C. A., Section 96), 
reproduce, counterfeit, copy, or colorably imitate, the plaintiff’s trade-mark “Diana” 
in the sale of its candies under the circumstances outlined above. 

Most of the cases cited by the parties are federal cases. There is no need to 
make any distinction between these and the applicable Massachusetts cases. They 
both stand for the same principles. 

The test with regard to this latter issue is whether the words “Diana Deane” 
are so similar to “Diana” that any person with such reasonable care and observa- 
tion as the public are so generally capable of using and may be expected to exer- 
cise, would mistake one product for another. Gilman v. Hunnewell, 122 Mass. 
139; McLean v. Fleming, 96 U. S. 245. Under the facts here, would the pur- 
chaser who merely looks or hears as the ordinary purchaser does, be misled? There 
was no similarity in the containers used for the different candies by the respective 
parties. There was no similarity of labels. The only similarity was in the use of 
the word “Diana.” 

The court said in Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19, at p. 31, 
“It is not necessary to constitute an infringement that every word of a trade-mark 
should be appropriated. It is sufficient that enough be taken to deceive the public 
in the purchase of a protected article.” (Cf. Ammon & Person v. Narragansett 
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Dairy Co., Ltd., 262 Fed. 880 [10 T.-M. Rep. 191], where the plaintiff had a trade- 
mark “Queen of the West” and the defendant infringed by the use of “Queen’”). 

And the addition of other words by an infringer may not destroy the identity 
of a trade-mark or name and relieve the infringer of the consequences of infringe- 
ment. The court in the case of Coca-Cola Co. v. Stevenson, et al., 276 Fed. 1010, 
1014 [11 T.-M. Rep. 118], stated the principle in the following language: “Added 
words and their embellishment do not destroy property rights in a trade-mark.” 
In Thomas G. Plant v. May Co. 105 Fed. 375, “Quality” was added by the plain- 
tiff to “Queen” which was a trade-mark of the plaintiff. It was held here that the 
plaintiff was entitled to protection against the use of “Queen” by another manu- 
facturer and seller of ladies’ shoes. The addition did not destroy the identity of 
the trade-mark. In Century Distilling Co. v. Continental Distilling Co., 106 F. 
2d 486, it was held that “Dixiana” and “Dixie Dew” infringed the trade-marks 
“Dixie Belle” and “Dixie Beau.” In Nashville Syrup Co. v. Coca-Cola Co., 215 
Fed. 527 [4 T.-M. Rep. 323], “Coca-Cola” was held infringed by the name 
“Fletcher’s Coca-Cola” used on the same product. In Northam Warren Corp. v. 
Universal Cosmetics Co., 18 F. 2d 774 [17 T.-M. Rep. 203], ““Cutex” was held to be 
infringed by “‘Cuticlean.” The court said that infringement did not depend on the 
use of identical words (p. 775). A further citation of cases seems unnecessary. 
Each case stands on its own facts and the basic question involved in all of them 
is whether there is likelihood of confusion. It is of no moment that there is no 
direct evidence of confusion or intention to confuse, which elements I find missing 
in the present case. 

The plaintiff’s trade-mark consisted of one word and that word or name was 
adopted by the defendant as the first word of its trade-name. First names in trade- 
marks catch the eye and ear. They are very likely to be the dominant words. Where 
an only word or first word of a trade-mark is adopted by a competitor, as the first 
word in its trade-mark, there is more likelihood of confusion than when second or 
later words are used. Cf. Coca-Cola Co. v. Carlisle Bottling Co., 20 F. 2d 909, affirmed 
43 F. 2d 119 [19 T.-M. Rep. 127]. There is no intimation here that if only later 
words are used, or first words are used as later words, in a competitor’s trade-mark, 
there is not likely to be confusion. As stated above, each case is bottomed on its 
own facts. And it is my conclusion in this case that the defendant’s “Diana 
Deane” was likely to be confused by the purchaser with the plaintiff’s ““Diana.”’ 

Another point the defendant argues in its brief is to the effect that the plaintiff 
which admittedly used “Diana” on three different kinds of its hard candy used it 
to denote grade or quality and this fact “has deprived it of any right of protection 
by this court.” What the defendant means by the words I have quoted from its 
brief, I do not exactly know. If it means the plaintiff has no trade-mark in ‘‘Diana”’ 
because of this, I do not believe this question is open to it, the validity of the trade- 
mark being admitted by the stipulation. However, it might be well to go on and 
say that even if the validity of the trade-mark were being questioned, “Diana’’ is 
not the use of a word to designate or identify a grade or quality of merchandise and, 
consequently, is not invalid as a trade-mark. “Diana” is an arbitrary word and 
used to denote origin, and properly registrable if adopted and used. 
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The only remaining question, in view of the finding of technical trade-mark 
infringement, is the measure of relief. 

The plaintiff offered no evidence of its own actual damage or of the defendant’s 
profits (Section 19 of the Act of 1905, 15 U.S. C. A., Section 99). The defendant 
acted in good faith in using “Diana Deane”; there was no attempt at any time to 
deceive the public. The defendant proved there was no instance of actual confu- 
sion in the sale of its chocolates and it made its sales for a reason other than the 
association of the infringing mark. The infringement, consequently, hardly bore 
any relation to any profits made by the defendant. In other words, the infringe- 
ment had no cash value in sales made by it. Cf. Mishawaka Rubber and Woolen 
Mfg. Co. v. S. S. Kresge Co., Supreme Court, May 4, 1942 [32 T.-M. Rep. 254]. 

Under the circumstances, judgment will be to the effect that a permanent in- 
junction will issue restraining the defendant from using the name “Diana” in the 
manufacture and sale of its candies. 


THE QUAKER OATS COMPANY v. GENERAL MILLS, INC. 
United States District Court, Northern District of Illinois 
May 12, 1942 


TRADE-MARKS—SUITS UNDER R. S. 4915—Scope. 

In an action brought under Sect. 4915 to compel the Commissioner of Patents to grant 
registration to plaintiff’s trade-mark, it is the duty of the court to pass upon the registrability 
of the mark at issue. 

TRADE-MARKS—‘“OAaTIES” FOR CEREAL Foop MADE OF OATS—DESCRIPTIVE TERM. 

The word “Oaties,” used as a trade-mark for a breakfast cereal made of oats, held 
descriptive, and hence unregistrable under the Act of 1905. 

TRADE-MARKS—SvuUIT UNDER R. S. 4915—“Oaties” AND “WHEATIES,” “KORNIES” AND 
“Maizies”—Non-CONFLICTING MARKS. 

The word “Oaties” held not to conflict with the words “Wheaties,” “Kornies” and 

“Maizies,” all being used as trade-marks for breakfast cereals. 


In equity. Action under Section R. S. 4915 to obtain registration of Trade- 
Mark Application Serial No. 420024, in which defendant counterclaimed for in- 
fringement and unfair competition. Complaint and counterclaim dismissed. 


Rogers, Woodson & Rogers, Chicago, Ill., for plaintiff. 
Wilkinson, Huxley, Byron & Knight, Chicago, IIl., for defendant. 


Barnes, District Judge: 


The plaintiff, The Quaker Oats Company, filed an application in the Patent 
Office to register the word “Oaties” as a trade-mark for a cereal food product. 
The Patent Office passed the application and published the mark in the Official 
Gazette. Whereupon, the defendant, General Mills, Inc., filed a notice of opposi- 
tion, asserting that “Oaties” infringed its registered trade-marks “Wheaties,” 
“Kornies” and ‘“‘Maizies,” registered for cereal food products. The Examiner of 
Interferences in the Patent Office dismissed the opposition, holding that, notwith- 
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standing the registration by General Mills, Inc., of “Wheaties,” “Kornies” and 
“Maizies,” The Quaker Oats Company was entitled to register the word “Oaties.” 
An appeal was taken to the Commissioner of Patents, who by a decision by his First 
Assistant, reversed the Examiner of Interferences and sustained the opposition. 
The Quaker Oats Company appealed to the United States Court of Customs and 
Patent Appeals. General Mills, Inc., filed a notice in the Patent Office, electing to 
have further proceedings under Section 4915 of the Revised Statutes (Section 63, 
Title 35, U. S. C. A.), that is, it chose to have the question of registration of the 
word “Oaties’”’ determined by the District Court rather than by the Court of Cus- 
toms and Patent Appeals. Thereupon, the appeal to the Court of Customs and 
Patent Appeals was dismissed and The Quaker Oats Company filed its complaint 
in this court. | 

The Quaker Oats Company, in its complaint, alleges that it is the sole and exclu- 
sive owner of the trade-marks “Oaties” and “Quaker Oaties” for a prepared 
breakfast cereal made of oats ; that the trade-mark “Oaties” standing alone was used 
by the plaintiff for only a short time and was the mark in use at the time plaintiff 
filed its application to register said mark in the Patent Office; that when plaintiff 
placed upon the market its product on a commercial basis it coupled with the word 
“Oaties” the word “Quaker” and the product was put in containers which embraced 
the color scheme of its well-known Quaker Oats container, and the words “Quaker 
Oaties” have been used by the plaintiff as its trade-mark since its adoption in com- 
merce among the several states. The complaint then sets forth the proceedings in 
the Patent Office and alleges that the registration of its trade-mark has been refused 
arbitrarily and unlawfully by the Commissioner of Patents and that it files its com- 
plaint to secure registration thereof. The complaint further alleges that the 
defendant, General Mills, Inc., has threatened and intends to subject plaintiff and 
its customers to suits for infringement and unfair competition for using the trade- 
marks “‘Oaties” and “Quaker Oaties.”” The prayer of the complaint is: (1) that 
this court decree (a) that the plaintiff is entitled to have registered its trade-mark 
“Oaties,” (b) that plaintiff’s trade-mark “Oaties” is not confusingly similar to the 
trade-marks of the defendant, (c) that the Commissioner of Patents be authorized 
to dismiss the opposition to the registration of plaintiff’s trade-mark “Oaties,” and 
(d) that the Commissioner of Patents be authorized to register the plaintiff's trade- 
mark “Oaties”; and (2) that the court declare that the plaintiff is entitled to use 
its trade-mark “‘Oaties” and “Quaker Oaties” for a prepared breakfast cereal in in- 
terstate and foreign commerce, and that said trade-marks are not an infringement 
or a colorable imitation of defendant’s trade-marks ‘‘Wheaties,” “Kornies” and 
““Maizies.”’ 

The defendant, General Mills, Inc., answered, denying the material allegations 
of the complaint, and filed a counterclaim whereby it sought recovery against the 
plaintiff for infringement of its trade-marks “Wheaties,” “Kornies,” and “Maizies,” 
registered under the laws of the United States, for common law trade-mark in- 
fringement, and for unfair competition in trade committed by the plaintiff in inter- 
state and intrastate commerce in the United States. The plaintiff denied the 
material allegations of the counterclaim. 
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The parties are agreed that Section 4915 of the Revised Statutes (Section 63, 
Title 35, U. S. C. A.) is applicable to trade-mark cases, and that appears to be the 
law (American Steel Foundries v. Robertson, 262 U.S. 209) [16 T.-M. Rep. 51]. 
Counsel are not entirely in accord on the question of the extent of the duty of the 
court in trade-mark cases under Section 4915. On the one side, it is said that the 
duty of the court under Section 4915 is as broad in trade-mark cases as it is in 
patent cases. On the other side, it is said that the duty of the court is not as broad 
under Section 4915 in trade-mark cases because of the greater possibility, as counsel 
says, of there having been an adversary proceeding in the Patent Office. The court 
gathers that counsel on each side of this proceeding would be content if the court 
did not find itself confronted with the necessity of determining whether or not the 
trade-marks in issue in this case are merely descriptive of the products to which they 
are respectively applied. In Hill v. Wooster, 132 U.S. 693, which was a proceeding 
under Section 4915 in a patent case, the Supreme Court said: 


The parties to the present suit appear to have been willing to ignore the question as to 
patentability in the present case, and to have litigated merely the question of priority of inven- 
tion, on the assumption that the invention was patentable. But neither the Circuit Court nor 
this court can overlook the question of patentability. 


The court is of the opinion that, under Section 4915, a duty rests upon the court 
in trade-mark cases to determine the registrability of the mark generally, like unto 
the duty which rests upon the court in patent cases to determine patentability 
generally, and not to confine its attention merely to the question of priority. 


The Quaker Oats Company applies the word “Oaties” as a trade-mark on 
‘An oat cereal with sugar, salt, calcium phosphate and soda added.”” The General 
Mills, Inc., applies the word “Wheaties” as a trade-mark on “Toasted whole wheat 
flakes . . . . Ready-to-Eat. Ingredients—whole wheat, sugar, salt, malt syrup, 
vegetable oil, vitamin Bl and natural vitamin G from plant sources.” It applies 
the word “Kornies” on a “Puffed corn cereal. Ingredients—Corn meal, tapioca, 
sugar, wheat germ, salt, cocoanut oil, calcium carbonate, sodium phosphate, iron 
oxide saccharated, vitamin B, (thiamine) and natural vitamin G (riboflavin) 
from plant sources.” And it applies the word “Mazies” to a “Puffed corn cereal. 
Ingredients—Corn meal, tapioca, sugar, wheat germ, salt, cocoanut oil, calcium 
carbonate, sodium phosphate, iron oxide saccharated, vitamin B (thiamine) and 
natural vitamin G (riboflavin) from plant sources.” 

It seems to the court that the first principal question which should be examined 
is whether or not the trade-mark ‘“‘Oaties,” applied as the plaintiff The Quaker 
Oats Company applies it, is confusingly similar to the trade-marks “Wheaties,” 
“Kornies” and “Maizies” as the defendant General Mills, Inc., applies them, respec- 
tively. The marks neither look nor sound alike, with the exceptions that they are 
all plurals, ending in “‘s,” and all have the diminutive suffixes, “7.e.,” denoting 
endearment or playfulness (Webster’s New International Dictionary, 1932 ed.). 

It seems to the court that the marks suggest different ideas. Plaintiff's mark 
suggests something made from oats, while the defendant’s marks suggest something 
made from wheat and corn. It is true that oats, wheat and corn are all grains. 
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Some considerable evidence has been introduced of surveys conducted, particularly 
by the plaintiff, for the purpose of determining whether or not the trade-mark 
“Oaties” is confusingly similar to “Wheaties,” “Kornies,” and “Maizies,” and some 
witnesses have been examined, some of whom were not confused and others of 
whom thought that “Oaties” were manufactured by the same firm that manufactured 
“Wheaties.” There is no evidence in the record, however, that anyone ever 
bought “Oaties” thinking that he bought a product of General Mills, Inc. The court 
believes and holds that “Oaties” is not confusingly similar to “Wheaties,” 
“Kornies” or “Maizies,” either severally or in the aggregate, and that, so far as the 
question of confusing similarity is concerned, plaintiff is entitled to have its trade- 
mark “Oaties” registered and is entitled to have the opposition of the defendant, 
General Mills, Inc., founded upon its registration of the trade-marks “Wheaties,” 
“Kornies,” and “Maizies’ dismissed. 

However, the court cannot escape the conviction that the word “Oaties” is 
descriptive of the goods with which it is used and of the character and quality of such 
goods, and such a word is not registrable under the Act of 1905. The statute 


provides that “no mark which consists . . . . merely in words .. . . which are 
descriptive of the goods with which they are used and of the character or quality of 
such goods .. . . ..shall be registered under the terms of this subdivision of this 


chapter.” (Section 85, Title 15 U. S. C. A.) 

What has been said disposes of the issues which have been made by the com- 
plaint and counterclaim. The plaintiff is not entitled to have the word “Oaties” 
registered as a trade-mark under the Act of 1905. It may have a decree that the 
word “Oaties,” as used by it, is not confusingly similar to the words “Wheaties,” 
“Kornies,” and “Maizies,” as used by the defendant, and it may have a decree that 
it is entitled to use the words “Oaties” and “Quaker Oaties” for a prepared break- 
fast cereal in interstate and foreign commerce, and that said words are not an 
infringement or colorable imitation of defendant’s trade-marks “Wheaties,” “Korn- 
ies,’ and “Maizies,” the validity of which, as statutory or common law trade- 
marks, the court is not now called upon to decide. As has been indicated, there is no 
evidence of unfair competition by the plaintiff and counterclaim defendant. The 
plaintiff may have the relief above indicated under its complaint. The counterclaim 
may be dismissed. The plaintiff may recover its costs. 

Counsel for the plaintiff may, within seven days from this date, prepare and 
present, in writing, drafts of findings of fact, conclusions of law, and a decree, giv- 
ing effect to the views hereinabove expressed. Counsel for the defendant may 
within fourteen days from this date, prepare and present, in writing, such observa- 
tions in respect of or objections to the drafts presented by counsel for the plaintiff 
as seems to him necessary or desirable, and counsel for the plaintiff may, within 
seventeen days from this date, prepare and present, in writing, such reply as to 
him seems necessary or desirable. This having been done, the making of findings of 
fact, conclusions of law and a decree will be taken without further argument. 
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UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

In actions for unfair competition it is well settled that a notice to take a deposition must 

name the persons to be examined or designate them by description sufficient to identify them. 
UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

In an action for unfair competition to restrain the unauthorized use by defendants of the 
name “Dinty Moore” in connection with the sale of canned food products, plaintiff’s motion 
to vacate defendant’s notice of examination with respect to certain unnamed witnesses was 
granted. The motion to vacate defendant’s notice as to named witnesses was denied, on 
condition that defendants proceed by written interrogatories, serving a copy thereof suf- 
ficiently in advance on plaintiff to enable it to prepare cross-interrogatories; or that de- 
fendants pay plaintiff the expense of the attendance of an attorney at the place of deposition, 

including a reasonable attorney’s fee. 





















In equity. Action for unfair competition. On plaintiff's motion to vacate 
defendant’s notice of examination of witnesses before trial. Motion granted in 
part and denied in part. 










J. Arthur Adler, New York, N. Y., for plaintiff. 
Breed, Abbott & Morgan, New York, N. Y., for defendants. 






RIFKIND, District Judge: 











Plaintiff seeks an order, pursuant to Rule 30(b) of the Federal Rules of Civil 
Procedure, vacating defendants’ notice of examination, or in the alternative, re- 
quiring the depositions of the named witnesses to be taken only on written interro- 
gatories and vacating the notice with respect to the examination of unidentified wit- 
nesses. 

The complaint contains two counts. One is for damages by reason of the alleged 
unauthorized used by defendants of plaintiff’s name, “Dinty Moore,” for adver- 
tising and trade purposes in connection with the manufacture and sale of canned 
food products under the trade-name “Dinty Moore” in violation of plaintiff’s 
rights under Sections 50 and 51 of the Civil Rights Law of New York, 8 
McKinney’s Consolidated Laws of New York, §§ 50, 51. The second count is for 
fraud and unfair competition by reason of the alleged appropriation and use by 
defendants of plaintiff’s name in connection with defendants’ business. 

It is alleged that plaintiff is a famous restaurateur who has built up a nation- 
wide name and reputation over more than thirty years; that defendant George A. 
Hormel & Company caused Dinty Moore Products Company to be incorporated in 
1936, in order to appropriate and hold plaintiff’s name and to enrich itself by the 
use of said name and good-will of the plaintiff, for advertising and trade purposes ; 
that defendants manufacture and market various food articles under the plaintiff’s 
name which are inferior to plaintiff's products and which mislead the public to 
plaintiff's detriment. 
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Defendants deny most of the allegations of the complaint and set up by way of 
a separate defense that ““Dinty Moore” has long been used as the name of a fictitious 
character in cartoons and comic strips, that the name has been adopted and used as 
the designation of a great many taverns and public eating places in the United 
States which are under different proprietorships and that it has no significance as 
an identification or designation of plaintiff’s business or place of business in par- 
ticular. 

Defendants have served a notice to take the depositions, by oral examination, of 
eight named witnesses residing in East Providence, R. I., Boston, Mass., Albany, 
N. Y., Binghamton, N. Y., Buffalo, N. Y., and St. Louis, Mo. 

Plaintiff challenges the relevance of their testimony and offers its irrelevance as 
a ground for the granting of its motion. Defendants have indicated that the general 
subject matter of the depositions will be in support of the separate defense above 
described. 

This testimony appears to have a bearing on the issues; and that is sufficient to 
entitle the defendants to take it by deposition. It is not necessary to establish that 
the testimony will be admissible at the trial. Grinnell Co., Inc. v. National Bank of 
Far Rockaway, E. D. N. Y., 1941, 2 F. R. D. 116. 


It is sufficient that the inquiry be made as to matters generally bearing on the issue and 
relevant thereto or that there is reasonable probability that the document in question contains 
material evidence. Mackerer v. N. Y. Central R. Co., E. D. N. Y., 1940, 1 F. R. D. 408. 


The second ground of plaintiff’s motion is that the notice subjects it to undue 
hardship arising out of the necessity to travel to the several distant cities in order to 
cross-examine the witnesses. It suggests that the witnesses be examined by means 
of written interrogatories. 

The notice of examination bears internal evidence that the defendants intend to 
conduct very brief examinations. Written interrogatories would clearly answer the 
purpose and would save plaintiff very substantial travelling expenses. For good 
cause shown the court has power to require that a deposition be taken by written 
interrogatories instead of by oral examination. Rule 30(b) F. R. C. P. 

Upon the argument of this motion Civil Rule 12 of the Rules of the District 


Court of the Southern District of New York were cited to counsel by the court. 
That rule provides in part as follows: 


In the case of a proposed deposition upon oral examination at a place more than 150 miles 
from the court-house, including the case of a deposition before action or pending appeal, the 
court may provide in the order therefor, or impose as a condition of denying a motion to vacate 
a notice thereof, that the applicant shall pay the expense of the attendance of one attorney for 
the adversary party or parties, or expected party or parties, at the place where the deposition is 
to be taken, including a reasonable counsel fee, which amounts shall be paid prior to such 
examination. The amount paid by such applicant to his adversary on account of attorney’s 
fees and expenses shall be a taxable disbursement in the event that the applicant recovers costs 


of the action. 

Pursuant to this rule, plaintiff indicated its willingness to have the depositions 
taken by oral examination provided defendants paid the travelling expenses of 
plaintiff's attorney and a reasonable attorney’s fee. Defendants challenged the 
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validity of the rule, contending that it was inconsistent with the Federal Rules of 
Civil Procedure. 

Rule 30(b) authorizes the court to make any order “which justice requires to 
protect the party or witness from annoyance, embarrassment, or oppression.” 
Acting under this general authority, at least one district court, without the benefit 
of local rule, imposed upon the moving party the burden of defraying its adver- 
sary’s expenses and a reasonable attorney’s fee. Clair v. Philadelphia Storage 
Battery Co., E. D. Pa. 1939, 27 F. Supp. 777. 

The courts of New York, applying the provisions of Section 294 of the New 
York Civil Practice Act, which is not dissimilar from Rule 30 (b), have had no 
difficulty in doing likewise. Nettleton Co. v. Story, 1923, 121 Misc. 258; Drake v. 
Line-A-Time Mfg. Co., Inc., 1929, 226 App. Div. 717. A rule similar to Civil 
Rule 12 is in effect in the Eastern, Middle and Western Districts of North Caro- 
lina and the Eastern District of New York. The courts have enforced the rule. 
Fairwater Transportation Co., Inc. v. Chris-Craft Corp., S. D. N. Y. 1940, 1 
F. R. D. 509; Houghton Mifflin Co. v. Stackpole Sons, Inc., S. D. N. Y. 1940, 
1 F. R. D. 506. Before the promulgation of the Federal Rules of Civil Procedure 
the district courts had rule-making power derived from 28 U.S. C. A. 731. They 
were free to make rules of procedure to the extent that the statutes did not provide 
the procedure to be followed, provided the rules did not restrict or enlarge 
jurisdiction or change statutory or substantive law. Woodbury v. Andrew Jergens 
Co., C. C. A. 2d 1932, 61 F. 2d 736, cert. denied, 289 U. S. 740. 


Rule 83 F. R. C. P. has continued the rule-making power. It provides: 


Each district court by action of a majority of the judges thereof may from time to time make 
and amend rules governing its practice not inconsistent with these rules. . . . In all cases not 
provided for by rule, the district courts may regulate their practice in any manner not incon- 
sistent with these rules. 


Civil Rule 12 of the Southern District of New York is not inconsistent with Rule 
30(b) nor does it restrict or enlarge jurisdiction. It does not change any substan- 
tive or statutory law. It supplements the general language of Rule 30(b) by a 
specific suggestion. It is permissive. It is designed to prevent annoyance, embar- 
rassment and oppression. It meets all the tests of validity. 

Defendant’s notice of examination contains a paragraph wherein it is stated 
that ‘‘at the times and places aforestated the depositions of other witnesses whose 
names are unknown to defendants may be taken.” The rule is well settled that a 
notice to take a deposition must name the persons to be examined or designate them 
by description sufficient to identify them. Rule 30(a). Burris v. American Chicle 
Co., E. D. N. Y. 1939, 1 F. R. D. 9; Orange County Theatres, Inc. v. Levy, S. D. 
N. Y. 1938, 26 F. Supp. 416. 

Accordingly, plaintiff's motion to vacate defendants’ notice of examination with 
respect to the unnamed witnesses is granted. Plaintiff’s motion to vacate defendants’ 
notice as to named witnesses is denied on condition (1) that defendants proceed by 
written interrogatories, serving a copy of their proposed interrogatories sufficiently 
in advance upon plaintiff to enable it to prepare cross-interrogatories; or (2) 
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that defendants pay plaintiff, prior to the taking of the depositions, the expense of 
the attendance of one attorney at the places where the depositions are to be taken 


including a reasonable attorney’s fee, the amount of such expenses and fee to be 
settled in the order to be submitted. 


Settle order on notice. 





B. ALTMAN & CO. v. YOUNG COLONY, INC. 
New York Supreme Court, Special Term 
July 27, 1942 


UnFair COMPETITION—“YouNG CoLony SHop”—DEcEPTIVE USE oF TRADE-NAME. 

The adoption by defendants of the name “Young Colony” as part of its corporate name, 
with the evident intention of affixing it to labels attached to its goods, garments for women, 
held unfair competition as against plaintiff, which had used the name for over nine years as a 
trade-mark on its junior and misses’ ready-to-wear garments. 

UNFAIR COMPETITION—LIKELIHOOD OF DECEPTION. 


It is well settled that, even though there has been no actual confusion or deception, a 
plaintiff is entitled to relief if the situation presents a likelihood of confusion or deception. 
UNFAIR COMPETITION—EFFECT OF CORPORATE CHARTER. 


In the case at issue, where defendant was apprised of plaintiff’s prior right, but refused 
to cease use of the offending name, its corporate charter held to afford it no protection. 


In equity. Action for unfair competition. Injunction granted. 


Briesen & Schrenk (Karl Pohl and Samuel J. Stoll, of counsel), all of New York 
City, for plaintiff. 

Charles Entmacher (Samuel Bleecker, of counsel), both of New York City, for 
defendant. 


BERNSTEIN, Judge: 


The undisputed proof discloses that the plaintiff originated “The Young Colony 
Shop” as a trade-name to describe its junior and misses’ ready-to-wear department, 
and has used it for that purpose for over nine years. It shows that after registering 
the name as a trade-mark in the United States Patent Office in 1933, the plaintiff 
began using it to describe the garments sold in that department by affixing woven 
labels bearing the trade-mark upon each of those garments. And, finally, it shows 
that the plaintiff has, over the years, expended vast amounts of money in news- 
paper and magazine advertising and other promotional work devoted to populariz- 
ing that department and those garments under the “Young Colony” name, so that 
it has become identified in the public mind with the junior and misses’ garments sold 
by the plaintiff. The plaintiff has thus become possessed of valuable property rights 
and good-will which entitle it to protection against those who may seek to take a free 
ride on the crest of its popularity and accomplishment. 

The defendant Young Colony, Inc., was incorporated in January, 1942. Its 
business is the manufacture and sale of junior and misses’ garments in the precise 
size range of the garments sold by the plaintiff, but at a price range far below that 
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of the plaintiff. While it has not to date applied its name to a label on its garments, 
the danger is ever present that it may do so in the future or that its retail customers, 
competitors of the plaintiff, may publicize them under its name. It is well settled 
that even though there has been no actual confusion or deception, the plaintiff is 
entitled to relief if the situation presents a likelihood of confusion or deception 
(Vulcan v. Myers, 139 N. Y. 364; Foster Bros. Mfg. Co. v. Ideal Bedding Co., 
138 Misc. 34; Rue & Hutchins v. Vera Shoe Co., 290 Fed. 124 [13 T.-M. Rep. 
389] ; Henry Muhs Co. v. Farm Craft Foods, 37 Fed. Supp. 1013). 

The defendant resorts to the defense that it selected its corporate name with no 
intention to deceive and only “because it sounded like a good name.” It says that 
it had no knowledge of the plaintiff’s prior use of the name. In view of the fact 
that two of its three organizers and owners had been engaged in the junior and 
misses’ apparel field for many years before they entered into their new venture, their 
plea of ignorance is hardly credible. But, be that as it may, they were apprised of 
the situation within two weeks of their incorporation and, later on, requested to 
change the name at the plaintiff’s own expense, and their failure to do so is incon- 
sistent with good faith and honest intention. In that light, its corporate charter can 
afford the defendant no protection (Pansy Waist Co. v. Pansy Dress Co., 203 App. 
Div. 585) [13 T.-M. Rep. 54], Cosmos Shipping Co. v. Cosmos Forwarding 
Corp., 22 N. Y. Supp. [2d] 308), and it should be required to revise it to avert 
unfair trade practice and consequent injury. As it was so well expressed in a 
frequently cited case: “If the defendant intends to deal fairly it can do no harm to 
change its name; if it intends to use the name unfairly, it should be compelled to 
change it” (British-American Tobacco Co. v. British-American Cigar Stores Co., 
211 Fed. 933, 935 [3 T.-M. Rep. 495]). The defendant can change it at this stage 
of its life with slight expense and inconvenience. It must not complain that it is 
now compelled to give up what it had no right to take in the first place. 

The facts disclosed upon this application present a close parallel to the facts 
disclosed in two cases affecting plaintiff’s neighbors and must be determined as they 
were (Franklin Simon & Co. v. Bramley Blouses, Inc., 170 Misc. 844 [29 T.-M. 
Rep. 605] ; Russeks, Fifth Avenue, Inc. v. Marilyn Junior Dress Co., N. Y. L. J., 
October 31, 1936). Motion for an injunction pendente lite is granted. Bond 
fixed at $1,000. Settle order. 


R. LYLE SCHILL, trapinc as SCHILL’S BOOK SHOP v. THE REMING- 
TON BOOK COMPANY 


Court of Appeals of Maryland 
January 3, 1941 


Unratr CoMPETITION—STATE Fair Trape Acts, MARYLAND—SCOPE. 

In an action to restrain appellee from selling a certain copyrighted book at a price less 
than that specified in contracts subsisting between the publisher and appellant under the 
Maryland Fair Trade Act, held that the said Act applies to copyrighted books. 

Unrarr CoMPETITION—STATE Farr Trape Acts, MAryLAND—“ComMMODITIES”—DEFINITION. 

In the case at issue held that books are “commodities” within the meaning of the Mary- 
land Fair Trade Act and, accordingly, subject to its provisions. 
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In equity. Action for unfair competition under Sections 102 to 110, inclusive, 
of the Maryland Fair Trade Act. From an order of Circuit Court No. 2 of Balti- 
more, restraining defendant from selling a book at less than the price fixed by the 
publishers, defendant appeals. Order affirmed. 


MITCHELL, Judge: 


Both the appellant and appellee in this case are booksellers engaged in that 
line of trade in the city of Baltimore ; and this appeal is from an order of the Circuit 
Court No. 2 of that city, overruling the appellant’s demurrer to the appellee’s bill 
of complaint. The basic question raised is whether the Fair Trade Act, as embodied 
in Sections 102 and 110, inclusive, of Article 83 of the Annotated Code of Mary- 
land (1939), is applicable to copyrighted books. 

The bill of complaint alleges that, pursuant to the provisions of the Act the 
appellee, on November 10, 1939, entered into a contract, to take effect as of 
November 1, 1939, with Simon & Schuster, Inc., of New York, a publisher engaged 
in publishing and selling books, that the appellee during the life of the contract 
would not advertise, offer for sale or sell to any consumer, at less than the fair trade 
price, any books bearing the publisher’s trade-mark, brand or name; it being 
agreed that the publisher would stipulate a minimum resale price to the consumer 
in compliance with the Fair Trade Act of this State, in the publisher’s current 
monthly catalog, and that all books contained in said catalog were to be sold at the 
fair trade price, with exceptions as follows: (a) books sold for circulating or public 
service purposes and not for resale; (b) charitable, religious or educational pur- 
poses at not less than 25 percent below the fair trade price; (c) sale to book clubs ; 
(d) government agencies; (e) mail order houses selling exclusively by mail; and 
(f£) miscellaneous sales not generally intended for resale by the purchasers. It is 
further alleged that the appellant was cognizant of the fact that the appellee had 
entered into the contract referred to, and of the terms and conditions thereof, 
including the established fair trade price to the consumer ; and, moreover, that in 
spite of the fact that the appellant had been repeatedly requested to desist from 
violations of said contract, he has, nevertheless, violated the terms thereof, con- 
trary to the provisions of said Act; the specific complaint being that the appellant 
on January 30, 1940, sold to an ultimate consumer a book entitled “Art Master- 
pieces” for the sum of $8.50, whereas the minimum consumer’s price fixed by said 
contract was $10. Alleging also that the appellee is without redress in law, the 
prayer for relief is that the appellant be temporarily and permanently enjoined and 
restrained from violating said contract. 

The Fair Trade Act, as adopted in this State by Chapter 239 of the Acts of 1937, 
differs but little, if any, from similar legislation now in force in nearly every State 
in the Union. And it may be added that, as far as our investigation goes, wherever 
the constitutionality of the several state statutes has been challenged, they have 
been sustained by the appropriate court of last resort. So also the validity of such 
legislation has been sanctioned by the Supreme Court of the United States. Old 
Dearborn Distributing Co. v. Seagram Distillers Corp., and McNeil v. Joseph 
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Triner Corp., 299 U. S. 183, 81 L. Ed. 109 [27 T.-M. Rep. 3]; Pep Boys, ete. v. 
Pyroil Sales Co., and Kunsman v. Max Factor & Co., 299 U. S. 198, 81 L. Ed. 122. 
In line with the judicial trend above indicated, this Court in the recent case of 
Goldsmith v. Mead Johnson & Co., 176 Md. 682, —— A. ——, has upheld the 
constitutionality of the Maryland Fair Trade Act; it being in that case, inter alia, 
contended that the Act was in conflict with (a) Article 23 and 41 of the Declara- 
tion of Rights of this State, and (b) the Fourteenth Amendment to the Constitu- 
tion of the United States. So far, therefore, as the Act adopted in this State is 
concerned, the same is a valid exercise of legislative power, and, in brief, authorizes 
and sanctions contracts establishing minimum retail prices on commodities which 
bear the trade-mark, brand or name of the producers or distributors, and which 
are in free and open competition with “commodities of the same general class 
produced or distributed by others.” It therefore follows that anyone who wilfully 
and knowingly advertises, offers for sale or sells any commodity at less than the 
price stipulated in any contract entered into pursuant to the provisions of the Act, 
whether such person is or is not a party to such contract, is engaged in unfair com- 
petition, and is subject to suit on the part of any person damaged thereby. 

Without challenging the constitutionality of the Act, the appellant contends that 
it cannot and does not cover copyrighted books. Furthermore, it is submitted that, 
regardless of the conclusion of the Court as to the main controversial question in- 
volved, the instant contract, upon which the bill of complaint is based, contains no 
proper stipulation as to price, and that its terms are so uncertain, inequitable and 
unfair, and embrace such unreasonable exemptions, as to preclude its enforcement 
in a court of equity. 

As indicated, it is contended by the appellant that, notwithstanding the Act, 
by its express terms, includes “publishers,” it is not intended to apply to copy- 
righted books distributed by publishers, for the alleged reason that such type of 
books are not “commodities” within the meaning of that term as used in the Act; 
and that in any event, because it deals with contracts relating to “commodities” in 
“free and open competition with commodities of the same general class produced or 
distributed by others,” one copy of a literary work cannot be in competition with 
another copy of the same book. The Act defines “commodity” as “any subject 
of commerce” ; and while the word “commerce” in itself is a broad term, its ordinary 
meaning, as applied to trade, is the exchange of goods or property of any kind for 
money, or for other goods or property. Under such definition there can be no 
doubt that a book, as physical property, is an article adapted to commerce. How- 
ever, the Act goes further, and declares what type of contract fixing resale prices, 
between the producer (or publisher) and one buying for the purpose of resale, may 
be enforced as against either a party to the contract or a non-signatory thereto ; and 
provides that the contract must relate to commodities in “competition” with other 
like commodities. A book, then, to be subject to the provisions of the Act, must 
be found to be in competition ; but in competition with what? Competition implies 
a struggle for advantage between two or more forces, each possessing in sub- 
stantially similar if not identical degree, certain characteristics essential to the con- 
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test ; and as used in political economy, is thus defined in Funk & Wagnalls’ dic- 
tionary: “An independent endeavor of two or more persons to obtain the business 


patronage of a third by offering more advantageous terms as an inducement to 
secure trade.” 


Reverting for the moment to the reason for the enactment of fair trade legis- 
lation, it will be observed that it is designed to protect commodities subject to trade 
which, independent of their physical value, embody a trade-mark, brand or copy- 
right, which is recognized by governmental agencies as a valuable property right 
vested by law in the inventor or author as a reward for genius. At common law 
a general restraint upon alienation is ordinarily invalid. 


The right of alienation is one of the essential incidents of a right of general property in 
movables, and restraints upon alienation have been generally regarded as obnoxious to public 
policy, which is best subserved by great freedom of traffic in such things as pass from hand 
to hand. General restraints in the alienation of articles, things, chattels, except when a very 
special kind of property is involved, such as a slave or an heirloom, have been generally held 
void. “If a man,” says Lord Coke, in 2 Coke on Littleton, Sec. 360, “be possessed... . of a 
horse or of any other chattel, real or personal, and give or sell his whole interest or property 
therein, upon condition that the donee or vendee shall not alien the same, the same is void, 
because the whole interest and property is out of him, so as he hath no possibility of a reverter ; 
and it is against the trade and traffic and bargaining and contracting between man and man.” 


Dr. Miles Med. Co. v. John D. Park & Sons Co., 220 U. S. 373, 404, 55 L. ed. 
502. It should be borne in mind that the Act is not designed to deal with the com- 
modity qua commodity, but with a commodity identified by a copyright belonging 
to the publisher ; and the essence of the statutory violation consists not in the bare 
disposition of the commodity, but in the forbidden use of the copyright in accom- 
plishing such disposition. As stated by Mr. Justice Sutherland in Old Dearborn 
Distributing Co. v. Seagram Distillers Corp., supra: 


The primary aim of the law is to protect the property, namely, the good-will, of the producer, 
which he still owns. The price restriction is adopted as an appropriate means to that per- 
fectly legitimate end and not as an end in itself. Appellants here acquired the commodity in 
question with full knowledge of the then existing restriction in respect of price which the 
producer and wholesale dealer had imposed, and, of course, with presumptive if not actual 
knowledge of the law which authorized the restriction. Appellants were not obliged to buy; 
and their voluntary acquisition of the property with such knowledge carried with it, upon every 
principle of fair dealing, assent to the protective restriction, with consequent liability .... 
by which such acquisition was conditioned. . . . We are here dealing not with a commodity 
alone, but with a commodity plus the brand or trade-mark which it bears as evidence of its 
origin and of the quality of the commodity for which the brand or trade-mark stands. Appel- 
lants own the commodity; they do not own the mark or the good-will that the mark symbolizes. 
And good-will is property in a very real sense, injury to which, like injury to any other species 
of property, is a proper subject for legislation. Good-will is a valuable contributing aid to 
business, sometimes the most valuable contributing asset of the producer or distributor of com- 
modities, and distinctive trade-marks, labels and brands are legitimate aids to the creation or 
enlargement of such good-will. .. . The ownership of the good-will remains unchanged not- 
withstanding the commodity has been parted with. 


In other words, the Act now before us is designed to sustain the minimum 
price fixed by a contract entered into in accordance with its provisions, upon the 
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commodity covered by its terms; and, varying from the normal course of trade, 
prohibits the purchaser or owner of a commodity which bears, or the label or con- 
tainer of which bears, the trade-mark, brand or name of the producer or distribu- 
tor of such commodity, from reselling the same below such established minimum 
price to a consumer. The Act therefore interferes with normal trade in the 
indicated commodities solely for the purpose of protecting the good-will of the 
producer or distributor ; and when applied to the facts in the instant case, proceeds 
upon the theory that the retail sale of a copyrighted book at less than the price fixed 
by the owner of the copyright is an assault upon the good-will, and constitutes 
what the statute denominates unfair competition. Warehouse v. Burley Tobacco 
Growers’ Co-op. Marketing Asso., 276 U. S. 71, 72 L. ed. 473. 

In American Tobacco Co. v. Werckmeister, 207 U. S. 284, 52 L. ed. 208, 12 
Ann. Cas. 595, it is said: “A copyright, as the term imports, involves the right of 
publication and reproduction of works of art or literature. A copyright, as defined 
by Bouvier’s Law Dictionary, Rawles’ edition, vol. 1, p. 436, is: ‘The exclusive 
privilege, secured according to certain legal forms, of printing, or otherwise mul- 
tiplying, publishing, and vending copies or certain literary or artistic produc- 
tions. .. . The foundation of all rights of this description is the natural dominion 
which everyone has over his own ideas, the enjoyment of which, although they are 
embodied in visible forms or characters, he may, if he chooses, confine to himself or 
impart to others.’ That is, the law recognizes the artistic or literary productions of 
intellect or genius, not only to the extent which is involved in dominion over and 
ownership of the thing created, but also the intangible estate in such property which 
arises from the privilege of publishing and selling to others copies of the thing 
produced.” 

In a recent publication entitled: “Price Control under the Fair Trade Legisla- 
tion,” by E. T. Grether, professor of economics at the University of California, it 
is said: ‘The intrinsic characteristics of books and the simplicity of the organiza- 
tion of the trade make them peculiarly susceptible to resale price control. Books 
are true proprietory products with legal rights of ownership protected by copy- 
rights. Within a given printing each copy of a given book duplicates exactly every 
otner copy. The sale of books, like the sale of magazines and newspapers, is much 
more dependent upon time factors than is the sale of many commodities. . . . It is 
because dealers often guide the selection of books that the use of books as leaders 
so greatly perturbs the publishers. When a given title is cut heavily by, say, a 
department store, the regular booksellers may, and often do, exercise their powers 
as counsellors to swing business into other channels.” 

If the reading public bought books generally without regard to titles or sub- 
ject matter, undoubtedly price variations tending to encourage the purchase of the 
cheaper volumes would justify a description of the situation as one of competition. 
But the classical student originally bent on securing a copy of Plato’s “Republic” 
would not shift his choice to a detective story, merely because the latter could be 
obtained for less money. Nor would the civil engineer, seeking a text-book on 
water supply, purchase a theological treatise as an alternative to expending a 








366 THIRTY-TWO TRADE-MARK REPORTER 


larger sum for the technical work desired. It follows, therefore, that if it is to 
be said that competition, as defined in the Act, exists in the book-selling business, 
it must be found in connection with books of almost, if not entirely, identical 
contents. 

Chief Justice Marshall said long ago, in Grant v. Raymond, 6 Pet. 218, 8 L. ed. 
376: “To promote the progress of useful arts is the interest and policy of every 
enlightened government. It entered into the views of the framers of our Con- 
stitution, and the power to promote the progress of science and useful arts, by 
securing for limited times to authors and inventors, the exclusive right to their 
respective writings and discoveries, is among those expressly given by Congress. 
.... It is the reward stipulated for the advantages derived by the public from the 
exertions of the individual, and is intended as a stimulus to those exertions. The 
laws which are passed to give effect to this purpose ought, we think, to be con- 
strued in the spirit in which they have been made, and to execute the contract 
fairly on the part of the United States, where the full benefit has been actually 
received, if this can be done without transcending the intention of the statute, or 
countenancing acts which are fraudulent or may prove mischievous. The public 
yields nothing which it has not agreed to yield; it receives all which it has con- 
tracted to receive. The full benefit of the discovery after its enjoyment by the dis- 
coverer for fourteen years is preserved, and for his exclusive enjoyment of it during 
that time the public faith is pledged.” 

Time has not dimmed the wisdom and justice of that comment. and the Fair 
Trade Act is but evidence of the legislative intent to reaffirm it, and give to it prac- 
tical effect in this State at this late date. In line with similar legislation, which, as 
has been noted, has been adopted by many States of the Union in recent years, its 
enactment in Maryland followed swiftly in the wake of the passage of the Tydings- 
Miller amendment to the Sherman Anti-Trust Act (15 U. S. C. A. Section 1, as 
amended August 15, 1937). 

The obvious purpose of that amendment was to strengthen the principle of fair 
trade legislation as an economic policy, by removing barriers incident to interstate 
commerce in so far as the same affected commodities bearing the trade-mark, brand 
or name of the producer or distributor of commodities in free and open competition 
with commodities of the same general class produced by others. 

We are not unmindful of the fact that in the instant case counsel for the appel- 
lant, while apparently conceding the wisdom of fair trade legislation as an economic 
principle, nevertheless urge that, with respect to copyrighted books, the only com- 
petition is the price competition that may be offered by other sellers of the same 
book ; and that if the statute permits price-fixing of such books, all competition is 
at an end and the public suffers. In that event, they contend that the reasoning 
upon which the validity of the Act was sustained by this Court, would no longer 
apply, because under the facts incident to the case at bar, the creation of “an 
unreasonable monopoly” would be permitted. 

That contention, however, entirely ignores the fact that, in innovation of the 
common law, the Congress of the United States, in the exercise of its constitutional 
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power, has enacted copyright and patent laws, to the end that authors and inventors 
may have, for limited periods, monopolies in the ownership and disposition of the 
subject of the copyright or patent. The legal remedy afforded in cases like the one 
now before us is not derived from powers acquired as an incident to the monopoly 
granted under the copyright law; it emanates from the Act of the Legislature 
permitting suits of the nature indicated to be maintained, and we are not disposed to 
restrict the protection accorded “publishers” as contemplated by the Act, to that of 
limiting their activities with respect to maintaining fair trade prices, to uncopy- 
righted books only. 

We have found no adjudicated case, and none has been referred to us, in which 
the question whether copyrighted books may logically be the subject of competition, 
has been directly decided. But in Straus v. American Publishers’ Assn., 177 N. Y. 
473, 69 N. E. 1107, it is interesting to note that as early as 1904 the question of 
competition in sales of copyrighted books was raised, and that while that case was 
decided upon grounds other than the one now before us, the principle of the right 
of a copyright owner to maintain a minimum price with respect to the subject of 
the copyright was approved. It is also noted that in the case of Doubleday, Doran 
& Co.v. R. H. Macy & Co., 269 N. Y. 272, 199 N. E. 409, 103 A. L. R. 1325 [27 
T.-M. Rep. 73], a New York statute substantially similar to the Maryland Fair 
Trade Act was declared unconstitutional by the Court of Appeals of New York; 
and that subsequently, because of the decision in the case of Old Dearborn Dis- 
tributing Co. v. Seagram Distillers Corp., supra, the New York Court overruled 
its former decision and declared its State statute constitutional. Bourjois Sales 
Corp. v. Dorfman, 273 N. Y. 167, 7 N. E. [2d] 30. 

At least since the passage of the Tydings-Miller amendment to the Sherman 
Anti-Trust Act, supra, it can no longer be seriously contended that a fair trade act, 
such as the Maryland statute now before us, is in conflict with the Sherman Anti- 
Trust Act forbidding contracts and combinations in restraint of trade and with 
respect to interstate commerce. Old Dearborn Dis. Co. v. Seagram Distil. Corp., 
supra; Pep Boys v. Pyroil, supra; Goldsmith v. Mead Johnson Co., supra and 
cases cited. 

Finally it is urged by the appellant: (a) That the contract between the publisher 
and bookseller, the appellee, is void in that the exemptions in said contract are in 
violation of the Maryland Fair Trade Act; and (b) that the instant contract does 
not comply with said Act, in that it provides that the buyer will not resell the com- 
modity involved ‘‘at less than the minimum price stipulated by the seller” ; it being 
contended that the stipulated price should be definitely set out in the contract, 
whereas in the instant contract the stipulated fair minimum price is fixed as being 
the list price in the seller’s current monthly catalog. 

In our opinion, neither of the above contentions is well founded. As to the 
first, it does not appear that the Fair Trade Act precludes exemptions from the 
contract contemplated by its provisions, and we can see no logical objection to rea- 
sonable exemptions agreed upon by the parties to the contract. The appellant is 
not a party to the document; his interests are not affected in any manner by the 
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same, unless and until, by virtue of the statute, he elects to be bound by the contract, 
in that he voluntarily decides to buy and sell the particular commodity upon which 
the minimum price is fixed. 

As to the second contention, the contract expressly stipulates that the fair 
trade price is fixed by the list price in the publisher’s current monthly catalog, 
which definitely implies that the price is subject to change, in the discretion of the 
publisher, and at the same time, for practical business purposes, maintains a minimum 
price without requiring the redrafting of the contract upon the occasion of any 
monthly exercise of the discretion reserved by the publisher. 

For the reasons stated, the order appealed from will be affirmed. 
Order affirmed, with costs to the appellee. 


McKESSON & ROBBINS, INC. (WILLIAM J. WARDALL, tTrusTEEs, sus- 
STITUTED) v. LEONARD JAMES COMPANY 


United States Court of Customs and Patent Appeals 
Cancellation No. 3448 
June 15, 1942 


TRADE-MARKS—CANCELLATION—"BRACE” AND “BRACINE”’—CONFLICTING MARKS. 
The word “Brace” held to be confusingly similar to “Bracine,” both marks being used on 
medicinal and toilet preparations. 
TRADE-MARKS—CANCELLATION—SUITS—EFFECT OF CouRT ORDER IN 
INGS. 
The provision of U. S. Code, Title 11, Chap. 3, Sect. 29, to the effect that a suit 
founded on a claim from which a discharge would be a release, and pending against a person 
at the time of filing a petition against him, shall be stayed until after the dismissal of the 
petition, held not to apply in a cancellation proceeding, inasmuch as said proceeding is not 
a suit within the meaning of Section 29. 
TRADE-MARKS—ANTISEPTIC OILS FOR SUNBURN AND LINIMENT FOR HUMAN UsE—Goops OF 
SAME DESCRIPTIVE PROPERTIES. 
Antiseptic oils for sunburn held to be of the same descriptive properties as a liniment 
for human use. 








BANKRUPTCY PROCEED- 





Appeal from a decision of the Commissioner of Patents, maintaining a petition 
for the cancellation of a trade-mark registration. Affirmed. 












Samuel Herrick, of Washington, D. C., for appellant. 
James Atkins and Armand A. Cyr, both of Washington, D. C., for appellee. 


Lenroot, Judge: 


This is a trade-mark cancellation proceeding wherein appellant brings before 
us for review a decision of the Commissioner of Patents, affirming a decision of 
the Examiner of Interferences, sustaining the petition of appellee, filed October 14, 
1938, for cancellation of trade-mark registration No. 357,713, issued to McKesson & 
Robbins, Inc., on June 14, 1938, under the provisions of the Trade-Mark Act of 
February 20, 1905. 
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Appellant’s registered mark is the notation “Brace” for tooth paste, hair and 
scalp preparations, powders and talcs for the face and skin, lotions for the skin and 
face, sunburn lotions and preparations, including antiseptic oils for sunburn. 

Appellee’s mark “Bracine” was registered on March 27, 1934, registration 
No. 311,576, for an “antiseptic liniment and veterinary liniment preparation.” 

Appellee’s petition for cancellation alleged that it had used its mark “Bracine” 
since 1933 for an antiseptic liniment for external application to the human body ; 
that the goods to which the respective marks of the parties are applied are of the 
same descriptive properties ; that appellee’s use of its mark antedated any use by 
appellant of its mark; that appellant’s use of its said mark on its medicinal and 
pharmaceutical preparations will bring about confusion in trade, deceive the pur- 
chasing public, and result in damage to appellee. 

McKesson & Robbins, Inc., in its answer denied that the goods to which the 
respective marks are applied are of the same descriptive properties, and denied 
that the marks are confusingly similar. The answer was signed by Samuel Herrick, 
attorney for McKesson & Robbins, Inc. On January 18, 1939, there was filed 
with the Commissioner of Patents a letter the pertinent part of which reads as 
follows: 


Hon. Commissioner of Patents: 

Sir: 

In Cancellation No. 3448, Leonard James v. McKesson & Robbins, Inc., I file herewith a 
certified copy of the Order of the U. S. District Court for the Southern District of New York 
dated September 8, 1938 in the proceeding for the reorganization of McKesson & Robbins, Inc., 
Debtor, under the Bankruptcy Act. 

Section 12 of this order restrains and enjoins “all persons, firms, associations and corpora- 
tions from continuing or prosecuting any act at law or suit or proceedings in equity or any 
other proceeding against said McKesson & Robbins, or from interfering in any way with any 
property, assets or effects” of said Debtor and ends as follows: “all suits against McKesson & 
Robbins, Inc., are hereby stayed until after final decree herein.” 

Accordingly, I respectfully move that this proceeding, involving as it does part of the prop- 
erty and assets of said Debtor, be stayed until after a final decree in the said U. S. District 
Court. 


This letter was signed by Samuel Herrick as attorney for William J. Wardall, 
Trustee for the Estate of McKesson & Robbins, Inc., Debtor. 

The certified copy of the order of the United States District Court for the 
Southern District of New York, referred to in the letter, was also filed and appears 
in the record. 


On January 23, 1939, the Examiner of Interferences granted the motion above 
referred to, to the extent that the taking of testimony in the case was suspended 
until March 6, 1939, subject to the right of either party, upon ten days’ notice to the 
other, to call up his case and request that the times for taking testimony be reset. 

On March 4, 1939, appellee requested that proceedings be resumed and that 
times for taking testimony and for final hearing be reset, appellee stating that it 
was not believed that said order of the United States District Court for the South- 
ern District of New York was binding upon the Patent Office or on the petitioner. 
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On March 7, 1939, there was filed with the Commissioner of Patents the fol- 
lowing letter: 


Hon. Commissioner of Patents: 

Sr: 

In Cancellation No. 3448, Leonard James Company v. McKesson & Robbins, Inc., I have 
just been served with a request by Petitioner that the times for taking testimony and for final 
hearing be re-set. I respectfully oppose this on the ground that the decree of the United States 
District Court of the Southern District of New York clearly contemplated a stay of proceed- 
ings in just such an action or suit as this; aimed, as it is, at interference with, and damage to, 
some of the assets of the Trustee for the bankrupt defendant here. 

The bankruptcy proceedings are still pending and the Trustee would be seriously embar- 
rassed by having to employ an attorney in Texas for the purpose of representing him at the 
taking of testimony there. 

I file herewith a certified copy of the later order of the United States District Court appoint- 
ing Mr. Wardall as sole Trustee and move that he be substituted as party defendant in this 
Cancellation case; also pray that the request for setting of times for testimony be denied 

Very respectfully, 
SAMUEL HERRICK, 
Attorney for William J. Wardall, Trustee of the 
Estate of McKesson & Robbins, Inc., Debtor. 


Washington, D. C., March 6, 1939. 
The certified copy of the order of the United States District Court referred to 
was also filed. 


The Examiner of Interferences, on March 12, 1940, issued the following 
letter : 


The several communications filed by the parties following office action dated March 1, 
1940 are noted by the Examiner. 

Upon review of the record in this case the Examiner cannot see his way clear to further 
suspend proceedings herein. It fails to appear that the bankruptcy proceeding in which 
respondent is involved will be terminated at any time in the near future or that it may not be 
continued over a long period. Judicial notice is taken of the fact that respondent’s trustee in 
bankruptcy has contested a number of trade-mark proceedings in this Office, and no good and 
sufficient reason is perceived as to why such trustee should not seek to intervene in this case if 
he desires to defend the right of registration evidenced by the registration in question. 

Accordingly, proceedings are resumed and the times for taking testimony and for final hear- 
ing are reset as follows: 

Testimony-in-chief of Leonard James Company to close April 12, 1940. 

Testimony of McKesson & Robbins, Incorporated, to close May 13, 1940. 

Rebuttal testimony of Leonard James Company to close May 28, 1940. 

Final hearing October 1, 1940, at 11 a.m. 


On March 20, 1940, the attorney for appellant filed an exception to said order 
fixing the time for taking testimony and setting a date for final hearing. 

On April 4, 1940, appellee took testimony at San Saba, Texas, in support of 
its petition. 

Appellant took no testimony. 

On October 17, 1940, the Examiner of Interferences rendered his decision on 
final hearing, stating in part as follows: 


The only question here contested is that of likelihood of confusion in trade. 
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The mark used by the respondent is the notation “Brace” and that used by the petitioner is 
“Bracine.” The goods of the parties possess properties which are specifically different but 
both are in the nature of a skin tonic for use externally. It seems to the Examiner that the 
resemblances in the marks and the characteristics of the goods predominate. It is therefore 
held that confusion in trade would be reasonably likely. Any reasonable doubt thereon must be 
resolved in favor of the prior user which is here the petitioner. 

The application for cancellation is therefore sustained and it is recommended that Registra- 
tion No. 357,713, involved herein, be cancelled. 


Appeal was taken to the Commissioner by the trustee for McKesson & Robbins, 
Inc. In his decision the Commissioner stated: 


This is an appeal by William J. Wardall, Trustee of the Estate of McKesson & Robbins, 
Incorporated, Debtor, from the decision of the Examiner of Interferences sustaining the petition 
of Leonard James Company to cancel trade-mark registration No. 357,713, issued June 14, 1938, 
under the provisions of the Act of February 20, 1905, to McKesson & Robbins, Incorporated. 

Shortly after the institution of this proceeding McKesson & Robbins, Incorporated, filed a 
petition in the United States District Court for the Southern District of New York, under 
Chapter X of the Bankruptcy Act, and Mr. Wardall was appointed trustee of the bankrupt 
estate. A motion was duly made that the trustee be substituted as party respondent herein, 
which motion appears to have been overlooked by the Examiner. The motion is now hereby 
granted, and William J. Wardall, as trustee aforesaid, is substituted for McKesson & Robbins, 
Incorporated, as party respondent. 


In the appeal to the Commissioner appellant assigned error in resuming pro- 
ceedings in the case against the protest of appellant in alleged violation of said court 
order. 


The Commissioner in his decision declined to pass upon this assignment of 
error, stating: 


I find it unnecessary to pass upon the question thus presented, because I do not think it is 
properly before me. It is my opinion that respondent’s remedy, if he desired a review of the 
Examiner’s action in that regard, was to petition the Commissioner immediately after the 
action was taken, rather than to wait as he did until the case had been heard and decided. The 
point does not go to the merits of the controversy, and is not even mentioned in the Examiner’s 
decision. At this stage of the proceeding I must decline to consider it. 


Upon the merits of the case the Commissioner stated: 


It appears from the evidence that petitioner’s products to which its marks is applied are 
of two types; one for human use, and the other for the treatment of animals. These are sold 
as “Bracine Junior” and “Bracine Senior,” respectively. Respondent thus argues that in de- 
termining the question of confusing similarity, respondent’s mark should be compared with 
those notations rather than with the single word “Bracine.” The latter word, however, is 
petitioner’s trade-mark as registered; and the words “Junior” and “Senior,” as used on peti- 
tioner’s labels, are obviously grade marks. In any event I am clearly of the opinion that the 
marks of the parties are too nearly similar to be used concurrently on merchandise of the same 
descriptive properties without a reasonable likelihood of confusion. 

Nor do I entertain any doubt that the goods to which these marks are respectively applied, 
in part at least, possess the same descriptive properties within the meaning of the statute. 
Clearly this is true, for example, as to respondent’s “antiseptic oils for sunburn” and peti- 
tioner’s “antiseptic liniment” for human use. And the fact that respondent’s registration 
may include additional items, of different descriptive properties, has no bearing on the issue 
here presented. 

The decision of the Examiner of Interfences is affirmed. 
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From this decision of the Commissioner this appeal was taken. 
Appellant’s first and second reasons of appeal read as follows: 


I. Error in sustaining the action of the Examiner of Interferences in resuming proceed- 
ings after appointment of the trustee in bankruptcy, in direct violation of the order of the United 
States District Court for the Southern District of New York, and over the objections of the 
respondent. 

II. Error in holding that this question was not properly before the First Assistant Commis- 
sioner, and in declining to consider it, notwithstanding exceptions timely taken to the order of 
the Examiner of Interferences resuming the proceedings. 


We will first consider the question of the effect upon this proceeding of said 
order of the United States District Court for the Southern District of New York. 
While the Commissioner declined to pass upon this question for the reason stated 
by him in his decision, we prefer to assume that the matter was properly before him 
and to consider this question upon its merits. 

The question of the application of such order to this proceeding was not argued 
in the original briefs of counsel, and at our request additional briefs by each of the 
parties upon this point have been filed. 

It appears from appellant’s supplemental brief that it is contended that said 
order of the United States District Court was authorized by the provision of the 
U. S. Code, Title 11, Chapter 3, Section 29, reading as follows: 


(a) A suit which is founded upon a claim from which a discharge would be a release, and 
which is pending against a person at the time of the filing of a petition against him, shall be 
stayed until after an adjudication or the dismissal of the petition; if such person is adjudged a 
bankrupt, such action may be further stayed until twelve months after the date of such 
adjudication, or, if within that time such person applies for a discharge, then until the question 
of such discharge is determined. 


The next subparagraph of said Section 29 reads as follows: 


(b) The court may order the trustee to enter his appearance and defend any pending 
* suit against the bankrupt. 


A mere reading of the first provision above quoted discloses that it does not 
apply to a proceeding for the cancellation of a trade-mark. It is only where a dis- 
charge in bankruptcy would be a release from the claim sued upon that a stay is 
authorized. 

There are a multitude of cases holding that the court, under said Section 29 
relied upon by appellant, has no authority to stay an action pending against the 
bankrupt which is founded upon a claim from which a discharge in bankruptcy 
would not be a release. These cases are cited in note 23 to said Section 29, Title 
al, U.S. CA. 

It is too plain for argument that the discharge of McKesson & Robbins in the 
bankruptcy proceedings would have no effect whatever upon the disposition to 
be made of the cancellation proceeding before us. 

Moreover, a trade-mark cancellation proceeding before the Patent Office is not 
a suit within the meaning of said Section 29. The authorities are uniform that in 
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legal contemplation a suit is a proceeding brought in a court of justice. Kohl, 
et al. v. United States, 91 U. S. 367, 375. 

This observation is equally applicable with respect to the terms of Section 
116 (4) of the act approved June 22, 1938, 52 Stat. 885, 11 U. S. C., Section 
515 (4). 

It is clear from the foregoing that the United States District Court for the 
Southern District of New York had no power to order a stay of proceedings in this 
case, and that the order of said court had no legal application to the cancellation 
proceeding before the Patent Office. Therefore appellant’s first and second 
reasons of appeal are without merit. 

We next come to a consideration of the merits of the case before us. 

Appellant insists that, while appellee’s registered mark is “Bracine,” it actually 
used two trade-marks, one “Bracine Senior” applied to a liniment for veterinary 
use, and the other “Bracine Junior” applied to a liniment for human use. Appel- 
lant’s fifth reason of appeal states: 


V. Error in not finding from the evidence, and in not holding, that the petitioner never used 
his trade-mark without the word “Junior” or the word “Senior,” so as to distinguish between 
his product for use on human beings, and his product for use on animals; hence those words 
must be considered as part of his mark in deciding the question of confusing similarity. 


It is true that, according to the labels submitted by appellee, the notations 
“Junior” and “Senior” appear as a part of the trade-mark. However, in our view 
it is immaterial in determining the question of confusing similarity of the marks of 


the parties whether the notations “Junior” and “Senior” be considered as a part of 
appellee’s trade-mark. 


The first question to be determined upon this branch of the case is whether the 
goods to which the marks of the parties are applied possess the same descriptive 
properties. Upon this question we are in agreement with the view of the Commis- 
sioner that, in part at least, the goods named in appellant’s registration are of the 
same descriptive properties as those to which appellee’s mark is applied. That 
“antiseptic oils for sunburn,” for example, one of the products named in appellant’s 
certificate of registration, are of the same descriptive properties as a liniment for 
human use, is so clear that further discussion upon this point is unnecessary. 

With respect to the question of whether the mark “Bracine” or “Bracine 
Junior,” applied to a liniment for human use, is confusingly similar to the mark 
“Brace” when the latter is used on at least some of the products named in appel- 
lant’s registration, we are of the opinion that the concurrent use of such marks 
would be likely to cause confusion in trade as to the origin of the goods and to 
deceive purchasers. 

Inasmuch as appellee is shown to have been the prior user of its mark, its peti- 
tion for cancellation of appellant’s mark was properly sustained. 

We will briefly discuss another contention of appellant which is raised by his 
eighth reason of appeal, which reads as follows: 


VIII. Error in not ruling that the trustee in bankruptcy was handicapped in defending 
against this petition for cancellation, as shown by his failure to take testimony or to send an 
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attorney to Texas to cross-examine petitioner’s witnesses, hence the order for suspension of 
the proceedings, first entered by the Examiner of Interferences, should have been continued in 


force, as required by the order of the U. S. District Court, and in the absence of any showing 
to the contrary. 


There is nothing in the record to show that the trustee in bankruptcy was 
handicapped in defending against appellee’s application for cancellation, other 
than a statement in a letter to the Commissioner of Patents by the attorney for 
the trustee in bankruptcy to the effect that the trustee would be seriously embar- 
rassed by having to employ an attorney in Texas for the purpose of representing 
him at the taking of testimony there. 

There is no proof in the record that the bankrupt did not posses sufficient assets 
to enable the attorney for the trustee to properly defend against appellee’s petition 
for cancellation. There being nothing in the record to support said eighth reason 
of appeal, it is unnecessary for us to further consider it. 

One other matter remains for consideration. Attached to appellant’s supple- 
mental brief is a certified copy of a disclaimer by McKesson & Robbins of the use 
of its mark upon all products named in its registration certificate other than “hair 
and scalp preparations,” and said disclaimer asks that the registration be cancelled 
as to all other products named therein “so that it will cover only the product on 
which it is now used, as aforesaid, hair and scalp preparations.” This disclaimer 
was filed April 30, 1942, which was a few days before this appeal was argued 
before us. 

We know of no law or rule of the Patent Office authorizing disclaimers in 
trade-mark proceedings before the Patent Office after a registration has been 
issued ; but, however this may be, we have no jurisdiction to consider it. 

This alleged disclaimer is no part of the record certified to us on appeal, and 
under the provisions of Section 4914 R. S., 35 U. S. C. Section 2, our jurisdiction 
is limited to a consideration of the evidence produced before the Commissioner, 
and our decision must be confined to the points set forth in the reasons of appeal. 

We have many times decided that issues raised for the first time in this court 
and not considered by the Patent Office tribunals, and not raised by the reasons of 
appeal, will not be considered by us. Illustrative of such decisions are the cases of 
In re Peiler, 20 C. C. P. A. (Patents) 1059, 64 F. [2d] 984, and In re Lawson, 22 
C. C. P. A. (Patents) 1016, 75 F. [2d] 633. 


For the reasons stated herein, the decision appealed from is affirmed. 
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THE PENETRENE CORPORATION (THE LAWRENCE-WILLIAMS 
COMPANY, ASSIGNEE, SUBSTITUTED) v. PLOUGH, INC. 


United States Court of Customs and Patent Appeals 
May 4, 1942 
Cancellation Nos. 3086 and 3300 


TRADE-MARKS—CANCELLATION—"“PENETRO” FOR MUTTON SUET SALVE. 


It having been shown that appellee’s use of the word “Penetro” on mutton suet salve was 

not exclusive at the time it was registered, its registration was ordered cancelled. 
TRADE-MARKS—CANCELLATION—“PENETRENE” FOR LINIMENT—BARE ASSIGNMENT OF SIMILAR 
MarK—EFFECT ON CANCELLATION PROCEEDING. 

Where appellant, after being refused registration of its “Penetrene” mark for liniment 
on the prior registration of the word “Penatrine” for like goods, obtained the assignment of 
the said registration, but without the transfer of the business associated therewith, held that, 
while such transfer might suffice to overcome the statutory bar to registration, it could not 
be made the basis of a cancellation proceeding. 

TRADE-M ARKS—CANCELLATION—‘PENETRENE,” “PENATRINE,”’ “PENETRO” AND “PENETROIL”— 
CoNFLICTING MARKS. 

The words “Penatrine,” “Penetro” and “Penetroil” held to be confusingly similar to 

“Penetrene,” all being used on medicinal and pharmaceutical products. 
TRADE-M ARKS—CANCELLATION—RIGHT TO ADOPT AFTER ABANDONMENT. 

If two or more persons are using a mark at the time of abandonment, with or without 

knowledge of its prior use, neither would be prior to the other in point of time, since no one 


could date priority of use beyond the time when the prior owner surrendered title by act of 
abandonment. 


On petition for a rehearing in two cancellation proceedings, of which the latter 
was a cross-suit. Former decisions modified. For earlier decision of the court, see 
31 T.-M. Rep. 323. 


H. F. McNemny (Richey & Watts, James A. Hoffman, and Strauch & Hoffman, 
of counsel), for appellant. 


A. Yates Dowell (R. F. Whitehead of counsel), for appellee. 


Before GarrRETT, Presiding Judge, and BLAND, HATFIELD, LENROOoT, and 
Jackson, Associate Judges. 


GarrETT, Presiding Judge: 


These cases, the latter of which is in the nature of a cross-suit, involve proceed- 
ings in the United States Patent Office seeking cancellation of certain trade-marks. 
They were consolidated for the purpose of argument and briefing at the final hear- 
ing of the appeals to the Commissioner of Patents from companion decisions of the 
Examiner of Interferences favorable to Plough, Inc. The Commissioner affirmed 
the decisions of the Examiner of Interferences, and The Penetrene Corporation 
(The Lawrence-Williams Company, assignee, substituted) appealed to this court. 
The appeal was duly heard by us and decisions affirming the decisions of the Com- 
missioner rendered in a consolidated opinion made of record July 2, 1941, which 
thereafter was published in various publications. See The Penetrene Corp., etc. v. 
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Plough, Inc., 28 C. C. P. A. (Patents) 1307 ; 121 F. [2d] 539 [31 T.-M. Rep. 323] ; 
532 O. G. 512. 

Within due time after the rendition of our decision appellant filed a petition for 
rehearing which was granted. Briefs were duly filed on behalf of the respective 
parties and oral arguments were again presented before us on January 5, 1942. 

The facts are stated in some detail in our former opinion embracing the respec- 
tive decisions, but it is deemed proper briefly to recapitulate them here. 

On May 18, 1897, one Gustav H. Frommann secured registration, No. 30,040, 
of a mark comprising the word “Penatrine” combined with certain characters and 
letters used on “medicinal remedies for man and beast—viz., hoof-dressings, 
salves, ointments, liniments, and tonics.” This registration was issued under the 
Trade-Mark Registration Act of 1881. 

The Penetrene Corporation—appellant here—was incorporated under the laws 
of the State of Ohio early in 1925 and on September 11, 1937, was merged with 
The Lawrence-Williams Company, another corporation of the State of Ohio, 
which was incorporated in 1891. On February 27, 1925, The Penetrene Corpora- 
tion filed an application for the registration of a composite mark comprising the 
word ‘“‘Penetrene,”. appearing in white letters on a solid black oval pierced by an 
arrow, for “liniments,” use being claimed “‘since February 17, 1925.” The applica- 
tion seems to have been tentatively rejected in the Patent Office on the registration 
to Frommann, No. 30,040, above described, and thereafter Mr. Paul Lawrence, 
who was president of both the Ohio companies, entered into negotiations with 
Frommann which culminated in an assignment to The Penetrene Corporation of the 
Frommann registration in the early part of April, 1925. The tentative rejection of 
The Penetrene Corporation’s application was thereafter withdrawn and the mark 
was registered as No. 205,555, November 10, 1925, the certificate reciting the 
ownership by The Penetrene Corporation of the Frommann registration. When 
The Penetrene Corporation was merged with The Lawrence-Williams Company 
in September, 1937, registration No. 205,555 was transferred to the latter company. 

It developed during the course of the proceedings that no part of Frommann’s 
business with which his mark was associated was conveyed to appellant here, and 
it is not shown that appellant ever used the mark on any goods manufactured by it. 
It is stated in the decision of the Examiner of Interferences that the registration 
expired in 1927. We assume the date of expiration was May 18, 1927—thirty 
years after the date of its registration. It will be noted that this was about eighteen 
months after the granting of registration No. 205,555, above described. 

It was held, in effect, by the tribunals of the Patent Office that the assignment 
of registration No. 30,040 to appellant amounted to nothing more than a naked 
transfer of the mark disassociated from any business or accompanying good-will of 
the assignor and, that while the assignment might have sufficed to overcome a 
statutory bar to the registration of appellant’s ““Penetrene” mark, it could not be 
made the basis of a cancellation proceeding, such as was instituted by appellant. 
This view was approved by us in our former decision and we adhere to that ruling. 

On October 20, 1914, upon an application filed July 1, 1914, there was issued to 
one Harry W. McChesney, of St. Louis, Missouri, a registration, No. 100,580, con- 
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sisting of the single word “Penetroil” for use on ‘‘a medicinal liniment.” On 
April 29, 1932, the business with which the mark was associated and the mark 
were conveyed to a party by the name of Craig, who on May 23, 1932, conveyed 
them to Plough, Inc. The copy of the certificate of registration (No. 100,580) in 
the record before us bears, at its top, the imprint “Renewed to Plough, Inc., a 
corporation of Delaware,” and it appears elsewhere in the record that such renewal 
was consummated November 14, 1934. 

On February 7, 1922, upon an application filed April 18, 1921, there was 
issued to “Penetro Chemical Company, of Atlantic City, New Jersey, and Phila- 
delphia, Pennsylvania,” a registration, No. 151,573, for the single word ‘“Penetro” 
for use on “a mouth wash.” On or about November 9, 1933, the business with 
which the mark was associated and the mark were conveyed to Plough, Inc. 

The business in which appellee is engaged seems to have had its beginning in 
1908 through activities conducted in a limited way by Mr. Abe Plough, who has 
continued with it as the business has been expanded, and who is now president of 
the company. It is a Delaware corporation and it appears to have numerous sub- 
sidiaries through which it carries on various business activities. 

On February 13, 1932, it filed an application for registration of the single word 
“Penetro” for use as a trade-mark on “a medicinal preparation—namely, mutton 
suet salve for external use in the treatment of colds, croup, rheumatic pains, lumbago, 
neuralgia, sprains and muscular soreness, bruises, boils, insect bites, frost-bite, 
chapped hands, sunburn, and minor burns and scalds.” It was recited that the 
company was “trading as The St. Joseph’s Laboratories,” and use of the mark was 
alleged “continuously .... since about January 29, 1932.” The registration, No. 
296,485, was granted August 9, 1932. It will be noted that this was more than a 
year prior to its acquisition of the “Penetro” mark for “a mouth wash,” No. 151,573, 
above described, and almost seven years after the registration of the “Penetrene”’ 
mark to The Penetrene Corporation. 

No opposition appears to have been made to the application of Plough, Inc., 
but, on September 6, 1936 (a little more than four years after its registration) 
The Penetrene Corporation filed a petition for its cancellation in which it pleaded 
its ownership of registration No. 205,555 (of November 10, 1925) and also recited 
the purchase by it of the Frommann registration No. 30,040—the registration which 
had expired in 1927, as above recited. 

Plough, Inc., filed answer to the petition on October 21, 1936, in which answer, 
among other matters, it averred ownership of registration No. 100,580 (‘‘Pene- 
troil”) and registration No. 151,573 (“Penetro”) together with the respective busi- 
nesses with which those marks had been associated, and further averred, “both of 
said marks have been in continuous use since prior to registration thereof and long 
prior to Petitioner’s (The Penetrene Corporation’s) alleged adoption and use of the 
mark ‘Penetrene’.”” In its answer Plough, Inc., sought no affirmative relief and we 
assume that ownership of the respective registrations 100,580 and 151,573 was 
pleaded by way of defense. 

The above controversy became “Cancellation No. 3086,” as styled by the 
Patent Office, and is involved in suit No. 4492 before us. 
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Following the filing of the answer of Plough, Inc., certain proceedings of an 
interlocutory nature took place in the Patent Office which need not be recited here. 

In the latter part of April, 1937, after notice given to counsel for The Penetrene 
Corporation, Plough, Inc., took the depositions of nine persons called as witnesses 
on its behalf. The Penetrene Corporation, although having notice, was not 
represented at the taking of those depositions, and there was no cross-examination 
of the witnesses. 

It is deduced from the record that August 17, 1937, was set as the date for 
final hearing of the case before the Examiner of Interferences, and thereafter 
other interlocutory proceedings took place which need not be detailed. 

The next action which is of importance here was that of December 11, 1937, 
when Plough, Inc., filed a petition in the Patent Office for the cancellation of the 
composite ‘‘Penetrene” mark, No. 205,555, which had been assigned to The 
Lawrence-Williams Company, on September 11, 1937. In its petition Plough, Inc., 
pleaded only the registrations “Penetroil,” No. 100,580, and ‘‘Penetro,” No. 151,- 
573, which had been assigned to it, as above related. No reference was made in the 
petition to the “Penetro” registration No. 296,485 of August 9, 1932, involved in 
cancellation No. 3086. 

The Lawrence-Williams Company filed answer to the petition of Plough, Inc., 
February 28, 1938, and by way of counterclaim petitioned for the cancellation of 
the “Penetroil” mark, No. 100,580, and the ‘“‘Penetro” (mouth wash) mark, No. 
151,573, and also again prayed for the cancellation of the “Penetro” (mutton suet 
salve) mark, No. 296,485, involved in cancellation No. 3086. In the petition The 
Lawrence-Williams Company, in effect, pleaded the “‘Penatrine” mark, No. 30,040, 
and the “Penetrene” mark, No. 205,555. 

The cross-proceeding thus instituted became cancellation No. 3300, which is 
before us in appeal No. 4493. 

On September 16, 1938, The Lawrence-Williams Company was substituted for 
The Penetrene Corporation in cancellation No. 3086. 

In December, 1938 depositions were again taken on behalf of Plough, Inc., 
when five of the witnesses who testified on its behalf in April, 1937 were recalled 
and again examined. The Lawrence-Williams Company was represented by coun- 
sel at the taking of the testimony in December and the witnesses were cross- 
examined. Counsel at that time also interposed objections to certain of the testi- 
mony which had been taken in April, 1937. 

In January, 1939 depositions of witnesses called on behalf of The Lawrence- 
Williams Company were taken. 

Concurrent decisions were rendered by the Examiner of Interferences Septem- 
ber 5, 1939, denying the petition of appellant in cancellation No. 3086 and its 
cross-petition in cancellation No. 3300, and granting the petition of appellee in the 
latter case. Upon appeal the Commissioner in concurrent decisions, rendered 
June 4, 1940, sustained the holdings of the Examiner of Interferences in both cases, 
and the appeal to this court followed. 
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Following the grant of appellant’s petition for rehearing, the clerk of the court, 
by the court’s direction, addressed identical letters to counsel for the respective 
parties, the pertinent portion of which reads as follows: 


I am directed to advise counsel in the above cases that the court after considering appellant’s 
petition for rehearing in the light of the respective arguments relative thereto finds itself in 
doubt as to whether either party is in position, under the facts appearing, successfully to main- 
tain an action for cancellation of the mark of the other. In other words, a question has arisen 
in the mind of the court as to whether both parties are not trespassers. The court adheres to 
the view that the Penetrene Corporation derived no right by reason of the transfer received by 
it from Frommann and so is not in position to claim any rights except such as accompanied 
its own registration in 1925, but the Frommann registration having been in effect at the times 
of the registrations of the marks which were later assigned to the Plough Company, is the latter 
company in position to maintain the cancellation proceedings instituted by it? 


The situation presented obviously is complex in character and difficulties have 
attended the determination of the issues involved. We deem it not improper to say 
that appellant originally presented the case before us upon a legal theory somewhat 
different from that adopted at the rehearing. 

After a full consideration of the several briefs as well as the oral arguments 
presented on the rehearing, we have concluded that there was error in the decisions 
of the Commissioner of Patents and in our decisions affirming same. 

Upon the factual record presented we have concluded that, as a matter of law, 
all the registrations involved in the controversy before us should be cancelled, 
because of a lack of right to the exclusive use of the marks by the parties at the 
times of their adoption. This is due to the existence at those times of the Frommann 
“Penatrine” registration, No. 30,040. 

Taking first the “Penetroil” mark, No. 100,580, which was registered by 
McChesney in 1914, it seems clear to us that this mark conflicted with From- 
mann’s “Penatrine” mark, both being for use on liniment, and that it should not 
have been granted, and the subsequent use of the mark by McChesney up until it 
was finally conveyed to appellee, and its use by appellee thereafter, could not have 
created an exclusive right which validated its registration. 

With respect to the “Penetro” mark, No. 151,573, for use on a mouth wash, 
registered by the Penetro Chemical Company in 1922, the situation is the same. 
It may be said that the parties here have raised no question relative to the similarity 
of the goods to which the respective marks, “Penatrine” and “Penetro” were applied, 
and appellee in seeking to cancel appellant’s “Penetrene” mark, in part upon the 
basis of the ““Penetro’” mark under discussion, would seem to have conceded that 
the goods were of the same descriptive character. 

The Frommann “Penatrine’” mark became abandoned in April, 1925, by reason 
of the transaction between Lawrence and Frommann, and at that time the Penetrene 
Corporation apparently had adopted and was using the “Penetrene’” mark, but the 
“Penetroil” mark and the ““Penetro” mouth wash mark were apparently also in use 
by appellee’s predecessors at that same time. 

It is proper to say that in the brief and in oral argument on the rehearing counsel 
for appellant urged that the record fails to show that the predecessors of appellee 
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were actually using those respective marks at the time the “‘Penatrine” mark became 
abandoned in April, 1925. There was an intimation of this contention in the brief 
on behalf of appellant at our first hearing of the cases, but that question of fact was 
not raised in appellant’s reasons of appeal. We, therefore, gave it no consideration 
then, nor are we at liberty to consider it now. 

Upon the facts as found, therefore, we are here confronted with a situation 
where marks which should not have been registered (because of the lack of right 
to their exclusive use by those who secured their registration) were being concur- 
rently used at the time when the mark which prevented their legitimate registration 
was abandoned. 

This situation is analogous to that which existed in the case of Seubert v. 
Santaella & Co., 36 App. D. C. 447 [1 T.-M. Rep. 42], wherein the Court of 
Appeals of the District of Columbia (our predecessor in this jurisdiction), among 
other things, said: 


If two or more persons are using the mark at the time of abandonment, with or without 
knowledge of its prior use, neither would be prior to the other in point of time, since no one 


could, in any event, date priority of use beyond the time when the prior owner surrendered title 
by the act of abandonment. 


That case was cited with approval by us in the case of Charles McFarland v. 
Walter C. Bender, 18 C. C. P. A. (Patents) 947, 46 F. [2d] 709 [21 T.-M. Rep. 
141]. 

It is true that the above cases were interference proceedings, but we see no 
reason why the principle so announced is not applicable in cancellation proceedings 
such as those at bar. 

There remains to be considered the matter of appellee’s registration 296,485— 
“Penetro,” for mutton suet salve—granted August 9, 1932. Obviously, if we are 
right in our holding as to the marks above discussed, appellee had no right to the 
exclusive use of that mark at the time of its adoption, and its registration is invalid. 
Cancellation of this mark is sought in both cases. 

We are of opinion that so long as the registrations here sought to be cancelled 
remain standing in the Patent Office, each party is entitled to claim injury because, 
presumptively, each of the registrations prima facie implies ownership and right 
of exclusive use. 

After the abandonment neither party was a trespasser and each had the right 
to use, but such right was not exclusive. 

Therefore, all the involved marks should be cancelled. 

The petition for rehearing having been granted and our former decisions having 
been thereby vacated, it is proper, and it will conduce to clarity, to restate our 
present conclusions de novo. 


Appeal No. 4492—Cancellation No. 3086 


In this case wherein the appellant seeks cancellation of appellee’s registration 
No. 296,485—‘Penetro” for mutton suet salve—the decision of the Commissioner 
(affirming the decision of the Examiner of Interferences), which in our former 
decision we affirmed, is reversed and the registration will be cancelled. 
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MACLEAY DUFF v. FRANKFORT DISTILLERIES 


Appeal No. 4493—Cancellation No. 3300 


This case was begun by appellee seeking cancellation of appellant’s registration 
No. 205,555, the composite “Penetrene” mark for liniment. The decision of the 
Commissioner (affirming the decision of the Examiner of Interferences), sustain- 
ing the petition which we affirmed in our former decision is again affirmed and that 
mark will be cancelled. 

Appellant’s cross-petition sought first the cancellation of registration No. 100,- 
580, “Penetroil” for a medicinal liniment, and registration No. 151,573, ‘“Penetro” 
fora mouth wash. The decision of the Commissioner (affirming the decision of the 
Examiner of Interferences), dismissing the cross-petition as to the cancellation of 
those marks, which we affirmed in our former decision, is reversed and those regis- 
trations will be cancelled. 

The second part of appellant’s cross-petition sought cancellation of appellee’s 
registration No. 296,485, the same registration involved in cancellation No. 3086, 
supra. The decision of the Commissioner (affirming that of the Examiner of 
Interferences), dismissing the cross-petition as to cancellation of this registration, 
which we affirmed in our former decision, is reversed and, as directed in cancella- 
tion No. 3086, the registration will be cancelled. 

In our former decision it was recited, in substance, that certiorari was granted 
on motion of appellee, subject to the assessment of costs, for bringing before the 
court certain matter not included in the transcript of the record as filed; that such 
matter, which was printed in the record, was found upon full examination to relate 
to interlocutory proceedings in the Patent Office which were not involved in the 
appeals to us and required no action by us; and held that, since the matter was 
unnecessary, it was proper that appellee be taxed with the costs incident thereto. 

We adhere to that view and the order so taxing the costs is renewed. 


MACLEAY DUFF (DISTILLERS), LTD. v. FRANKFORT DISTILLERIES, 
INC. 


(Three cases) 
United States Court of Customs and Patent Appeals 
Cancellation Nos. 3351 and 3352 
June 15, 1942 


TRADE-M ARKS—OpposITION—“DurFr’s” AND “DuFFy’s”—CONFLICTING MARKS. 
The names “Duff’s” and “Duffy’s” held conflicting, both marks being used on whiskey. 
TRADE-M ARKS—CANCELLATION—“DurFr’s LIQUEUR ScoTCH WHISKEY” AND “Durr’s”—Con- 
FLICTING MARKS. 

A trade-mark consisting of the words “Duff’s Liqueur Scotch Whisky,” together with 
three stars, the head of an elk and certain descriptive wording, held to be confusingly similar 
to a mark composed of the name “Duff’s,” both marks being used on whiskey. 

TRADE-M ARKS—CANCELLATION—J URISDICTION OF CoURT UNDER Act oF 1920. 

Inasmuch as no appeal from a decision of the Commissioner of Patents was authorized 
by the Act of 1920 in a cancellation proceeding, appellant’s appeal from a decision of the 
Commissioner refusing to cancel appellee’s registration of the name “Duffy’s” was dismissed. 
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Appeals from decisions of the Commissioner of Patents in one opposition and 
two cancellation proceedings. Decisions affirmed. For the Commissioner’s deci- 


sions, see 31 T.-M. Rep. 275, 276, 343. 


R. B. Cousins, of New York City, for Macleay Duff. 
R. J. Mawhinney, of Washington, D. C., for Frankfort Distilleries, Inc. 


Jackson, Judge: 


These appeals involve three trade-mark proceedings in the United States 
Patent Office. Appeal No. 4608 is an appeal from a decision of the Commissioner 
of Patents in an opposition proceeding affirming that of the Examiner of Inter- 
ferences in so far as he sustained the opposition of appellee brought under the 
provisions of Section 6 of the Trade-Mark Act of 1905. The Commissioner in this 
proceeding reversed the decision of the Examiner in his ex parte refusal to register 
the mark of appellant. Appeals No. 4609 and No. 4610 are appeals from decisions 
of the Commissioner affirming those of the Examiner sustaining appellee’s petitions 
for cancellation of two of appellant’s registered trade-marks. The proceeding 
involved in appeal No. 4609 was brought under the provisions of Section 13 of the 
Trade-Mark Act of 1905 and that involved in appeal No. 4610 under Sections 1 
and 2 of the act providing for international registration and for marks not regis- 
trable under the Trade-Mark Act of 1905, approved March 19, 1920, 41 Stat. 533. 

By agreement between the parties below the cases were consolidated, heard and 
disposed of on a single record and upon a single brief filed by each party. Since we 


have here a single record and single briefs, as below, the appeals will be disposed of 
in a single opinion. 

Testimony was taken only by appellee. It is conceded that the goods of the 
parties (whiskey) are of the same descriptive properties and that appellee is the 
prior user of its trade-mark. 


Appeal No. 4608 


The application involved herein discloses a composite mark contained in an oval 
circumference. At the top of the oval on a solid background conforming in shape 
to the curvature of the oval appears the word “Duff’s” in relatively large plain 
white letters. In that background immediately below the word “Duff's” appear in 
very small letters the words “Liqueur Scotch Whiskey.” Spaced well below the 
said background is a figure in shape similar to that of an old-fashioned family meat 
chopper, at the top or handle end of which appear three stars on a solid background. 
The handle and the blade, so to speak, are connected with a circular design in which 
there is depicted the head of a stag or elk. The “chopper” portion in small letters 
contains the words, “Distilled & Bottled in Scotland.’”’ Beneath those words on a 
representation of a ribbon are the words in larger letters “Special Liqueur Cream.” 
Below those words in small print are the words “Macleay Duff Distillers, Glasgow.” 

The appellee in its notice of opposition alleged the trade-mark use of the words 
“Duffy,” “Duffy’s,” “Duffy’s Malt,” “Duffy’s Malt Whiskey” and “Duffy’s 
Whiskey.” Appellee is the owner of a trade-mark, No. 274,479, registered August 
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26, 1930 under the said Act of 1905, upon an application filed May 31, 1930. It 
is not necessary to describe that mark other than state that it prominently displays 
the notation “Duffy” in association with a design and other words. 

The Examiner of Interferences in sustaining the notice of opposition was of 
opinion that, in the mark sought to be registered, “‘the notation ‘Duff's’ is the most 
prominent spoken symbol and the one it is believed purchasers would ordinarily 
utilize in calling for applicant’s goods.” The Examiner held that “the resemblances 
between the marks considerably outweigh the differences and are such that their 
concurrent use in trade would be reasonably likely to cause confusion.” Under 
the authority of the case of The J. B. Williams Co. v. Ernest W. Williams, 18 
C.C. P. A. (Patents) 1133, 48 F. [2d] 398 [21 T.-M. Rep. 188], the Examiner 
disagreed with appellant’s contention that, because the name “Duff” is contained 
in the corporate title of appellant, a different conclusion was warranted. 

Upon the right of appellant to register his trade-mark the Examiner of Inter- 
ferences stated his reasons and conclusion as follows: 


The manner of display of the surname “Duff” in the mark shown in the application in 
question is deemed insufficient to avoid the statutory inhibition against registration of 
such names unless reproduced “in some particular or distinctive manner.” John Walker 
& Sons, Ltd. v. W. & H. Walker, Inc., 470 O. G. 953; 159 M. D. 747 [26 T.-M. Rep. 642]; 
Cluett, Peabody & Co., Inc. v. Adelphi Shirt Co., 159 M. D. 778; 472 O. G. 744 [21 
T.-M. Rep. 130]. ; 

Accordingly, it is adjudged that the applicant is not entitled to the registration for 
which it has made application. 


Upon appeal the Commissioner of Patents stated as follows: 


Applicant’s mark includes the name “Duff’s,” in addition to other wording most of 
which is descriptive and hence disclaimed, and a somewhat elaborate arrangement of 
various design features with which the name is so associated as to form an integral part 
of the composite whole. It is my opinion that the name is thus printed in a “particular 
or distinctive manner” within the meaning of the statute, and that the Examiner erred in 
ruling to the contrary. 

Applicant’s mark is appropriated to Scotch whiskey. Opposer relies upon its own 
prior use of the name “Duffy’s,” either alone or in association with other features, as a 
trade-mark for malt whiskey. Applicant concedes that upon the record opposer has 
established priority, but insists that opposer’s mark is not “Duffy’s” but “Duffy’s Malt.” 
For the purpose of this decision the point may be conceded, because I think it is im- 
material. I agree with applicant that in determining the question of confusing similarity 
the marks of both parties must be considered in their entireties; but manifestly the word 
“malt” is purely descriptive of malt whiskey, and is incapable of denoting the origin of 
that product. Moreover, I agree with the Examiner that in applicant’s mark “the 
notation ‘Duff’s’ is the most prominent spoken symbol and the one it is believed purchasers 
would ordinarily utilize in calling for applicant’s goods.” That being true, it seems to 
me inevitable that the use of applicant’s mark on Scotch whiskey concurrently with 
opposer’s use of its mark on malt whiskey would lead to confusion. 

For the reasons stated the decision of the Examiner of Interferences sustaining the 
opposition is affirmed, and his ex parte refusal to register applicant’s mark is reversed. 


In view of the concessions hereinbefore referred to, the question to be decided 
here is whether the marks of the parties so nearly resemble each other “as to be 
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likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers.” 

It would seem to be almost impossible to confuse the mind of, or to deceive, a 
purchaser who has what is sometimes called ‘an educated taste” in liquor. He 
recognizes the delicate differences that may exist between the same types or kinds 
of whiskies produced by different manufacturers. However, his knowledge in this 
respect cannot, in our opinion, be the yardstick by which statutory confusion or 
deception in trade-mark law may be measured. Those who comprise the general 
public in the purchase of whiskey are not connoisseurs and they order the commodity 
simply according to name or brand. Generally speaking, it is the spoken word that 
symbolizes the liquor ordered by purchasers. It is reasonable to suppose that the 
goods of the parties here involved would be called for as “Duff’s” or as “Duffy’s.” 
The difference in appearance and sound between the two words is so slight that we 
think it reasonable to hold that their concurrent use on whiskey is likely to confuse 
the mind of the public or to deceive purchasers as to origin. The words “Duff’s” 
and ‘“‘Duffy’s” are unquestionably the most prominent feature of the marks and the 
most appealing to memory as well as vision. 

It is not necessary to consider the decision of the Commissioner in respect to the 
reversal of the Examiner’s decision holding that the mark was not “printed in a 
particular or distinctive manner” as required by the statute. 

The decision of the Commissioner of Patents will be affirmed in so far as it 
affirmed that of the Examiner of Interferences. 


Appeal No. 4609 


This proceeding was brought by appellee seeking to have cancelled the registra- 
tion of a trade-mark of appellant. That trade-mark No. 351,967 was registered 
under the provisions of the Trade-Mark Act of 1905, said registration being dated 
November 16, 1937, upon an application filed April 20, 1937. 

The mark as it appears in the record consists apparently of three separate parts 
to be applied as labels to the containers of appellant’s goods. The top label is 
crescent-shaped, the horns of which are upturned, having on a solid background 
three white stars. Just over the stars in very small print is the notation “Macleay 
Duff & Co.” and just beneath the stars is the word “Glasgow.” Below the crescent 
the middle label is a horizontally elongated octagon in which, on a solid background, 
appear the said name of the manufacturer, “Glasgow,” the head of an elk or stag on 
a shield, “Special Liqueur Cream” on the representation of a relatively diagonally 
disposed ribbon, “The Finest Scotch Whiskey Thoroughly Matured” and “Dis- 
tilled and Bottled in Scotland.” Below the octagon on the lowest label appear the 
words “Duff’s Liqueur Scotch Whiskey” on a horizontal solid background. “No 
claim is made to any of the wording, with the exception of the names ‘Macleay Duff 
& Co.’ and ‘Duff’s,’ nor to the representation of the labels per se.” Appellee, which 
is concededly the prior user between the parties, relies on the same mark “Duffy” or 
that word as varied, shown in appeal No. 4608. 

The Examiner of Interferences in his decision, among other things, stated as 
follows: 
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.... As in the case of the notation “Duff’s” contained in the composite mark disclosed 
in the application of respondent involved in said Opposition No. 17,399, it seems to the 
Examiner that many purchasers of respondent’s goods are likely to rely primarily upon 
the corresponding feature of the registration here in question for the purpose of dis- 
tinguishing the latter’s goods from like goods sold by others. .. . 


and for substantially the same reasons given by him in appeal No. 4608 recommended 
that the registration be cancelled. 

Upon appeal, the Commissioner of Patents agreed with the Examiner and in his 
decision stated : 


.... It was the Examiner’s opinion, with which I am constrained to agree, that the 
name “Duff’s” as used in the mark is the feature upon which purchasers are most likely 
to rely in distinguishing respondent’s goods from the like goods of others. In other 
words, the name is the dominant portion of the mark. 

Petitioner uses the name “Duffy’s,” in association with the word “Malt,” as a trade- 
mark for malt whiskey; and respondent concedes that upon the record presented such 
use antedates its own use of the registered mark. 

I am clearly of the opinion that the concurrent use of the two marks in question, in 
connection with substantially identical merchandise of the character here involved, would 
be reasonably likely to confuse the public to petitioner’s probable damage, and that the 
petition to cancel respondent’s registration was properly sustained. 

Because “Duff” is a part of respondent’s name, respondent insists that its right to 
use the word is incontestable. Be that as it may, it does not necessarily follow that 
respondent is entitled to the registration thereof, either alone or in combination. So far as 
the Patent Office is concerned, this point was conclusively determined by the Court of 
Customs and Patent Appeals in the case of J. B. Williams Co. v. Williams, 18 C. C. P. A. 
1133, 48 F. [2d] 398. ... 


Since the pertinent facts are the same here as they are in appeal No. 4608, and 
we there concluded that the opposition had been properly sustained, it is not neces- 
sary here to again recite our reasons for concluding here that the concurrent use of 
their involved marks by the parties would be reasonably likely to cause confusion, 
and it follows that by reason of prior use by appellee of its mark appellant should not 
have been allowed his involved registration. 

The decision of the Commissioner of Patents will be affirmed. 


Appeal No. 4610 


This proceeding involves the cancellation of the registration of appellant’s trade- 
mark No. 304,411, registered July 4, 1933 under said Act of March 19, 1920 upon 
an application filed April 11, 1933. The mark consists of the single word “Duff's.” 

The tribunals of the Patent Office held that mark to be confusingly similar to 
appellee’s notation ““Duffy’s” appearing in appellee’s trade-mark. 

Appellee contends here that no appeal is authorized to this court by the said 
Act of 1920 and cites in support of its contention the case of Postum Cereal Co., 
Inc. v. California Fig Nut Co., 54 App. D. C. 285, 297 Fed. 544 (appeal dismissed, 
272 U. S. 693 [17 T.-M. Rep. 27]), and United States Compression Inner Tube Co. 
v. Climax Rubber Co., 53 App. D. C. 370, 290 Fed. 345 [13 T.-M. Rep. 380]. 

The Postum Cereal case supra is based upon what appears to us to be the sound 
reasoning in the Compression Inner Tube case supra and we can see no reason why 
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we should depart from the law as established by those cases. Our jurisdiction in 
trade-mark appeals is that formerly vested in the Court of Appeals of the District 
of Columbia, now the United States Court of Appeals for the District of Columbia. 
Said Act of 1920 has not been amended since the date of those cases with respect 
to providing any appeal from the decision of the Commissioner thereunder. We 
followed the Compression Inner Tube case supra in In re Railley Corp., 28 C. C. 
P. A. (Patents) 1122, 119 F. [2d] 595 [31 T.-M. Rep. 222] and Jn re Cohen, Gold- 
man & Co., Inc., 28 C. C. P. A. (Patents) 1141, 119 F. [2d] 599 [31 T.-M. Rep. 
216]. 

While no formal motion was made by appellee to dismiss, it is urged in its 
brief that this court has no jurisdiction to entertain this appeal. A point challenging 
jurisdiction of a court may be raised at any stage of a proceeding and furthermore 
the court sua sponte may and should, if it becomes apparent it has no jurisdiction 
under the plain provisions of law, as it appears in this case, dismiss the appeal. 
Therefore the appeal No. 4610 should be dismissed. 


For the reasons herein stated the decision of the Commissioner of Patents is 
affirmed in appeal No. 4608 in upholding the decision of the Examiner of Inter- 
ferences sustaining the opposition; his decision in appeal No. 4609 is affirmed; 
and appeal No. 4610 is dismissed. 


DECISIONS OF COMMISSIONER OF PATENTS 


The Application 


Stay of proceedings 


Frazer, F. A.C.: Acted upon a petition brought by Eastman Kodak Company. 
The petitioner prayed that prosecution be stayed in each of its six trade-mark 
applications, pending a decision on appeal to the Commissioner of a seventh applica- 
tion, which decision will determine the question of registrability with respect to all 
of the applications. 

The First Assistant Commissioner noted that each of the six applications has 
received one office action, to which no response has been filed, and that within one 
year from the date of that action, applicant must respond in order to avoid abandon- 
ment. He stated that when that has been done, the petition, if renewed, will be 
granted to the extent that proceedings will be suspended in the Patent Office until 
after the disposition of the appeal. 


Cancellation 


Deceptive practices 


Frazer, F. A. C.: Denied a petition brought by the Medallion Wine Corpora- 
tion, the applicant for cancellation of three trade-mark registrations issued to Wal- 


1. Ex parte Eastman Kodak Company, Ser. Nos. 445,386, 445,387, 445,388, 455,389, 445,390, 
and 445,391, 163 M. D. 958, May 20, 1942. 
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baum, Goulden & Co., of Reims, France, under the Act of February 20, 1905, and 
assigned to Champagne Heidsieck & Co, Monopole, of Lyons, France. As stated 
by the First Assistant Commissioner, the applicant, Medallion Wine Corporation, 
submitted certain interrogatories directed to an officer of the respondent corpora- 
tion, Champagne Heidsieck & Co., Monopole. The Examiner of Trade-Mark Inter- 
ferences sustained respondent’s exceptions to all the proposed interrogatories. By 
its petition, Medallion Wine Corporation sought a reversal of that action. 


The First Assistant Commissioner set forth the facts of the case and his rulings 
upon the petition as follows: 


Respondent’s registrations are for champagne wines, and the registered marks all 
include the French word “Monopole.” It is alleged in the petition for cancellation that 
respondent’s use of the word is deceptive, in that it “constitutes a claim by the user of 
the exclusive selling rights in the trade-marked commodity,” which rights respondent 
“actually does not enjoy or possess.” It is further alleged that petitioner is using the 
same word as a part of its own trade-mark for the same goods, and “has been given 
written notice of infringement” of respondent’s marks by respondent’s attorneys. In other 
words petitioner finds itself hampered in practicing the same deception of which it 
accuses respondent, and so deems itself injured by respondent’s registrations. 

By the affirmative allegations of its own pleading petitioner thus disqualifies itself to 
maintain the preceeding. Ubeda v. Zialcita, 226 U. S. 452, 1913, C. D. 517; The Federal 
Products Co. v. Lewis, 57 App. D. C. 338, 23 Fed. (2d) 759 [18 T.-M. Rep. 30]. Deitsch 
Brothers v. Loonen, 39 App. D. C. 114, 1912 C. D. 531 [2 T.-M. Rep. 376]. And it would 
be idle indeed to require respondent to answer interrogatories based upon such a pleading.” 


Failure to prove damage 


Frazer, F. A. C.: Denied a petition by Simon Ackerman Clothes, Inc., for 
rehearing of the appeal from the Examiner of Trade-Mark Interferences in this 
proceeding and for reconsideration of the decision of April 22, 1942 (538 O. G. 
753), dismissing its petition to cancel a trade-mark registration issued under the 
Act of March 19, 1920, to Eagle Clothes. 


In his decision upon said petition for rehearing and reconsideration, the First 
Assistant Commissioner stated : 


The decision complained of was based on the ground that petitioner was not using the 
mark upon which it relied at or about the time the petition to cancel was filed, and hence 
was not injured within the meaning of the statute by the registration sought to be can- 
celed. Petitioner did not, and does not now, claim that it was using the mark; but argues, 
as it did before, that use by another corporation, namely, Chester Barrie, Inc., wholly 
owned and controlled by petitioner, sufficiently establishes the asserted injury. Petitioner 
again points out that Chester Barrie, Inc., was organized for the sole purpose of selling 
merchandise of petitioner’s manufacture, and that its business was conducted by petitioner, 
at petitioner’s expense, and for petitioner’s profit. 

The fact remains, however, that Chester Barrie, Inc., was a separate legal entity; 
and its use of petitioner’s mark was not use by petitioner. Petitioner characterizes Chester 
Barrie, Inc., as “a channel for distributing clothes of petitioner’s manufacture.” I think 
that characterization is substantially correct, but I am unable to agree with petitioner’s 
counsel that the relationship of principal and agent existed between the two corporations. 


2. Medallion Wine Corporation v. Walbaum, Goulden & Co. (Champagne Heidsieck & 
Co. Monopole, assignee, substituted), Canc. No. 3633, 163 M. D. 959, May 20, 1942. 
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Chester Barrie, Inc., was selling in its own name, and so far as the public was concerned 
its use of the trade-mark indicated origin in that concern and not in petitioner. It may be 
that petitioner still owns the mark and is entitled to use it; but ownership and the right 
to use, in the absence of actual use, are insufficient. As petitioner was not using the mark 
at the time its petition for cancellation was filed, it was not injured by the existence of 
respondent’s registration. Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling 
Co., 28 C. C. P. A. 1091, 118 Fed. (2d) 1015 [31 T.-M. Rep. 203].* 


Collective Marks 


Mark of labor union registrable 


Van ARSDALE, A. C.: Reversed the action of the Examiner of Trade-Marks 
in refusing registration to International Union, United Automobile Workers of 
America, Affiliated with the Congress of Industrial Organizations, of its union 
mark as a collective mark for certain tools manufactured and sold by manufactur- 
ing concerns authorized by applicant to use the mark on their goods. The applicant 
stated in its application that : 


The collective mark has been continuously used and applied to said goods in the busi- 
ness of persons authorized by applicant since June, 1939. 


In the brief on appeal, the applicant explained that : 





When a manufacturer in the industry contracts with the applicant to use union labor in 
his plant the applicant grants permission to such manufacturer to place its union mark 
on the goods produced by its members. 


The Assistant Commissioner concluded that applicant is a juristic person and 
has legitimate control over the use of its mark within the meaning of the final 
paragraph of Section 1 of the Act of February 20, 1905. He stated that the sole 
question was whether the mark is a collective one within the contemplation of the 
statute. 

Both the Assistant Commissioner and the Examiner referred to a statement in 


the application as to the use of the mark sought to be registered. That statement 
reads as follows: 





The collective mark is used upon the goods to indicate that work or labor was per- 
formed upon the goods by members of the International Union, United Automobile Work- 
ers of America, affiliated with the Congress of Industrial Organizations. 


In regard to the Examiner’s interpretation of such statement, the Assistant 
Commissioner said: 





The Examiner interprets this to mean that the mark is applied to the goods by the 
members of the union to indicate that they have performed work or labor upon them. 
He has held that the fact that applicant is a collective body does not make the mark a 
collective mark, and neither does the fact that members of the union perform work and 
services upon the goods to which the mark is applied, without any ownership in the goods 
or in the good-will of the businesses in connection with which the mark is used, make the 
mark a collective mark of those union members, and therefore the mark is not entitled to 
registration as a collective mark of the union members. 


3. Simon Ackerman Clothes, Inc. v. Eagle Clothes, Canc. No. 3658, 163 M. D. 982, June 
22, 1942. 
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In interpreting this statement differently from the Examiner and finding the 
applicant entitled to the registration of the collective mark for which it made 
application, the Assistant Commissioner stated : 


To me it appears that the members of the union do not use the mark on the goods, 
but that it is the authorized manufacturers who use the mark on the goods which they 
manufacture and sell, and that the mark designates commonly both the body of authorized 
manufacturers and their goods to which they apply the mark. Additionally, the mark 
possibly indicates also that applicant exercises control over the use of the mark by the 
manufacturers. 

Since the manufacturers apply the mark to their own goods in their own businesses 
and in connection with the good-will of their businesses under common authorization from 
applicant, with the mark giving a common designation to the goods to which the mark is 
applied, the manufacturers are a collective body and use the mark collectively in their 
businesses, and under these circumstances the mark is a collective mark of the manu- 
facturers subject to the exercise of legitimate control by applicant over the use of the 
mark by the manufacturers. The fact that applicant exercises legitimate control over 
the use of the mark by the authorized body of manufacturers on their goods and the fact 
that the mark when applied to the goods may so indicate do not prevent the mark being the 
collective mark of the authorized manufacturers.* 


Conflicting Marks 
“Scotsman” and “Scotch Mist.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Rogers Peet Company, to the application of 
Strom, Collum & Hoppe, for registration of the word “Scotsman” as a trade- 
mark for 


men’s and boys’ knitted and textile products—namely, hosiery, sport and conventional 
sweaters, jackets and outer shirts, and underwear. 


The opposition was predicated upon opposer’s ownership of the trade-marks 
“Scotchmoor,” “Scotchmoors” and “Scotch Mist,” appropriated respectively to 
men’s top coats, men’s and boys’ suits, and hats and caps, and all registered prior 
to applicant’s first use of the trade-mark it sought to register. 

The First Assistant Commissioner concluded that the several items of wearing 
apparel produced by the parties are so closely related in use and in the mind of the 
public that their concurrent sale under similar trade-marks would be very likely to 
confuse purchasers as to origin. The applicant argued that, because the words 
“Scot” and “Scotch” have been “widely used in the merchandise field to indicate 
a good grade of wool,’ and are embodied in a large number of registered trade- 
marks for wearing apparel, those words should be disregarded in comparing appli- 
cant’s mark with the marks of opposer to determine the question of possible con- 
fusion. In its brief the applicant made the following assertion : 

The courts have repeatedly held that, where the only feature, common to the trade- 


marks of applicant and opposer which might lead to confusion, is descriptive, geographical, 
or otherwise generic, the opposition should not be sustained. 


4. Ex parte International Union, United Automobile Workers of America, affiliated with 
the Congress of Industrial Organizations, Ser. No. 429,774, 163 M. D. 989, June 30, 1942. 
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In response to this argument, the First Assistant Commissioner stated that it 
is true that such rulings have been made but they are contrary to the more recent 
authorities and are no longer followed in the Patent Office. He cited Pepsodent 
Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. (2d) 906 [26 T.-M. 
Rep. 481] and Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 Fed. (2d) 
752 [27 T.-M. Rep. 78]. He applied the rules set forth by the Court of Customs 
and Patent Appeals in the latter case, and said: 


I am convinced that applicant’s mark bears sufficient resemblance to each of opposer’s 
marks as to be reasonably likely to confuse purchasers. There is some similarity in 
appearance and in sound; and all of the marks have a significance pertaining to Scotland, 
which significance would, I think, impress the mind of the casual observer to the exclusion 
of their precise meaning. At least the question is not free from doubt; and as observed 


by the Examiner of Interferences, any doubt in that regard must be resolved in opposer’s 
favor. 


The opposer suggested that applicant had failed to prove use of its mark in 
interstate commerce and that the proposed registration should be refused on that 
ground. However, the First Assistant Commissioner stated that, in the absence of 
evidence to the contrary, no further showing of use than the sworn application for 
registration is requiréd, citing General Baking Co. v. Commander-Larabee Cor- 
poration, 23 C. C. P. A. 973, 82 Fed. (2d) 427 [26 T.-M. Rep. 278].° 


“Metro-Cam” and “Metrogon” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition by Bausch & Lomb Optical Company to the 
application of Max Bressler for registration of the notation “Metro-Cam” as a 
trade-mark for cameras. The opposition was predicated upon opposer’s prior use 
and registration of the trade-mark ‘“‘Metrogon” for objective lenses 

Before the First Assistant Commissioner the opposer insisted that the proposed 
registration should be refused on the ground that applicant, as an individual, has 
made no use of the mark he sought to register. The opposer based this contention 
upon applicant’s testimony to the effect that the mark is used by a partnership 
known as Metropolitan Industries, and upon certain documentary evidence intro- 


duced by applicant in support of that testimony. With reference to these proofs, 
the First Assistant Commissioner stated : 


The application was filed May 6, 1940. Applicant’s testimony was taken February 7, 
1941. He testified that at that time the mark had been in use for one year. The earliest 
of the documents referred to is dated May 9, 1940. There is thus no affirmative show- 
ing that applicant was not using the mark when his application was filed, and his sworn 
application must be accepted as prima facie proof that he was. General Baking Co. v. 


Commander-Larabee Corporation, 23 C. C. P. A. 973, 82 Fed. (2d) 427 [26 T.-M. Rep. 
278]. 


The applicant argued that the goods of the parties are not of the same descriptive 


properties, that their marks are not confusingly similar, and that opposer had 


5. Rogers Peet Company v. Strom, Collum & Hoppe, Opp’n No. 20,094, 163 M. D. 931, 
April 30, 1942. 
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failed to prove use of its mark in connection with the goods specified in the regis- 
tration. In regard to this argument, the First Assistant Commissioner said: 


Opposer took no testimony, but the registration of its mark under the Trade-Mark 
Act of 1905, is prima facie evidence of ownership, and ownership implies use. Ely & 
Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 Fed. (2d) 257 
[27 T.-M. Rep. 462]. And while there is no evidence that opposer’s objective lenses are 
used with cameras, it is a matter of common knowledge that practically all cameras are 
equipped with objective lenses, and would be useless without them. 

Applicant complains of the Examiner’s taking judical notice “of the fact that cameras 
and various lenses, therefor are sold in the same stores at various prices.” But whether 
the Examiner was right or wrong in that regard, lenses and cameras are so intimately 
related that their sale under identical or closely similar trade-marks would inevitably lead 
to confusion as to their origin. 

Manifestly, the marks here under consideration are not identical; but they are quite 
similar, particularly in sound. Resolving doubts in opposer’s favor, in accordance with 
the well established practice, I think there is a reasonable likelihood that their concurrent 
use may confuse purchasers, and that opposer would thus be damaged by the registration 
of applicant’s mark.® 


“Sun Spot” and “Sun Drop” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences in so far as by that decision the Examiner dismissed the opposition by 
High Rock Ginger Ale Company, to the application of the Mil-K-Botl Corpora- 
tion of America, for registration of the trade-mark “Sun Drop” for non-alcoholic, 
maltless beverages sold as soft drinks, and extracts and concentrates for making 
such beverages. The Assistant Commissioner reversed the decision of the Examiner 
in so far as by that decision the Examiner adjudged the applicant not entitled to 
registration of said trade-mark. 

In its notice of opposition, High Rock Ginger Ale Company asserted ownership 
and use since February 2, 1937, of the trade-mark “Sun Spot” for goods identical 
with those named in the opposed application. In said application the Mil-K-Botl 
Corporation of America asserted ownership and use of the mark “Sun Drop” by 
applicant and its predecessor since April 29, 1929, and also asserted ownership by 
applicant of a registration No. 269,655, issued April 15, 1930. As stated by the 
Assistant Commissioner, the applicant introduced this registration in evidence. 
He observed that this registration shows the mark thereof to be “Sun Drop” for 
flavoring extracts and concentrated syrups for making soda water and other 
beverages, particularly orange beverage. He also observed that the mark is some- 
what differently displayed from the mark of the application, and that the registra- 
tion was issued to J. F. Lazier Manufacturing Co., Inc. The Assistant Commis- 
sioner stated that to prove ownership of this registration and of the mark thereof, 
applicant presented a recorded assignment dated October 20, 1939, to it from J. F. 
Lazier Manufacturing Co., Inc., of this “Sun Drop” trade-mark and registration 
and “the good-will of the business to which the mark is used.” 


6. Bausch & Lomb Optical Company v. Max Bressler, Opp’n No. 20,133, 163 M. D. 937 
May 4, 1942. 
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In regard to this assignment, the Assistant Commissioner stated : 


Opposer attacks the validity of this assignment, asserting that it has not been established 
that the assignor was using the mark at the time of the assignment and that the assign- 
ment established merely abandonment of the mark by the assignor and that applicant 
acquired no rights under the assignment. Opposer stresses the fact that on cross-examina- 
tion applicant’s witnesses were called on to produce company records to support their 
statements that the assignor was using the mark at the time of the assignment and that 
applicant acquired the good-will of the business in connection with which the assignor was 
using the mark, and, on instruction of counsel for applicant, refused to produce such 
records although the witnesses stated such records were in existence and could be produced. 

The execution of the assignment document was duly proven by applicant. The burden 
then of proving abandonment and non-use was on opposer. I do not consider the mere 
fact that applicant refused to produce records of sales of goods under the mark overcomes 
its prima facie ownership and use of the mark evidenced by the registration or establishes 
abandonment of the mark. Evidently opposer did not care to attempt to have the records 
produced as a part of its own case. 

Opposer also calls attention to the statement of one of applicant’s witnesses that under 
privilege of applicant the assignor is still selling orange beverage under the mark; appli- 
cant, according to the witness, having started with the lemon beverage under the mark and 
intends eventually to take over the orange beverage business. To my mind this statement 
relates to a transition period and does not establish that under the assignment the assignor 
did not intend to discontinue the sale of the orange beverage under the mark, but, on the 
contrary, indicates to-me that it is the intention of the assignor to pass over to applicant 
the orange beverage business, and all the associated good-will. Prima facie, the assign- 
ment gave applicant the right to the exclusive use of the mark for the goods named in 
the registration. There is no evidence that the assignor retained any adverse right in the 
mark or that applicant, under the assignment, cannot assert its right to the exclusive use 
of the mark at any time. In my opinion the temporary continuing use of the mark by 
the assignor does not establish that applicant did not acquire or does not have the right 
to the exclusive use of the mark, and does not establish abandonment of the mark or 
that applicant did not acquire the mark and the good-will under the assignment. I hold 
the assignment valid and the mark not abandoned and applicant owner of the mark and the 
registration. Accordingly, applicant, through its predecessor J. F. Lazier Manufacturing 
Co., Inc., is deemed to have established use and ownership of the “Sun Drop” mark of the 
assigned registration for the goods named in the registration. As stated, this registration 
issued April 15, 1930, which is long prior to the date of first use asserted by opposer of 
its mark “Sun Spot.” 


In finding the Mil-K-Botl Corporation of America entitled to the registration 
for which it made application, the Assistant Commissioner had the following to say: 


However, the opposed application was not filed until after opposer began to use the 
word “Sun Spot” on its goods, and although the application includes the goods named in 
the registration, to wit, flavoring extracts and concentrated syrups for making soda 
water and other beverages, the application further includes non-alcoholic, maltless bever- 
ages sold as soft drinks, and made from such extracts and concentrates. The latter 
goods are clearly of the same descriptive properties as the extracts and concentrates. 
In re Coca-Cola Bottling Co. of Los Angeles, 18 C. C. P. A. 1384, 49 F. (2d) 838, 412 
O. G. 559 [21 T.-M. Rep. 311]. And I believe it would be considered natural for both 
soft drinks and extracts for making the drinks to come from the same manufacturer, 
particularly as there is no evidence to the contrary and both parties are making and selling 
both the extracts and beverages made therefrom. 

Both marks “Sun Drop” and “Sun Spot” include prominently the word “Sun.” This 
gives the entire marks a resemblance in significance or suggestiveness. Florida Citrus 
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Canners Cooperative v. California Fruit Growers Exchange, 25 C. C. P. A. 963, 95 F. (2d) 
512 [28 T.-M. Rep. 205]. Each of the marks comprises two words, and there is some resem- 
blance between the words “Spot” and “Drop.” Considering the marks in their entireties 
and noting the goods to which they are applied, it is my opinion that the marks so resemble 
each other that their concurrent use on the goods stated would be likely to cause confusion 
and mistake on the part of the public and to deceive purchasers. I mention this because 
confusing similarity is pleaded. 

In view of the ownership by applicant of registration No. 269,655, of the mark “Sun 
Drop” and the close relationship between the goods named in this registration and in the 
application for registration of the mark “Sun Drop,” it is my opinion that applicant has 
the right to the exclusive use of the mark “Sun Drop” for the goods named in the applica- 
tion over any right of opposer, and applicant is entitled to registration. The Penetrine 
Corporation v. Plough, Inc., 28 C. C. P. A. 1307, 121 Fed. (2d) 539 [31 T.-M. Rep. 323].? 


“Sun Drop” and “Sun Spot” 


Van ArpsALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by J. F. Lazier Manufacturing Co., Inc. 
( Mil-K-Botl Corporation of America, assignee, substituted), to the application of 
High Rock Ginger Ale Company for registration of a composite mark in which 
the words “Sun Spot” are the dominating feature, applied to non-alcoholic, maltless 
beverages sold as soft drinks, and extracts used in making them. 

Applicant claimed use since February 2, 1937. In the notice of opposition filed 
by J. F. Lazier Manufacturing Co., Inc., that company asserted a registration of 
the mark “Sun Drop” issued to that company April 15, 1930, for flavoring extracts 
and concentrated syrups for making soda water and other beverages, particularly 
orange beverage, and also asserted continuous ownership of said registration and 
continuous use of the mark on the goods named therein. As stated by the Assistant 
Commissioner, during the pendency of the proceedings, Mil-K-Botl Corporation of 
America presented a recorded assignment dated October 20, 1939, to it from J. F. 
Lazier Manufacturing Co. Inc., of the “Sun Drop” trade-mark and registration 
and “the good-will of the business to which the trade-mark is used,” and thereupon 
that company became substituted as opposer in the proceeding. 

As in Opposition No. 19,911, the High Rock Ginger Ale Company attacked the 
validity of said assignment, but the Assistant Commissioner repeated the rulings 
made in his decision in that other opposition and held the assignment valid and the 
mark not abandoned and the substituted opposer owner of the mark and the regis- 
tration. 

In regard to the questions of the similarity of the goods and the marks, the 
Assistant Commissioner stated: 

The goods are clearly of the same descriptive properties, and are identical as to extracts 
used in making soft drinks such as soda water. 
This leaves for consideration the question whether the marks “Sun Spot” and “Sun 


Drop” applied to soft drinks and extracts for making them are or are not confusingly 
similar. 


7. High Rock Ginger Ale Company v. The Mil-K-Botl Corporation of America, Opp’n No. 
19,911, 163 M. D. 938, May 4, 1942. 
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Both include prominently the word “Sun.” This gives the entire marks a resemblance 
in significance or suggestiveness. Florida Citrus Canners Cooperative v. California 
Fruit Growers Exchange, 25 C. C. P. A. 963, 95 F. (2d) 512, 471 O. G. 716 [28 T.-M. 
Rep. 205]. Each of the marks comprises two words, and there is some resemblance 
between the words “Spot” and “Drop.” Considering the marks in their entireties and noting 
the goods to which they are applied, it is my opinion that the marks so resemble each 
other that their concurrent use on the goods stated would be likely to cause confusion and 
mistake on the part of the public and to deceive purchasers, and the Examiner was correct 
in sustaining the notice of opposition.® 


“Sun Drop” and “Sun Orange” 


VAN ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by J. F. Lazier Manufacturing Co., Inc. 
( Mil-K-Botl Corporation of America, assignee, substituted), to the application of 
High Rock Ginger Ale Company, of Baltimore, Md., for registration of a composite 
mark in which the words “Sun Orange” are the dominating feature, applied to 
non-alcoholic, maltless beverages sold as soft drinks, and extracts used in making 
them. 

Applicant claimed use since February 2, 1937. In the notice of opposition filed 
by J. F. Lazier Manufacturing Co., Inc., that company asserted a registration of 
the mark “Sun Drop” issued to that company April 15, 1930, for flavoring extracts 
and concentrated syrups for making soda water and other beverages, particularly 
orange beverage, and also asserted continuous ownership of said registration and 
continuous use of the marks on the goods named therein. As stated by the Assistant 
Commissioner, during the pendency of the proceedings, Mil-K-Botl Corporation of 
America presented a recorded assignment dated October 20, 1939, to it from J. F. 
Lazier Manufacturing Co., Inc., of the “Sun Drop” trade-mark and registration and 
“the good-will of the business to which the trade-mark is used,” and thereupon that 
company became substituted as opposer in the proceeding. 

As in Opposition No. 19,911, the High Rock Ginger Ale Company attacked the 
validity of the assignment but the Assistant Commissioner repeated the rulings 
made in his decision in that other opposition and held the assignment valid and the 
mark not abandoned and the substituted opposer owner of the mark and the regis- 
tration. 

In regard to the questions of the similarity of the goods and the marks, the 
Assistant Commissioner said : 


The goods are clearly of the same descriptive properties, and are identical as to extracts 
used in making soft drinks such as soda water. 

This leaves for consideration the question whether the marks “Sun Orange” and 
“Sun Drop” applied to soft drinks and extracts for making them are or are not confus- 
ingly similar. 

The Examiner of Trade-Marks held, and I think correctly, that the word “Orange” 
of the “Sun Orange” mark was descriptive. It describes the soft drink to which the mark 
is applied as being an orange beverage. In this respect the word “Orange” is similar 
to the word “Lemon” of the mark “Lemon Frost” and which has been held to be descrip- 


8. J. F. Lazier Manufacturing Co., Inc. (Mil-K-Botl Corporation of America, assignee, 
substituted) v. High Ginger Ale Company, Opp’n No. 18,286, 163 M. D. 944, May 4, 1942. 
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tive of extracts and syrup for making soft drinks. Jn re Coca-Cola Bottling Company of 
Los Angeles, 18 C. C. P. A. 1384, 49 F. (2d) 838, 412 O. G. 559 [21 T.-M. Rep. 311]. 
Following the Examiner’s ruling that the word “Orange” was descriptive, applicant 
disclaimed the right to exclusive use of the word “Orange” apart from the mark as a 
whole. Accordingly I consider the word “Orange” in the mark to have minor trade- 
mark significance and the word “Sun” to have dominating trade-mark significance 
therein. American Brewing Company, Inc. v. Delatour Beverage Corporation, 26 C. C. 
P. A. 778, 100 F. (2d) 253, 501 O. G. 293 [29 T.-M. Rep. 40]. The word “Sun” is also 
prominent in the mark “Sun Drop” and this gives the marks a resemblance in significance 
and suggestiveness. Florida Citrus Canners Cooperative v. California Fruit Growers 
Exchange, 25 C. C. P. A. 963, 95 F. (2d) 512, 471 O. G. 716 [28 T.-M. Rep. 205]. 

Considering the marks in their entireties and noting the goods to which they are 
applied, it is my opinion that the marks so resemble each other that their concurrent use 
on the goods stated would be likely to cause confusion and mistake on the part of the 
public and to deceive purchasers, and the Examiner was correct in sustaining the notice 
of opposition.® 


“Sun Fruit” and “Sun Drop” 


Van ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by J. F. Lazier Manufacturing Co., Inc. 
( Mil-K-Botl Corporation of America, assignee, substituted), to the application of 
High Rock Ginger Ale Company, of Baltimore, Md., for registration of a composite 
mark in which the words “Sun Fruit” are the dominating feature, applied to non- 
alcoholic, maltless beverages sold as soft drinks, and extracts used in making them. 

Applicant claimed use since February 2, 1937. In the notice of opposition filed 
by J. F. Lazier Manufacturing Co., Inc., that company asserted a registration of 
the mark “Sun Drop” issued to that company April 15, 1930, for flavoring extracts 
and concentrated syrups for making soda water and other beverages, particularly 
orange beverage, and also asserted continuous ownership of said registration and 
continuous use of said mark upon the goods named therein. As stated by the 
Assistant Commissioner, during the pendency of the proceedings, Mil-K-Botl Cor- 
poration of America presented a recorded assignment dated October 20, 1939, to it 
from J. F. Lazier Manufacturing Co., Inc., of the “Sun Drop” trade-mark and 
registration and “the good-will of the business to which the trade-mark is used,” 
and thereupon that company became substituted as opposer in the proceeding. 

As in Opposition No. 19,911, the High Rock Ginger Ale Company attacked 
the validity of the assignment but the Assistant Commissioner repeated the rulings 
made in his decision in that other opposition and held the assignment valid and the 
mark not abandoned and the substituted opposer owner of the mark and the regis- 
tration. 

In regard to the questions of the similarity of the goods and the marks, the 
Assistant Commissioner stated : 


The goods are clearly of the same descriptive properties, and are identical as to extracts 


used in making soft drinks such as soda water. 


9. J. F. Lazier Manufacturing Co., Inc. (Mil-K-Botl Corporation of America, Assignee, 
substituted) v. High Rock Ginger Ale Company, Opp’n No. 18,286, 163 M. D. 944, May 4, 1942. 
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This leaves for consideration the question whether the marks “Sun Fruit” and “Sun 
Drop” applied to soft drinks and extracts for making them are or are not confusingly 
similar. 

The Examiner of Trade-Marks held, and I think correctly, that the word “Fruit” of 
the “Sun Fruit” mark was descriptive. It describes the soft drink to which the mark is 
applied as a fruit beverage. In this respect the word “Fruit” is similar to the word 
“Lemon” of the mark “Lemon Frost” and which has been held to be descriptive of extracts 
and syrup for making soft drinks. Jn re Coca-Cola Bottling Company of Los Angeles, 
18 C. C. P. A. 1384, 49 F. (2d) 838, 412 O. G. 559 [21 T.-M. Rep. 311]. Following: the 
Examiner’s ruling that the word “Fruit” was descriptive, applicant disclaimed the right 
to exclusive use of the word “Fruit” apart from the mark as a whole. Accordingly I 
consider the word “Fruit” in the mark to have minor trade-mark significance and the word 
“Sun” to have dominating trade-mark significance therein. American Brewing Company, 
Inc. v. Delatour Beverage Corporation, 26 C. C. P. A. 778, 100 F. (2d) 253, 501 O. G. 
293 [29 T.-M. Rep. 40]. The word “Sun” is also prominent in the mark “Sun Drop” and 
this gives the marks a resemblance in significance and suggestiveness. Florida Citrus 
Canners Cooperative v. California Fruit Growers Exchange, 25 C. C. P. A. 963, 95 F. (2d) 
512, 471 O. G. 716 [28 T.-M. Rep. 205]. 

Considering the marks in their entireties and noting the goods to which they are applied, 
it is my opinion that the marks so resemble each other that their concurrent use on the 
goods stated would be likely to cause confusion and mistake on the part of the public and 
to deceive purchasers, and the Examiner was correct in sustaining the notice of opposition.’° 


“Twin Season” and “Season Skipper” 


Van ArsDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of C. B. Shane Corporation, to 


the application of Ellis Coat Co., Inc., for registration of the trade-mark “Twin 
Season” for ladies’ coats. 


Opposer based its opposition on its registered trade-mark “Season Skipper” for 
men’s, boys’, women’s and girls’ overcoats and topcoats. The Assistant Commis- 
sioner held that opposer had established ownership and use of its mark several 
years prior to the time applicant first adopted and used its mark. He also held that 
the goods of the parties are of the same descriptive properties and concluded that 
the sole issue related to the question of confusing similarity between the marks 
“Twin Season” and “Season Skipper.” In deciding this issue adversely to the 
applicant, the Assistant Commissioner stated : 


The Examiner held the marks not confusingly similar because he considered the word 
“Season” not to be dominant in either mark. Applicant goes further and asserts the word 
“Season” is descriptive of clothing. I am not informed what attribute of topcoats or over- 
coats is described by the word “Season” or what is the descriptive significance of that 
word in relation to such garments, and I am unable to comprehend any meaning of the 
word “Season” that is descriptive of topcoats or overcoats. The Examiner and applicant 
have referred to the fact that quite a few other persons have included the word “Season” 
in their registered trade-marks for fabrics, piece goods and various items of clothing, but 
not including topcoats or overcoats. Such registrations by others, however, hardly 
render the word descriptive of any attribute of topcoats or overcoats or have caused the 
word “Season” to mean generally an item of clothing, or specifically a topcoat or overcoat. 


10. J. F. Lazier Manufacturing Co.,; Inc. (Mil-K-Botl Corporation of America, assignee, 
substituted) v. High Rock Ginger Ale Company, Opp’n No. 18,290, 163 M. D. 946, May 4, 1942. 
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I consider the word “Season” in the marks under consideration to be at least as domi- 
nant therein as the other words of the marks, namely “Twin” and “Skipper,” and to 
contribute to the trade-mark significance of the marks as a whole. Also, the marks appear 
to have the similar suggestiveness of indicating that the garments are suitable for more 
than one season of the year. Incidentally it is noted that opposer’s president testified 
the expression “Season Skipper” was intended to mean a topcoat which because of having 
a detachable lining was suitable for wear at all seasons. 

In my opinion the word “Season” is so prominent in each of the marks and their sug- 
gestive meaning is so alike that despite the dissimilarity of the words “Twin” and 
“Skipper” and the fact that the word “Season” follows the word “Twin” in the one mark 
and precedes the word “Skipper” in the other, likelihood of confusion by the concurrent 
use of the marks on topcoats and overcoats is quite possible. 


With reference to certain evidence offered by opposer, the Assistant Commis- 
sioner had the following to say: 


Opposer has presented evidence concerning a psychological test or experiment purport- 
ing to show that, among a group of individuals who were first shown a series of trade- 
marks among which was the mark “Season Skipper” and later were shown another series 
of marks including the mark “Twin Season,” a small minority of the group indicated they 
had seen the mark “Twin Season” in the first series of marks. I consider this evidence 
wholly inconclusive and of no probative force and to be incompetent as evidence of con- 
fusing similarity of the marks." 


“Meds” and “Med-I-Pax” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of. Allen Laboratories, Incorporated, to the 
application of The Personal Products Corporation, for registration of the notation 
“Meds” as a trade-mark for tampons. 

The opposition was predicated upon opposer’s ownership of the trade-mark 
“Med-I-Pax,” registered to opposer’s assignor about two years prior to applicant’s 
date of first use, for “medicated vaginal suppositories.” Applicant pointed to the 
fact that, as actually used by opposer, the mark is “Medipax ;” but the First Assistant 
Commissioner stated that, whatever effect might otherwise be attributed to this 
slight change, it is immaterial here, because opposer is still the owner of the mark 
as registered. 

In agreeing with the Examiner that the opposition should be sustained, the First 
Assistant Commissioner said : 


Applicant’s tampons are designed for catamenial use. Opposer’s product includes a 
tampon, to which the medicated suppository is attached, and which serves to hold the 
suppository in position and to distribute the medicament after insertion. Mechanically 
and in general appearance the two devices are substantially the same. As stated by the 
Examiner, they are noncompetitive; but they are very closely associated in use, and may 
reasonably be assumed to be produced by the same manufacturer. I doubt that one 
would be mistaken for the other, but if sold under similar trade-marks I am convinced 
that there is at least some likelihood of confusion as to origin. In reaching this con- 
clusion I have not overlooked existing differences in price and in methods of sale. Both 
are subject to change. Nor is it material that there is no evidence of actual confusion. 


11. C. B. Shane Corporation v. Ellis Coat Co., Inc., Opp’n No. 20,017, 163 M. D. 956, May 
15, 1942. 
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Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 Fed. 
(2d) 725. 

Applicant cites such cases as Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 
C. C. P. A. 1143; 120 Fed. (2d) 370 [31 T.-M. Rep. 330], to the effect “that specific dif- 
ferences in goods which are of the same general descriptive character should be considered 
in connection with differences in marks in fairly determining the question of likelihood 
of confusion.” That rule is applicable here, because the goods of the parties are specifically 
different, and their marks are not identical. But there is another well-established rule 
requiring that doubts be resolved against the newcomer. Thus resolving doubts in the 
instant case, it is my opinion that applicant’s mark, “Meds,” and opposer’s mark, “Med-I- 
Pax” or “Medipax,” are too nearly alike to be concurrently used on goods so nearly 
related as those to which such marks are respectively applied, without reasonable likeli- 
hood of resulting confusion.!* 


“Panatol” and “Palatol” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Parke, Davis & Company, to the application 
of Surrey Laboratories, for registration of the word “Panatol” as a trade-mark 
for ‘‘a pharmaceutical preparation having deodorant, astringent, and antiseptic 
properties.” The opposition was predicated upon opposer’s ownership of the 
trade-mark ‘‘Palatol,” previously registered for “‘a tonic nutritive and alterative.” 

The First Assistant Commissioner agreed with the Examiner that the goods set 
forth in the application and those named in opposer’s registration are of the same 
descriptive properties, and that applicant’s mark so nearly resembles opposer’s mark 
as to be likely to confuse the public or to deceive purchasers as to the origin of such 
goods.”* 

“HemoGlo” and “Miraglo” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of M. V. C. Laboratories, Inc., to the application 
of Dermetics, Inc., for registration of the notation ““HemoGlo” as a trade-mark for 
various cosmetics, including nail polish. The opposition was predicated upon 
opposer’s ownership of the trade-mark “Miraglo,” in association with a design, 
previously registered for the same goods. The First Assistant Commissioner agreed 
with the Examiner that, as applied to identical merchandise of the character involved, 
these two marks are too nearly alike to be concurrently used without a reasonable 
likelihood of resulting confusion. 

The applicant argued that the syllable “glo,”’ as used in the marks is descriptive 
of the goods. The First Assistant Commissioner stated that there was nothing in 
the record to support such argument, and he concluded that the syllable “glo” is no 
more than suggestive. He added that, even were it held to be purely descriptive, 
that would not alter the fact that the marks as a whole are confusingly similar, 
citing Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 85 Fed. 
(2d) 906 [26 T.-M. Rep. 481] ; Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 


12. Allen Laboratories Incorporated vy. The Personal Products Corporations, Opp’n No. 
20,253, 163 M. D. 963, May 27, 1942. 

13. Parke, Davis & Company v. Surrey Laboratories, Opp’n No. 20,787, 163 M. D. 968, 
June 1, 1942. . 
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790, 86 Fed. (2d) 752 [27 T.-M. Rep. 78]. He also stated that the terms “Mira” 
and ‘‘Hemo” probably are not sufficiently alike to be confused but that their com- 
bination with the syllable “glo” results in expressions that are quite similar both in 
appearance and in sound.” 


Interference 


Failure to prove prior use 


Frazer, F. A. C.: In this interference proceeding, involving the application of 
Longines-Wittnauer Watch Co., Inc., filed November 18, 1939, and published 
January 16, 1940, for registration of the word ‘“Mainliner” as a trade-mark for 
“watches and clocks,” and the application of Hamilton Watch Company, of Lan- 
caster, Pa., filed February 14, 1940, for registration of the same word as a trade- 
mark for “watches and watch parts,’ the Examiner of Trade-Mark Interferences 
ruled that Hamilton Watch Company was the owner of the trade-mark in issue and 
entitled to its registration, and that Longines-Wittnauer Watch Co., Inc., was not 
so entitled. 

Upon appeal by Longines-Wittnauer Watch Co., Inc., Mr. Frazer modified the 
decision of the Examiner. The First Assistant Commissioner adjudged that neither 
party to the proceedings was entitled to the registration for which it applied. 

The First Assistant Commissioner agreed with the appellant, the Longines- 
Wittnauer Watch Co., Inc., that the appellee, Hamilton Watch Company, had by its 
testimony proved nothing more than use of the word “Mainliner” as a grade mark 
as of any time prior to appellant’s filing date. He stated that what might have 
occurred since that time was immaterial in this proceeding. He said: 


Appellee manufactures a number of models, styles, and grades of watches, all of which 
are sold under its trade-mark “Hamilton.” To distinguish among these various products, 
it has adopted certain names and numerals. It produces a so-called railroad watch known 
as “992,” and another known as “Mainliner;” the chief difference between them being 
that the former carries a 21-jewel movement, and the latter a 23-jewel movement. Similar 
designations applied to other watches in precisely the same manner are frankly charac- 
terized by appellee’s witnesses as grade marks; but because these two have been more 
widely advertised than some of the others, and because they are known to a special class 
of purchasers, appellee takes the position that they should be differently classified. 

While there is some evidence in appellee’s record that the word “Mainliner” indicates 
origin of the watches to which it is applied by appellee, the testimony as a whole is so 
indefinite and contradictory as to leave the matter in considerable doubt. It may well be 
that its invariable association with the name “Hamilton” by appellee explains the fact 
that the word has come to mean a watch of appellee’s manufacture, even though used as 
a grade mark. 

* * * 

It must be remembered that as junior party the burden of proof rests upon appellee, 
and that all doubts must be resolved against it. Brewster-Ideal Chocolate Co. v. Dairy 
Maid Confectionery Co., 20 C. C. P. A. 848, 62 Fed. (2d) 844 [23 T.-M. Rep. 86]. Thus 
resolving doubts, it is my opinion that appellee has failed to establish trade-mark use of 
the mark sought to be registered as of any time earlier than appellant’s filing date. And 


14. M. V. C. Laboratories, Inc. v. Dermetics, Inc., Opp’n No. 20,879, 163 M. D. 977, June 
9, 1942. ‘ 
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while such use is alleged to have been commenced some twenty-eight months prior to that 
date, it is significant that appellee did not file its application until shortly after the pub- 
lication of appellant’s mark. 


The First Assistant Commissioner noted that the appellant, Longines- Wittnauer 
Watch Co., Inc., took no testimony. He stated that, in the absence of evidence to 
the contrary, its sworn application for registration was sufficient proof that it was 
using the mark “Mainliner” as a trade-mark when its application was filed, citing 
General Baking Co. v. Commander-Larabee Corporation, 23 C. C. P. A. 973, 82 
Fed. (2d) 427 [26 T.-M. Rep. 278]. He added, however, that it did not necessarily 
follow that appellant was entitled to register the mark. On this matter he had the 
following to say: 


It is argued in appellant’s brief that “in determining the question of priority, the prin- 
cipal issue is whether the junior party has established that prior to the senior party’s 
filing date the junior party made use of the name “Mainliner” as a trade-mark, for, obvi- 
ously, even if the junior party used the name prior to the senior party’s filing date but did 
not, prior to that date, use the name as a trade-mark priority must be awarded to the 
senior party.” As supporting authority appellant cites the case of Norwine Coffee Co. 
v. Chase & Sanborn, 19 C. C. P. A. 1198, 58 Fed. (2d) 430 [22 T.-M. Rep. 253]. That 
was a trade-mark interference proceeding in which the Court of Customs and Patent 
Appeals, reversing the Commissioner of Patents, awarded “priority and right of regis- 
tration” to the senior party, notwithstanding the fact that the junior party had used the 
mark there in issue, as a grade mark, for some three years before it adoption and use as a 
trade-mark by the senior party. That case, however, was overruled by necessary implica- 
tion in The Coshocton Glove Co. v. Buckeye Glove Co., 24 C. C. P. A. 1338, 90 Fed. (2d) 


660 [27 T.-M. Rep. 449], where the same court, five years later, in an opinion written by _ 
the same judge, again reversed the Commissioner, and held that under circumstances 
similar to those of Norwine Coffee Co. v. Chase & Sanborn, neither party was entitled 
to registration. The court there said: 


“It is our view that, under the facts developed here, neither party has shown itself 
entitled to claim ownership and, therefore, exclusive use of the mark. Appellant did not 
own the mark at the time of filing its application because it had not used it as a technical 
trade-mark. This it did not attempt to do prior to the date claimed by appellee. On the 
other hand, appellee, at the time it claims to have adopted the mark, had no right to appro- 
priate it to its exclusive use because of appellant’s prior use of it to indicate a grade, or 
model, of its merchandise.” 


The same situation exists here. While appellee has not succeeded in establishing its 
own right to register the mark in issue, it has nevertheless proved that it had used the 
mark, before appellant’s date of first use, in such a manner as to bar registration to 
appellant.’® 


15. Hamilton Watch Company v. Longines-Wittnauer Watch Co., Inc., Int. No. 3212, 163 
M. D. 960, May 25, 1942. 
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PART II 


BLACK & YATES, INC. Et aL. v. MAHOGANY ASSOCIATION, 
INC. ET AL.* 


United States Circuit Court of Appeals, Third Circuit 
June 10, 1942 


UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

The rules of substantive law to be applied in a federal equity court in a diversity case are 

those that would be applied in a state court sitting in the same state. 
UnFatr COMPETITION—TRADE LIBEL—REMEDY UNDER DELAWARE Law. 

The substantive law of Delaware gives the person who has received legal injury a right 
of action for trade libel or disparagement of goods. 

UnFAIR COMPETITION—SUITS—PLEADING AND PRACTICE—FORM OF COMPLAINT. 

Where, in an action to enjoin trade disparagement, the complaint failed to allege the ju- 
risdictional amount for each of the complainants and no cause of action was stated under 
the anti-trust laws, held that the complaint must be dismissed unless amended. 

UNFAIR COMPETITION—TRADE DISPARAGEMENT—PHILLIPINE MAHOGANY’ —MEANING OF TERM 
—DETERMINATION BY FEDERAL TRADE COMMISSION. 

Plaintiffs having sued to restrain defendants from publishing a trade libel to the effect that 
the “Philippine Mahogany” advertised by plaintiffs was not mahogany, a determination of the 
question by the Federal Trade Commission that the term was deceptive would make it im- 
possible for plantiffs to maintain an action in any court. 

UNFAIR COMPETITION—SUITS—APPEAL COMPETITION PRESENT. 


In the case at issue, held that there was actual competition between plaintiffs and defend- 
ants. 


In equity. Appeal from the District Court, District of Delaware. Action for un- 
fair competition and violation of the anti-trust laws. From an order dismissing com- 
plaint, plaintiffs appeal. On rehearing. Reversed. For decision below, see 31 T.-M. 
Rep. 243. 


Hugh M. Morris, Wilmington, Del., and Nims, Verdi & Martin, New York, N. Y., 
for appellants. 

Wm. P. McCool, New York, N. Y., Logan & Duffy, Wilmington, Del., and J. Mont- 
gomery Foster, Philadelphia, Pa., for appellees. 


Before Biccs, Maris, CLARK, JONES and GoopricH, Circuit Judges. 
Biccs, Circuit Judge: 


We think that it is unnecessary upon rehearing to discuss at length the conclusion 
of the learned trial judge that the complaint as drawn fails to state a cause of action 
under the Sherman or Clayton Acts, 15 U. S. C. A. §§ 1-7, 15 and historical note. 
In our first opinion we concurred in this view and we see no reason now to change 
our conclusion. As to the question of whether or not the plaintiffs have set forth 


* Editorial Note-—Since the rendering of the decision here reported, the Supreme Court of 
the United States has granted certiorari and the case will be argued before the Supreme Court 
this Fall. 
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a cause of action sound in unfair competition, we shall deal later in this opinion. 
In our original opinion we decided that in Delaware a cause of action for trade libel 
or disparagement of goods might be maintained without regard to the existence or 
non-existence of civil conspiracy or unfair competition. Having some doubt as to 
the correctness of our decision on this point, we ordered rehearing. We shall en- 
deavor to dispose of all the issues which we deem pertinent to the case at bar, but we 
shall devote the first part of this opinion to the question of whether a “pure” trade 
libel, that is to say, a trade libel without any element of unfair competition or civil 
conspiracy or other aid to equitable jurisdiction, may be enjoined. 

The pleadings in the case are set out fully in the opinion of the court below. See 
34 F. Supp. 450. It will be necessary to read that opinion in order to understand 
what we are about to say for we shall recapitulate the facts only to a limited degree. 

In paragraph 23 of the complaint the plaintiffs allege that in pursuance of a con- 
spiracy the defendants and others have made and will continue to make false and 
unfair statements inter alia with respect to the word “mahogany” and to the phrase 
“Philippine mahogany” ; that these statements were made with the intention of dis- 
paraging the plaintiffs and their merchandise and bringing them into disrepute, 
thereby decreasing the plaintiffs’ business and increasing the business of the defend- 
ants. These allegations are amplified by a bill of particulars setting up more than a 
score of ways in which it is alleged that the defendants have libeled the plaintiffs’ 
woods. The items of the bill of particulars are set up in full in the opinion of the 
court below and we need not repeat them. The whole of the libel can be summed 
up by saying that the plaintiffs allege that the defendants tell the trade and the pub- 
lic that the woods the plaintiffs sell are not mahogany at all and that a dealer who 
sells Philippine woods as mahogany is unethical. 

The plaintiffs seek an injunction to prohibit these alleged libels. The defendants 
have moved to dismiss the complaint. Since the commencement of the suit at bar 
there has been pending before the Federal Trade Commission the question of 
whether or not the term “Philippine mahogany” as used by the plaintiffs is decep- 
tive. If the Commission holds that the use of the term is deceptive the Commission 
may prohibit the plaintiffs from using it. See Federal Trade Commission Act, Sec- 
tion 5,15 U. S.C. A. § 45. The plaintiffs could not then maintain their action in 
any court. They could seek review of the order of the Commission in the manner 
prescribed by Section 5(c) of the Federal Trade Commission Act, 15 U.S. C. A. 
§ 45(c). These facts were referred to in the opinion of the court below and were 
touched on in our original opinion. It is not necessary to go into greater detail here. 

The defendants allege that the suit at bar cannot be maintained because the law 
of Delaware will not authorize the enjoining of a continuing libel. It is upon this 
point that the defendants place their greatest reliance. The defendants contend 
that the rule of Erie Railroad Co. v. Tompkins, 304 U. S. 64, applies in the case at 
bar. It does so far as concerns substantive law, but we think it preferable to dis- 
cuss the application of the rule of that case to the facts at bar at a later stage of this 
opinion. The rule enunciated by the Supreme Court in Klaxon Co. v. Stentor Elec- 
tric Co., 313 U. S. 487, 496, must be discussed first. That ruling is to the effect 
that, in diversity of citizenship cases, and the case at bar is a diversity case in view 
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of the fact that the complaint states no cause of action arising under the anti-trust 
laws of the United States, a federal court must follow the rule of conflicts of the 
state in which it sits. The conflict-of-laws rule of Delaware is that in the case of 
torts substantive rights are governed by the law of the jurisdiction where the wrong 
occurs. Skillman v. Conner, 8 W. W. Harr. 402, 193 A. 563. The Delaware rule 
is the usual rule applied in most of the states. See Restatement of Conflict of Laws, 
Introductory Note immediately before Section 584 and Sections 378, 379; Good- 
rich, Conflict of Laws, 2nd Edition, Sec. 77; and 3 Beale, Conflict of Laws, Sec. 
584.1. But the complaint is silent as to where the alleged libels took place. From 
paragraphs 18 and 19 of the plaintiffs’ bill of particulars it appears that Mahogany 
Association, Inc., a New York membership corporation, published the libel. Where 
it did sg is not stated. We cannot deem these omissions to be matters of great con- 
sequence at this stage of the case for a right of action for trade libel is granted almost 
universally to the owner or vendor of the goods when he has suffered injury. We 
know of no jurisdiction in the United States in which trade libel or disparagement 
of goods will not create a cause of action. We think that, in the absence of allega- 
tions as to the place or places where the acts complained of occurred, the court below 
would have been entitled to assume that these operative facts took place within the 
State of Delaware. As to substantive rights, the cases are clear that the rules of 
substantive law to be applied in a federal equity court in a diversity case are those 
which would be applied in a state court sitting in the same state. This is a logical 
and indeed necessary extension of the principle of Erie R. Co. v. Tompkins, supra. 
See Ruhlin v. N. Y. Life Ins. Co., 304 U. S. 202, 205, New York Life Ins. Co. v. 
Jackson, idem 261, and Rosenthal v. New York Life Insurance Co., idem 263. 
Nothing contained in Russell v. Todd, 309 U. S. 280, or in West v. A. T. & T. Co., 
311 U. S. 223, indicates the contrary. 

There is no doubt that the substantive law of Delaware gives the person who has 
received legal injury a right of action for trade libel or disparagement of goods. The 
question which we must decide therefore may be stated as follows: What is the 
remedy which may be granted in the District Court of Delaware? In Sprague v. 
Ticonic Bank, 307 U. S. 161, 164-165, the Supreme Court by Mr. Justice Frank- 
furter, held, following earlier decisions, including Payne v. Hook, 7 Wall. 425, 430, 
that “The suits ‘in equity’ of which these courts [of federal equity jurisdiction] were 
given ‘cognizance’ ever since the First Judiciary Act, constituted that body of rem- 
edies, procedures and practices which theretofore had been evolved in the English 
Court of Chancery, subject, of course, to modifications by Congress, e.g. Michaelson 
v. United States, 266 U. S. 42.” We think that this must be deemed to be an indi- 
cation from the Supreme Court that insofar as equitable remedies are concerned 
federal courts are to grant them in accordance with their own rules which have been 
developed out of the English Chancery practice. The words of Mr. Justice Frank- 
furter in the Ticonic Bank case are a plain indication that the rule enunciated in 
Payne v. Hook, supra, p. 430, “The equity jurisdiction conferred on the Federal 
Courts is the same that the High Court of Chancery in England possesses: is sub- 
ject to neither limitation or restraint by state legislation, and is uniform throughout 
the different States of the Union,” is the law so far at least as the granting of equit- 
able remedies is concerned. The rule of Erie R. Co. v. Tompkins being determina- 
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tive of substantive rights, there is still preserved to the federal courts a uniform 
basis for granting equitable remedies in cases in which substantive rights have arisen 
under state law. 

Little help upon the specific subject of enjoining “pure” trade libels can be got- 
ten from the law of England as it was at the time of the severance of the Colonies 
from the mother country. We use the word “pure” in connection with trade libels 
to describe those types of trade libels which are committed under circumstances 
which will not serve as the basis of some well-established form of equitable relief. 
This is discussed more fully at a later point in this opinion. There is, however, a 
single applicable case on the subject of enjoining a trade libel decided by the Circuit 
Court, District of Delaware. In Edison v. Thomas A. Edison, Jr. Chemical Com- 
pany, 128 F. 957, decided by Judge Bradford in 1904, Thomas A. Edison brought 
a bill against the Thomas A. Edison Jr. Chemical Company alleging that the com- 
pany was selling Wizard Ink Tablets and Magno-Electric Vitalizers by the fraudu- 
lent use of the name Edison. The bill stated that the company was deceiving the 
public and injuring the complainant’s reputation as an inventor by passing-off ink 
tablets and vitalizers as the complainant’s inventions, he being in nowise connected 
with their manufacture and sale, the articles being worthless. The complainant 
sought an injunction. In his opinion Judge Bradford stated, at p. 963, “The case 
now in hand, being one merely of libel or defamation of business reputation unac- 
companied by threats, intimidation or coercion, or by any direct attack upon prop- 
erty or conduct of business, or by any direct or indirect creation of liability on the 
part of the complainant, is not within the equitable jurisdiction of this court. While 
the decisions are somewhat inharmonious, I am satisfied by an overwhelming weight 
of authority that this court has no jurisdiction to enjoin the publication of a mere 
libel or slander, and, consequently no authority to grant the relief prayed.” Judge 
Bradford then cited a number of cases including Marlin Firearms Co. v. Shields, 
171 N. Y. 384, and stated that he found nothing in Lewin v. Welsbach Light Com- 
pany, 81 F. 904, inconsistent with his conclusion. 

The learned judge did not discuss the provisions of Section 5 of Article I of 
the Constitution of Delaware of 1897 which provides, “The press shall be free to 
every citizen who undertakes to examine the official conduct of men acting in 2 pub- 
lic capacity; and any citizen may print on any subject, being responsible for the 
abuse of that liberty.” The defendants rely strongly upon this constitutional pro- 
vision. We cannot doubt that Judge Bradford was aware of the words of Section 5 
for he was a member of the Convention that drew up that Constitution and he took 
a leading part in its deliberations. The substance of Section 5 of Article I has been 
in every Constitution of Delaware since that State ratified the Constitution of the 
United States. See Section 5, Article I of the Constitutions of 1831 and of 1792. 
Judge Bradford was a strong constitutionalist. Since he made no reference to Sec- 
tion 5 of Article I of the Constitution of Delaware we think that he must have deemed 
it to be inapplicable." We agree with his conclusion in view of the distinction here- 


1. It is interesting to note that the Court of Chancery of Delaware has not construed the 
constitutional provision as the defendants would have us construe it. The case of Liberty Life 
Assurance Society v. Heralds of Liberty, 15 Del. Ch. 369; 138 A. 634. (18 T. M. Rep. 156), is 
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inafter discussed, between trade libels and those personal defamations to which the 
constitutional provision was in fact directed. 

It is interesting and pertinent to note how the courts of chancery have handled 
questions of trade libel. In an article, “Unfair Competition by False Statements or 
Disparagement” in 19 Cornell Law Quarterly, pp. 63, 64, Mr. Nims quotes with 
approval from an article by Dean Roscoe Pound, “Equitable Relief Against De- 
famation and Injuries to Personality,” 29 H. L. R. 640 et seq., as follows, p. 668: 


Looking back over these cases of injury to person or property by writing and pub- 
lishing, we see that the English Courts now deal with them as with any other torts; that in 
England the subject has had the very same development as equity jurisdiction over tres- 
pass, over disturbance of easements, and over nuisance. We also see that American 
Courts are moving in the same direction, reaching such cases indirectly by laying hold 
of some admitted head of equity jurisdiction and tacking thereto what is in substance 
concurrent jurisdiction over legal injuries through publication. In some of the cases 
this is so obviously but a matter of pleading that we may be confident some strong court 
presently will take the direct course and will be followed therein. Most of the cases 
that grant relief speak strongly of the injustice that must result from denial of jurisdiction 
in these cases. In substance, the traditional doctrine puts anyone’s business at the mercy 
of any insolvent, malicious defamer who has sufficient imagination to lay out a skillful 
campaign of extortion. So long as denial of relief in such cases rests on no stronger basis 
than authority our courts are sure to find a way out. 


Mr. Nims goes on to say, “In the sixteen years since this [Dean Pound’s arti- 
cle] was written apparently no ‘strong court’ has been willing to ‘take the direct 
course,’ but some of our courts have further cleared the way for an outright declara- 
tion that defamation or disparagement of a competitor’s goods is unfair competition 
and a proper subject of injunctive relief.” He then cites the so-called “So-Bos-So” 
case, Allen Manufacturing Co. v. Smith, 224 App. Div. 187, 190, 229 N. Y. Supp. 
692, 696 (4th Dep. 1928) (18 T.-M. Rep. 435). In this case the alleged existence 
of passing-off and trade-mark infringement was rejected by the court which none 
the less enjoined the false disparagement of the plaintiff’s product. The court noted 
that actions for unfair competition are not confined to the passing-off cases and dis- 
tinguished the leading New York cases upon the ground that they were not cases 
of unfair competition but suits against the publishers of libels. This decision was a 
decided step from Marlin Firearms Co. v. Shields, 171 N. Y. 384, 64 N. E. 163. 
Mr. Nims also refers to the case of Robert E. Hicks Corporation v. National Sales- 


typical. In this case Liberty Life Assurance Society filed its bill to prevent the pirating of its 
former name. The Chancellor stated, p. 378 (Del. Ch.), p. 638 (Atl.), “The choice of its [the 
complainant’s] name by the incorporators of the defendant company appears to have been for 
the unlawful purpose of unfairly competing with the complainant in its business, and of wrongfully 
profiting at its expense.” The injunction was granted to prevent unfair competition, viz., the 
use of a name by the defendant. 

In Sellers v. McCormick, 19 Del. Ch. 238, 165 A. 569 (23 T. M. Rep. 238), the Court of 
Chancery protected both trade name and good will. Sellers was the receiver for McCormick Bros. 
Upon the discharge of the partners by the receiver they began to compete with him. They an- 
nounced the opening of a “New home of McCormick Transportation Company” and thanked 
“Our old customers for their continued patronage.” Under a literal construction of Section 5 
of Article I of the Delaware Constitution, such publications by the McCormicks could not have 
been enjoined. The Chancellor, however, had no hesitancy in issuing an injunction for the 
protection of the receiver and creditors. Freedom of publication at this point gave way to pro- 
tection of property. The Sellers case was decided in 1933. See also American Radio Stores, Inc. v. 
American Radio & Television Corp., 17 Del. Ch. 127, 150 A. 180 (20 T. M. Rep. 429). 
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men’s Training Association, 19 F. 2d 963, in which the Circuit Court of Appeals 
for the Seventh Circuit, while expressly acknowledging the rule that a trade libel 
could not be enjoined in and of itself, did say by way of dictum that an injunction 
might issue to prevent the furtherance of a conspiracy to induce a breach of contract. 
Allen Manufacturing Co. v. Smith, supra and Old Investors & Traders Corporation 
v. Jenkins, 133 Misc. 213, 232 N. Y. Supp. 245 (19 T.-M. Rep. 244), also are cited 
in the Nims article, but neither of these cases directly overrules the earlier decisions 
though in the case last cited a non-competing publisher was enjoined from publish- 
ing a trade libel. The Old Investors Traders Corporation case does support the 
plaintiffs’ position. It is the only case which we have been able to find where the 
enjoining of a trade libel was not fastened on some well-established hook of equitable 
relief. 

But the phrase “pure trade libel” has been called a misnomer which has resulted 
in ascribing to this tort the legal attributes of libel and slander, particularly the in- 
herent characteristics of defamation, and in the consequent application of the dogma 
that a court of equity will not enjoin a continuing libel or slander.’ 

There is a clear line of demarcation between the two torts which is often over- 
looked. The first is concerned with interests of personality, the other with interests 
in property.’ Thus, the Restatement classifies libel and slander as “Defamation,” 
“Invasions of Interest in Reputation,” and trade libels as “Disparagement,” “In- 


vasions of Interests in the Vendibility of Property by Disparagement.”* A judicial 
consciousness of this distinction and the consequent attendant differences in legal 
incidents’ would avoid the “confusion” “it [trade libel] has led to” and “The ap- 


plication of false analogies. Or, more specifically, the failure to realize that the ac- 
tion for disparagement of property has a place of its own in the law; and is not a 
mere branch, or special variety, of action for defamation of personal reputation or of 
the action for deceit.’”* 

Assuming that the plaintiffs here have pleaded nothing more than an action for 
disparagement of goods, that is to say, a “pure” trade libel, and although under cer- 
tain circumstances such a libel may also constitute a defamation of the owner,’ so as 
to bar equitable relief, that obstacle does not confront us in the case at bar. The 
need for granting equitable relief in cases like the present, where there are involved 
genuine proprietary interests of great social and commercial significance to the 
parties affected, is urgent. Dean Pound’s characterization of the evils to be avoided 
is convincing proof of this, as are the numerous cases where such relief was sought. 


2. Prosser, Handbook of the Law of Torts (1941) pp. 1036-1040, p. 1037: “Because of the 
unfortunate association with ‘slander,’ a supposed analogy to defamation has hung over the 
tort like a fog, concealing its real character, and has had great influence upon its development. 
The plaintiff’s title or property seems to have been regarded as somehow personified, and so 
defamed. One important consequence has been that many courts have applied to disparagement 
the rule that equity in the interests of freedom of speech, will not enjoin the publication of libel 
or slander.” See also, Jeremiah Smith’s illuminating discussion, “Disparagement of Property” 
(1913) 13 Col. L. Rev. 13, 121, pp. 127-132. 

3. Smith, supra at p. 127; Prosser, supra at p. 1040. 

4. 3 Restatement, Torts (1938) chs. 24 and 28; § 573, comment g. 

5. The differences in the two torts are listed in: Smith, supra, pp. 127-132, Prosser, supra, 
1041, 1042. 3. Restatement, Torts (1938) p. 323. 

6. Smith, supra, pp. 13, 14. 

7. Prosser, supra, 1038; 3 Restatement, Torts (1938) § 573, comment g. 
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In the latter instances, injustice often has been avoided, as we have indicated, by 
casting for and hooking onto a remote but allegedly independent basis for equitable 
relief.* 

In the case at bar we are not required to depart from severely criticized precedent. 
The District Court found that there was no competition between the woods of the 
plaintiffs and those of the defendants and that therefore there could be no competi- 
tion. We think that the learned District Judge took too narrow a view of this ques- 
tion and that actually the woods of the plaintiffs and those of the defendants are in 
competition. The issue of unfair competition was not clearly disposed of in our first 
opinion. We conclude now that the allegations of the complaint viewed in the light 
of Rule 8 of the Federal Rules of Civil Procedure are sufficient to support a charge of 
unfair competition committed pursuant to the joint acts of the defendants and others. 
The courts of the United States have granted the remedy of an injunction under 
such circumstances. Gompers v. Bucks Stove & Range Co., 221 U.S. 418, 436-437 ; 
American Malting Co. v. Keitel, 209 F. 351, 357-358; Gerosa, et al. v. Apco Mfg. 
Co., 299 F. 19, 26; Emack v. Kane, 34 F. 46, 50; Nims, The Law of Unfair Com- 
petition and Trade-Marks, 3d Ed., 1929, Section 263, et seq. Ci. Procter & Gamble 
Co. v. J. L. Prescott Co., 102 F. 2d 773 (26 T.-M. Rep. 410, 445). Except for a 
technical defect in the-pleading the plaintiffs in the case at bar have stated a cause of 
action which is the basis for the equitable relief sought by them. 

We will discuss that technical defect now. The defendants assert that the court 
below was without jurisdiction of the controversy because the jurisdictional amount 
was not properly alleged in the complaint. The complaint alleges that “the matter 
in controversy exceeds, exclusive of interest and costs, the sum of $3,000... .” It 
does not allege that each of the three plaintiffs incurred damages in that sum. There 
is nothing in the complaint which indicates that it is a true class action. It is ob- 
viously a spurious class suit. See Rule 23(a) (3) of the Federal Rules of Civil 
Procedure. While the plaintiffs can join in one suit they may not aggregate their 
claims in order to arrive at the jurisdictional amount. The claim of each plaintiff 
is separate and distinct. See Pinel v. Pinel, 240 U. S. 594; Lion Bonding & Surety 
Co. v. Karatz, 262 U.S. 77; Independence Shares Corporation v. Deckert, 108 F. 2d 
51, 53, reversed on other grounds, 311 U. S. 282. It follows that since no cause of 
action is stated under the anti-trust laws of the United States, the jurisdictional 
allegations in the complaint are insufficient and the complaint as drawn must be 
dismissed unless timely and proper amendment be made in accordance with Rule 
15 (a). It should be stated, however, that so far as the record before us shows, this 
question of the sufficiency of allegations as to jurisdictional amount was not raised 
in the court below and was not raised in this court until argument upon rehearing. 
This makes no difference. The question of jurisdiction is always open. It has been 
raised before us on the argument on rehearing. This court, however, could consider 
the question upon its own motion, Without the necessary jurisdictional allegations, 
the complaint cannot be maintained. See Mitchel v. Maurer, 293 U. S. 237, 244. 


8. Prosser, supra, 1038 and note 3. Pound, Equitable Relief Against Defamation and Injuries 
to Personality, supra, p. 668. 


= ~ — 5 = A 4 ot 2 a “ 
4 f a re a alee SiC Te Seaeey < - 
ee ee eae SES Sere eee ene ee 





GALENA MFG. CO. v. COE 409 


We have considered carefully the motion of the plaintiffs to strike certain sen- 
tences from our original opinion and substitute other words in their place. The 
reasons why the Federal Trade Commission reopened the controversy between the 
parties are best known to the Commission and not to ourselves. The motion will be 
denied. 

The plaintiffs’ motion to strike out the document entitled “Relevant Portions of 
Record in the ‘Philippine Mahogany’ Case” will be granted for this document was 
not before the District Court. We will not strike out those portions of the defend- 
ants’ brief which deal with this document. Briefs are not part of the record. 

The judgment of the court below is reversed and the cause is remanded with the 
direction to the court below to allow the plaintiffs a reasonable opportunity for 
amendment of the complaint in accordance with the provisions of Rule 15 (a) of the 
Federal Rules of Civil Procedure. 

Judge Clark took no part in the decision in this case on rehearing. 


GALENA MANUFACTURING COMPANY OF ILLINOIS v. COE, 
Com’r. Pats.; SUPERIOR OIL WORKS, INTERVENER-APPELLEE 


United States Circuit Court of Appeals, District of Columbia 
June 30, 1942 


TRADE- MARKS—‘“SUPERIOR” ON LUBRICATING OILS—DESCRIPTIVE MARK. 
“Superior” held descriptive of lubricating oils and greases. 
TRADE-MARKS—CANCELLATION—MARK AND USE OF PETITIONER—REGISTRATION UNDER TEN- 
YEAR Proviso—ReEvisep Statutes 4915 Surrs—WeEIGHT GIVEN DECISION UNDER RE- 
VIEW. 

Judgment in a R. S. 4915 suit against Commissioner and cancellation petitioner refus- 
ing to enjoin the former from cancelling plaintiff’s trade mark registrations under ten- 
year proviso was affirmed since finding of Commissioner and District Court that petitioner 
used similar word during ten-year period was not unreasonable. The evidence supporting 
finding depends on memory and is confuted by circumstantial evidence but is confirmed 
by likelihood that petitioner with Superior in its name would use “Superior” (which plain- 
tiif registered as a trade-mark. 


Appeal from District Court for the District of Columbia, Bailey, J. Action un- 
der R. S. 4915 by Galena Manufacturing Company of Illinois (formerly known as 
Galena Axle Grease Co.) against Conway P. Coe, Commissioner of Patents, to en- 
join cancellation of trade mark Registrations Nos. 46026 and 51465 in which Su- 
perior Oil Works intervened as party defendant. From judgment dismissing com- 


plaint, plaintiff appeals. Affirmed. For decision of the C. C. P. A. see 30 T.-M. 
Rep. 22. 


Ralph Munden, Chicago, Ill. (E. W. Shepard, Washington, D. C., and Henry M. 
Huszley, Chicago, Ill., on the brief), for appellant. 

W.W. Cochran, Solicitor, U. S. Patent Office, for appellee Coe. 

James Hamilton, Washington, D. C., for intervener-appellee Superior Oil Works. 
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Before STEPHENS, VINSON and EpcGERTON, Associate Justices. 


PER CurRIAM: 


The District Court refused to enjoin the Commissioner of Patents from cancell- 
ing’ appellant Galena Manufacturing Company’s trade mark registrations Nos. 
46,026 and 51,465, which cover use of the word Superior in connection with lubri- 
cating oils and greases. Since the word is descriptive, it was subject to registration 
only if it “was in actual and exclusive use as a trade mark of the applicant, or his 
predecessors from whom he derived title for ten years next preceding February 20, 
1905.”” The Commissioner of Patents and the District Court found that appellant’s 
use of the word in connection with oils and greases, during the critical period, was 
not exclusive; specifically, that Superior Oil Works, Limited, the predecessor of 
appellee Superior Oil Works, made similar use of the word during the same period. 
Appellant contests that finding. The evidence in support of the finding depends 
upon memory of events long past, and is more or less confuted by circumstantial 
evidence regarding the relative sizes and shapes of certain stencils and containers; 
on the other hand, it is more or less confirmed by the inherent likelihood that a con- 
cern with Superior in its name would use Superior as a mark. We think the finding 
not unreasonable. » Appellant’s other contentions are without merit. 

Appellee’s several motions are denied. 

Affirmed. 


STEPHENS, Associate Justice, concurs in the result. 


JAMES HEDDON’S SONS v. MILLSITE STEEL & WIRE WORKS, INC. 
United States Circuit Court of Appeals, Sixth Circuit 
May 6, 1942 


TRADE-MARK INFRINGEMENT—“MILLSITE Bassor” AND “HEAD-ON Basser”—NoON-CONFLICTING 
Marks. 

The words “Millsite Bassor” held not to infringe “Head-On Basser,” both marks being 

used on fish bait. 
TRADE-M ARKS—COLOr. 

Color, except in connection with some definite, arbitrary symbol or in connection with 
characteristics which serve to distinguish the article as made and sold by a particular 
person is not subject to trade-mark monopoly. Therefore, a trade-mark consisting of 
a narrow red stripe applied to one or more edges of the container of goods held not 
to be a valid trade-mark. 

TRADE-MarKs—“BASSER” ON Bass Batt—DEsCRIPTIVE TERM. 

The word “Basser,” in the mark “Head-On Basser,” held descriptive of the goods, bait for 
catching bass. 

TRADE- MARKS—EFFECT OF REGISTRATION. 

Trade-marks registered under the law are not thereby rendered valid, and may be col- 
laterally attacked in any suit where material. 













1. U. S.C., Tit. 15 § 93. Cf. United States ex rel. Baldwin Co. v. Robertson, 265 U. S. 168, 
180; Alexandrine v. Coe, 63 App. D. C. 227 (24 T. M. Rep. 320). 
~ VS CC, Th Boe. 
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TRADE-MARKS—COMMON ELEMENTS—WHEN VALID AS TRADE-MARKS. 

The most universal element may be appropriated as the specific mark of a manu- 
facturer if used and claimed with a sufficiently complex combination or other elements 
as to make the combination unique. 

UnFAIR COMPETITION—ELEMENTS—COLOR AND PACKAGE DREss. 

In cases of unfair competition, the question of color and the use of a particular style 
of package are not always controlling, since it is not so material as in technical trade- 
mark infringement whether the applicant has the exclusive right in any one element 
of the dress of the goods, as long as the ensemble has come to be a public guarantee of 
origin and quality. 

UnrFrair CoMPETITION—DrEss oF Goops—ELEMENTS PUuBLIcI JuRIS 

Where indicia of the dress of goods are publict juris, appellant cannot complain of their 
use by appellee, even though it makes an exact copy or duplicate. 

UNFAIR COMPETITION—“RivER RuNvT’ on FisH Batt—UseE oF SAME FUNCTIONAL FEATURES. 

In the case at issue, where appellant’s bait bore its trade-mark “River Runt,” and was 
sold in containers having herringbone markings, with red edges, said design being without 
patent or trade-mark protection, the use by appellee of similar functional features held not 
to be unfair competition, especially as there was no convincing evidence of confusion of 
purchasers, all of whom called for appellant’s product by the trade-mark. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decree for defendant, plaintiff appeals. Affirmed. 


Banning & Banning, Chicago, Ill., and Swan, Frye & Hardesty, Detroit, Mich., for 
appellant. 
Barthel & Bugbee, Detroit, Mich., for appellee. 


Before HAMILTON, Martin and McALLIsTER, Circuit Judges. 


HaMILTON, Circuit Judge: 


Appellant, plaintiff below, appeals from a decree dismissing its petition. The 
action commenced as a suit for the infringement of Jamar patent No. 1,892,892, 
relating to artificial fishing bait, and Wooster design patent No. 93,370, in the 
same art; also for infringement of registered trade mark No. 154,046, “Head-On 
Basser” and for infringement of trade mark No. 345,384, consisting of a red stripe 
applied to one or more edges of boxes or labels for fishing tackle, and also for un- 
fair competition in simulating the form, appearance and marking of appellant’s arti- 
ficial bait, and appellant’s boxes in which its products were displayed for sale. 

In the course of the trial, appellant abandoned the charge of infringement of the 
Wooster design patent and the lower court found the Jamar patent invalid. From 
this portion of the decree appellant prosecuted no appeal. We are, therefore, con- 
cerned with the trade marks and the claim of unfair competition. 

The parties to this appeal are competitors in the business of manufacturing and 
selling diversified items of fishing tackle and equipment. Appellee advertised and 
sold some of its products under the trade name “Millsite Bassor,” appellant having 
previously duly registered in the Patent Office trade mark 154,046, “Head-On Bas- 
ser,” which it had exploited. The lower court decided that the use by the appellee 
of the trade mark “Millsite Bassor” was no infringement of the trade mark “Head- 
On Basser.” 
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Even if appellant has the right to the exclusive use of the trade mark “Head-On 
Basser,” when the applicable rule of law is correctly applied that one is an infringer 
who affixes the trade mark of another to similar articles in such way that his use of 
it is liable to cause confusion in the trade or is calculated to mislead purchasers and 
induce them to buy his articles as goods of the other thus depriving the latter of the 
full benefit of his property, in our opinion appellee infringed no rights possessed by 
appellant by reason of the registration of its trade mark. 

Appellant’s mark was arranged in composite form and as such constituted a sym- 
bol. Under such circumstances, it must be considered in its entirety, not separating 
the respective words from each other. Beckwith v. Commissioner of Patents, 252 
U. S. 538, 546 (10 T.-M. Rep. 255). 

It is a fair inference that appellant wished to register a mark with some relation 
to its corporate name; therefore, the use of the word “Head-On.” The word “Bas- 
ser” is descriptive of the fish the bait is expected to catch and, standing alone in its 
ordinary signification, the word is not subject to trade mark registration. Appellee 
used its corporate name “Millsite” in conjunction with the word “Bassor.” Schneider 
Brewing Co. v. Century Distilling Co., 107 F. 2d 699 (30 T.-M. Rep. 6) (C. C. A. 
10) ; Steem-Electric Co. v. Herzfield-Phillipson Co., 118 F. 2d 122 (C. C. A. 7) 
(30 T.-M. Rep: 129). 

When appellee’s product is placed upon the market with its unregistered trade 
mark on it, the average purchaser exercising ordinary care to buy appellant’s article 
would not be induced to buy appellee’s under the belief it was appellant’s, Cf. Armour 
Company v. Louisville Provision Company, 283 F. 42 (C. C. A. 6); 296 F. 822 
(C. C. A. 3) (13 T.-M. Rep. 44) ; Van Camp Sea Food Company v. Westgate Sea 
Products Company, 28 F. 2d 957 (C. C. A. 9) (19 T.-M. Rep. 184). 

Appellant’s trade mark No. 354,384 was registered in the Patent Office April 
27, 1937, and in appellant’s application it was recited it had been used in its business 
since August, 1922. The trade mark consisted of “a narrow red stripe and is ap- 
plied to one or more edges of the boxes, bags or containers for the goods, or to labels 
affixed thereto, by printing with red ink, stitching with red thread or binding with 
red tape along one or more edges thereof.” The lower court found this trade mark 
void. 

The allowance of the trade mark by the Patent Office furnishes a presumption 
it is valid, and while it is true that a registered trade mark cannot be cancelled ex- 
cept by direct attack in the way prescribed in the statute, trade marks registered 
under the law (15 U.S. C. A., Sec. 121 et seq.) are not thereby rendered valid, and 
their validity may be collaterally attacked in any suit where material. The sole pur- 
pose of the Congress in authorizing the registration of trade marks was to enable 
persons in the United States to obtain their registration in other countries pursuant 
to treaties. Kellogg v. National Biscuit Company, 71 F. 2d 662 (C. C. A. 2) (26 
T.-M. Rep. 123), cited with approval in Armstrong Company v. Nu-Enamel Cor- 
poration, 305 U. S. 315, 323 (29 T.-M. Rep. 3). 

As to the simple question of trade mark, we think the lower court was correct. 
The boxes and packages used by appellant for its goods were in common use and the 
narrow red stripe applied to such boxes and containers is not a trade mark and 
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cannot be exclusively appropriated. It is true that the most universal element may 
be appropriated as the specific mark of a manufacturer’s goods if it is used and 
claimed with a sufficiently complex combination of other things as to make the com- 
bination unique. There is nothing peculiar about the trade mark in question and the 
boxes are in the appropriate and usual form in which to package articles for fisher- 
men. The law of trade marks has not yet gone so far as to enable a party to appro- 
priate such form of package or fashion of label as to exclude all others from their 
use or from the use of anything resembling them, either separately or in combina- 
tion. The alleged trade mark here is a colored label which gives a distinctive ex- 
ternal appearance to the packages containing appellant’s goods and one which indi- 
cates to some of the purchasing public that it contains appellant’s goods, but does not 
point out distinctly the origin or ownership of the articles to which the label is 
affixed. Color, except in connection with some definite, arbitrary symbol or in asso- 
ciation with some characteristics which serve to distinguish the article as made or 
sold by a particular person is not subject to trade mark monopoly. Newcomer & 
Lewis v. Sciven Company, 168 F. 621 (C. C. A. 6); Samson Cordage Works v. 
Puritan Cordage Mills, 211 F. 603 (C. C. A. 6) (4 T.-M. Rep. 225); Smith v. 
Walker, 57 Mich. 456; Dayton v. Imperial Sales, etc. Co., 195 Mich. 397 (7 T.-M. 
Rep. 311). 

It is a fundamental rule applicable to all cases of unfair competition that one man 
has no right to palm off his goods for sale as the goods of a rival dealer and that he 
cannot therefore be allowed to use names, letters or other indicia by which he may 
induce purchasers to believe that the goods which he is selling are the manufacture 
of another and this principle is applicable although no technical trade mark is used 
by either. 

On the issue of unlawful competition, the question of color per se and the use of 
a particular style of package are not always controlling. If appellee has made and 
sold its products so as to mislead the public, appellant is entitled to relief, regardless 
of the use of old or new forms of package or the style or shape of its products, and it 
is not so material on this issue as in a technical trade mark infringement whether the 
appellant has the exclusive right in any one element of the dress or packing of the 
article, size, shape, coloring, lettering, wording or symbol, as long as the ensemble 
has come to be a public guaranty of origin and quality. Enoch Morgan Sons Co. v. 
Ward, 152 F. 690 (C. C. A. 7) ; Hemmeter Cigar Company v. Congress Cigar Com- 
pany, 118 F. 2d 64 (29 T.-M. Rep. 551) (C. C. A. 6) ; Good Housekeeping Shop v. 
Smitter, 254 Mich. 592 (21 T.-M. Rep. 360). 

Appellant was engaged in manufacturing a product of ancient origin. In the 15th 
Volume of Aelian’s Natural History, Third Century, A.D., there is described how 
the Macedonians captured a certain spotted fish in the river Ostrocus by means of 
a lure composed of colored wood and feathers used in what is known in modern 
fishermen’s nomenclature as “dapping.” In both ancient and modern literature on 
the subject of angling, many writers say that perfection is attained in artificial bait 
when it is manufactured in such shape and form as to simulate some fly, small fish 
or subaqueous creature and with the same motion as those on which the big fish is 
accustomed to feed. 





414 THIRTY-TWO TRADE-MARK REPORTER 


For many years, appellant has been engaged in the manufacture of artificial baits 
commonly called “plugs” used to catch game fish. The plugs are attached by a leader 
to a line which is wound around a reel on a casting rod, manipulated by the fisherman 
to cause the plug to travel through the air until it strikes the water. It is then re- 
trieved by reeling in the line. The plug is provided with one or more hooks. Apel- 
lant followed a custom of advertising its products widely in appropriate publications 
and also issued annually a catalog which was distributed among retail dealers and 
fishermen. In its catalogs and advertisements it used numerous trade marks, names, 
slogans, and trade configurations. 

One of its products was sold under the registered trade mark “River Runt.” 
This bait has a comparatively short and stubby body, terminating in a somewhat 
blunt nose at the forward end beneath which is fastened a spoon-shaped, metallic 
collar. The body is provided with a forward gang, depending from a point slightly 
behind the collar and the rear gang secured to the tail. In 1933 appellant began 
the manufacture of some of its “River Runt” bait of plastics and applied to some of 
them a herringbone pattern on each side which simulated the bones of a fish to which 
pattern it referred in its advertising as “shore minnow finish.” It was said to simu- 
late live shore minnows, the outline of whose skeleton could be seen under certain 
lighting conditions. : 

Appellant spent large sums of money in advertising its “River Runt” bait in 
which it called special attention to the alleged fact that it had a shore minnow finish 
and it also exploited its trade mark “River Runt,” calling attention to dealers and 
others that this mark was its exclusive property. 

Appellant packaged all of its products in boxes, or wrappers with a red border 
and in its catalogs and advertisements called purchasers’ attention to this fact and 
urged them to look for Heddon’s products in the “box with the red edge” and on its 
letterheads it placed a picture of a red edged box with the printed phrase “look for 
the box with the red edge.” 

In 1938, appellee published a catalog listing a bait which it manufactured and 
sold and which in its structural features was practically a copy of the bait appellant 
had theretofore sold under the trade mark “River Runt.” This bait had herring- 
bone markings on the sides which were indistinguishable from appellant’s unless 
critically and closely examined. Appellant immediately notified appellee that it was 
simulating and infringing a herringbone marked bait described in the Jamar patent, 
owned by appellant. 

Appellee placed its bait on the market in 1939 in boxes and packages, some of 
which were the same size and shape as appellant’s with the sides in red with white 
lettering, and the tops in white with red lettering. The name “Millsite” was printed 
in large and conspicuous letters in contrasting colors at the top and bottom of the 
boxes, white predominating on top and red on the sides. One end of appellee’s 
boxes was red with the phrase “Millsite Fishing Tackle protected by patents 
granted and pending” printed thereon. One end of appellant’s boxes had a red 
border with a white panel on which was printed “A Record money cannot buy. In 
all the years of Field & Stream’s National Fish contests, more prize bass on Heddon 
Baits than on any other make of lure. Proof of National Leadership.” On the 
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opposite end of appellee’s boxes was a white surface with a narrow red border. On 
the white surface was printed the trade-name of the bait, with numerals indicating 
price, catalog number and type of bait. The opposite end of appellant’s box was 
white with a red border, there being printed on the white surface “Heddon- 
Dowagiac” and stamped thereon catalog number, price indicia and the trade-mark 
“River Runt.” 

The top of appellee’s boxes had a picture of a large fish caught on a lure. 
Appellant’s boxes had distributed on their respective sides nine pictures of fisher- 
men holding catches of fish, with the name of the fishermen under each. Appellee 
at no time used the trade-mark “River Runt,” but when its bait was first placed on 
the market, neither bait nor boxes had the name “Millsite” on them. This was 
later changed and the name put on the boxes and on the bottom of the bait. When 
the boxes were opened and put on dealers’ counters for display purposes, the name 
“Millsite” appeared only on one end. The boxes of both appellant and appellee had 
in them folders with their respective corporate names on them and the origin and 
description of the bait. 

Appellant had for many years a trade practice of listing its composition baits 
under a serial designation, each beginning with the numeral “9.” When appellee 
placed its tenite baits on the market, it listed them in its catalog as the “99’r” series. 

Appellant introduced one witness who testified that, at the behest of one of its 
officers, he wrote appellee requesting a copy of its catalog and inclosed $1.20 “for 
two of the new River Runts” and that appellee sent him its bait. Another witness 
who was a salesman for appellant testified that he wrote a retailer requesting him 
to send to him “one of the tenite 49 C River Runts with red rib” and that he received 
appellee’s bait. This dealer listed in his catalog as selling for 49 cents a bait manu- 
factured by appellee and known as “Tenite.” It was similar in shape to appellant’s 
River Runt and had a red rib. Appellant’s vice-president and sales manager testi- 
fied he went into a retail store in Chicago, Illinois, and asked for a “River Runt 
Spook bait” and the salesman showed him apppellant’s River Runt bait and that he 
then inquired for a cheaper “River Runt” on which inquiry the salesman showed 
him one of appellee’s baits selling at 39 cents. Another witness testified that one 
of appellant’s salesmen lived at his home and that, at the request of the salesman, 
he went to a fishing tackle store and asked a clerk for a “River Runt” bait which 
was shown him and that he then inquired of the clerk if there wasn’t a cheaper River 
Runt, whereupon the clerk sold him appellee’s bait at a less price than appellant’s. 
Another witness living at Prescott, Arizona, testified he found a defective plug bait 
in his tackle box and took it to a hardware store for replacement and at the sug- 
gestion of the clerk he put the bait in a Heddon box and mailed it to the Heddon 
Company for replacement under the belief it was a Heddon product. Other 
witnesses testified this particular piece of bait was manufactured by appellee. 

The above is all of the evidence in the record of the alleged confusion of the 
products of appellant and appellee. However, appellant insists that immediately 
on the appearance of appellee’s products on the market, it stigmatized them as 
unlawful simulations and undertook to prevent the public from being deceived. 

Appellee employed a tool and die maker and manufacturing engineer to design 
its questioned baits. This witness testified that appellee’s vice-president and 
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general manager employed him to design the bait and told him that other manu- 
facturers were making baits of wood similar to the Heddon baits and that if he 
could design one of tenite imitating the Heddon bait that it would sell. This 
witness testified that pursuant to this request he designed a bait of tenite similar in 
size and shape to the Heddon bait but that there were definite differences in radiuses, 
contours and angles. He stated that he measured the dimensions of the Heddon 
bait with the intent of making such departures as were necessary to avoid duplica- 
tion. He also stated that he looked at patent papers in appellee’s files and found 
nothing in them relating to exterior markings on the bait and that thereafter he 
painted various designs, some with herringbones and some with other markings. 
However, he said he left the employ of appellee before the baits in question were 
manufactured and placed on the market by the appellee. There were exhibited to 
this witness the baits of appellant and the questioned ones of appellee. The witness, 
after examining them, stated he could not tell them apart except by the method of 
hook fastening and that had he not been familiar with that feature, he would not 
have been able to differentiate them. 

On the foregoing facts, the trial court found there was no substantial evidence 
of unfair competition on the part of appellee, of which appellant had just cause of 
complaint. 

Appellant urges that the trial court fell into error due to the fact that it broke 
appellant’s shield of trade protection into shreds and viewed the debris as made up 
of old features common to articles of the class in which both the products of appellant 
and appellee belonged. Appellant says a fair appraisal of the evidence shows that 
appellee made unnecessary imitations of the non-functional parts of appellant’s 
product and packaged them in such way that the two articles appear to the casual 
observer to be substantially identical in appearance and that retail purchasers are 
thus likely to mistake one for the other. 

The uncontradicted evidence shows that appellant has a valuable good-will in 
the business of manufacturing and selling its particular types of product. However, 
there are presented practical difficulties which are present in many unfair competi- 
tion cases, where the right of the complainant to use his chosen means of designation 
for his product is not exclusive. Appellant’s good-will is dependent upon the use 
of its trade-mark “River Runt” and the combination of features in the manufacture 
of the bait and its packaging, giving it a distinctive appearance. Some of the indicia 
of origin of the goods of appellant belong to the public for any proper use, and as 
such appellee has an equal right to them. Appellant cannot complain of the use by 
appellee of any which it has an equal right to use, even though it makes an exact 
copy or duplicate. Dennison Mfg. Co. v. Scharf Tag, Label & Box Company, 135 
F. 625 (C. C. A. 6); Keystone Type Foundry v. Portland Publishing Company, 
186 F. 690 (C. C. A. 1) [1 T.-M. Rep. 106]. 

From an inspection of the exhibits in connection with the weight of the evidence, 
in our opinion it clearly appears that the things which make appellee’s box at one 
end similar to appellant’s are those in common use and in the present case the dis- 
similarities are sufficient to make it easy when comparing the boxes to distinguish 
them. The differences are more observable to the ordinary purchaser than the 
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resemblances. Procter & Gamble Company v. Globe Refining Company, 92 F. 
357 (C. C. A. 6); Postum Cereal Company v. American Health Food Company, 
119 F. 848 (C. C. A. 7). 

Appellee’s bait design is so similar to appellant’s that it would be frivolous to 
allow appellee to escape on the ground of dissimilarity. Appellant urges that by 
many sales and much advertising, the form of its article had acquired a secondary 
meaning disassociated from its trade-mark “River Runt” or its packaging. 

There is no showing in the record that any person purchased appellee’s bait 
because of its shape, size or dimensions believing it to be the product of appellant. 
All of the witnesses who testified on the subject and on whom appellant relies to 
show confusion stated that they called for the bait under its trade-name “River 
Runt” and on inquiry for a cheaper bait, the salesman sold them appellee’s product. 
There is an entire absence of proof showing that appellee’s bait of the design in 
question had been bought because the purchaser believed it originated with appel- 
lant rather than because they were useful articles with an attractive appearance. 
Appellee’s bait having been provided with its own name plate, there seems to be 
no reason from the evidence in the record to suppose that confusion might arise. 
In any event the evidence does not show that the trial court’s finding on this subject 
was clearly erroneous. It is to be remembered that appellee would have the right 
to slavishly copy the form, shape and size of appellant’s bait, it being without trade- 
mark or patent protection, so long as it did not represent that the goods sold were 
those of appellant. Moreover the elements of the two baits are functional to such an 
extent that nothing short of a showing of clear likelihood of confusion would justify 
a court of equity granting appellant relief. J.C. Penney Co. v. H. D. Lee Mercantile 
Co., 120 F. (2d) 949 (C. C. A. 8). As bearing upon the question of fraudulent 
intent, the history of appellant’s imitated bait is pertinent. Appellant has attached to 
its bait, a metal collar which is also found in appellee’s product. On December 27, 
1920, William A. Stolley applied for and on June 2, 1921, had issued to him by the 
Patent Office Design Patent No. 58116, which he immediately assigned to appellant 
and which expired in 1935. The trial court found as a fact that the shape of appel- 
lant’s bait and the attached collar were identical in all material respects with those 
described in the Stolley design patent, and further found that the herringbone mark- 
ing on appellant’s bait is the essential feature of the invalid Wooster Design patent. 
The trial court also found that herringbone markings were old to the fishing tackle 
art (35 F. Supp. 179). 

Generally, the question of whether or not a defendant has been guilty of unfair 
competition is one of law and fact and is for the trial court to determine. We can- 
not say that the evidence here decidedly preponderates against the trial court’s find- 
ing. Kendall v. Trico Products Corporation, 31 F. (2d) 522 (C. C. A. 6). 

Clearly, appellant cannot, as patentee, claim a monopoly beyond the life of the 
patent on the form and shape of its bait described therein. It is equally clear that 
so much of the shape and size of appellant’s bait and markings as were old to the art 
and such features of it as are functional are not susceptible of exclusive appropria- 
tion by appellant, but are the common property of ali mankind. Kellogg Company 
v. National Biscuit Company, 305 U. S. 111, 118 [28 T.-M. Rep. 569]. In this 
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connection it is well to point out that a feature of goods is functional if it affects 
their purpose, action or performance or the facility or economy of processing, 
handling or using them, or if the shape, size or form of the article contributes to 
their utility, durability or effectiveness or the ease with which they serve their func- 
tion. When specifically applied to the manufacture of artificial fishing bait, shape, 
size and color may be altogether functional. Restatement of Torts, Section 742. 

Appellant insists that appellee’s appropriation of the numeral “9” as a charac- 
teristic numeral in the listing of its tenite baits is of great significance when con- 
sidered in conjunction with the other alleged acts of unfair competition of which it 
complains. We do not so view it. 

The trial court found that the use by appellee in its catalogs of the numeral “9” 
and letter “R” in combination and pronounced “ninety-niner” was in commenora- 
tion of the founding of its business in 1899 and that in advertising a similar bait, 
appellant used the numerals “9110,” etc. It further found that the number 9 and 
letter R are in common use in the fishing bait trade and that appellee was not 
guilty of unfair competition by reason of their use. Since this finding of the court 
is supported by substantial evidence and is not clearly erroneous, we shall not 
disturb it. 

Under the laws of Michigan, unfair competition consists in the simulation by one 
person of the names, symbols, or devices employed by another for the purpose of 
deceiving the public or the substitution of goods or wares of one person for those of 
another, thus falsely inducing the purchase of his goods and obtaining the benefit 
belonging to a competitor. No one shall by imitation or unfair devices induce the 
public to believe that goods offered for sale by him are those of another thus bene- 
fiting by the reputation the other has acquired for his own product or merchandise. 
Each case must be decided on the particular facts presented therein. Carbonated 
Beverages v. Wisko, 297 Mich. 80. 

The evidence is clear that appellant’s artificial bait was bought and sold not 
because of its distinctive shape or appendages, but because of the name of the maker 
and its trade-mark “River Runt.” Appellee has not used appellent’s name or its 
trade-mark in the sale of its goods. 

Considering all the circumstances under which appellant’s and appellee’s 
artificial baits were manufactured and sold, we are of the opinion appellant has failed 
to prove a case of unfair competition as defined under the laws of Michigan. 

Decree affirmed. 


JOHN B. STETSON COMPANY v. STEPHEN L. STETSON COMPANY, 
LTD. 


United States Circuit Court of Appeals, Second Circuit 
June 23, 1942 


UnFAIR COMPETITION—SUITS—VIOLATION OF DECREE—CRITERION. 
In deciding whether an injunction has been violated, it is proper to observe the objects 
for which relief was granted and to find a breach of the decree in a violation of the spirit 
of the injunction, even though the strict letter may not have been disregarded. 
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UNFAIR COMPETITION—-UsE oF NAME “STETSON” ON Hats—INJUNCTION—VIOLATION. 
After defendant had been enjoined from the use of the name “Stetson” on its hats, or 
in advertising same, except when accompanied by one of two notices prescribed by the 
court, its use of signs showing the name in type large enough to be read across a room, 
while the notice was visible only five feet away, held to be violation of the court order 
that the notice should be “always visible when the name “Stephen L. Stetson” is visible” ; 
and the order appealed from was reversed. 
UnFAIR COMPETITION—‘“STETSON”—ForM OF INJUNCTION. 
As an alternative to enjoining defendant from any use of the name “Stetson,” an order 
was issued prohibiting the use of said name except as part of the notice of differentiation. 



































In equity. Action for unfair competition. From an order denying motion to 
hold defendant in civil contempt for violation of decree, plaintiff appeals. Reversed. 
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Harper & Matthews, New York, N. Y. (Maurice Bower Saul, Allen S. Olmsted, 
4 2nd, and Earl G. Harrison, all of Philadelphia, Pa., and Murray F. Johnson, 
New York, N. Y., of counsel) for appellant. 
Conboy, Hewitt, O’Brien & Boardman (Martin Conboy, David Asch, and 
Rudolph Taplitz, of counsel), all of New York, N. Y., for appellee. 


Before SwAN, CLARK and FRANK, Circuit Judges. 


Swan, Circuit Judge: 





This appeal is the final phase of litigation commenced in 1934 with the filing of 
a suit by John B. Stetson Company charging Stephen L. Stetson Company, Ltd., 
and another with trade-mark infringement and unfair competition. The trial 
resulted in an interlocutory decree, 14 F. Supp. 74 [31 T.-M. Rep. 445] (S. D. 
N. Y.), which on appeal was modified and, as modified, affirmed by this court in 
85 F. [2d] 586, cert. denied 299 U. S. 605. The final decree was entered October 
21, 1938. It enjoined the defendants from infringing the plaintiff’s trade-mark 
“Stetson,” from engaging in unfair competition with the plaintiff, and from using the 
word “Stetson” in any form on hats or in advertising unless accompanied by one 
of the “Notices of Differentiation” prescribed by the decree. The present motion, 
brought on by verified petition and an order to show cause, charges a violation of 
the decree in respect to the provisions regarding advertising ; it asks to have Stephen 
L. Stetson Company, Ltd., punished for civil contempt and perpetually enjoined 
from using the word “Stetson” in any form whatever on hats made or sold by it or 
in the advertising of them. The motion was heard upon affidavits and exhibits and 
was denied by an order entered January 13, 1942, from which the plaintiff has 
appealed. 

The underlying facts of this litigation may be found in the opinions of Judge 
Woolsey and of this court relating to the interlocutory decree, and will not be here 
repeated. As appears from those opinions, both courts concluded that the addition 
of the prefix “Stephen L.” to the surname “Stetson” would not suffice to differentiate 
¢ the defendant’s products from the plaintiff’s. Accordingly a form of “Notice of 
{ ; Differentiation” was ‘devised by Judge Woolsey, and approved by this court, for the 
. purpose of preventing the confusion which the name “Stephen L. Stetson” had 
: caused, and would continue to cause, if used without explanation. 
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now material the provisions of the interlocutory decree were carried over into the 
final decree; they may be found in the footnote.* The defendant’s advertising has 
consisted of the distribution to its dealers of display cards for use in windows and on 
counters, and of the publication in a trade journal of page advertisements. For two 
and a half years the defendant was satisfied with a strict construction of the limita- 
tions imposed upon it by the decree ; in its advertising it never used the Stetson name 
except as part of the notice of differentiation ard the name was not in larger type 
than the words “Never Connected in Any Way.” But commencing with its Decem- 
ber, 1938 advertisement it adopted a more liberal view of its privileges under the 
decree and in subsequent issues it has progressively played up the name and reduced 
emphasis on the notice until in its advertisement for April, 1941 the name is the 
outstanding feature and the notice of differentiation is observable only upon a most 
careful scrutiny of the advertisement. The name “Stephen L. Stetson” in headline 
type occupies the entire first line, the corporate name and address in large type fill 
the bottom lines, and the notice is surrounded by an ornamental scroll which diverts 
attention and, with the “Never Connected” line printed in letters about one-sixth 
the size of the name, is buried in the body of the advertisement. The display ad- 


* The provisions of the interlocutory decree are printed in 14 F. Supp. 74, at pages 87-88 
[29 USPQ 586 at 599-600]. For convenience the two forms of the prescribed notice and certain 
additional provisions of the decree are set out below. 

The notice approved for linings and labels of hats and for boxes in which they are packed is 
as follows: 

“Stephen L. Stetson 
Hats 
New York 


by 
Stephen L. Stetson Co. Ltd. 
Incorporated 1933 
NEVER CONNECTED IN ANY WAY 
with 
John B. Stetson Company 
or Predecessors 
Hat Makers in Philadelphia 
Since 1865” 


The notice approved for sweatbands and for display and other advertising is as follows: 


“Stephen L. Stetson Co. Ltd. 

Incorporated 1933 
NEVER CONNECTED IN ANY WAY 
with 
John B. Stetson Company 

or Predecessors 

Hat Makers in Philadelphia 

Since 1865” 


The decree provided that “the dividing words ‘Never Connected in Any Way’ shall be printed 
in letters of substantially larger and bolder type than the matter above and below it; * * * except 
that when this Notice of Differentiation is used on linings and labels inside of hats or caps of the 
defendant Stephen L. Stetson Company, Ltd., the name ‘Stephen L. Stetson’ at the top of the 
said Notice of Differentiation may, if desired, be printed curved convexly upwards immediately 
adjacent to the other part of the Notice and may be printed in letters of the same size and boldness 
as the said dividing words, * * * ” 

Paragraph II (e) of the decree forbad any advertising “ which does not contain one or the other 
of the Notices of Differentiation hereinabove prescribed.” 

Paragraph IV provided that on display advertising the notice of differentiation must be so 
printed as to be “reasonably legible” at a distance of five feet and so placed as to make the notice 
“always visible when the name ‘Stephen L. Stetson’ is visible, and to render it, as nearly as may 
be, impossible for dealer customers” to hide the notice without also hiding the name. 
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vertising has undergone a similar development. In the broadside (exhibit 20) 
mailed to the trade in May, 1941 the name Stephen L. Stetson appears in huge type 
simpliciter five times and once in the corporate name, while the notice of differentia- 
tion is tucked away obscurely in a corner or margin. The natural result has been 
that dealer advertising in the local newspapers has likewise played up the name and 
de-emphasized the prescribed notice which is supposed to explain to the public that 
the hats of the defendant are not those of the well-known hatter by the name of 
Stetson whose business was founded in Philadelphia in 1865. In such advertising 
as the defendant is now putting out, we think it perfectly clear that the “Notice of 
Differentiation” does not serve to differentiate. If, as we said in 85 F. [2d] 586 
at 588, “It was plain that the name ‘Stephen L. Stetson’ taken alone would cause 
confusion, as it did,” it is equally plain that advertising this name in banner head- 
lines, while effectively suppressing the explanation that it was never connected with 
the plaintiff, will likewise cause confusion. In the words of Mr. Justice Holmes 
“Of course the explanation must accompany the use, so as to give the antidote with 
the bane.” Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 559. 
The antidote as well as the bane must be so displayed as to reach the consciousness 
of the reader, if the purpose of the decree is to be fulfilled. 

The defendant argues that it has complied literally with the terms of the decree; 
all that is required is that the name “be accompanied by” one of the notices of dif- 
ferentiation ; the size of the name which is to be so accompanied is not prescribed ; 
and the provision in paragraph IV, that in display advertising the notice must be 
so placed as to be visible when the name is visible, would have been unnecessary if 
the decree contemplated any limitation on the use of the name outside the notice of 
differentiation or on the size of the name. We doubt that the decree, even taken 
literally, will bear so narrow a construction. Certainly, the requirement of paragraph 
IV that the notice shall be “always visible when the name ‘Stephen L. Stetson’ is 
visible” cannot reasonably mean that the name may be large enough to be read 
across a room while the notice is legible at no greater distance than five feet. The 
five-foot requirement specifies the minimum, not the maximum, size of type for the 
notice, and in some of the display advertisements we do not find the notice “reason- 
ably legible” even at the minimum distance. Therefore as to display advertising 
we find a breach of the injunction according to its strict letter. But the issue need 
not be determined on so narrow a basis. In deciding whether an injunction has 
been violated it is proper to observe the objects for which the relief was granted and 
to find a breach of the decree in a violation of the spirit of the injunction, even 
though its strict letter may not have been disregarded. See High on Injunctions, 
4th ed. Vol. 2, § 1446; California Fruit Growers Exchange v. Sunkist Drinks, Inc., 
25 F. Supp. 401 (S. D. N. Y.) [28 T.-M. Rep. 521]; Prang v. American Crayon 
Co., 58 F. [2d] 715 (C. C. A. 3) [23 T.-M. Rep. 43]; Ginsberg v. Kentucky 
Utilities Co., 83 S. W. 2d 497 (Ky.) ; Gibbs v. Morgan, 39 N. J. Eq. 79; Weston v. 
Roper Lumber Co., 73 S. E. 799 (N. C.) ; Devlin v. Devlin, 69 N. Y. 212. From 
what has already been said, it is plain that by displaying the Stetson name so con- 
spicuously the defendant violated the spirit of the injunction and defeated its pur- 
pose, whether or not its strict letter was violated, in respect to the page advertise- 
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ments as well as the display advertising. It can hardly be doubted that the de- 
fendant’s purpose was to benefit from the confusion between its goods and the 
plaintiff’s which such advertising would produce. The order must be reversed and 
the cause remanded for assessment of damages. 

The appellant asks further that the defendant be enjoined from any use of the 
name Stetson. Such drastic relief was denied on the prior appeal and we are not 
now disposed to grant it. As an alternative the appellant suggests that the Stetson 
name should not be permitted to be used except as part of the notice of differentia- 
tion. An injunction to this effect we believe to be necessary and proper. Compare 
L. E. Waterman v. Modern Fountain Pen Co., 235 U. S. 88 [5 T.-M. Rep. 1}; 
Coty, Inc. v. Parfums de Grande Luxe, Inc., 298 F. 865 (C. C. A. 2) [14 T.-M. 
Rep. 185]. That a court of equity has power to modify its decree is beyond question. 
See United States v. Swift & Co., 286 U. S. 106, 114; Royal Baking Powder Co. 
v. Royal, 133 F. 337, 348 (C. C. A. 2); A. L. I. Restatement, Torts § 943(e). The 
defendant should also be required to recover from its dealers the offending display 
advertising, and to instruct its dealers not to use the name in advertising except as 
part of the prescribed notice of differentiation. 

The order is reversed and the cause remanded for further proceedings in ac- 
cordance with this opinion. 


TIME, INCORPORATED v. VIOBIN CORPORATION* 
United States Circuit Court of Appeals, Seventh Circuit 
June 15, 1942 


TRADE-MARK INFRINGEMENT—‘“LIFE” AS MAGAZINE TITLE, AND “LIFE OF WHEAT” FoR CEREAL— 
Non-ConFLicTInG Marks. 

Defendant’s use of the words “Life of Wheat” as a trade-mark for a cereal product held 

not to infringe plaintiff’s use of the word “Life” as a magazine title. 
UnrFair CoMPETITION—Dnress oF Goons. 

Defendant, which originally put out its cereal product in containers having red and 
white labels, at plaintiff’s request changed certain of the white portions to yellow, plaintiff's 
trade-mark being featured in large white block letters against a flame red background. 
Held there was no unfair competition. 

UNFAIR COMPETITION AND TRADE-MARK INFRINGEMENT—SUITS—FEDERAL VERSUS STATE Law, 

Where the action was for both trade-mark infringement and unfair competition held 
that the former should be determined by Federal, the latter by State law. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

Where, in an action for trade-mark infringement and unfair competition, defendant, 
after decision was rendered, moved to dismiss the complaint, and for judgement on the plead- 
ings, which judgement was duly entered, held the fact that no answer was filed by defend- 
ant was immaterial, plaintiff having raised no question as to any improper procedure at 
the time, and not having been prejudiced by such procedure. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision dismissing the complaint, plaintiff appeals. Affirmed. For decision 
below, see 31 T.-M. Rep. 453. 


* Editorial Note——A writ for certiorari was recently filed in the U. S. Supreme Court. Thus 
far the Supreme Court has not handed down a ruling on the writ. 
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Before Evans, Major and Kerner, Circuit Judges. 
Major, Circuit Judge: 


This is an appeal from a judgment, entered September 20, 1941, in a suit for 
trade-mark infringement and unfair competition. The relief sought was an account- 
ing for profits and damages, and an injunction restraining the defendant from the 
use of the trade-mark described in the complaint, or any imitation thereof. 

The District Court rendered an opinion in which the facts are so aptly stated 
that there appears no occasion to repeat them in detail. Time, Inc. v. Viobin Corp., 
40 Fed. Supp. 249 [31 T.-M. Rep. 453]. Briefly, plaintiff, a New York Corpora- 
tion, is engaged in the publication of the weekly picture magazine Life and has been 
so engaged since October, 1936. The magazine features the trade-mark “Life” in 
large white block letters against a flame-red background. Plaintiff has registered 
in the United States Patent Office its trade-mark “Life” as used in this unique and 
distinctive manner. Defendant, an Illinois corporation, is engaged in the manu- 
facture and distribution of a cereal product under the designation “Life of wheat” 
and has been so engaged since the early part of 1941. Its cereal product is dis- 
tributed in tin cans with labels attached thereto bearing the name “Life of wheat,” 
the size of the letters “of wheat” being smaller than those of “Life.” The letters of 
these words are also white block against a red background. In addition to these 
letters, defendant’s label contains a detailed description of its product. Defendant, 
in response to complaint by the plaintiff, modified its label by changing certain of 
the white portions to yellow, including a number of heads of wheat which had 
appeared formerly in white. After the modification, however, the words “Life of 
wheat” still appeared in white block letters upon a red background. 

The lower court decided against infringement of plaintiff’s trade-mark, largely 
on the ground of the dissimilarity of defendant’s product to which the marks were 
attached. The court cites numerous authorities in support of its conclusion in this 
respect, including American Foundries v. Robertson, 269 U. S. 372 [16 T.-M. Rep. 
51], wherein it was said on page 380: 


The mere fact that one person has adopted and used a trade-mark on his goods does 
not prevent the adoption and use of the same trade-mark by others on articles of a different 
description. There is no property in a trade-mark apart from the business or trade in 
connection with which it is employed. .. . 


On the matter of unfair competition, the court, after a thorough analysis of many 
authorities, including most of those relied upon here, also decided contrary to plain- 
tiff’s contention. We are convinced, after a careful study of the court’s opinion, that 
the correct conclusion was reached, both as to the charge of infringement and unfair 
competition. 

Under such circumstances, we would adopt the opinion of the lower court 
except for the fact it appears no consideration was given to the rule in Illinois in 
reaching its decision. We assume it was not called to the court’s attention—in fact, 
it was not mentioned or discussed in the original briefs filed in this court. The 
matter was raised by the court on oral argument, and the parties have since filed 
supplemental briefs dealing with the Illinois authorities. 
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We think there can be no question but that plaintiff’s charge of unfair competi- 
tion must be determined by the law of Illinois. This court so decided in Addresso- 
graph-Multigraph Corp. v. American Expansion Bolt & Mfg. Co., 124 F. (2d) 
706, 708. It may be pertinent to note of this case that there was no charge of 
trade-mark infringement, but it related solely to unfair competition. We reiterated 
our holding in this respect in the recent case of Rytex Co. v. Ryan, 126 F. (2d) 
952 [32 T.-M. Rep. 195]. In this case, as in the instant one, both trade-mark in- 
fringement and unfair competition were in issue. The validity of our holding in 
these two cases appears to have been approved in the recent decision of the Supreme 
Court in Pecheur Lozenge Co., Inc., Petitioner v. National Candy Co., Inc., decided 
March 30, 1942 [32 T.-M. Rep. 194], wherein the court said: 


. ... The only cause of action that this record could possibly support is for unfair 
competition and common law “trade-mark infringement,” to which local law applies. . . . 


Plaintiff advances the theory that the two phases of the case—i.e., infringement 
and unfair competition—are so inextricably bound together that it is not practical 
to separate them and say that the Federal law is to be applied to infringement, and 
local law to unfair competition. It is therefore argued that the Federal law must be 
applied to each. No authority is cited in support of this contention and we do not 
believe it is sound. In conformity with the authorities cited, we think that unfair 
competition must be determined by local law. 

On the other hand, we are of the opinion that trade-mark infringement, in view 
of the Federal Statute providing for registration, presents an exception to the 


doctrine of Erie v. Tompkins, 304 U. S. 64, and is to be determined by general 
Federal law. True, our opinion in this respect is somewhat weakened by the 
Pecheur Lozenge case, supra. In that case, as appears from the Supreme Court 
opinion, there was thought to be involved only the infringement of a registered 
trade-mark. A decree for plaintiff was reversed by the Circuit Court of Appeals 
for the Third Circuit. The Supreme Court said: 


.. . . Both courts below having failed to consider or apply local law, we granted 
certiorari, 314 U. S. . . ., in order to determine whether local law or federal law should 


have been applied in a suit for infringement of a trade-mark registered under the Trade- 
mark Act of 1905, 33 Stat. 724.... 


It appears, however, that the court, upon an examination of the record, de- 
termined no cause of action was stated for trade-mark infringement and thus the 
point on which certiorari was granted was not decided. The court then proceeded 
to make the statement quoted heretofore and vacated the decree so that the Court 
of Appeals might apply the appropriate local law. While we adhere to the view that 
trade-mark infringement is not to be determined by local law, it is of significance 
that the Supreme Court allowed certiorari on this precise point. 

Some of the more important Illinois cases which announce the determinative 
rule as to unfair competition are: DeLong Co. v. Hump Hairpin Co., 297 Ill. 359 
[11 T.-M. Rep. 239], Johnson Manf. Co. v. Johnson Skate Co., 313 Ill. 106, The 
Stevens-Davis Co. v. Mather & Co., 230 Ill. App. 45, and Soft-Lite Lens Co., Inc. 
v. Ritholz, 301 Ill. App. 100. In the Stevens-Davis case is found a lengthy discus- 
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sion and analysis of Illinois case, as well as those of other jurisdictions, and a de- 
termination that the so-called “palming off” doctrine is the rule in Illinois. On page 
65, the court said: 


The courts in this State do not treat the ‘palming off’ doctrine as merely the designa- 
tion of a typical class of cases of unfair competition, but they announce it as the rule of law 
itselfi—the test by which it is determined whether a given state of facts constitutes unfair 
competition as a matter of law. ... 


This rule was later approved in the Soft-Lite case, supra. 

Plaintiff contends that the rule thus announced does not defeat its cause of 
action for the reason that defendant is “palming off” its goods as those of the plain- 
tiff by representing that the plaintiff is in some way identified with, and is sponsor- 
ing and approving defendant’s product. We are satisfied, however, that the Illinois 
decisions do not permit an interpretation of the “palming off” doctrine so as to 
include results so indirect and speculative in their nature. It consists of passing off 
or attempting to pass off the goods of one person as and for those of another. As 
was said in The Stevens-Davis case, supra, pages 66, 67. 


.... Each case is not to be left to the discretion of the court to be decided according 
to the court’s idea of justice and right. The “palming off” rule is expressed in a positive, 
concrete form which will not admit of “broadening” or “widening” by any proper judicial 
process. It is rigid and inelastic. .. . 

We feel bound, therefore, to follow the rule of law of this State, and to hold that unfair 
competition “consists in the sale of the goods of one manufacturer or vendor for those of 
another, and if defendant so conducts its business as not to palm off its goods as those of 
complainant, the action fails.’ DeLong Hook & Eye Co. v. Hump Hairpin Mfg. Co., supra. 


Without pursuing the matter further, we are convinced that plaintiff presented 
no cause of action under the rule of Illinois. Notwithstanding the fact that the lower 
court predicated its decision as to unfair competition upon the Federal rule, the 
result is the same upon application of the State rule. Under such circumstances, 
there is no occasion to discuss or decide what, if any, difference there may be between 
the two rules. 

Plaintiff also complains as to the procedure followed in the court below. Sub- 
sequent to the filing of the complaint, an application was made by the plaintiff for a 
preliminary injunction, supported by affidavits and exhibits. Thereupon, an order 
to show cause was directed at the defendant. Defendant answered this order and 
submitted affidavits and certain exhibits in support thereof. Arguments were heard 
by the court and briefs submitted by the parties. It was at this stage of the proceed- 
ing that the court rendered its opinion. Subsequently, a motion was made by the 
defendant to dismiss the complaint and, later, a motion for judgment on the plead- 
ings. This latter motion was allowed and the judgment entered, from whence comes 
this appeal. 

It appears to be plaintiff’s position that, inasmuch as no answer was filed by the 
defendant, its motion for judgment was premature and unauthorized in view of 
Rule 12 (c) of the Federal Rules of Civil Procedure. On the other hand, defendant 
contends that its motion was proper under the same rule (b) (6). We see no occa- 
sion to elaborate on or decide the somewhat technical question presented. The 
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record discloses that upon defendant’s motion for judgment, an oral argument was 
had before the court, and the briefs, submitted on application for injunction, again 
submitted. Plaintiff raised no question at that time as to the now alleged improper 
procedure and made no mention of it in its points designated to be relied upon in this 
court. The court was fully advised as to the contentions of the respective parties, 
and it is difficult to perceive that an answer by the defendant would have added 
anything thereto. Furthermore, there is no contention that plaintiff was prejudiced 
by what it now alleges was the unauthorized procedure. At the most, a harmless 
error was committed which has no bearing upon the validity of the judgment. 
The decision of the District Court is, therefore affirmed. 


SARATOGA VICHY SPRING COMPANY v. SARATOGA CARLSBAD 
CORPORATION, et AL. 


United States District Court, Southern District of New York 
February 13, 1942 


TRADE-MAarRKS—“SARATOGA VICHY” ON CARBONATED WATER—REGISTRATION UNDER TEN-YEAR 
Proviso, Act or 1905. 

The words “Saratoga Vichy” having been registered as a trade-mark for Saratoga 
carbonated water under the ten-year proviso of the Act of 1905, it is immaterial that 
these words may once have been descriptive, or that to a certain degree, they be so still. 

TRADE-MARK INFRINGEMENT—SUITS—PARTIES. 

In a suit for trade-mark infringement and unfair competition involving the use of the 
words “Saratoga Vichy” on bottled water, it was held no defense that defendants are 
merely sellers or wholesalers, and not bottlers or manufacturers. 

Unrair ComMpeTITION—UseE oF SIMILAR MarKs AND LasBets—“SaraToGA VICHY” AND 
“SARATOGA CARLSBAD VICHY.” 

Defendant’s use on its carbonated bottled water of a label which simulated plaintiff’s 
“Saratoga Vichy” label in form, arrangement, color and style of printing, and bore the 
trade-mark “Saratoga Carlsbad Vichy,” held unfair competition, and was enjoined. 

UnFair COMPETITION—SUITS—P ARTIES. 

In the case at issue, the injunction applied both to the corporate defendant and its 

president. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Emery, Varney, Whittemore & Dix (Manvel Whittemore, of counsel), both of 
New York, N. Y., for plaintiff. 

Anthony M. Maoriello (Christopher C. Cousins and R. B. Cousins, of counsel), all 
of New York, N. Y., for defendants. 


Concer, District Judge: 


This is an action for trade-mark infringement and for unfair competition. The 
plaintiff is a New York corporation having been organized in 1876 and having been 
actively engaged in business ever since. The defendant Saratoga Carlsbad Cor- 
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poration is a New York corporation having been organized in 1939. The defendant 
Carafano was and is the President of the defendant corporation. 

During the trial I dismissed the complaint as to the defendant Young because he 
actually severed his connection with the defendant corporation in July, 1940. 

Both corporate parties are engaged in putting out to the trade a mineral spring 
water which is bottled at Saratoga, New York. The plaintiff has been in the busi- 
ness for about sixty-five years. 

Defendants are not bottlers but are either distributors or wholesalers of a mineral 
water from a spring at Saratoga. The water sold by defendants is bottled and sold 
to them by one Roland Miller. 

There is no question of jurisdiction raised. It has been stipulated that both cor- 
porate parties are engaged in interstate commerce. 

If plaintiff is correct in its contention here as to the charges of infringement and 
unfair competition, it is no defense that the defendants are merely sellers or whole- 
salers or distributors and not the original bottler or manufacturer. Hansen v. 
Seigel-Cooper Co., et al., 106 F. 690; Pro-Phy-Lac-Tic Brush Co. v. Abraham & 
Strauss, Inc., 11 F. Supp. 660 [25 T.-M. Rep. 382]. 

On the issue of infringement, plaintiff’s contention is that it has a valid trade- 
mark “Saratoga Vichy” which was registered under the 10-year proviso of Section 
5 of the Federal Trade-Mark Act, which provides for the registration of “any mark” 
used by the applicant in commerce which “was in actual and exclusive use as a trade- 
mark by the applicant for ten years next preceding February 20, 1905.” 

I am satisfied that plaintiff is right in its contention and I so hold; i.e. that 
plaintiff had and has a valid trade-mark as claimed and that it has been infringed by 
defendants. 

I base my conclusion on the following : 

Plaintiff’s registration of its trade-mark was duly and regularly effected on 
March 10, 1920—: This gave it life for 20 years. It duly renewed on October 24, 
1939, for 20 years more. It is still in force and effect. 

If the plaintiff has a valid trade-mark properly registered under Section 5 of the 
Act, then it has presumptively established that it is the owner of its claimed copy- 
riglit. I find no evidence in the case which destroys that presumption. 

The fact that the word combination claimed by the plaintiffs is composed of 
generic and descriptive words avails not under this registration. As the court said 
in National Syrup Co. v. Coca-Cola Company, 215 F. 527, 529-530: 


We take it (the decision in the Davids case [Davids Co. v. Davids, 233 U. S. 461], 
(4. T.-M. Rep. 175) as holding that the statute was not intended to permit, under this 
clause, an ineffective and useless registration, and so, in effect, holding that the statute 
removed from descriptive words which had been exclusively used as a mark in interstate 
commerce for ten years the bar or disability caused by their descriptive character, and 
made them, after that probation, subject to exclusive appropriation with the same effect, in 
the main, as if the disability had never existed. . . . Since it appears that plaintiff had 
enjoyed the exclusive use of the name ‘Cola-Cola’ for more than 10 years before 1905, and 
that there was due registration under the Act of 1905, it follows that plaintiff’s exclusive 
rights as a trade-mark owner and as defined in the Davids Case, are established. 
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It is immaterial that these words “Saratoga Vichy” may once have been descrip- 
tive or that to a degree they may be so still. Coca-Cola Company v. Old Dominion 
Beverage Corporation, 271 F. 600 [11 T.-M. Rep. 128]. 

The next matter to consider is whether or not the plaintiffs had exclusively used 
its claimed combination, Saratoga Vichy, in interstate commerce during the ten- 
year period from 1895 to 1905. I think the evidence clearly shows that it did. De- 
fendant has made no showing in this regard. 

I think that it has been well established by the testimony that plaintiff has used 
the words “Saratoga Vichy” since 1876 down to the present day and has never 
acquiesced in its use by others, and that its use from 1876 to 1928 was exclusive and 
that after that it prosecuted claims of infringers promptly, zealously and successfully. 

I do not regard the decision in La Republique Francaise et al. v. The Saratoga 
Vichy Springs Company, 191 U. S. 427 (decided in 1903), as in any way holding 
contra to plaintiff’s contention here. 

In that case, complainants sought to enjoin this present plaintiff from using the 
word “Vichy,” contending that complainants (Republique Francaise) owned an 
exclusive trade-mark right in that word. The court held that they had lost any 
right to the trade-mark “Vichy” by their general acquiesence in its use by others. 

That is not quite the point here. I do not hold that defendants may not use the 
word “Vichy,” or that they may not use the name “Saratoga” in connection with 
their product, but I do hold that they may not use the combination together, “Sara- 
toga Vichy,” which I find by long usage, exclusively by the plaintiff (since 1873), 
has acquired a secondary meaning. Down through the years (from 1873), the 
plaintiff has been bottling and selling its product under the distinctive name “Sara- 
toga Vichy.” It was no inconsiderable business, ranging from 481,000 bottles in 
1899 to 6,000,000 bottles in 1941. 

A bit of interesting history concerning Saratoga Springs, its mineral water and 
plaintiff’s product, may be found in the La Republique Francaise v. Saratoga Vichy 
Springs Co., 107 F. 459, 460. 


The township of Saratoga Springs has long been known as abundant in mineral springs, 
the waters of which are distinguished by different names, and in March, 1872, the geyser 
or spouting spring of the defendant was discovered in that town. The water is alkaline, is 
regarded by medical men as a valuable mineral water, and has been recommended exten- 
sively by the defendant as having a wonderful similarity to the Vichy waters of France. 
The water was bottled and sold in 1873, and thereafter until 1876, by the owners of the 
spring, when the defendant under the name of the Saratoga Vichy Spring Company, 
became the owner, and has since sold the water extensively under the name of “Saratoga 
Vichy Water,” or “Natural Saratoga Vichy Water.” The bottle, circulars and advertise- 
ments have invariably used the words “Saratoga Vichy.” The water is highly charged 
with natural carbonic acid gas, and is bottled under a high pressure of that gas. 


This, it seems to me, rather confirms plaintiff’s contention as to its long use of 
the name “Saratoga Vichy.” 

Defendant’s labels originally contained the words Saratoga Carlsbad Vichy 
which was later changed to Saratoga Natural Vichy. I am of the opinion that both 
labels infringe plaintiff’s copyright. I am all the more convinced of this when I 
examine defendant’s labels; the words Saratoga Vichy are prominently. displayed ; 
the labels simulate plaintiff’s labels in form, arrangement, color and style of printing. 
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On defendant’s bottle there was originally a narrow neck band, on which was 
printed “Saratoga Carlsbad Vichy.” This of course under my ruling is objection- 
able. They now use a neck band with the words “Saratoga Carlsbad Springs” which 
is not objectionable. The addition of the word Carlsbad on one of defendant’s labels 

and the word Natural in the other does not help the defendant. Armstrong Paint & 

Varnish Works v. Nu-Enamel Corp., 305 U. S. 315 [29 T.-M. Rep. 3] ; Menendez 

v. Holt, 128 U. S. 514. 

I also hold the defendants liable for unfair competition. Much that I have 
already said applies to this branch of the case. 

The long continued use by the plaintiff of the name “Saratoga Vichy” has given 
to this combination a secondary meaning. I am convinced that these words have 
come to mean the plaintiff and its product. This plaintiff has a right to be free from 
the competitive use of this name. 

The right arises not from trade-mark Acts but from the fact “Saratoga Vichy” 
has come to indicate that the goods in connection with which it is used are the goods 
manufactured by the plaintiff. When a name is endowed with this quality, it 
becomes a mark entitled to protection. The essence of the wrong from the viola- 
tion of this right is the sale of goods of one manufacturer for those of another. 
Armstrong Paint & Varnish Works v. Nu-Enamel Corp., supra. For a case similar 
on the facts see National Water Co. v. O’Connell et al., 159 F. 1001. 

Having in mind the secondary meaning of plaintiff’s mark, the similarity of de- 
fendant’s bottles, the labels which I have heretofore referred, one cannot escape the 
conclusion that there has been an intentional simulation on the part of the defendant. 

I can realize that defendant’s product might easily be palmed off as plaintiff's; 
that confusion would arise by reason of this similarity; that a customer might not 
only be confused but fooled. 

There are no instances of confusion proved, but this is not necessary in a case 
where there is such a great similarity of name and label. I am satisfied, that the 
similarity of name and label in this case, is calculated to and intends to create confu- 
sion. 

The plaintiff is entitled to a judgment for the relief demanded in the complaint 
against both the corporate defendant and the defendant Carafano. 

The defendants should be enjoined from using the labels now in use and also the 
former label used by them. 

Generally, they should be enjoined from advertising or selling their product as 
Saratoga Carlsbad Vichy or as Saratoga Water or Vichy and from advertising or 
selling any mineral water other than plaintiff’s, under a name of which the words 
Saratoga and Vichy are a part and from selling water in bottles having a label on 
which both words Saratoga and Vichy are prominently displayed or in green bottles 
bearing a label which is predominately yellow and has the words Saratoga and Vichy 
prominently displayed thereon. 

Plaintiff asks only for nominal damages, I therefor do not direct an accounting 
of profits earned. 

Settle order on notice. 
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ADAM HAT STORES, INC. v. SCHERPER et At. 
United States District Court, Eastern District of Wisconsin 
July 15, 1942 


TRADE-MARKS—ACQUISITION—RIGHT OF SECOND USER. 

Where the second and later user of a mark extends its use to territory not yet appro- 
priated by the prior user, his right thereto in such territory depends on his proving that 
he innocently adopted the mark and not for the purpose of forestalling the first user’s 
extension of his mark to the same territory. 

UnrFair CoMPETITION—“ADAM” ON Hats—USE oF SIMILAR TRADE NAME. 

Where plaintiff was first to adopt and use the name “Adam” in its corporate name 
and as a trade-mark on its hats, the adoption by defendant of the names “Adams” and 
“Adams Famous Hats” to identify hats made and sold by him held not to have been in good 
faith and hence unfair competition. Moreover, defendant’s use of the slogans “The 
Bomber” and “Broadcast Special,” used with priority by plaintiff, held not to have been 
a coincidence. 

Unrair COMPETITION—SUITS—]J URISDICTION. 

Although defendant did not sell its hats outside the State of Wisconsin, such hats, 
bearing the name “Adams,” were all shipped into Wisconsin from other states. Held: 
jurisdiction of federal court established. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Rogers, Woodson & Rogers, Chicago, IIl., and Herbert L. Mount, Milwaukee, Wis., 
for plaintiff. 
David Charness, Milwaukee, Wis., for defendants. 


Durry, District Judge: 


The plaintiff, a New York corporation, claims trade-mark infringement and 
unfair competition. Plaintiff’s business was established in 1924. Its income from 
the sale of hats amounts to approximately $10,000,000.00 annually. Plaintiff’s 
hats, bearing the trade-mark “Adam,” are sold throughout the United States and in 
some foreign countries. It has its own stores in approximately 200 cities, each store 
being designated by a large sign reading “Adam Hats.” It also sells its mer- 
chandise through approximately 2,000 additional stores throughout the country. It 
has spent large sums in advertising Adam hats. During the past ten years the adver- 
tising has principally been by sponsoring radio broadcasts of championship prize 
fights. Up until the past year, and after the time this action was commenced, plain- 
tiff featured the price of its hats at $2.95 each. It also featured the words “The 
Bomber” and “Broadcast Special” as brand names for hats. 

Plaintiff’s trade-mark “Adam” was registered in the United States Patent Office 
as follows: “ ‘Adam Hats’ for men’s hats, on April 14, 1931; ‘Adam’ for men’s hats 
on May 14, 1935.” Plaintiff qualified to do business in Wisconsin on February 4, 
1935, but did not open a hat store in this state until January 6, 1939, locating on 
Wisconsin Avenue in Milwaukee, under its corporate name “Adam Hat Stores, 
Inc.” 

About October 15, 1935, the defendant Scherper opened a store in Milwaukee, 
under the name of “Adams Hat and Shirt Shop.” He featured “Adams” hats at 
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2.95. He caused the defendant corporation to be organized on January 31, 1936, 
and the business is now managed by Scherper and owned by the corporation. The 
defendants adopted the words “Broadcast Special” and “The Bomber,” as brand 
names for hats. From time to time, and especially just prior to championship prize 
fights, pictures of prize fighters were featured in their store window. Clerks in the 
store represented to customers that defendant corporation was sponsoring the radio 
broadcasts of the prize fights. Customers purchased hats from the defendant cor- 
poration believing that it was sponsoring the prize fight broadcasts. 

Plaintiff asks that defendants be enjoined from (a) using the name “Adams” 
in their corporate name or business style; (b) using the names “Adams” or “Adam” 
or any like name as a brand name or trade-mark for hats and other men’s wearing 
apparel; and (c) otherwise infringing plaintiff’s trade-mark and competing unfairly 
with plaintiff. 

Defendants, by a counterclaim, seek to enjoin the plaintiff from using the name 
“Adam” in the State of Wisconsin. 

At the time defendant Scherper opened his store in 1935 and adopted the name 
“Adams” as a brand name for hats, plaintiff had a well established business, operat- 
ing in various eastern states, and as far west as Detroit, Michigan. The business 
was rapidly expanding. Although plaintiff qualified to do business in Wisconsin in 
February, 1935, it was not in fact doing business in this State at the time defendant 
opened his store in October of that year. Defendant Scherper visited New York in 
1926, 1927, 1928, 1929, 1930, and 1931, buying hats for his then employer. He 
dealt with manufacturers having offices and stores in that part of the city known as 
the hat district. The store of the plaintiff was in a prominent location in that dis- 
trict on Broadway. In the front of the store was a large sign advertising “Adam 
Hats.” In dealing with the Arkin Hat Company and others mentioned by defend- 
ant Scherper, he would of necessity have to pass the doors of the plaintiff’s store 
and offices. The merchandise in the window of this store was so displayed that it 
customarily attracted much attention from buyers of hats. The statement of Mr. 
Scherper that in October, 1935, he never had heard of the plaintiff or the brand name 
“Adam” is quite incredible. 

The question for decision is whether the defendants had the right to adopt and 
use the word “Adams” as a trade-mark for hats and as a part of their corporate 
name, in view of the fact that the plaintiff had a registration of the trade-mark 
“Adam” for hats and had a large established business which was rapidly expanding, 
and the State of Wisconsin and the City of Milwaukee were within its natural ter- 
ritory. 

Defendant relies upon the doctrine that the second user of a trade-mark, in 
territory not already occupied by the first user of the mark, is entitled to that terri- 
tory. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]; 

United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1]. This 
rule of law was adopted before the days of extensive national advertising, especially 
by means of radio. It established that where plaintiff was doing a local business, it 
could not enjoin a defendant in a wholly removed territory where the plaintiff was 
not selling and where the people had not heard of the plaintiff's trade-mark. A more 
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ADAM HAT STORES, INC. v. SCHERPER Et AL. 
United States District Court, Eastern District of Wisconsin 


July 15, 1942 


TRADE-MARKS—ACQUISITION—RIGHT OF SECOND USER. 

Where the second and later user of a mark extends its use to territory not yet appro- 
priated by the prior user, his right thereto in such territory depends on his proving that 
he innocently adopted the mark and not for the purpose of forestalling the first user’s 
extension of his mark to the same territory. 

Unrair CoMPETITION—“ADAM” ON Hats—USE oF SIMILAR TRADE NAME. 

Where plaintiff was first to adopt and use the name “Adam” in its corporate name 
and as a trade-mark on its hats, the adoption by defendant of the names “Adams” and 
“Adams Famous Hats” to identify hats made and sold by him held not to have been in good 
faith and hence unfair competition. Moreover, defendant’s use of the slogans “The 
Bomber” and “Broadcast Special,” used with priority by plaintiff, held not to have been 
a coincidence. 

UnFAir CoMPETITION—SUITS—]J URISDICTION. 


Although defendant did not sell its hats outside the State of Wisconsin, such hats, 
bearing the name “Adams,” were all shipped into Wisconsin from other states. Held: 
jurisdiction of federal court established. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Rogers, Woodson & Rogers, Chicago, Ill., and Herbert L. Mount, Milwaukee, Wis., 
for plaintiff. 
David Charness, Milwaukee, Wis., for defendants. 


Durry, District Judge: 


The plaintiff, a New York corporation, claims trade-mark infringement and 
unfair competition. Plaintiff’s business was established in 1924. Its income from 
the sale of hats amounts to approximately $10,000,000.00 annually. Plaintiff’s 
hats, bearing the trade-mark “Adam,” are sold throughout the United States and in 
some foreign countries. It has its own stores in approximately 200 cities, each store 
being designated by a large sign reading “Adam Hats.” It also sells its mer- 
chandise through approximately 2,000 additional stores throughout the country. It 
has spent large sums in advertising Adam hats. During the past ten years the adver- 
tising has principally been by sponsoring radio broadcasts of championship prize 
fights. Up until the past year, and after the time this action was commenced, plain- 
tiff featured the price of its hats at $2.95 each. It also featured the words “The 
Bomber” and “Broadcast Special” as brand names for hats. 

Plaintiff’s trade-mark “Adam” was registered in the United States Patent Office 
as follows: “ ‘Adam Hats’ for men’s hats, on April 14, 1931; ‘Adam’ for men’s hats 
on May 14, 1935.” Plaintiff qualified to do business in Wisconsin on February 4, 
1935, but did not open a hat store in this state until January 6, 1939, locating on 
Wisconsin Avenue in Milwaukee, under its corporate name “Adam Hat Stores, 
Inc.” 

About October 15, 1935, the defendant Scherper opened a store in Milwaukee, 
under the name of “Adams Hat and Shirt Shop.” He featured “Adams” hats at 
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$2.95. He caused the defendant corporation to be organized on January 31, 1936, 
and the business is now managed by Scherper and owned by the corporation. The 
defendants adopted the words “Broadcast Special’ and “The Bomber,” as brand 
names for hats. From time to time, and especially just prior to championship prize 
fights, pictures of prize fighters were featured in their store window. Clerks in the 
store represented to customers that defendant corporation was sponsoring the radio 
broadcasts of the prize fights. Customers purchased hats from the defendant cor- 
poration believing that it was sponsoring the prize fight broadcasts. 

Plaintiff asks that defendants be enjoined from (a) using the name “Adams” 
in their corporate name or business style; (b) using the names “Adams” or “Adam” 
or any like name as a brand name or trade-mark for hats and other men’s wearing 
apparel; and (c) otherwise infringing plaintiff’s trade-mark and competing unfairly 
with plaintiff. 

Defendants, by a counterclaim, seek to enjoin the plaintiff from using the name 
“Adam” in the State of Wisconsin. 

At the time defendant Scherper opened his store in 1935 and adopted the name 
“Adams” as a brand name for hats, plaintiff had a well established business, operat- 
ing in various eastern states, and as far west as Detroit, Michigan. The business 
was rapidly expanding. Although plaintiff qualified to do business in Wisconsin in 
February, 1935, it was not in fact doing business in this State at the time defendant 
opened his store in October of that year. Defendant Scherper visited New York in 
1926, 1927, 1928, 1929, 1930, and 1931, buying hats for his then employer. He 
dealt with manufacturers having offices and stores in that part of the city known as 
the hat district. The store of the plaintiff was in a prominent location in that dis- 
trict on Broadway. In the front of the store was a large sign advertising “Adam 
Hats.” In dealing with the Arkin Hat Company and others mentioned by defend- 
ant Scherper, he would of necessity have to pass the doors of the plaintiff’s store 
and offices. The merchandise in the window of this store was so displayed that it 
customarily attracted much attention from buyers of hats. The statement of Mr. 
Scherper that in October, 1935, he never had heard of the plaintiff or the brand name 
“Adam” is quite incredible. 

The question for decision is whether the defendants had the right to adopt and 
use the word “Adams” as a trade-mark for hats and as a part of their corporate 
name, in view of the fact that the plaintiff had a registration of the trade-mark 
“Adam” for hats and had a large established business which was rapidly expanding, 
and the State of Wisconsin and the City of Milwaukee were within its natural ter- 
ritory. 

Defendant relies upon the doctrine that the second user of a trade-mark, in 
territory not already occupied by the first user of the mark, is entitled to that terri- 
tory. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]; 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1]. This 
rule of law was adopted before the days of extensive national advertising, especially 
by means of radio. It established that where plaintiff was doing a local business, it 
could not enjoin a defendant in a wholly removed territory where the plaintiff was 
not selling and where the people had not heard of the plaintiff's trade-mark. A more 
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modern conception is expressed in the recent case of Brass Rail, Inc. v. Ye Brass 
Rail of Massachusetts, Inc., 43 F. Supp. 671, where the court enjoined the use of 
the name “Brass Rail” by a restaurant in Boston in view of the plaintiffs having 
previously established a restaurant under a similar name in New York. The court 
there said (p. 672): 


.... From the different characters of the business, it cannot be said that they actually 
compete with one another. This is, however, no longer the essential test for injunctive 
relief under the doctrine of unfair competition. Such relief will be afforded where there 
is a possible danger to reputation and credit arising from a confusion of identity where 
the parties are engaged in a business of a kindred character... . 


In any event, even under the old rule there was a well established exception 
that the second user must have innocently adopted the mark and must show it was 
not adopted for the purpose of forestalling the first user’s extension of his mark in 
that territory. Sweet Sixteen Co. v. Sweet “16” Shop, Inc., 15 F. 2d 920; R. H. 
Macy and Co. v. Macys, Inc., 39 F. 2d 186 [17 T.-M. Rep. 71]. In the Hanover 
Star Milling Co. case, supra, the court said (p. 420) : 


.... We are not dealing with a case where the junior appropriator of a trade-mark is 
occupying territory that would probably be reached by the prior user in the natural 
expansion of his trade, and need pass no judgment upon such a case. . . 


This court stated in Wiener et al. v. National Tinsel Manufacturing Co., 35 
F. Supp. 771, 772: 


The trade-marks in question were established in the trade after many years of effort. 
The late comer in such an established field is under a special duty to avoid confusion. 
Northam Warren Corp. v. Universal Cosmetics Co., 7 Cir., 18 F. 2d 774. 


In a case decided on the basis of unfair competition this court said in Horlick’s 
Malted Milk Corp. v. Horlick, et al., 40 F. Supp. 501, 502 [22 T.-M. Rep. 319]: 


....In an action on unfair competition, however, an allegation of fraud is not necessary. 
It is the passing off of one man’s goods as those of another which constitutes the unfair 
competition. . . . If the proof should disclose that the public has been deceived by the 


defendants by passing off their goods for those of the plaintiff, then the fraud would be 
presumed. 


The use by the defendants of the word “Adams,” while slightly different from 
the plaintiff’s mark “Adam,” was at least a colorable imitation of plaintiff’s trade- 
mark. The trade-mark statute (15 U. S. C. A., Section 96) provides: 


. . . . Any person who shall, without the consent of the owner thereof, reproduce, 
counterfeit, copy, or colorably imitate any such trade-mark 


Our inquiry should, therefore, be directed as to whether the defendants’ choice 
of the name “Adams” was in good faith. The defendant Scherper claims he knew 
nothing of the plaintiff or its mark at the time he opened his store in Milwaukee. 
It is impossible of course for the plaintiff to prove the state of mind of the individ- 
ual defendant. It might of course be possible that it was a pure coincidence the 
defendant adopted the name “Adams.” However, there was no one by the name of 
Adams who was interested in defendants’ business. I cannot overlook the numer- 
ous visits of the defendant Scherper to the New York hat district from 1926 to 
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1931. Certainly, the use of the slogans “Broadcast Special” and ““The Bomber” were 
not a coincidence. There was a deliberate misrepresentation to customers which 
resulting in a palming off of defendants’ hats as the hats manufactured and sold by 
the plaintiff. Furthermore, the use of the phrase, “Adams Famous Hats” on the 
first shipment of hats which the defendant Scherper received prior to the time de- 
fendants’ merchandise could have possibly attained any fame or reputation is cer- 
tainly significant. These circumstances all lead to tne inescapable conclusion that 
the adoption by defendants of the name “Adams” was not in good faith. 

The applicable principle was stated by the Wisconsin Supreme Court in J. [. 
Case Plow Works v. J. I. Case Threshing Machine Co., 162 Wis. 185, 201 [6 T.-M. 
Rep. 113]: 


The legal principles which are controlling here are simply the principles of old-fashioned 
honesty... . 


The same court, in Listman Mill Co. v. Williams Listman Milling Co., 88 Wis. 
334, said (p. 342): 


.... Nor is it necessary to prove intentional fraud. If the court sees that the plaintiff’s 
trade-marks are simulated in such a manner as probably to deceive customers or patrons 
of its trade or business, the piracy should be checked at once by injunction. . 


An important principle that must be considered is the protection of the purchas- 
ing public. The courts look as much to what the defendant is doing as to what his 
intent may be. That protection of the public interest is an important factor in grant- 
ing relief was recognized by the Wisconsin Supreme Court in Wisconsin White Lily 
Butter Co. v. Safer, 183 Wis. 71 [14 T.-M. Rep. 15]. 

The defendants should not be permitted to use “Adams” or “Adam” in connec- 
tion with the sale of hats. If defendants desire to continue the sale of hats in the 
future, the decree may enjoin the use of “Adams” or “Adam” or other closely 
similar name. The defendants, their employees, and agents may also be enjoined 
from the use of the terms ““The Bomber” and “Broadcast Special” in connection with 
the sale of hats ; and they may also be restrained from representing to the public that 
the corporate defendant is the sponsor of radio broadcasts of prize fights or boxing 
exhibitions over national radio hookups. 

In the closing pages of defendants’ brief, the question of jurisdiction is raised. 
Of course this issue must be met, and more logically should have been discussed in 
the beginning of this opinion. However, I have discussed the issues in the same 
order as presented in the briefs. 

Defendants contend (1) that they have made no interstate use of the mark 
“Adams” or the related trade-name, so that no jurisdiction attaches by reason of the 
Federal Trade-Mark Statute, 15 U. S. C. A., Section 92; and (2) that this court 
has no jurisdiction of plaintiff’s case in unfair competition by reason of plaintiff’s 
failure to prove damages of $3,000.00 or more. 

Did the defendants use the trade-mark “Adams” or a colorable imitation thereof 
in interstate commerce? Defendant did not sell hats outside of Wisconsin. How- 
ever, the hats which defendants purchased, bearing the mark “Adams” either im- 
printed on the leather sweatband or appearing in the lining of the hat, were all 
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shipped into Wisconsin from other states. Defendants earnestly contend that so 
long as they did not ship or sell hats across the State boundary, they did not use the 
hats in interstate commerce, and they strongly rely on Pure Oil Co. v. Puritan Oil 
Co., 39 F. Supp. 68 [31 T.-M. Rep. 382]. 

Much of the force of defendants’ argument is lost, however, because the Pure Oil 
case, supra, has been reversed in a recent decision. Pure Oil Co. v. Puritan Oil Co., 
127 F. 2d 6. Under the authorities, I believe that we have in this case a use of 
plaintiff’s mark in interstate commerce. 

Under the rule in Hurn, et al. v. Oursler, et al., 289 U. S. 238 [23 T.-M. Rep. 
267], plaintiff’s claim for unfair competition could be here joined with the claim of 
trade-mark infringement irrespective of diversity of citizenship or the jurisdictional 
amount. 

However, in this case, diversity of citizenship exists and the testimony establishes 
the value of $1,000,000.00 to plaintiff’s right to the exclusive use of the name 
“Adam” in connection with hats. The alleged wrong affects the value of petitioner’s 
good-will in business. Coca-Cola Co. v. Brown and Allen, 274 F. 481. 

It is my conclusion that both jurisdictional grounds, as alleged in the complaint, 
have been established. The injunction may issue as hereinbefore indicated, and the 
counterclaim of the defendants will be dismissed. 


SOCONY-VACUUM OIL COMPANY v. OIL CITY REFINERS, INC. et At. 
United States District Court, Northern District of Ohio 


February 20, 1942 


TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 

In a suit to restrain trade-mark infringement, the court will not restrict its order to the 

specific act complained of, where there was a prayer for other and general relief. 
TRADE-MARK INFRINGEMENT—WHITE VERSUS RED FLYING HorsE—Bona Fine Use or Com- 
PETITOR’S MARK IN NEw TERRITORY. 

Defendant, without knowledge of plaintiff’s prior rights in the use of a red flying horse 
as a trade-mark, began the use of a white flying horse in territory not hitherto entered 
by plaintiff. Held that defendant’s established rights in the limited territory should be 
protected, but should be strictly limited so as not to interfere unduly with plaintiff’s 
rights in its established trade-mark. 

TRADE-INFRINGEMENT—USE OF SIMILAR SYMBOL—CONFUSION OF PUBLIC. 

When, as in the present case, each party had established rights in a flying horse as a 
trade-mark, different in color from the other, neither should be expected to surrender its 
rights merely because of some confusion in the public mind. 


In equity. Action for trade-mark infringement. On exceptions to the master’s 
report. Exceptions sustained in part and overruled in part. 


Hadley F. Freeman (of Freeman, Sweet & Albrecht), Cleveland, Ohio, for plain- 
tiff. 
Albert R. Teare (of Bates, Teare & McBean), Cleveland, Ohio, for defendants. 





SOCONY-VACUUM v. OIL CITY REFINERS 


WILKIN, District Judge: 


This case was heard on exceptions to the report of the special master and on the 
application for action on the master’s report. Upon due consideration thereof and 
the numerous briefs, the court finds that said exceptions, save as hereinafter noted, 
are not well taken and are therefore overruled, and that the report of the master, save 
its recommendation, is supported by the evidence and the law, and the report as 
herein modified is approved and confirmed. 

The master recommends a permanent restraining order enjoining the use by 
defendant of any flying horse symbol. While, as stated, the master’s finding of facts 
is supported by the evidence and his conclusions are supported by the law, yet this 
court cannot accept the master’s recommendation as broadly as it is stated. Apply- 
ing the law to the facts of this case, the court feels that the defendant should be 
restrained from the use of any flying horse everywhere, as recommended, except in 
the Northern District of Ohio and that therein it should be restrained from the use 
only of a red flying horse. The plaintiff's prayer was that the defendant “be per- 
manently enjoined from using any symbol of a flying red horse.” The court is not 
prompted to restrict its order to a flying red horse merely because of that language in 
the complaint, for there is a prayer for other and general relief. The court’s view is 
based upon the fact that the plaintiff’s trade-mark was definitely a flying red horse, 
whereas the defendant had established rights in the Northern District of Ohio in the 
symbol of a flying white horse. As stated in the master’s finding of ultimate facts 
(4) : “The mark which the defendant used prior to the time when the plaintiff began 
to use it in this field was usually white.” 

In conclusion (b) the master states: 

That the defendant had made sufficient use of the mark of a flying horse prior to the 
time of the plaintiff's entry into this territory so that it had acquired a right to use this 


mark as a trade symbol at the time when the plaintiff first began to use the symbol here. 
to wit, in October, 1932. 


At that time, during the fall of 1932, the plaintiff began extensive use of a red 
flying horse in the territory. And the master found that such use was not a viola- 
tion of defendant’s rights because defendant’s use of the flying horse symbol had 
not been confined to a single horse, nor a red horse, and had been intermittent. 

In conclusion (d) the master finds that the defendant’s “disregard of public 
right and the plaintiff’s good-will and business” consisted of its ‘finally using a 
flying red horse to the exclusion of any other color,” at the time “knowing of the 
trade value which had been attached to it by the plaintiff.” This should be enjoined. 

In conclusion (c) the master says: 


The difference in color as between a red flying horse and a white flying horse would 
not be sufficient to avoid confusion in the public mind. 


That statement is no doubt true, but it is not incumbent upon the court in the 
circumstances to alleviate that confusion. The conditions which were found to 
exist prior to the defendant’s exclusive use of a red horse, were not the result of 
either party’s wrongful conduct. The plaintiff had used a red flying horse in foreign 
trade in 1916 and in 1911 had registered such symbol as a trade-mark, renewing the 
registration in 1931. (U.S. Trade-Mark 287746.) The defendant, on the other 
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hand, in 1931 and 1932, without any knowledge of the plaintiff’s prior use of a flying 
horse, had developed the use of such a symbol in northern Ohio. The evidence 
reveals, however, that with the exception of some intermittent, sporadic or occa- 
sional use of a flying horse red in color, the defendant’s symbol, for the most part, 
was a flying horse or horses of “horse-power” design and white or varied in color. 
Under the doctrine announced in the Rectanus case (248 U. S. 90) the defendant’s 
established rights in the limited territory should be protected. They should, how- 
ever, be strictly limited so as not to interfere unduly with the plaintiff’s rights in its 
established trade-mark. 
The latter part of conclusion (c) states: 


. such rights of the respective parties as existed when the conflict arose were 
not affected by the fact that the plaintiff’s use was of a red flying horse symbol, while 
that of the defendant generally was white. 


If A, having no established rights in a flying horse symbol, came into the terri- 
tory where B had well established rights in such symbol, A could not justify the 
infringement and confusion by showing merely that his was a horse of different 
color. But when, as in this case, each party had established rights in a flying horse 
different in color from the other, neither should be expected to surrender its estab- 
lished rights merely because of some confusion in the public mind. The conflict of 
interests which such confusion entails can only be avoided by agreement of parties. 
If they cannot dissolve their differences by conciliatory action, they will have to 
endure the consequences. 


It follows from what has been said that the relief prayed in the complaint should 
be granted upon the condition that the defendant’s rights to the symbol of a flying 
white horse should be respected by the plaintiff. Since there is no evidence of any 
intention on the part of the plaintiff to use a flying white horse, there is no occasion 
for any order ; but the rights of the defendant in such symbol are recognized and can 
be protected, if necessary. 

An order may be drawn in accordance with the Rules. 


SCHREIER v. SIEGEL* 
New York Supreme Court 
July 7, 1942 


UNFAIR COMPETITION—STATE VERSUS FEDERAL LAW—COoNFLICT oF Laws. 
Unless, for some reason, acts of Congress are unconstitutional, they override the laws 
of the State of New York insofar as the two are in conflict. 
UNFAIR COMPETITION—STATE Farr TRADE ACT—VERSUS FEDERAL PrIcE REGULATIONS—SUITS— 
DEFENSES. 
In an action to restrain unfair competition brought under the Fair Trade Law of New 
York (Art, 24-A, sec. 369b, General Business Laws) the fact that defendant was prevented 


* Editorial Note-—A case substantially identical on the facts but involving an alleged viola- 
tion of the New Jersey Fair Trade Act, was recently decided by Vice Chancellor Stein (Helena 
Rubenstein v. Charlene). The Chancellor held that the Emergency Price Control Act takes 
precedence over the Fair Trade Law. The full text of this decision will be published in our 
next issue. 
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by the Federal Price Control Act from complying with the said State statute held a proper 
defense, provided his non-compliance was done in good faith. 


In equity. Action to restrain unfair competition brought pursuant to the pro- 
visions of the Fair Trade Law of the State of New York (Article XXIV-A, Sec- 
tion 369-b, General Business Law), at times referred to as the Feld-Crawford Act. 
Plaintiffs seek an injunction pendente lite restraining the continuance of the prac- 


tices and violations complained of. Section 369-a permits price fixing of certain 
commodities. 


Eber, Judge: 


It is alleged in the complaint that plaintiffs operate licensed pharmacies where 
they sell at retail and that defendant is engaged in a like vocation and that the parties 
litigant are in free and open competition with each other. 

That prior to the acts complained of manufacturers, distributors and wholesalers 
of drugs, cosmetics and toilet articles bearing the trade-mark and trade-name of the 
manufacturer, distributor or owner thereof were sold in open and fair competition 
with products of the same general class produced and sold by others; that pursuant 
to Section 369 they entered into contracts with retailers in the State of New York 
which said contracts provide that said retailers would not, directly or indirectly, 
advertise, offer for sale or sell the respective products of the said manufacturers, 
distributors and wholesalers at less than the minimum prices stipulated therein by 
and between said manufacturers, wholesalers and distributors and the said retailers 
respectively ; that the defendant was notified of the existence and terms of said con- 
tracts and had knowledge thereof prior to the acts complained of and that such acts 
were committed by the defendant while said contracts were in force, and that they 
still are in force; that such wrongful acts have been committed between January 28, 
1941, and May 6, 1942, and embrace products of forty-four different manufacturers. 

The wrongdoing by defendant is not disputed, but defendant interposes as a 
defense the Emergency Price Control Act of 1942 (50 U. S. C. A. Appendix, Sec- 
tions 901, etc., Act of January 30, 1942, Chapter 26, 56 Stat. 23), identified also as 
Public Law 421, 77th Congress, Second Session. 

It is provided by Section 205 (d) of said act as follows: 

In any suit or action wherein a party relies for ground of relief or defense upon this Act, 
or any regulation order, price schedule, requirement, or agreement, thereunder, the court 


having jurisdiction of such suit or action shall certify such fact to the Administrator. 
The Administrator may intervene in any such suit or action. 


On June 24, 1942, this court issued its certificate in conformity with this provi- 
sion and was advised by notice dated July 1, 1942, that the Price Administrator had 
received said certificate and did not intend at the present time to intervene. 

The Emergency Price Control Act is an act passed to further the national defense 
and security by checking speculative and excessive price rises, price dislocations and 
inflationary tendencies, and for other purposes. The bill does not of itself fix any 
prices, but gives to a Price Administrator power to establish ceilings on prices (see 
U. S. Cong. Serv. No. 1 [1942], page 80, re Congressional Comments). 

The defendant, in addition to interposing this enactment in opposition also relies 
on General Maximum Price Regulation Bulletin No. 1, issued by the Price Admin- 
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istrator on April 28, 1942, and effective May 11, 1942, which combined, it is 
asserted, enjoins retailers from selling merchandise at a price higher than that 
obtained by said retailer in the month of March, 1942. In his brief defendant’s coun- 
sel says: 


The defendant admits selling at prices lower than the prices established by the Fair 
Trade Regulations. 


Section 4 (a) of the Price Control Act, entitled “Prohibitions,” so far as here 
germane, provides: 


It shall be unlawful, regardless of any contract, agreement, lease, or other obligation 
heretofore or hereafter entered into, for any person to sell or deliver any commodity, or in 
the course of trade or business to buy or receive any commodity . .. . or otherwise to do 
or omit to do any act, in violation of any regulation or order under section 2, or of any 
price schedule effective in accordance with the provisions of section 206, or of any regula- 
tion, order, or requirement under section 202 (b) or section 205 (f), or to offer, solicit, 
attempt, or agree to do any of the foregoing. 


Section 205 (d) provides: 


No person shall be held liable for damages or penalties in any federal, state, or territorial 
court, on any grounds for or in respect of anything done or omitted to be done in good 
faith pursuant to any provision of this act or any regulation, order, price schedule, 
requirement, or agreement thereunder, or under any price schedule of the Administrator 
of the Office of Price Administration and Civilian Supply, notwithstanding that subse- 
quently such provision, regulation, order, price schedule, requirement, or agreement may 
be modified, rescinded or determined to be invalid. 


Section 305 provides: 


No provision of law in force on the date of enactment of this act shall be construed to 
authorize any action inconsistent with the provisions and purposes of this act. 


Under the terms of the General Maximum Price Regulation issued by the Office 
of Price Administration on April 18, 1942, which became effective as to retail trans- 
actions on May 18, 1942, the highest prices charged for a commodity during the 
month of March by any vendor were established as the maximum or “ceiling” 
prices at which such commodities could thereafter be sold by such seller. From this 
the defendant advances the premise that he is now placed in the position of being 
unable to comply with the state law, as his compliance therewith would force him.to 
violate the federal enactment and commit a felony under Section 205 (b) of the Act. 
He therefore advances the contention that an order by the Office of Price Adminis- 
tration supersedes all state laws as well as any private contractual relationship 
between any citizens or state and citizen within the boundaries of the United States. 

The defendant’s position is also that the two acts conflict in fundamental respects, 
that the federal Act is the reverse of the state statute, as it prohibits rises above a 
certain level and the state Act is designed and intended to prevent prices from drop- 
ping below a certain stipulated figure. 

On the question of conflict it admits of no doubt that the authority of the federal 
government is supreme, and with respect to matters of which it has cognizance per- 
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force authority conferred by the Constitution there can be no conflict of authority 
between a state law and a law of the United States, the former being ever and always 
inferior and subordinate to the latter; and this is so also where the field is one of 
concurrent power ; in such a case the state may legislate until such time as the federal 
authority may assert itself through an Act of Congress. 

Thus, in Cummings v. Chicago (188 U. S. 410, 428), the court expounded this 
principle in the following language: 


If the power of the state and that of the federal government come in conflict, the latter 
must control and the former yield. This necessarily follows from the position given by 
the constitution to legislation in pursuance of it, as the supreme law of the land. 


And in Florida v. Mellon (273 U.S. 12, 17) the court declared: 


If the act interferes with the exercise by the state of its full powers of taxation or has 
the effect of removing property from its reach which otherwise would be within it, that is 
a contingency which affords no ground for judicial relief. The act is a law of the United 
States made in pursuance of the Constitution and therefore, the supreme law of the land, 
the constitution or laws of the state to the contrary notwithstanding. Whenever the con- 


stitutional powers of the federal government and those of the state come into conflict, 
the latter must yield. 


In Miller v. Kaliwerke Ascherleben A.G. (283 Fed. 746, C. C. A. 2), a case 
involving a conflict between the New York Personal Property Law (Section 174) 
and the Trading With the Enemy Act, in relation to the issuance to the Alien Prop- 
erty Custodian of new certificates of stock for those lost or destroyed, without the 
necessity of his complying with the provisions of the state law, the court said: 


.... Unless for some reason these acts of Congress are unconstitutional they override 
the law of the state of New York in so far as the two are in conflict. 


In view of these pronouncements, it is manifest that the federal statute is 
dominant. Conceding this to be so, does it, in consequence, bar the right of plain- 
tiffs to the relief sought under the state act, or may such redress nonetheless be 
granted? I am of the opinion that such action may nevertheless be maintained, but 
I think it should be said, in general, that the extent and application of these statutes 
—state and federal—cannot be governed by a precise or exact formula, and that 
each case must be determined upon its own particular facts and circumstances. 

In so far as the acts complained of are concerned, they were all committed prior 
to the effective date of the federal order; the last instance of wrongdoing set forth 
occurred on May 6, 1942; the effective date of the General Price Regulation as estab- 
lished by the order is May 18, 1942. The statute may be retroactive, though it is 
not necessary to pass upon that point at this time. However, it is clear that the 
regulation alluded to is not retroactive, for it provides (Section 23) : 


(a) The provisions of this General Maximum Price Regulation .. . . shall not apply to 
establishments selling at retail until May 18, 1942.... 


As to the application and effect of Section 205(d), its purpose was and is to 
protect those who in good faith abide by the statute and regulations promulgated 
under and in pursuance of its authority, to protect those conforming thereto from 
civil or penal punishment, whereby those complying with the federal statute and 





440 THIRTY-TWO TRADE-MARK REPORTER 


regulations might, as a result, offend state laws; here the supreme sovereign inter- 
venes and surrounds good faith compliance with immunity and protection, recogniz- 
ing the anomalous situation thus created and the peril to which such person is sub- 
jected by his allegiance to the federal law and regulations. 

The defendant’s contention appears to be that the enactment of this federal act 
has, during its operative period, rendered wholly impotent the state Fair Trade Law 
and violations thereof may be indulged and that they cannot be made the basis of an 
action for redress in the state courts; that the effect of the federal enactment is the 
abrogation of the state law. I am not able to subscribe to this view. 

Section 205 (d) is a statute of exemption and immunity, it is true, but it is not 
unconditional and absolute; rather it is conditional; the statute is of a defensory 
character, and its exemptions and immunities are expressly conditioned on good 
faith adherence to and compliance with the statute and with any regulation, order, 
price schedule or requirement thereunder. 

If, for example, the Price Administrator established a maximum price ceiling 
for retailers which was below minimum price levels for resale as fixed by agreement 
and as affected by a state unfair sales act, and therefore, ordinarily, in violation of 
the state act, and the retailer sold at a higher price than the maximum established 
by the Price Administrator, yet below the minimum resale price level as fixed by the 
agreement, such retailer could not successfully invoke the federal statute as a pro- 
tection and defense to a suit brought against him for violation of the state Fair Trade 
Law, as the federal statute is only applicable “in respect of anything done or omitted 
to be done in good faith, pursuant to any provision of this Act, or any regulation, 
order,” etc., under it. While this is but a single illustration, others come to mind. 

Therefore this federal statute does not prohibit or bar a suit brought pursuant 
to the state Fair Trade Law even though the maximum resale price established by 
the Price Administrator conflicts with the minimum retail resale price as fixed by 
the stipulation of the parties and as affected by the state Fair Trade Law, in the 
absence of a showing by the party complained against that the act of deviation from 
the state law was occasioned and necessitated by good faith compliance with the 
federal law as the paramount authority to which obedience was surrendered. 

Thus, when suit is brought under the provisions of the state Fair Trade Law, 
the accused may defend and by way of exoneration urge that his conduct was com- 
pelled by the edict of the Price Administrator to which he yielded, and that in con- 
sequence he is entitled to the protection afforded by Section 205 (d). He may not, 
however, rest solely on the plea of the existence of the federal statute and stop there ; 
he must, in order to avail himself of its protection, go further, and in addition prove 
his good faith compliance with its provisions and requirements. “Good faith’ is 
generally a question of fact and where such a defense is interposed to the state court 
suit, and it is established to the satisfaction of such tribunal that the defense of good 
faith compliance with the fiat of the Price Administrator is founded in truth, the 
protection of the statute will be held to be a complete bar to any right to recover 
against such retailer, either under civil or criminal law. 

The plaintiff advances the contention that the defendant could have avoided the 
dilemma which he now claims will attend his compliance with this court’s decree if 
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any injunction is granted restraining him from selling below the minimum resale 
prices fixed by the price schedules under the agreements, by making application as 
provided in Section 18 (a) of the Regulations to be relieved of the hardship thus 
visited upon him by the maximum price established by the Price Administrator, and 
that he had ample time to seek permission of the O. P. A. to adjust his prices to the 


prevailing minimum resale price levels. In the O. P. A. release of May 22, 1942, it 
is stated that 


Where a retailer is “frozen” at a maximum price which forces him to sell below the 
minimum price set in a fair trade agreement that was in effect in March, he may apply 
under Section 18 (a) of the Regulation for an adjustment of his ceiling on the ground that 
it is abnormally low in relation to the maximum prices of the same or similar commodities 
established .. . . for other sellers at retail. 


And it is contended by plaintiffs that it was the defendant’s duty, in the cir- 
cumstances, to make such application and obtain such price adjustment to avoid 
violation of the State Fair Trade Law; that where the restraint may be removed 
upon application it is obligatory to seek it, and Brown v. J. P. Morgan & Co., Inc. 
(177 Misc. 626, 31 N. Y. Supp. [2d], 323, and 177 Misc. 763, 31 N. Y. Supp. [2d] 
815) is relied on in support of this claim. 

I do not think that case is properly applicable here; the instant case involves the 
application and effect of this particular defensory statute which is available in a 
proper case, whether application for price adjustment is made under Regulation Sec- 
tion 18 (a) or not, a feature not present in the Brown case, and the situations are 
not truly comparable in that regard. 

On the fundamental question as to whether such a suit as this is maintainable in 
view of the enactment of this federal law, and particularly Section 205 (d), it is my 
view that it is maintainable, subject to the defense authorized therein, and it is my 
belief that this construction is not inconsistent with the provisions and purposes of 
the said Act. 

Holding, as I do, that this action is maintainable, and that this court has the 
power to grant the relief sought, the point now to be determined is whether upon the 
facts presented a case has been made out warranting the issuance of an injunction 
tendente lite. I do not think it has been. All of the violations complained of 
occurred prior to the effective date of the administrator’s price fixing, or price 
“freezing” order, which, as stated, became effective as to retail transactions on May 
18, 1942. 

Under the terms of the mentioned General Maximum Price Regulation issued 
by the O. P. A., the highest prices charged for a commodity during the month of 
March by any seller were established as the maximum or ceiling prices at which such 
commodities could thereafter be sold by such seller. It is not shown by the moving 
papers that since May 18, 1942, the defendant is selling at prices other than those 
established by the order made in that respect by the Price Administrator, and in the 
absence thereof the drastic remedy sought cannot be awarded prior to trial. 

Accordingly, the motion is denied. Settle order. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
“Appealing” and “Eye-Appeal” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences (1) sustaining the opposition of Wurm Brothers Company, to the 
application of Swift and Company, for registration of the notation “Eye-Appeal” 
as a trade-mark. for goods described in the application as “pork loins,” and (2) 
adjudging applicant “‘not entitled to the registration for which it has made applica- 
tion.” The Examiner sustained the opposition on the ground that applicant’s mark 
is confusingly similar to opposer’s trade-mark “Appealing,” registered for “canned 
fruits, canned vegetables, canned fish and shellfish, and catsup.” In explanation of 
his ruling, the Examiner said: 


Both marks cover variations of the dominant term “appeal,” and though the signifi- 
cance of the mark sought to be registered is limited to the visual sense, it is nevertheless, 
within the broader scope of the significance of the notation “Appealing” covering all of the 
senses. Considering the marks as a whole, the Examiner is persuaded that there is at 
least reasonable doubt on the question of likelihood of confusion. The practice requires 
such doubt to be resolved against the newcomer. 


Before the First Assistant Commissioner applicant argued that the goods of 
the parties are of different descriptive properties. In support of this argument 
applicant pointed out that such products as opposer’s canned goods “are commonly 
displayed on the shelves of grocery stores and sold retail to household consumers,” 
and, with respect to its own merchandise, had the following to say: 


The applicant’s product is a wholesale item. The pork poins weigh eight to fifteen 
pounds each and six to eight are packed in separate wholesale cartons or boxes which 
weigh about 70-80 pounds each when filled. No marking is applied directly to the loins. 
The trade-mark is applied to the outside of each large carton by stamping or stencilling. 
The product is sold wholesale to jobbers or institutions. The product is removed from 
the wholesale cartons and thereafter the individual loins are cut up for retail sale. More- 
over, applicant’s product is perishable, kept under refrigeration and is not found on the 
shelves of grocery stores. 


The First Assistant Commissioner noted that none of the facts asserted by the 
applicant were in evidence and that the application did not contain any 


restrictions as to the size or type of container, the class of purchasers to be reached, 
or the manner of sale, 


citing General Foods Corporation v. Casein Company of America, Inc., 27 C. C. 
P. A. 797, 108 Fed. (2d) 261 [30 T.-M. Rep. 48]. He held that such matters 
might not properly be considered in determining the issues presented. He said: 


Broadly speaking, applicant’s goods and at least a part of those for which opposer’s 
mark is registered possess the same descriptive properties; and I am constrained to agree 
with the Examiner that the two marks involved bear at least sufficient resemblance to 
create a reasonable doubt on the question of confusion in their use. 
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The First Assistant Commissioner found another reason why applicant’s mark 
as presented must be refused registration. He stated: 


Opposer pleaded a composite trade-mark which is dominated by the word “Appeal,” 
and is registered for “canned bonita and canned yellowtail.” Because opposer failed to 
prove ownership of the registration, it was disregarded by the Examiner. Manifestly. 
there is confusing similarity between this mark and applicant’s mark, and as the regis- 
tration was of record it should have been considered by the Examiner. As pointed out 
by the Court of Customs and Patent Appeals in Dubonnet Wine Corporation v. Ben 
Burk, Inc., 28 C. C. P. A. 1298, 121 Fed. (2d) 508 [31 T.-M. Rep. 230]: 


“The determination of the right of the applicant to register its mark is not to be limited 
to the issues raised by the notice of opposition.” 


“Colixir” and “Glicolixir” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of E. R. Squibb & Sons, to the application of 
O. A. Battista, for registration of the notation “Colixir” as a trade-mark for “a 
prophylactic and remedial preparation for treating colds.” Applicant claimed use 
since February 10, 1940. Opposer relied upon its ownership of the trade-marks 
“Glicolixir” and “Glycolixir,” registered November 30, 1937, and May 24, 1938, 
respectively, for “nutritive, stimulant, and roborant tonics.” 

As stated by the First Assistant Commissioner, the questions presented for 
determination were whether the goods specified possess the same descriptive 
properties and, if so, whether applicant’s mark and the mark of opposer are so 
nearly similar as to be likely to confuse the public or deceive purchasers. In regard 
to the first question, the First Assistant Commissioner stated : 


The case was submitted on stipulated facts, from which it appears that opposer’s 
product is “intended for oral administration in the management of fatigability of unde- 
termined cause, fatigue and exhaustion resulting from low-caloric reducing diets, 
underweight and weight loss, and nervousness associated therewith ;” and that applicant’s 
goods “are a liquid intended for topical application for the relief of congestion of the 
mucous membrane of the nose and throat to be used by dropping into the nose with a 
medicine dropper, or in the form of a spray; and is also applied by inhaling the vapor 
with the aid of a simple applicator that is incorporated in the Bakelite stopper sold with 
every bottle.” Chiefly because these two medicines are differently applied, and are intended 
for the treatment of different conditions, applicant argues that they do not have the same 
descriptive properties. In my opinion the argument is clearly untenable. A tonic and a 
cold remedy are not identical, of course; but it is a matter of common knowledge that 
both are sold in the same stores, to the same class of purchasers, and are often used in 
self-medication for the relief of simple ailments. Moreover, they are items that may rea- 
sonably be assumed by the public to emanate from the same source. 


With respect to the question of confusing similarity, the First Assistant Com- 
missioner had the following to say: 


As applied to such goods, I agree with the Examiner of Interferences that the marks 


here involved are too nearly alike to be concurrently used without likelihood of con- 


1. Wurm Brothers Company v. Swift and Company, Opp’n No. 20,590, 163 M. D. 971, 
June 2, 1942. 
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fusion. It seems to me highly probable that one familiar with opposer’s “Glicolixir” or 
“Glycolixir” tonic may be induced to purchase applicant’s “Colixir” cold remedy, 
believing it to be another of opposer’s products.” 


“Byron” and “Bry Ann” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby sustained the opposition of Hat Corporation of America to 
the application of Bry Block Mercantile Corp., for registration of the notation 
“Bry Ann” as a trade-mark for various articles of wearing apparel, including 
women’s hats, dresses and coats. The opposer relied upon its ownership of a 
mark previously registered under the Act of February 20, 1905, for the same goods. 
As stated by the First Assistant Commissioner, this mark is a composite one, having 
as its only word feature the name “Byron.” 

The Examiner of Trade-Mark Interferences dismissed the opposition without 
expressly passing on the question of probable confusion, on the theory that the 
name “Byron” is not susceptible of exclusive ownership. In his decision the 
Examiner said: 


In order that registration No. 270,065 may be regarded as a valid one in view of the 
name clause of Section 5, this surname “Byron” must be distinctively displayed. To be 
so displayed the other features associated therewith must be regarded as dominating this 
mark when considered as a whole. . . . More specifically, it is believed that the opposer 
is here estopped to contend that the surname “Byron” is the dominant feature of the mark 


disclosed in its registration. To so contend would involve an assertion that this registra- 
tion is not a valid one. 


In disagreeing with the reasoning of the Examiner, the First Assistant Commis- 
sioner stated : 


The registration is prima facie evidence of opposer’s ownership of the mark as regis- 
tered, and as registered the mark is clearly dominated by the name “Byron.” In my opinion 
the resemblance between that name and applicant’s mark “Bry Ann,” is sufficiently close to 


render the two marks confusingly similar as applied to identical merchandise of the 
character here involved.® 


“Kold Kup” and “Kol-Pop” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Wyler & Company, to the application of 
Superior Macaroni Co., for registration of a trade-mark for “a powder base for 
making nonalcoholic beverages.” The mark sought to be registered was the notation 
“Kol-Pop” in association with a design. The mark relied upon by opposer was the 
notation ““Kold Kup,” likewise in association with a design, registered for the same 
merchandise. The only question for determination was whether these marks are 
so nearly similar as to be likely to be confused. 


2. E. R. Squibb & Sons v. O. A. Battista, Opp’n No. 20,209, 163 M. D. 972, June 2, 1942. 
3. Hat Corporation of America v. Bry Block Mercantile Corp., Opp’n No. 20,722, 163 
M. D. 976, June 9, 1942. 
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In deciding this question in the affirmative, the First Assistant Commissioner 
stated : 


By reason of their design features the two marks differ considerably in appearance. 
The goods to which they are applied, however, would necessarily be known and called 
for as “Kold Kup” and “Kol-Pop,” respectively; and it is my opinion that these two 
expressions are so nearly alike in sound as to render the marks as a whole confusingly 
similar when used on identical merchandise of the character here involved.* 


“Kol-Pop” and “Kool-Aid” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Perkins Products Company, to the application 
of Superior Macaroni Co., for registration of a trade-mark for ‘‘a powder base for 
making non-alcoholic beverages.” 

In his decision the First Assistant Commissioner said : 


Applicant’s mark is essentially the notation “Kol-Pop,” the word “Pop” being dis- 
claimed. Opposer relies upon its ownership of the marks “Kool-Ade” and “Kool-Aid,” 
both previously registered for merchandise substantially identical with that described in 
the application. In opposer’s marks, as in the mark of applicant, the letters are partially 
covered with a simulation of frost, which enhances their similarity in appearance. Pop 
and ade are both beverages, and as used in the marks “Kol” and “Kool” have the same 
significance. 

Because of their similarity in appearance and in meaning, I am constrained to agree 
with the Examiner of Interferences that the concurrent use of these marks on identical 
merchandise of the character here involved would be reasonably likely to cause confusion.® 


“D. D.” and “D. D. S.” 


Van ArspDALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Bristol-Myers Company, to the applica- 
tion of Ohio Brush Co., Cincinnati, Ohio, for registration of a mark for tooth 
brushes, the mark consisting of the capital letters “D. D. S.” written in script above 
the words “Tooth Brush,” and within a square border. Opposer pleaded two 
registrations of marks for tooth brushes in its notice of opposition. In regard to 


these registered marks and to a mark in use by opposer, the Assistant Commissioner 
stated : 


One of these registrations, No. 340,378, is of a mark which consists of the letters 
“D D” in outline block form with the words “Double Duty” in smaller, single line capital 
letter superimposed thereon. The other registration, No. 371,632, consists merely of the 
capital letters “D. D.” in outline block form. 

In addition to these registrations opposer since August 30, 1938, sold tooth brushes 
bearing the letters “D. D.,” as shown in registration No. 371,632, and also the words 
“Double Duty” appearing on a separate line beneath the letters “D. D.,” and the words 
“Double Duty” were no longer superimposed on the letters. 


4. Wyler & Company v. Superior Macaroni Co., Opp’n No. 20,431, 163 M. D. 979, June 
19, 1942. 


5. Perkins Products Company v. Superior Maccaroni Co., Opp’n No. 20,398, 163 M. D. 
987, June 19, 1942. 
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Before the Assistant Commissioner the applicant contended that the marking 
comprising the letters “D. D.” with the words “Double Duty” under them is in 
effect use of the mark of registration No. 340,378, but is not use of the “D. D.” 
mark of registration No. 371,632, and such nonuse of the “D. D.” mark establishes 
its abandonment. However, the Assistant Commissioner concluded that the 
presence of the words “Double Duty” under the letters “D. D.” does not detract 
from the trade-mark significance of the mark “D. D.” in its own right and that no 
abandonment of the mark “D. D.” had been established, but rather use of this mark 
had been shown. 


On the question of confusing similarity between the marks of applicant and 
opposer, the Assistant Commissioner had the following to say: 


It may be, as suggested by applicant, that when the letters “D. D.” are seen in asso- 
ciation with the words “Double Duty,” the letters would be taken to signify double duty 
and thus to mean or suggest that the tooth brushes have a two-fold use, and also that 
the letters “D. D. S.” would be recognized as the initials of the title of “Doctor of Dental 
Surgery” and thus to suggest or to mean that the tooth brushes are recommended by 
dentists. 

However, the close similarity in sound and in appearance of the marks “D. D.” and 
“D. D. S.” is obvious and in my opinion, considering the nature of the goods, the simi- 
larities between the marks are such that their concurrent use on the identical goods would 
be likely to cause confusion and mistake on the part of purchasers and to deceive the 
public notwithstanding the suggested possible difference in the significance of the marks. 

Similarly, it seems to me the letters “D D” are so prominent in the mark of registra- 
tion No. 340,378 that, considering applicant’s mark with respect to the mark of this regis- 
tration which shows the words “Double Duty” superimposed on the letters “D D,” the 
marks are confusingly similar despite the presence of the superimposed words “Double 
Duty.” 

Applicant’s assertion that opposer’s mark is merely descriptive of the goods is dis- 
regarded because that is an attack on the validity of the registration of the mark and may 
not properly be considered in an opposition proceeding.® 


“Diamond” and “Diamond” plus design of diamond 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Cherry-Burrell Corporation, of the word “Diamond” as a 
trade-mark for “a nickel alloy and castings made of the same.” 

In his decision the First Assistant Commissioner said: 


The application was rejected in view of a prior registration, for “nonferrous casting 
alloy,” of the same word “Diamond” in association with a diamond-shaped design bearing 
a monogram. Applicant’s nickel alloy is, of course, a nonferrous casting alloy, and is thus 
embraced within the description of goods set forth in the registration. To that extent the 
goods of the application and those of the reference must be regarded as identical, and I 
think the marks are too nearly so to be concurrently used without a reasonable likelihood 
of resulting confusion.” 


6. Bristol-Myers Company v. Ohio Brush Co. Cinn., Ohio, Opp’n No. 20,069, 163 M. D. 
984, June 23, 1942. 


7. Ex parte Cherry-Burrell Corporation, Ser. No. 413,537, 163 M. D. 985, June 25, 1942. 
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DECISIONS OF COMMISSIONER OF PATENTS 


Color: Orange blotches and red spots 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of The. Philadelphia and Reading Coal and Iron 
Company to the application of Reliable Coal & Mining Co., for registration of a 
trade-mark for coal. That trade-mark is described in the application as follows: 


The trade-mark consists of occasional orange blotches appearing throughout the coal in 
the bulk or mass, contrasting with the natural color of the coal. ... 

The trade-mark is applied or affixed to the goods by painting, spraying, or sprinkling 
the coloring material, or by otherwise applying same to portions of the surfaces of some of 
the lumps of coal in divers other ways. 


Applicant claimed use since May 15, 1939. Opposer is owner of a registration 
for the same goods, issued September 28, 1937, in which the registered mark is 
described as follows: 


The trade-mark consists of spots of red color applied indiscriminately to the surface 
of the coal. 


The trade-mark is applied or affixed to the goods by spraying the mark thereon. 


In agreeing with the Examiner and sustaining the opposition, the First Assistant 
Commissioner stated : 


Blotch and spot are synonymous terms. Webster’s New International Dictionary 
defines the word blotch as “a blot or spot,” and the word spot as “a blot.” As described 
in the application, and in opposer’s registration, the marks of the parties are thus identical 
except as to color; and in actual use this would necessarily be true. Applicant’s orange 
coloring material sprayed upon coal to make blotches, and opposer’s red coloring material 
sprayed upon coal to make spots, would inevitably assume closely similar designs, regard- 
less of description. 

I think this case is concluded by A. Leschen & Sons Rope Co. v. The American Steel 
& Wire Co., 19 C.C. P. A. 851, 55 Fed. (2d) 455 [22 T.-M. Rep. 50], cited and relied upon 
by the Examiner. The Court of Customs and Patent Appeals there said: 

“The weight of authority is to the effect that a mark is not registrable if color alone 
is its distinguishing characteristic. . . . It seems clear that before one trade-mark can be 
registered over the opposition of the owner of another for use on goods of the same 
descriptive properties, the applicant’s mark must show dissimilarity other than color.” 

Moreover, the colors red and orange, seen from a distance or in the dim light of an 
average coal bin, do not differ greatly in appearance; and I am convinced that one may 
frequently be mistaken for the other by the casual observer. The two colors are, of 
course, readily distinguishable upon inspection; but I doubt that domestic consumers 
generally would consider the matter of sufficient importance to warrant scrutiny. Having 
ordered opposer’s red spot coal, they would, I think, be quite likely to accept applicant’s 
orange blotch coal without suspecting the substitution.* 


“Tang-Hi” and “Nehi” 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Nehi Corporation, to the application of 


8. The Philadelphia and Reading Coal and Iron Company v. Reliable Coal & Mining Co., 
Opp’n No. 20,516, 163 M. D. 987, June 25, 1942. 
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Waukesha Tang-Hi Company, for registration of the notation “Tang-Hi” as a 
trade-mark for nonalcoholic beverages. 

Opposer asserted ownership of a registration of the mark “Nehi” for sub- 
stantially identical goods. As stated by the Assistant Commissioner, the sole issue 
related to the question of confusing similarity of the marks when applied to the 


goods stated. Upon this question the Assistant Commissioner had the following 
to say: 


The goods are inexpensive and are purchased by the public generally for consumption 
and usually without a great deal of discrimination and care as to the precise appearance 
of the trade-mark applied thereto or as to how the trade-mark sounds when spoken. 

The marks, of course, must be compared in their entireties, and it is noted, as applicant 
points out, the mark “Tang-Hi” carries the significance that the drink has a high tang, 
and that opposer’s mark “Nehi” has no such significance. This deserves consideration. 
However, there seems to me to be so much similarity in the appearance of the marks and in 
the way they sound when spoken that in my opinion there is considerable likelihood that 
confusion and deception of the public and of purchasers would result from their concurrent 
use on the substantially identical goods involved; at least there is ample doubt on this 
score to require the doubt to be resolved against applicant who did not begin using the 


mark of the application until fourteen years after opposer’s registration here relied on 
issued.® 


Consent to Register 


Signature of corporate officer required 


Frazer, F. A. C.: Denied a petition brought by The Dobeckmun Company. 
As stated by the First Assistant Commissioner, that company applied for registration 
of the word “‘Plasticolor” as a trade-mark for “cover paper comprised of transparent 
sheeting laminated to paper.” The Examiner of Trade-Marks rejected the applica- 
tion in view of the prior registration to Riegel Paper Corporation of a somewhat 
similar mark for related merchandise. Thereupon, applicant submitted a letter 
from Riegel Paper Corporation, signed by its advertising manager, stating 


that we would have no objection to your using the name “Plasti-Color” on your new 
laminated cover. 


The Examiner refused to accept this letter as “a consent to register,” and a 
second letter was submitted in which Riegel Paper Corporation’s advertising 
manager advised applicant that 


you have our permission to enter the word “Plasticolor” as a trade-mark and we have no 
objection whatsoever to your use of this name. 


The Examiner found this second letter objectionable because it was not signed 
by an officer of the corporation and because it used the words “permission to enter” 
instead of “consent to register.” The Examiner required a new letter of consent so 
signed and worded. 


9. Nehi Corporation v. Waukesha Tang-Hi Company, Opp’n No. 19,968, 163 M. D. 988, 
June 29, 1942. 
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With respect to the petition by the Dobeckmun Company, the First Assistant 
Commissioner stated : 


Instead of doing the simple and obvious thing of complying with the Examiner’s 
requirement, applicant petitions that the Examiner be instructed to accept the consent as 
filed. Applicant argues that the words “enter” and “register” are synonymous in meaning, 
and that “it would certainly appear that no agent of the registrant corporation would 
have more authority to determine for the corporation the markets in which its trade- 
marked goods would be sold and whether there would be any likelihood of confusion 
between its trade-mark and applicant’s trade-mark.” Quoting further from the brief: 

It is admitted that in many instances, an advertising manager may not have authority 
to act and bind his corporate principal, but it is submitted there is no particular magic in 
the signature of a corporation’s officer. The test of the binding nature of a corporation’s 
agent’s act is not determined by the status of the agent, t.¢., whether the agent is an elected 
officer or an appointed department manager, but by whether or not the act was done within 
the scope of the agent’s apparent authority. 

I am constrained to agree with the Examiner that in so far as the record discloses the 
advertising manager of Riegel Paper Corporation has no authority to “sign away its 
rights,” and I think the Examiner acted wisely in requiring the signature of an officer of 
the corporation. As to the words “enter” and “register,” it is true that in one sense they 
do have the same meaning. But the law recognizes no such thing as entering trade-marks ; 
it provides for their registration. 


If Riegel Paper Corporation is willing to consent to the registration of applicant’s 


mark, no reason is made to appear why it should not say so, officially, and in appropriate 
language.?° 


Corporate Names 


“Waldgreen” not identical with “Walgreen” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby dismissed the opposition of Charles R. Walgreen, Jr., to the 
application of Greenwald Hosiery Co., Inc., for registration of the word “Wald- 
green” as a trade-mark for various items of wearing apparel. 

This opposition proceeding was originally instituted by said Charles R. Wal- 
green, Jr., and Walgreen Co., jointly; the notice of opposition alleging the appro- 
piiation by applicant of the surname and the corporate name of the respective 
opposers. Applicant moved to dismiss on the ground of misjoinder of parties. 
The Examiner of Trade-Mark Interferences denied the motion to dismiss but re- 
quired the opposers “to make an election as to which. . . . will continue to further 
contest this proceeding.” The election was made and the proceeding was in effect 
dismissed as to Walgreen Co. 

Before the First Assistant Commissioner both parties complained of the 
procedure adopted by the Examiner of Trade-Mark Interferences. The First 
Assistant Commissioner stated that opposer might not be heard to do so because he 
acquiesced. He said that applicant’s argument in that regard need not be considered 
because, as presented, the opposition must be dismissed. 


10: Ex parte The Dobeckmun Company, Ser. No. 438,614, 163 M. D. 955, May 13, 1942. 
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In dismissing the opposition, the First Assistant Commissioner stated : 


There is here no question of confusion in trade. The only question is whether or not 
“Waldgreen” is opposer’s name, and so forbidden registration by the proviso of Section 
5 of the Act of February 20, 1905, “that no mark which consists merely in the name of an 
individual . .. . shall be registered.” If so, the statutory bar to registration is absolute, 
and opposer need not prove that he would be damaged thereby; but otherwise I think such 
proof is necessary, and I find none in the record. 

Manifestly, the two words “Walgreen” and “Waldgreen” are very similar, but they 
are not identical; and it will be observed that the quoted proviso of the statute makes no 
reference to marks that resemble the name of an individual. Registration is prohibited only 
where the mark “consists merely” in such a name. “Waldgreen” is not opposer’s name; 
nor does it have any significance, so far as I am aware, as a surname or otherwise.” 


Descriptive Terms 


“Flekdye” for yarn. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the provisions of the Act of February 20, 1905, to 
Harry C. Wolfenden, of the notation “Flekdye” as a trade-mark for yarn. The 
Examiner refused registration on the ground that the mark is descriptive of the 
goods, being a phonetic misspelling of the words “Fleck Dye.” In his decision 
the First Assistant Commissioner said : 


It is argued in the brief that “because it is not descriptive of any part or characteristic 
of thread or yarn,” the mark should be registered upon authority of Jn re Irving Drew Co., 
54 App. D. C. 310, 297 Fed. 889 [14 T.-M. Rep. 225], where the Court of Appeals of the 
District of Columbia held the expression “Arch Rest” to be non-descriptive of boots, shoes, 
and slippers, and permitted its registration as a trade-mark for such goods, because, as 
stated in the opinion, there is “no part of boots, shoes, or slippers which is commonly 
known as the arch rest, and from that it follows that “arch rest” cannot be considered 
as descriptive of such articles.” The doctrine of that case is, however, contrary to the 
weight of authority, and was in effect repudiated by the same court in the much later case 
of Kay & Ess Co. v. Coe, 68 App. D. C. 3, 92 Fed. (2d) 552. Moreover, the reasoning 
of the Drew case is not particularly applicable here. The statute prohibits the registration 
of marks “which are descripitve of the goods with which they are used, or of the character 
or quality of such goods.” And the manner in which a yarn is dyed certainly pertains to 
the character or quality of the yarn. 


The applicant pointed to other marks that have been registered, which he 
asserted to be no less descriptive than the one upon which the Examiner refused 
registration, and he also cited his own registration of the same mark for other 
goods. With reference to said registration the First Assistant Commissioner said: 


The propriety of these prior registrations is not before me for determination, nor do 
they have any bearing upon the instant application. The fact, if it be a fact, that involved 


registrations have previously been issued, affords no warrant for the addition of one more 
to their number.!” 


11. Charles R. Walgreen, Jr. v. Greenwald Hosiery Co., Inc., Opp’n No. 19,888, 163 M. D. 
965, May 27, 1942. 


12. Ex parte Harry C. Wolfenden, Ser. No. 420,838, 163 M. D. 933, April 30, 1942. 
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“Golden Whip” for a yellow food ingredient 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration, under the Act of 1905, to Whitson Products Co., Inc., of the 
alleged trade-mark “Golden Whip,” for goods described in the application as 


a preparation made of egg yolks and modified milk proteins for improving the texture and 
freezing qualities of frozen confections. 


The Examiner refused registration on the ground that the mark is descriptive 
of the goods. In agreeing with the Examiner, the First Assistant Commissioner 
said : 

Applicant’s product is a finely powdered substance of a light yellow color. Accord- 
ing to applicant’s counsel, it is now sold only to ice cream manufacturers, who add it “to 
the mix which is made in the manufacture of frozen confections ;” but no claim is made that 
it is not suitable for use in the kitchen, and for other purposes than that specified. 

Webster’s New International Dictionary defines the word “golden” as “having the 
color of gold;” and according to the same authority, “whip” means “a dish made by 
whipping cream, eggs, etc.” The word “golden” thus fairly describes the appearance of 
applicant’s product, and the word “whip” is descriptive of its “character or quality.” In re 
General Permanent Wave Corporation, 28 C. C. P. A. 1099, 118 Fed. (2d) 1020 [31 
T.-M. Rep. 310]. 


Disclaimer 
“Western” in “Western Holly” 


Van ArSDALE, A. C.: Remanded to the Examiner of Trade-Marks the applica- 
tion of Western Stove Co., Inc., for registration of the mark “Western Holly” for 
gas and electric space heaters and cooking ranges and air conditioners and evapora- 
tive coolers employing electric fans working in conjunction with either evaporative 
water-cooling systems or electric refrigeration systems. 

The Examiner had refused registration in view of a prior registration of a mark 
consisting of the words “The Western” printed in peculiarly formed letters for 
furnaces using wood, coal, or oil. Before the Assistant Commissioner the applicant 
maintained that the word “Western” is merely an abstract geographical term and 
therefore the word “Holly” in applicant’s mark is the dominating feature thereof, 
and is so dominant in applicant’s mark and is so different from the mark of the cited 
registration that there is no confusing similarity between the marks “Western Holly” 
and “The Western,” particularly if applicant disclaimed the word “Western” of his 
mark, as applicant offered to do. 

The Assistant Commissioner agreed with the applicant that the word “Western,” 
as used in applican’t mark, is geographical and should be disclaimed, and the word 
“Holly” dominates the mark, particularly when the word “Western” is disclaimed. 
He concluded that the word “Western” of the mark would be accorded slight, if any, 
trade-mark significance by the public and purchasers, and predominantly the trade- 
mark significance would be attached to the word “Holly.” 


13. Ex parte Whitson Products Co., Inc., Ser. No. 443,901, 163 M. D. 935, May 1, 1942. 
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In remanding the application to the Examiner for further action not inconsistent 
with his opinion, the Assistant Commissioner stated : 


The cited registration is presumed to be valid and the marks must be considered in 
their entireties. However, considering the specific differences in the goods, the fact that 
the goods are such as are usually purchased with care and discrimination, the geographi- 
cal nature of the word “Western” as used in applicant’s mark and the dominance of trade- 
mark significance attaching to the word “Holly,” the absence in the registered mark of 
anything similar to the word “Holly,” and the difference in significance between the 
marks, it is my opinion that considering the marks in their entireties the concurrent use 
of the marks as shown and applied to goods stated will not be likely to cause confusion 
or mistake on the part of the public or to deceive purchasers. 


However, . . . . it is my opinion that disclaimers should be made of the word “Western” 
of applicant’s mark." 


Functional Feature of Goods 


U-shaped bumper rail 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Utility Trailer Manufacuring Company of a mark for 
vehicle bodies. That mark was described in the application as being: 


comprised of a channel extending longitudinally of a bumper rail or other longitudinally 
extending raised or rib portion on the lower portion of the side of a vehicle body, said 
channel having substantially straight sides whereby to simulate the letter U. 


In his statement on appeal the Examiner asserted that the alleged trade-mark 
is a utilitarian structural feature of the goods, and not a trade-mark. In its brief 
applicant admitted that 


the bumper rail per se serves a utilitarian purpose as a part of the vehicle body in that it 
takes the rub, so to speak, when the vehicle is driven too close to a platform or the like; 


but insisted that the channel itself performs no useful function. 

The First Assistant Commissioner stated that, whether or not the channel 
performs a useful function, the channel defines the configuration of the bumper 
rail, and the applicant had conceded the bumper rail to have utility. He referred 
to the case of In re Dennison Manufacturing Co., 17 C. C. P. A. 987, 39 Fed. (2d) 
720 [20 T.-M. Rep. 172], where the Court of Customs and Patent Appeals had 
before it an application to register as a trade-mark “an urn-shaped figure forming 
a patch for a tag,” and where that court held that mark non-registrable. He quoted 
from the decision of the court, concluding that the reasoning thereof was equally 
applicable to the case before him; and stated that the decided case was controlling.” 


14. Ex parte Utility Trailer Manufacturing Company, Ser. No. 434,004, 163 M. D. 969, 
June 1, 1942. 


15. Ex parte Western Stove Co., Inc., Ser. No. 443,062, 163 M. D. 919, April 17, 1942. 
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PART II 


TREASURE IMPORTS, INC. v. HENRY AMDUR & SONS, INC., Et At. 
United States Circuit Court of Appeals, Second Circuit 
March 9, 1942 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE— 
JURISDICTION. 


In an action for trade-mark infringement and unfair competition, held that the district 
court had jurisdiction of both trade-mark infringement and unfair competition; also that 
the court’s finding that there was infringement but no unfair competition should be affirmed. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

Except where a dispute arises over the accuracy of certain portions of the record, all 
questions as to what material each party may include therein must be presented to the 
appellate court. 


UnFArIR COMPETITION—“DEEP SEA TREASURE”—SALE OF INFRINGING Goops AFTER NoTIcE— 
AWARD oF DAMAGES. 


Where one defendant sold goods bearing plaintiff’s registered mark “Deep Sea Treasure” 
after notice, the lower court rightly awarded damages for such sales. 
UnFair CoMPETITION—SUITS—ACCOUNTING—ASSESSMENT OF CosTs. 


Where plaintiff unnecessarily requested an accounting, held that the trial court was free 
to assess costs against it. 


In equity. Action for trade-mark infringement and unfair competition. From 
judgment for plaintiff, plaintiff appeals. Affirmed. Separate opinion by Swan, J., 
concurred in by Augustus N. Hand, J. For decision below, see 32 T.-M. Rep. 255. 


Harry Price, New York, N. Y., for appellant. 

Howard F. Mahon, New York, N. Y., for appellee Rudolph Bros., Inc. 

Abraham Moscowitz, New York, N. Y., for appellees Ralph Josephson and Louis 
Solomon Josephson. 


Before Swan, Aucustus N. Hanp and Crark, Circuit Judges. 
Crark, Circuit Judge: 


This is an appeal from a judgment in a combined trade-mark infringement and 
unfair competition case. The plaintiff, Treasure Imports, Inc., established both 
claims to the satisfaction of the district court, which ordered an accounting before 
a special master. The latter found no unfair competition, however, and found 
relatively small damages for infringement. Upon review the court cut these 
damages further, and, reversing its prior finding in part, upheld the master as to 
unfair competition and alternatively held that there was no jurisdiction over the 
unfair competition claim. This, too, was a reversal of its prior ruling on a motion 
to dismiss for want of jurisdiction. The court also assessed the costs of the account- 
ing against the plaintiff. From the judgment embodying these several rulings, 
plaintiff appeals. The court did uphold the trade-mark and granted injunctions 
supporting it; no issue is before us as to these features of the judgment. 
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The record is in a somewhat confused state, owing in part to an order of the 
district court that several of the matters designated by defendants for inclusion in 
the record should not be so included or transmitted to us. We have had occasion 
recently to point out that the Federal Rules do not permit the district court to pre- 
vent parties from including in the record any part of the occurrences below which 
they wish thus included. United States v. Forness, January 20, 1942, — F. 2d —. 
F. R. C. P. 75(h) gives the district court power only to correct misstatements or 
actual omissions. That this power is thus restricted was demonstrated by the Chair- 
man of the Advisory Committee at the New York Symposium on the Federal Rules, 
1938, when he observed (Proceedings, pp. 325-326) : 

You will note that .... where one party designates a part of what appears in the 
record, a part of the transcript, and the other party does the same thing, the judge not 
only does not have to certify it or approve it, but he may not add anything to it, and 
under this system that we have here he cannot subtract anything from it, the idea 
being that the parties ought to be the best judges of what they want, and the district court 
should not be empowered to omit from the record anything that either side wants. There 
have been cases—they are very rare, but there have been cases in the federal court—where 
a federal judge has refused, under his power to settle bills of exceptions, to allow things 
to go into the record that actually happened, much to the prejudice of the parties. 


See, also, Westmoreland Asbestos Co. v. Johns-Manville Corp., D. C. S. D. 
N. Y., 1 F. R. D. 249; In re Sullivan, D. C. S. D. N. Y., 4 Fed. Rules Serv. 75h.1, 
Case 2; Commentary, 5 Fed. Rules Serv. 75h.1, 75h.2. 

Except where, therefore, a dispute arises over the accuracy of certain portions 
of the record, all questions of the type here arising must be presented to the appel- 
late court. This, of course, does not settle the question whether or not all matters 
transmitted to the upper court is to be printed; that is entirely a matter for that 
court, F. R. C. P. 75(1), as is also the matter of penalties for the inclusion of 
unnecessary material, F. R. C. P. 75(e). In this circuit our formal rules for 
printing allow certain omissions, and we are ready, on preliminary motion, to aid 
counsel as much as we can in avoiding unnecessary printing expense. But con- 
troversies over what we should or should not consider, staged in another court, 
are at best useless and generally lead to more confusion for us, as is the case here. 
Why the court below denied defendants’ requests we do not know; we do know 
that the record as it now stands, with confusing and unexplained omissions, adds 
to our task of deciding this appeal. Since, however, it appears that the court acted 
on the plaintiff’s motion, only the defendants can be prejudiced; and in the view 
which we take of the case, no material harm can result to them. 

We turn, then, to the facts as disclosed by the record. Plaintiff, sometime 
prior to 1937, introduced “Deep Sea Treasure,” a product imported from Japan 
which consisted of a small can containing an oyster—marked as inedible—which, 
in turn, contained a cultured pearl. Plaintiff sold these cans to retailers, who 
merchandised them as novelties at a set price of $2 a can. Late in 1936 and early 
in 1937, several of the defendants also imported and sold at wholesale cans with 
substantially the same “Deep Sea Treasure” label, at a price considerably below 
plaintiff's wholesale price; and defendant Rudolph Bros., Inc., sold several cans 
at retail for 49 cents each. On February 9, 1937, plaintiff registered “Deep Sea 
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Treasure” as a trade-mark, but neglected for some time to give the proper notice 
of registration required by 15 U. S. C. A. § 107. One defendant wholesaler made 
its only sale prior to the registration, one made a sale subsequent to registration, 
but prior to notice, and the retail sales were both prior to and subsequent to notice. 

On the question of trade-mark infringement, the district court awarded damages 
in the form of profits only for the sales made by Rudolph Bros., Inc., after notice. 
This was correct under the statute. Stark Brothers Nurseries & Orchards Co. v. 
Stark, 255 U.S. 50, 41 S. Ct. 221, 65 L. Ed. 496 [11 T.-M. Rep. 275]. 

As to unfair competition, the district court made alternative findings. It held 
that jurisdiction was lacking under Hurn v. Oursler, 289 U. S. 238, 53 S. Ct. 586, 
77 L. Ed. 1448 [23 T.-M. Rep. 267], and that unfair competition was not proved. 
I agree with the latter finding, but not with the former. The point is of obvious 
importance on the question of the finality of the judgment herein. 

Mr. Justice Holmes in Stark Brothers Nurseries & Orchards Co. v. Stark, 
supra, seemingly held that without diversity jurisdiction a federal court could not 
consider other issues than trade-mark infringement, but went on to say (65 L. Ed. 
at page 497) that “we will assume in the plaintiff’s favor that it could recover 
for unfair competition that was inseparable from the statutory wrong.” In Hurn 
v. Oursler, supra, however, the Court, in holding that unfair competition was part 
of the “cause of action” in a copyright infringement case, discussed the Stark 
case, but did not indicate to what extent the rule of the Stark case was being pre- 
served. Whether the Oursler case continues the force of the Stark case, see Foster 
D. Snell, Inc. v. Potters, 2 Cir., 88 F. 2d 611, or overrules it, see L. E. Waterman 
Co. v. Gordon, 2 Cir., 72 F. 2d 272, 274 [24 T.-M. Rep. 343], is not clear. At 
any rate, Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 
59 S. Ct. 191, 83 L. Ed. 195 [29 T.-M. Rep. 3], gave renewed vigor to the Oursler 
case, at least in the trade-mark situation, and made it abundantly clear that 
unfair competition could be considered along with the trade-mark infringement. 
The logical and practical desirability of this result is well illustrated here, where 
the issue of unfair competition was thoroughly tried with the issue as to the trade- 
mark, and could hardly have been separated so far as presentation of the evidence 
was concerned. That we should now reject all consideration of what is spread 
upon the record, and invite renewal of this litigation in a state court, is a lack of 
judicial economy hardly demanded to sustain our federated form of government. 
I believe, therefore, that the district court had jurisdiction, and decision should be 
on the merits. 

On the merits, the district court held that there was no proof that any of the 
defendants had palmed off their cans as plaintiffs’s. We see no reason to disturb 
this finding. It is possible to read the record to show an attempt to palm off, but 
it is equally plausible to read the evidence to show unintentional use of the label 
“Deep Sea Treasure.” These cans were imported and it is not at all clear whether 
or not defendants thought the label was a Japanese label usable by any importer. 
Certainly, defendants ceased using the label almost immediately upon learning that 
it was a registered trade-mark. Further, much of plaintiff’s claim is predicated 
on a loss of business through inferior merchandise appearing under its label. It 
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seems doubtful that any evidence of inferior merchandise was presented or that the 
cessation of business represented anything more than the passing of a fad. In 
view of clear support for the court’s finding, we are not inclined to upset it. 

Plaintiff objects because it was charged with the expenses of the accounting, 
including the master’s fee. We see no reason to change this result. It is clear 
that plaintiff had more than an inkling of the limited extent of loss and what it 
might hope to recover. In fact, all defendants appear to have furnished accounts 
to plaintiff before the reference got under way; and certain of them at least offered 
settlements, which, though moderate, were many times plaintiff’s ultimate recovery 
herein of $10.89. Under such circumstances the trial court is free to assess costs 
against the party that unnecessarily requested the accounting. Dowagiac Mfg. 
Co. v. Minnesota Moline Plow Co., 8 Cir., 183 F. 314, 318—reversed on another 
point in 235 U. S. 641, 35 S. Ct. 221, 59 L. Ed. 398—and cases there cited. 

I would affirm the case on the merits. 


Separate Opinion 
Swan, Circuit Judge: 


Judge Hand and I agree with the opinion except in so far as it holds that 
the district court had jurisdiction of the claim of unfair competition by acts com- 
mitted prior to the date of registration of the plaintiff's trade-mark. We hold 
that the district court correctly ruled that it was without jurisdiction of that claim. 
Stark Bros. Co. v. Stark, 255 U. S. 50 [11 T.-M. Rep. 275]; Hurn v. Oursler, 


289 U. S. 238 [25 T.-M. Rep. 267] ; and Foster D. Snell, Inc. v. Potters, 88 F. 2d 
611, 612 (C. C. A. 2). The decree is affirmed without modification. 


GUM, INCORPORATED v. GUMAKERS OF AMERICA, INC. 
United States District Court, Eastern District of Pennsylvania 
May 14, 1942 


UNFAIR COMPETITION AND TRADE-NAMES—“GUMAKERS OF AMERICA, INC.,” AND “Gum, INc.” 
Non-ConFLictInG NAMES. 
The name “Gumakers of America, Inc.,” held not to be confusingly similar to “Gum, Inc.” 
UnFaiIr CoMPETITION—WHAT CONSTITUTES. 

Deceit is the basis of actions for unfair competition and it is well settled that nothing 
less than conduct attempting to pass off one man’s merchandise or business as that of 
another will constitute unfair competition. 

UnFarirR CoMPETITION—DrEss oF GoopS—FEATURES PuBLICcI J URIS. 

The fact that the gum in question may have become popular as a result of plaintiff’s 
advertising does not make defendant’s duplication of it a tort, as all the features for which 
plaintiff asks protection belong to the public and are open to use by defendant, who, how- 
ever, must identify its product in such manner that it will not reasonably be taken for 
plaintiff’s. 

Unrair CoMPETITION—“BuBLy” AND “BLoNy” oN BussLE GuMS—DISTINGUISHING FEATURES 
oF CONTAINERS. 

Where plaintiff put out bubble gum under the name “Blony,” which it had registered as a 
trade-mark, and defendant made and sold a similar gum under the mark “Bubly,” held that 
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there was no unfair competition, inasmuch as there were distinguishing differences in the 
color, scheme, stick ends and printing of the respective wrappers. 
UNFAIR COMPETITION—COoPYING UNPROTECTED ARTICLE—SECONDARY MEANING. 

It is well settled that merely copying an article, unprotected by patent, copyright, or 
trade-mark, does not establish unfair competition, unless the article or its design has a 
secondary meaning. 

UnFair CoMPETITION—SUITS—COUNTERCLAIMS. 

In the case at issue, defendant’s counterclaim for certain declaratory judgments were 

denied because the record disclosed insufficient evidence to support the allegations. 


In equity. Action for unfair competition, in which defendant filed counterclaims. 
Complaint and counterclaims dismissed. 


Harry Shapiro, William B. Rudenko and George A. Smith, all of Philadelphia, Pa., 
for plaintiff. 


Harry Price, of New York City, and Matthew Sidney Biron, of Philadelphia, Pa., 
for defendant. 


Ganey, District Judge: 


The plaintiff herein brings this action against the defendant alleging unfair 
competition on the »part of the defendant in that the defendant unnecessarily and 
deceptively imitated its product “Blony” through the manufacture and sale of a 
product “Bubly,” both of which are known as bubble gums, and both of which 
find a market mainly with children from four to ten or twelve years of age. The 
deception, it is alleged, on the part of the manufacturer of “Bubly,” consists inter 


alia in the shape, size, weight and wrapper, both as to the color scheme and the 
ends thereof, the name, and the exploitation by way of coupon redemption, not in a 
particular instance but rather in the combination of all the instances recited, which 
it is asserted are so closely similar to the plaintiff's product that the defendant 
should be restrained from manufacturing, packing and selling the product “Bubly” 
or any other bubble gum presenting the present characteristics of said “Bubly,” 
on the ground of unfair competition. To this complaint an answer was filed 
denying generally the averments of the complaint and various counterclaims are 
set forth, which will be adverted to later. 


With respect to the issues raised by the complaint and answer as to the product 
“Bubly,” the Court makes the following findings of fact: 


(1) The complainant herein is the corporate successor to J. Warren Bowman, trading 
as By-Gum Company, which was organized and began the manufacture of a bubble gum 
in 1928, and which in 1929 and 1930 was marketed under the name of “Blowney.” 

(2) In 1932 it was succeeded, and its business and assets taken over by Gum, Inc., 

the present complainant, which began the manufacture of a bubble gum product known 
as “Blony,” the form and shape of the piece “Blony” being about the same as that of the 
product “Blowney” previously manufactured, except for minor alterations. 

(3) “Blony” is a cylindrical piece of bubble gum approximately 3 inches long and 
about % inch in diameter and enclosed in a colored printed waxed paper wrapper, at the 
ends of which the paper is twisted tightly and the wrapper extends outwardly from the 
twist in what has been termed a buttercup end; the whole wrapped package being 5% 


inches long with the word “Blony” printed on the wrapper, as well as the name of the 
company. 
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(4) In 1930 Sweets Laboratory, Inc., had a one-half interest in plaintiff’s business and 
from 1930 to 1937 the following individuals, Canning, Hamilton, Barker and Hiester, who 
controlled Sweets Laboratory, Inc., were either officers, directors or employees of the 
plaintiff. 

(5) In 1937 Sweets Laboratory, Inc., sold its one-half interest in the plaintiff’s busi- 
ness to the plaintiff’s other stockholder, one J. Warren Bowman, and thereafter Canning, 
Hamilton and Barker formed the defendant company for the manufacture and sale of 
bubble gum. 

(6) In May, 1938, the defendant started to manufacture “Bubly” gum which was 
wrapped on a Rose Machine previously used in China and which had been returned for 
repairs and was being used by the defendant to wrap the new product “Bubly” gum until 
the Lindhe Machines, which defendant was then using to wrap a product known as 
“Kenno,” were available. 

(7) The “Bubly” gum thus manufactured and wrapped was in an oblong package 
in green and red colored wrappers with the words “Bubly” printed on it in gold. 

(8) This product was manufactured by defendant from May, 1938, until November, 1938, 
at which time the defendant was marketing nine hundred (900) boxes of the same. 

(9) This product “Bubly” gum was off the market for some five months until April, 
1939, when it was placed on the market in a cylindrically rolled shape, the gum itself being 
4 inch longer than the “Blony” gum and a little smaller in diameter, and the entire 
wrapped “Bubly” package a little more than %4 inch longer from end to end than the 
“Blony” package. 

(10) The printed matter on the “Bubly” wrapper consists of the word “Bubly” printed 
in large design and in some instances the word “Chewing” in large design with the word 
“Gum” inserted through the letters “ewi”’ in an oblong shape box and between the words 
“Bubly” and “Chewing” there is inserted the type of gum, for instance, Purple Grape, or 
Green Fruit, etc., in smaller design; in others, the word “Bubly” is in large design and 
the word “Apple” in large design with the words “Gum” in an oblong box inserted 
through the letters “ppl” of the words “Apple,” and inserted between the words “Bubly” 
and “Apple” the word “Delicious’ in smaller design; in the “Blony” piece there is only 
the word “Blony” in large design printed twice on the wrapper, wtih the words “Bubble 
Gum” in very small design, underneath the same and in still smaller design, the ingre- 
dients of which the gum is made. On the so-called buttercup ends there is printed in 
small design, the flavor of the gum in different colored bands as, for instance, the word 
“Cinnamon” on a red band and “Spearmint” on the green bands, the body of the wrapper 
being red and green, respectively. The color of the “Bubly”’ wrapper is two-toned in 
that the main body of the wrapper, for instance, in the “Purple Grape” product is light 
blue as contrasted with the so-called bon bon end, which is a deep purple, and in the 
“Apple” product the body is light red and the so-called bon bon ends are deep red, while 
in the plaintiff’s product the same color is employed in the body of the “Blony” wrapper 
as the bands on which the flavor of the same is printed on the so-called buttercup ends. 

(11) The product “Bubly” gum when it was placed on the market in April of 1939 
for the second time had a sale of approximately five hundred boxes which went up to a 
high of eighty-four hundred eighty-seven boxes in August and December to twenty-four 
hundred seventy-six boxes; in 1940 a high of twenty-one thousand boxes were sold in 
August with a low for the year of fifty-four hundred fifteen boxes in December and the 
last sales report was nineteen thousand, seven hundred forty-seven boxes in 1941. 

(12) For a five-year average the sales of “Blony” were well over one hundred million 
pieces a year and since there were one hundred pieces to a box, the plaintiff during this 
period sold yearly more than a million boxes. 

(13) In the year 1940, since no figures were available for the entire year of 1941, we 
find the defendant sold one hundred seventy-eight thousand, eight hundred twenty-three 
boxes. 
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_(14) The product in the “Blony” boxes is scrambled, that is, the one hundred pieces in 
the boxes are not laid and packed side by side, but are scrambled or thrown about the 
box in helter-skelter fashion. 

(15) The “Bubly” product in the boxes is laid side by side in a carefully arranged 
packing. 

(16) The present color scheme of the “Bubly” wrapper, to make a gum correspond to 
the wrapper, that is, a red gum taking a red wrapper—the “Red Apple” product is a red 
gum in a red wrapper—was adopted by it in April of 1939, while the present color scheme 
of “Blony,” the plaintiff’s wrapper which is in effect the same as that of the defendant in 
that wrappers are printed to identify the flavor of the gum, was not used until late in 
1939 or early 1940. 

(17) The idea of coupon exploitation in the chewing gum industry was novel to neither 
of the parties to this proceeding, it being first used bythe Fleer Manufacturing Company, 
makers of double-bubble gum in 1936 or 1937, and was first resorted to by the defendant 
on June 20, 1938, and was not practiced by the plaintiff until June, 1940. 

(18) There are a number of roll or cylindrical types of gum presently on the market 
besides “Blony” and “Bubly.” 

(19) The name Gumakers of America, Inc., on the “Bubly” wrapper is not in close, 
unnecessary or deceptive imitation of Gum, Inc., on the “Blony” wrapper. 


The grievance of the plaintiff is that the defendant simulated its name, size, 
shape, weight, ends, etc., and that the combination of all these features by the 
defendant runs it afoul of the law of unfair competition. Deceit is the basis of 
actions of this character. The rule is well settled that nothing less than conduct 
attempting to pass off one man’s merchandise or business as that of another will 
constitute unfair competition. Goodyear India Rubber Glove Mfg. v. Goodyear 


Rubber Co., 128 U. S. 598, 604; Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169; 
Elgin National Watch Co. v. Illinois Watch Co., 179 U. S. 665. In other words, 
relief can only be granted here if the defendant, the manufacturer of “Bubly” gum, 
so imitates the product “Blony” gum, manufactured by the plaintiff as to represent 
to the public that the product sold by the defendant is that manufactured or pro- 
duced by the plaintiff, thus palming off his product for those of different manu- 
facturer to the injury of the plaintiff. McLean v. Fleming, 96 U. S. 245; Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.M. Rep. 149]. 

These legal principles have been so long established and are so well known 
as to need no amplification, the only difficulty being in applying the variant 
facts of different cases. Royal Baking Powder Co. v. Royal, 122 F. 337. 

It must be also borne in mind that none of the features complained of here, 
except the name, are protected by copyright or patent and accordingly it is equally 
well settled that merely copying an article, unprotected by patent, copyright or 
trade-mark, does not esttablish unfair competition unless the article or its design 
has clearly a secondary meaning. Crescent Tool Co. v. Kilborn & Bishop Co., 
247 F. 299, at 300 [8 T.-M. Rep. 177]; Cheney Bros. v. Doris Silk Corp., 35 F. 
2d 279 [19 T.-M. Rep. 225]; Krem-Ko Co. v. R. G. Miller & Sons, Inc., 68 F. 
2d 872 [24 T.-M. Rep. 135] ; Sinko, et al. v. Snow-Craggs Corp., 105 F. 2d 450. 
The fact that the gum itself may have become popular as a result of the plaintiff’s 
advertising does not make the defendant’s duplication of it a tort, since all of the 
features which the plaintiff asks protection for belong to the public and are open 
to use by the defendant or any one else, and the enjoyment of that right by defend- 
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ant carries with it only the obligation to identify its product in such manner that 
it will not reasonably be taken for that of the plaintiff. Kellogg Co. v. National 
Biscuit Company, 305 U. S. 111, 122 [28 T.-M. Rep. 569]. 

However, a thorough examination of the record coupled with a careful exami- 
nation of the products themselves leads me to the conclusion that there is a 
difference between the two products and that there is not such an identity of product, 
nor such a priority of use in the various features, the combination of which here 
forms the basis of the complaint, as would constitute unfair competition, due con- 
sideration being given to the fact that the market for both products is children 
under 12 or 14 years of age. This conclusion, I arrive at for a number of reasons, 
one of which is that both in the oral argument and in the plaintiff’s brief no objec- 
tion is made to the defendant’s use of the trade-mark “Bubly” itself being unfairly 
competitive of plaintiff's “Blony,” but only in connection with the similarity of the 
other features complained of. Another is that great stress was laid by the plaintiff 
on the type of ends used by the defendant on its products; these, the plaintiff con- 
tends, are identical with those used by the plaintiff. With this contention, I cannot 
agree. The “Bubly” piece, while round and cylindrical of shape, has what has 
been referred to in the testimony as a bon bon end, which is to a large degree a 
continuation of the roll or cylindrical form of the gum itself, while the “Blony” 
ends, the plaintiff’s product, has what has been referred to as a buttercup end, 
which is not so nearly a continuation of the round or cylindrical form of the gum 
itself, but similar to a degree to the Fralinger’s Salt Water Taffy ends. This dif- 
ference, which to me is a noticeable one, is enhanced no little by the fact that the 
product “Blony” is packed in a scrambled manner in the box, whose very packing 
lends itself toa crushing down of the so-called buttercup ends. On the other hand, 
the “Bubly” product is neatly packed, side by side, which lends itself to the main- 
tenance of the so-called bon bon ends and preserves in the package more markedly 
a continuation of the round or cylindrical form of the gum. Again, complaint is 
made with respect to the defendant’s color scheme of the wrappers which enclose 
the gum. The plaintiff alleges that these wrappers are imitative of plaintiff’s 
wrapper. However, here again the testimony shows that in April, 1939, the 
respondent began to make the color of the gum coincide with the color of the 
wrapper and this is currently the color scheme of the respondent’s product. For 
instance, “Red Apple” gum has a red wrapper and red gum and “Purple Grape” 
has a purple wrapper. The current color scheme of the wrapper of the plaintiff 
was not adopted until late in 1939 or early in 1940 as the testimony of one of the 
plaintiff’s witnesses, J. Warran Bowman, shows. He testified that, at that time, 
their wrapper was printed to indicate the flavor, making it clear that this was the 
first time they changed the color of the wrapper to suit the color of the gum, there- 
tofore a number of colors having been employed by them. Furthermore, the 
defendant’s product also is a little more than Y% inch longer from end to end of the 
wrapper than that of the product of the plaintiff, and, as has been heretofore found 
as a fact, the coupon exploitation which is complained of in the plaintiff’s bill was 
resorted to by the plaintiff in June, 1940, after it had been used by the defendant 
as early as June 20, 1938. 
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While it is true there is a very marked difference in the volume of the sales 
when there is contrasted the defendant’s sales of the product of the Rose Machine 
for the period from April to November, 1938, with the sales of the product of the 
defendant manufactured from the Lindhe Machine some five or six months later, 
yet is in no wise controlling of the question here posed, for, if the product of 
the defendant made from the Lindhe Machine was not deceptively similar to plain- 
tiff’s product and no attempt made to trade defendant’s product as that of the plain- 
tiff, equity will not interfere even though sales of the defendant’s product equaled 
or were greater than those of the plaintiff. There must be demonstrated a likelihood 
that the public will be confused in the belief that the defendant’s product, “Bubly,” 
is in fact the plaintiff’s product, “Blony.” Stroehmann Bros. Co. v. Manback 
Baking Co., 331 Pa. 96. As has been heretofore indicated the difference in the color 
scheme of the wrappers, the difference in the ends thereof, the difference in the 
printing thereon, all satisfy me that there is not a case here presented that would 
warrant a court of equity to interfere. 

Bill dismissed. 

With respect to defendant’s counterclaim No. 1 praying for a declaratory judg- 
ment to the effect that there is no interference or conflict between the trade-mark 
“Bubly” and “Blony,” said request is denied for the reason that the record discloses 
no controversy with respect to the defendant’s right to the trade-mark “Bubly.” 

With respect tho the counterclaim No. 2 wherein defendant prays for a judgment 
and decree of this court holding that the plaintiff infringed upon the common law 
trade-mark “Jittergum” owned by the defendant, the said prayer is denied for 
the reason that insufficient testimony was produced to substantiate any of the allega- 
tions in the counterclaim. 

With respect to defendant’s third counterclaim, the prayer for a declaratory 
judgment declaring there is no conflict between its trade-mark “Bublo” and “Bubly,” 
and plaintiff’s trade-mark “Bub,” is denied as is the request for a ruling that the 
word “Bubble” and parts and syllables thereof may be used by anyone in the bubble 
chewing gum trade, for the reason that the record discloses insufficient testimony 
to substantiate the allegations set forth in the counterclaim, and accordingly there 
was no real controversy at issue. 

The prayer for relief in the fourth counterclaim of the defendant is denied for 
the reason that the record discloses insufficient testimony to substantiate the aver- 
ments set forth therein. 


KAY DUNHILL, INC. v. DUNHILL FABRICS, INC. 
United States District Court, Southern District of New York 
March 24, 1942 


TRADE-MaARK INFRINGEMENT—“DUNHILL” ON DrESSES—DEFENDANT’S RESPONSIBILITY FOR ACTS 
oF CUSTOMERS. 
It is well settled that a defendant who sells to retailers is responsible for the natural and 
reasonably to be anticipated acts of his customers. 
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UnFair CoMPETITION—“Kay DuNHILL”—UsE oF SAME TRADE-NAME—COMPETITION SHOWN. 

Where plaintiff manufactured ladies’, misses’ and juniors’ dresses, which since the year 
1933 it sold through retail stores throughout the country under the mark “Kay Dunhill,” 
and defendant since 1940 had manufactured and sold fabrics used in the fashioning of dresses, 
the products of both plaintiff and defendant having been advertised in the same papers and 
sold, to some extent, in the same markets, held that there was competition between them. 

UNFAIR COMPETITION—USE OF SIMILAR TRADE-NAME—LIABILITY OF DEFENDANT. 

Where defendant, later adopter of the name “Dunhill,” used it in its corporate name, on 
hang tags attached to dresses made out of fabrics purchased from it, and in advertisements 
of stores selling dresses bought from the manufacturers, defendant held liable for said acts, 
such liability to be the same as if said representations had been made by defendant directly 
to the stores of their customers. 

UnFairR CoMPETITION—“DUNHILL”—UsE oF SAME NAME ON COMPETING Goons. 

In the case at issue, the use by defendant of the name “Dunhill” in its corporate name, 
and as a trade-mark on fabrics for the manufacture of dresses, said name appearing also 
on hang tags used in connection with the sale of such dresses, held unfair competition with 
plaintiff, which, long prior to defendant’s adoption of the name, had used it continuovsly as 


a trade-mark for ladies’, misses’ and juniors’ dresses, sold to the same class of customers 
as defendant’s. 


UnFAIR COMPETITION—SUITS—DEFENSE OF UNCLEAN HANDs. 
In the case at issue, the fact that others besides plaintiff had used the name “Dunhill” as 
a trade-mark for goods entirely dissimilar to plaintiff’s; also that Alfred Dunhill of London 
from November, 1933 to July, 1935, sold dresses and related goods bearing the name 
“Dunhill,” but later discontinued such sales, held not to establish the defense of unclean 
hands. 
UNFAIR COMPETITION—SUITS—DEFENSES—UNCLAN HANDS—WHEN PRESENT. 
In order to sustain the defense of unclean hands in a case of trade-mark infringement or 
unfair competition, the evidence must establish that the plaintiff has committed a fraud in 


respect to the matter in dispute. It is not enough to show violation of the defendant’s right 
in a name or mark. 


TRADE-MARK INFRINGEMENT SUITS—LACHES. 

Third party having waited six years before taking action to suppress infringement, held 

barred by laches. Defendant cannot, therefore, set up any right in third party. 
UnFatr COMPETITION—UNFAIR USE OF ANOTHER’S TRADE-NAME—BASIS FoR RELIEF. 

The basis of relief is that a person who has established a trade-name and carried on his 
business under it is entitled to protection against the invasion of the name by one assuming 
it, or an approximation of it, in such a way as to induce persons who deal with the latter 
to believe they are dealing with the one who has given reputation to the name. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


Erwn Feldman, of New York City, for plaintiff. 


Sylvester & Harris (Charles L. Sylvester, of counsel), both of New York City, for 
defendant. 


Carrey, District Judge: 


This case comes within the branch of the law dealing with trade-marks and 
unfair competition. There are some aspects of these subjects as to which there is 
uncertainty in the decisions. I shall endeavor, however, to dispose of the controversy 
without resorting to court opinions that are not clear or are not well settled. 

Plaintiff manufactures and sells and during their existence its predecessors 
manufactured and sold dresses. These dresses are, and from the inception of the 
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business have been, of a particular kind. They are moderate priced, ready-to-wear 
made garments for ladies, misses and juniors. They are referred to as tailored 
classics. Sales are and continuously have been at low prices. They range and 
have always ranged from $3.95 to $10.95 a piece at retail, with a corresponding 
lesser range when sold at wholesale. 

Plaintiff is a corporation under the laws of New Jersey. It had two predecessors 
or what have been spoken of as two predecessors. While I shall follow the prac- 
tice which prevailed at the trial of treating the predecessors with two names as 
being two predecessors, it would be more precise, however, to say that it has had 
a single predecessor, a New York corporation, which has borne the two names. 
The first name of the New York corporation was Dunhill Frocks, Inc. The other 
name was Kay Dunhill, Inc. (which, it will be noted, is the identical name borne 
by the plaintiff today). For convenience, unless otherwise stated, the present 
plaintiff and its two predecessors will hereafter be referred to as the plaintiff. 

Dunhill Frocks was organized on and began business about August 14, 1935. 
Its name was changed to Kay Dunhill, Inc., on February 17, 1936. The New 
Jersey corporation was organized January 15, 1937. The New York corporation 
Kay Dunhill, Inc., transferred all its assets to the New Jersey corporation of that 
name on January 31, 1937. 

As I have indicated, the sole business of plaintiff is and from the beginning 
has been the manufacture and sale of dresses of the so-called tailored classic type 
in the moderate price field. For the most part, manufacture has been carried on 
at Long Branch, New Jersey, although recently another plant has been located 
at Mechanicsville, New York, where plaintiff also produces dresses of the same kind. 

Three persons were interested in the formation of the enterprise. They have 
remained in charge of it ever since and are the officers of the New Jersey com- 
pany. These are Messrs. Hirsch, Israels and Kalison. They joined in selecting the 
name Kay Dunhill as the trade-name under which plaintiff has always sold its 
dressees. 

In due course the plaintiff applied for registration of Kay Dunhill in distinctive 
script as a trade-mark for its ladies’, misses’ and juniors’ dresses. Registration 
was granted December 1, 1936. As you will observe, this was prior to the transfer 
of its assets by the New York corporation to the New Jersey corporation on Janu- 
ary 31, 1937. This transfer expressly included the trade-mark. The next day, 
however, the New York corporation made a separate transfer of the trade-mark to 
the New Jersey corporation. 

From an early date following the original organization—and certainly as far 
back as February 17, 1936, when the name of the plaintiff was changed to Kay 
Dunhill—continuously down to date the plaintiff has used Kay Dunhill as its trade- 
mark on all the dresses it has produced and sold. 

The defendant is a corporation under the laws of New York. It was organized 
in June, 1940. It does not manufacture or sell dresses ; at least, it does not directly 
do so in its own name. On the other hand, its sole business is and always has been 
the manufacture and sale of fabrics. One of the purposes to which the fabrics are 
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put is sale to manufacturers of dresses for use by them in the manufacture of those 
dresses. 

As is manifest, the word “Dunhill” appears in the names of both the plaintiff 
and the defendant. In the name of the defendant that word is followed by the 
word “Fabrics.” The purpose, as I assume—in part at least—is to indicate that 
defendant is engaged in the production and sale of fabrics. 

There are other relevant facts, but I shall not set them out at this stage. Many 
of them will be mentioned hereafter. 

The parties are in agreement that this court has jurisdiction of the law suit; 
also that both have engaged and still are engaged in interstate commerce of their 
respective products. 

As I understand and analyze the arguments of counsel, they present four ques- 
tions—and substantially four questions only. These are as follows: 


(1) Have plaintiff and defendant competed and do they still compete? 

(2) If they competed, did the defendant violate plaintiff’s trade-mark or was its com- 
petition unfair? 

(3) Was plaintiff’s trade-mark anticipated? 

(4) Did the plaintiff come into this court with unclean hands? 


I shall take up each of the questions and discuss all of them in turn. 

In what I have already said I think perhaps I have included enough facts to 
enable me to determine the issues raised by the first question. However, it may 
be better to amplify them somewhat. 

The initial outstanding fact is that plaintiff was engaged in manufacturing and 
selling dresses, whereas the defendant was engaged in manufacturing and selling 
fabrics. Upon that ground alone, as I understand him, in essence the position of 
defendant’s counsel is that there was not and of necessity, in the sense of the law, 
there could not be competition between the parties. 

Following the organization of plaintiff on August 14, 1935, it proceeded vigor- 
ously to develop the project on which those concerned had entered. There is a 
mass of evidence describing what the parties did. While possibly, as already said, 
an adequate response to the first question could be made without bringing in 
additional facts, I feel that it would be more satisfactory, and certainly it can do 
no harm, to supplement what has previously been recited by outlining the conduct 
of both plaintiff and defendant. So, also, even though the further facts be not 
actually essential in order to reach a conclusion on the first question, manifestly 
they will be needed in connection with disposition of one or more of the other 
questions which must be discussed later. 

By way of a preliminary, there should be an explanation of how the business 
of manufacturing and selling dresses of the class with which the present case is 
concerned is carried on. 

A method prevailing in New York City, and apparently quite general, by which 
the sale of goods of the character here involved is handled is through a class of 
persons or corporations referred to as resident buyers. These resident buyers 
represent a great many stores—and perhaps most stores—throughout the United 
States located outside of this city or its immediate neighborhood who trade in the 
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New York market. They negotiate with manufacturers. The manufacturers in 
turn negotiate for their materials with a class frequently, and I believe gener- 
ally, called converters. When the manufacturers have produced their merchan- 
dise, the resident agents buy it from them on behalf of their clients scattered 
throughout the country. 

In 1937 plaintiff had about 750 customers. By 1941 sales of its dresses had 
spread to the forty-eight States and the District of Columbia. Those sales were made 
to approximately 1,340 stores. The stores were situated in approximately 1,190 
cities in this country. In about 90 percent of the cities there were franchises or 
single customers in each city. Arrangements were made with some of the stores 
also by which they maintained separate distinct departments for handling, and in 
those departments devoted themselves exclusively to selling, plaintiff’s Kay Dun- 
hill dresses. At present there are twenty-three stores of whose special Kay Dun- 
hill departments there are several typical pictures in evidence. In other instances, 
while there were not or are not such separate departments in the stores, there were 
or are indications in each store in some form that there was or is a specified place 
in the store where Kay Dunhill dresses were or are sold. This result has been 
or is being accomplished generally by signs. More particularly, use was or is 
made of counter signs or other pointers identifying the locations where those dresses 
were or are to be found. 

There has been and still is a great deal of advertising of plaintiff’s dresses. 
In part this was and is carried on in New York City; in part in various other 
cities throughout the United States. Some of the advertising has been in what 
are known as fashion magazines, such as Vogue, Harper’s Bazaar, Mademoiselle 
and Glamour. Likewise there has been advertising in the New York daily papers. 
There has also been advertising in this city through market comments made in 
such papers as Women’s Wear Daily and the New York Herald-Tribune. 

Outside of the newspapers plaintiff has advertised through broadcasts over 
the radio. It has also furnished free to its patrons large numbers of descriptive 
folders and booklets of an advertising nature for distribution by mail to their 
own customers when bills were sent out, as well as of mats for use by its customers 
in shaping their own individual advertisements. 

In the various communities in which there were stores to which plaintiff sold 
its products there has been a great deal of local newspaper advertising by the 
stores, many examples of which have been introduced in evidence. As a rule, 
such advertisements contain statements of the general class of and details about 
the dresses, as well as the names of the fabrics from which they were made. When 
the plaintiff was the manufacturer, the name Kay Dunhill as the trade-mark was 
always included. 

As heretofore noted, according to the plaintiff's trade-mark it extended to 
dresses for ladies, misses and juniors. In the advertisements there were pictures 
of women, apparently young, each wearing one of plaintiff’s dresses. It is a 
general trade custom in such advertisements to insert the name of the fabrics 
from which the dresses were made. Indeed, it was said at the trial that this is 
the only means of complying with a requirement of the Federal Trade Commis- 
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sion designed to prevent misleading as to the composition of merchandise. More- 
over, it is the custom of persons interested in fabrics, either as producers of or 
as manufacturers from them, to obtain registration of the names of the fabrics 
at the office of a trade association . What they register there are fabric names they 
select wholly for their use. Plaintiff followed that practice ; so did the defendant. 

Plaintiff arranged with converters to supply the entire line of material it selected 
for use in manufacturing dresses sold under the Kay Dunhill trade-mark. The 
names it gave to the fabrics it bought were fanciful and generally were associated 
with a syllable or with some other portion of its own trade-name. By means of 
the registration of the fabric name it maintained complete control of that name in 
connection with its dresses made therefrom. 

By corresponding methods defendant registered names of its own selection for 
the fabrics it furnished to manufacturers of dresses. These were the fabric names 
usually employed, and intended universally to be employed, in advertisements of 
dresses made from the designated fabrics. 

According to a computation made up approximately, the total circulation of news- 
papers which, when they went out, contained advertisements of dresses sold by 
plaintiff during the years 1938-1941 was about 781,000,000 and the linage was 
about 2,758,000. 

So far as concerns the garments themselves, in addition, in all instances plain- 
tiff identified its dresses in two ways: First, there was sewed inside the neck 
of each a label bearing plaintiff's trade-mark and trade-name. Second, there were 
attached to the dresses hang tags also bearing plaintiff’s trade-mark and trade-name. 
These are illustrated by Exhibits 9, 10 and 11. 

From 1935 to January 1, 1942, plaintiff purchased (in round figures) 2,900,000 
such hang tags and 2,600,000 such neckline labels. 

For advertising plaintiff spent $58,000. 

The entire capital with which plaintiff commenced business was $30,000. Yet 
the statistics establish that it has built up a large and increasing volume of 
business. For example, for use in manufacturing dresses it has purchased between 
8,000,000 and 8,500,000 yards of fabrics. For another example, from a small begin- 
ning it has increased to an organization with three officers (devoting themselves 
wholly to the business), nine employees in the designing department, about 650 in 
the factories, five in the sales office show room and four salesmen not stationed 
at the sales office—a total of about 671. 

Using round figures only (Exhibit 32), through the system previously described, 
plaintiff sold 26,000 dresses in 1935; 249,000 in 1936; 369,000 in 1937; 348,000 
in 1938; 406,000 in 1939; 540,000 in 1940; and 488,000 in 1941—making a total of 
2,428,000 dresses for the years 1935 to 1941, inclusive. 

In dollars the plaintiff's shipments of its dresses sold to customers in round 
figures were as follows: $894,000 in 1937 ; $1,092,000 in 1938 ; $1,252,000 in 1939; 
$1,300,000 in the fiscal year from August 1, 1938 to July 31, 1939; $1,444,000 from 
August 1, 1939 to July 31, 1940; and $1,730,000 from August 1, 1940 to July 31, 
1941. 
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There is a great deal more evidence substantiating the picture I have drawn; 
but, inasmuch as it is for the most part merely confirmatory in so far as it affects 
making an answer to the first question, I do not think there is occasion to assemble 
it at this point. 

Defendant was incorporated in June, 1940. That was approximatetly five years 
after plaintiff began business. When defendant began business, it knew the type 
and price range of the dresses manufactured by plaintiff, as well as the name 
and mark under which plaintiff sold them. 

As I have said, defendant was a so-called converter. In other words, it con- 
verted yarn or other material of similar nature into fabrics and sold those fabrics 
to manufacturers. Among the manufacturers to which defendant sold its fabrics 
were some who were engaged in producing dresses. It is established also that 
there were about 400 dress manufacturers who bought from defendant fabrics 
it made and that such sales by defendant aggregated approximately 1,113,000 
yards. Among those manufacturers, to which defendant sold its fabrics, as de- 
fendant knew, were manufacturers who manufactured and sold popular priced 
ready-to-wear dresses. These dresses, with respect to type and to a considerable 
extent with respect to prices, as defendant knew, were within the same field 
and within the same range of prices as the dresses manufactured by plaintiff. 

To some extent defendant made allowances for advertisements. These appar- 
ently went to the manufacturers themselves or to buyers for them. Defendant 
did not concern itself with how any advertising allowance was used. Defendant 
says, however, that it was optional with the manufacturers to which the advertis- 
ing allowances were made as to how they should be used. 

Defendant also provided hang tags. Exhibits 49 and 63 are examples. Appar- 
ently, these pretty generally—certainly in most instances—preceding and at the 
time of sale of such dresses were affixed to the dresses manufactured from fabrics 
supplied by defendant. It was the intention of defendant that the hang tags should 
be attached to all such dresses. Defendant says definitely that it supplied the 
hang tags free to the dress manufacturers for the purpose of being affixed to the 
dresses and in sufficient number to be affixed to all dresses manufactured from its 
fabrics. 

So far as disclosed by or I can discover in the evidence, no dresses manu- 
factured from defendant’s fabrics were marketed without having defendant’s hang 
tags annexed thereto. On the other hand, when taken in its entirety the evidence 
convinces me (1) that few, if any, dresses manufactured out of defendant’s fabrics 
were ever sold without having annexed hang tags furnished by defendant; (2) that 
if any dress produced from defendant’s fabrics got on the market without being 
accompanied by one of defendant’s hang tags (annexed thereto), it was accidental 
and (3) that absence of a hang tag was contrary to the intention of defendant. 

Defendant’s hang tags did not in express terms state anything about the dresses 
themselves except that they revealed the sources of or the trade-names of the 
fabrics. As in the case of plaintiff with respect to fabrics it used, defendant gave to 
the fabrics it produced and sold names of its own choosing which, as a rule, included 
a part of its own corporate name. The hang tags bore the further words “A Dunhill 
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Fabric” or, in some other form, an unambiguous indication that the garment to 
which the tag was attached had been made from the specified fabric which was 
in the group of fabrics produced by defendant or implied that the fabric employed 
in manufacturing the dress was a “Dunhill.” How this was accomplished can best 
be seen by examining Exhibits 49 and 63. 

So far as shown, the advertising of dresses for sale which had been manufac- 
tured from fabrics supplied by defendant was only that inserted by stores which 
had purchased the dresses from manufacturers. In so far as put into evidence, 
the advertisements were confined to newspapers in the respective cities in which 
the stores were located. Fair examples of these are Exhibits 5, 16, 17, 18, 19 and 
20. I regard the inference as inescapable that defendant was the origin of the 
statements contained in the advertisements as to what were the fabrics from which 
the dresses were made. Moreover, as I see it, the advertisements were capable of 
being interpreted as meaning to say, and were designed to convey the impression, 
that the dresses had been manufactured by a concern having the word “Dunhill” in 
its name, without giving the complete or exact name. 

Under the facts as summarized, in the moderate priced, ready-made tailored 
classics field of dresses, did the dresses of plaintiff and the dresses manufactured 
from fabrics furnished by defendant compete? 

On or about July 12, 1940, within about a month after the defendant was organ- 
ized, plaintiff notified defendant of its claim that defendant was infringing plaintiff's 
trade-mark. Plaintiff also demanded that defendant discontinue use of the word 
“Dunhill” in its corporate name or in connection with its business (Exhibit 52). 

Defendant contends that plaintiff is not entitled to recover if the parties were 
engaged in non-competing lines (Cf. American Foundries v. Robertson, 269 U. S. 
372 [13 T.-M. Rep. 289]. See also Philadelphia Storage Battery Co. v. Mindlin, 
163 Misc. [N. Y.] 52, with the cases there cited, and Marvlo Mills, Inc. v. Marvell 
Mills, Inc., 170 Misc. [N. Y.] 770, affd. 258 App. Div. 715). At this stage 
however, I see no occasion to go into the question of what is the law with respect 
to the point involved. On the other hand, I shall undertake to establish, and I 
prefer to rely on the showing made by the evidence, that the parties do compete 
and have competed ever since defendant commenced business. 

In the branch of the law relating to trade-marks and trade-names it is well 
settled that a defendant is responsible for the natural and reasonably to be antici- 
pated actions of his customers; for actions which were normal and reasonably 
rest on or reasonably arise out of the conduct of the defendant. In other words, 
if a defendant set in motion a chain of events which he could readily foresee would 
or might reasonably lead to acts by his customers or to acts by those who bought 
from his customers, he is chargeable with the consequences of such acts; that is, 
for such acts reasonably following from or predicated on his own conduct. 

Accordingly, on the facts in the case at bar, I think defendant is liable (1) for 
the representations by its corporate name; (2) for representations contained on 
the hang tags attached to the dresses manufactured out of fabrics purchased 
from defendant; and (3) for representations in advertisements by stores which 
bought the dresses from the manufacturers. As I understand the law, such liability 
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is of precisely the same kind and goes to the same extent as if such representa- 
tions had been made by defendant itself directly to the stores or to the customers 
of the stores (Rice & Hutchins v. Vera Shoe Co., 2nd Circ., 290 F. 124, 126 [13 
T.-M. Rep. 389] ; American Viscose Corporation v. Crown Craft, Inc., 28 F. Supp. 
884, 885, decided by Judge Coxe of this court, and cases cited by him. Cf. Warner 
Co. v. Lilly & Co., 265 U. S. 526, 530-531 [14 T.-M. Rep. 247]). 

Let the matter be put a bit differently. If defendant individually had done the 
things, as I have recited them, which were done by the manufacturers and by 
the stores, and the stores’ customers were confused or led to believe, or reasonably 
might have been deceived into believing, that the dresses they got were produced 
by plaintiff, then clearly (1) there would have been a contest between stores han- 
dling dresses manufactured by plaintiff and stores handling dresses produced from 
fabrics of defendant and (2) defendant would be answerable for the damages 
resulting to plaintiff from the contest. So also if such a contest occurred, then 
plainly there was a competition with plaintiff in the sale of dresses which, under 
the principle of law invoked above, traces directly to defendant and for which defend- 
ant should respond. 

Defendant argues that there could have been no competition between itself and 
plaintiff, because they were engaged in different fields; because plaintiff manu- 
factured and sold dresses, but not fabrics, while defendant manufactured and sold 
fabrics, but not dresses. I feel, however, that the contrary proposition was squarely 
laid down and, if not, certainly it was necessarily implied in Kushner & Gillman, 
Inc. v. Mayflower Worsted Co., Ct. App., D. C., 11 F. 2d 642, 643 [16 T.-M. 
Rep. 228]. 

So, as it seems to me here, there would be deception (or at least confusion) of 
the public through use of its name by defendant as the manufacturer of Dunhill 
fabrics, as well as from the use of hang tags on or from advertisements of dresses 
produced from such fabrics indicating that dresses offered for sale or sold in the 
markets of New York and elsewhere throughout the country were produced from 
Dunhill fabrics. 

I am unable to construe the decisions otherwise than as ruling that there is 
competition between plaintiff manufacturer of dresses and defendant producer 
of fabrics. 

If, as I have concluded is true, defendant competed with plaintiff, the second 
question (consisting of two branches) is (1) Did the defendant violate plaintiff's 
trade-mark? (2) Was the competition by defendant unfair? 

I feel that the principles announced in Armstrong Co. v. Nu-Enamel Corp., 305 
U. S. 315, 324-325, 335-336 [29 T.-M. Rep. 3], compel an affirmative answer to 
each sub-question. With regard to “the exclusive right to use the mark” there 


involved, the Court made a statement, peculiarly applicable to the present case, 
as follows (p. 325) : 


If it is a properly registered trade-mark, a ground to support the cause of action is 
violation of the Trade-Mark Act. If it is not a properly registered trade-mark, the ground 
is unfair competition at common law. The facts supporting a suit for infringement and 
one for unfair competition are substantially the same. They constitute and make plain the 
wrong complained of, the violation of the right to exclusive use. 
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The extract just quoted is practically a reaffirmation of what had previously been 
laid down in the copyright case of Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 
267]. There it was said (pp. 246-247) : 


.... The bill alleges the violation of a single right, namely, the right to protection 
of the copyrighted play. And it is this violation which consitutes the cause of action. 
Indeed, the claims of infringement and unfair competition so precisely rest upon identical 
facts as to be little more than the equivalent of different epithets to characterize the same 
group of circumstances. Th primary relief sought is an injunction to put an end to an 
essentially single wrong, however differently characterized, not to enjoin distinct wrongs 
constituting the basis for independent causes of action ... 

Thus tested, the claims of infringement and of unfair competition averred in the present 
bill of complaint are not separate causes of action, but different grounds asserted in sup- 
port of the same cause of action. 


Here the plaintiff alleges (complaint, paragraph 3) a violation of its trade-mark 
and unfair competition with it by defendant. The same evidence, in essence, sup- 
ports both causes of action pleaded. The single thing counted on is defendant’s 
breach of plaintiff’s exclusive right to its trade-name and to its trade-mark and of 
plaintiff's corresponding right to be exempt from unfair competition. 

Plaintiff suffered injury because in the market purchasers of dresses were either 
misled into believing that dresses produced from fabrics of defendant had been 
manufactured by plaintiff or were confused on the subject or that, by means of 
hang tags or advertising or by other means emanating from and resulting from 
conduct of defendant, dresses made from fabrics of defendant were sold or palmed 
off as dresses made by plaintiff. 

If the facts recited in the discussion of the first question be correctly stated, 
then at least prospective buyers of dresses of the class manufactured by plaintiff 
(1) were or might be confused; or (2), if not affirmatively confused, left uncer- 
tain as to whether or not a dress made from a fabric manufactured by defendant 
(which either (a) merely bore the corporate name of defendant or the words “by 
Dunhill” without a statement that it was manufactured from fabric which came from 
defendant or (b) was described in hang tags annexed or in advertisements as “A 
Dunhill Fabric” or “by Dunhill,” unaccompanied by a disclaimer) had been pro- 
duced by plaintiff; or (3) would or might believe that such dress was manufac- 
tured by plaintiff. 

Supplementing what has already been said, it should be remembered that in 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 412-413 [6 T.-M. Rep. 149], 
it was long ago held that the essence of wrong in trade-mark cases “consists in 
the sale of the goods of one manufacturer or vendor for those of another.” 
Moreover, it is not necessary to establish by proof particular instances of such 
sales. The misleading nature of defendant’s name or of the contents of hang tags 
attached to or of advertisements of dresses manufactured from defendant’s fabrics 
and the uncertainty arising therefrom constitute enough to be characterized as 
a prohibited invasion of the prior and superior exclusive right acquired by plain- 
tiff to the trade-name previous to defendant coming into the field as it did. On this 


subject it was said in Rice & Hutchins v. Vera Shoe Co., 2nd Circ., 260 F. 124, 
at p. 126 [13 T.M. Rep. 391]: 
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The law does not require that any particular person has been actually misled. . . . If 
the natural and probable result of the appellee’s [defendant’s] conduct would be to lead the 
public to purchase its goods in the belief that they were the appellant’s [plaintiff’s], such 
conduct would deceive the ordinary buyer making his purchases under ordinary condi- 
tions, and is in law unfair competition. 

The third question is, was plaintiff’s trade-mark anticipated: 

Not all the argument on the subject has used the word “anticipated.” Yet, in 
substance, the contention is that plaintiff’s trade-mark has been anticipated. 

Anticipation has not been set up in the answer. Nevertheless, it has been 
discussed orally and I shall deal with it as if it were well pleaded. However, I shall 
not now consider, because (as I conceive) at the moment there is no need for con- 
sidering, whether anticipation of plaintiff’s trade-mark would be a sufficient defense 
if formally pleaded and if I should answer yes to the question I have just pro- 
pounded. 

No treatment of the subject would be complete which omitted the facts with 
respect to a corporation called Alfred Dunhill of London, Inc.; but temporarily 
that will be laid aside. Hereafter it will be taken up fully. 

There are several corporations which were connected or associated with, and 
for the most part connected with, Alfred Dunhill of London, Inc. I shall not go 
into all of these. I shall, however, discuss the one which comes nearer affording 
support to defendant’s contention than any other of the so-called Alfred Dunhill 
group and which, if defendant be right, is an apt citation in support of its posi- 
tion with respect to anticipation. The exceptional corporation referred to is Mary 
Dunhill, Inc. This was organized in 1934 and is engaged in New York City in the 
sale of cosmetics and perfumes. 

Outside of the Alfred Dunhill group, eight registered trade-marks having Dun- 
hill in their names have been put in evidence by defendant. The registrations of 
all except one were earlier in date than the registration of plaintiff’s trade-mark 
(Exhibit C). 

The eight outside trade-marks (“outside” meaning not connected or associated 
with Alfred Dunhill of London, Inc.) are owned by six concerns. The trade-marks 
are as follows: 

(1) Trade-mark No. 190,787 registered in 1924 by Dunhill Tailored Clothes, 
Inc., for “men’s suits and overcoats.” 

(2) Trade-mark No. 267,306 registered in 1928 by a corporation, the abbre- 
viated name of which is Hillborn & Reed, for hosiery. 

(3) Trade-mark No. 242,250 registered in 1928 by Fordon Bros. to cover 
“men’s and boys’ dress and work shirts, blouses, and pajamas.” 

(4) and (5) Trade-mark Nos. 225,471 and 280,987 registered in 1929 and 1932 
by Crescent Hat and Cap Company to cover “men’s and boys’ hats and caps, includ- 
ing felt hats and straw hats.” 

(6) and (7) Trade-mark Nos. 307,037 and 324,386 registered in 1933 and 1935 
(May 14) by Scharf Bros. to cover “confectionery—namely, candy.” 

(8) Trade-mark No. 383,933 registered in 1940 (more than four years subse- 
quent to the registration of plaintiff's trade-mark), by Starr Pen Co. to cover 
“fountain pens.” 
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As will be observed, plaintiff’s trade-mark consists of the words “Kay Dunhill” 
in script. It covers, and under it plaintiff has engaged only in producing, dresses 
for ladies, misses and juniors. 

The Mary Dunhill trade-mark consists merely of the word “Dunhill.” The eight 
other trade-marks, belonging to six outsiders, consist either of the word “Dunhill” 
or the word “Dunhills” in print. The nine trade-marks mentioned are for (1) 
cosmetics and perfumes, (2) men’s suits and overcoats, (3) hosiery, (4) men’s 
and boys’ shirts, blouses and pajamas, (5) men’s and boys’ hats and caps, (6) candy 
and (7) fountain pens. 

From a mere recital of the fields in which Mary Dunhill and the six outsiders 
were engaged I think it manifest that there was no competition between them or 
any of them and plaintiff; nor is there room for any finding from the names them- 
selves, or from any evidence introduced in this case, that there exists or it is 
possible for there ever to exist confusion between products described in their 
trade-marks manufactured or sold in the market by Mary Dunhill or by any of 
the six outsiders and products of plaintiff. As I understand the decision, on facts 
indistinguishable in substance from those in the case at bar, this was definitely deter- 
mined long ago in American Steel Foundries v. Robertson, 269 U. S. 372 [13 T.-M. 
Rep. 289], and is still universally accepted as the law. 

In that case both contenders used the word “Simplex” as a trade-mark. One 
was engaged in the manufacture of and using its trade-mark on railway car acces- 
sories and the other on conducting wire. Those articles were no more remote 


from each other than are the articles I have recited covered by the trade-marks 
of Mary Dunhill and six outsiders from the trade-mark of plaintiff. The reason 
for the conclusion that there was no interference with each other in circumstances 
like those and no ground for deception was included in a statement in the Robert- 
son case as follows (pp. 380, 384) : 


The mere fact that one person has adopted and used a trade-mark on his goods does 
not prevent the adoption and use of the same trade-mark by others on articles of a dif- 
ferent description. . . . it does not appear that the use of the word [“Simplex”] as a trade- 
mark upon the goods of the plaintiff will probably confuse or deceive the public to the 
injury of the defendant [the defendant being the owner of a trade-mark objecting to 
another having a trade-mark of the same general name] or of any other corporation. 

There are further grounds on which it could be maintained that anticipation 
of plaintiff’s trade-mark has not been proved. The single ground already assigned 
being conclusive, however, there is no good reason for pursuing the matter further. 

This brings us to the fourth question: Did plaintiff come into this court with 
clean hands? 

There has been more discussion by defendant’s counsel of the question just 
stated than of any other question in this case. As I gather, he insists more earnestly 
on the defense of unclean hands than on any other point he has urged. 

All the unclean hands argument, as it seems to me, turns on consideration of 
facts connected with Alfred Dunhill of London, Inc. (hereinafter generally referred 
to as Alfred Dunhill of London). As I have previously indicated I would do, 
I shall, therefore, now state such of the facts as seem to me relevant in regard to 
that corporation. 





474 THIRTY-TWO TRADE-MARK REPORTER 


Alfred Dunhill of London is a corporation under the laws of Delaware. It was 
incorporated in 1921. It has been engaged in business in this city ever since. It has 
chiefly been a seller of smokers’ articles or accessories connected with them. It 
has sold both at wholesale and at retail; but we are not concerned with the whole- 
sale branch of its business, which has been carried on and is now carried on at 
an address in East 26th Street, New York City. 

From 1922 to 1933 the corporation had a retail store at the corner of 43rd Street 
and Fifth Avenue. In that store it never kept or sold dresses. In fact it has never 
handled dresses anywhere except in Rockefeller Center. 

In 1933 it opened a retail store in Rockefeller Center, at the corner of 50th 
Street and Fifth Avenue. In November, 1933, in its Rockefeller Center store it 
added, as a new business, a department in which it sold ladies’ dresses. It con- 
tinued to sell those dresses there for about twenty months. It ended sales of 
dresses in July, 1935. As matter of fact it determined in March or April, 1935, to 
discontinue the dress business. The reason its president assigns is that it did not 
like the business of selling the dresses. By July 4, 1935, it had disposed of all except 
odds and ends of its stock of dresses. It did not complete selling out the remnants 
of what it had on hand, however, until later in July. 

Since discontinuance of the business of selling ladies’ dresses in July, 1935, 
Alfred Dunhill of London has not engaged at all in that branch of business. 
It does not contemplate renewal of the business, although, as its president stated, 
it regards itself as entitled to retain the right, as it thinks it now has, to sell ladies’ 
dresses if and whenever it gets ready. 

Prior to August, 1935, so far as is known, no one ever sold women’s clothing 
under the name “Dunhill.” During the period from November, 1933 to July, 
1935, when the Alfred Dunhill of London store was selling dresses, it sold also 
coats, suits, blouses, sweaters, sports wear, knit wear, belts, gloves, scarfs, ties, 
bathing suits, millinery and fur coats. In addition it sold ladies’ hand bags, 
cosmetics, jewelry and stationery, as well as pouches, bill folds and wallets (made 
of leather) and sundry goods (made of metal) which were related to pipes. 

Some of the articles just enumerated (outside of women’s clothing) were sold 
preceding November, 1933, and some are still sold. Nevertheless, directly or 
through subsidiaries, the chief business of Alfred Dunhill of London, Inc., is and 
always has been smokers’ articles (such as pipes and tobacco). Its reputation is 
mostly in connection with those articles. The concern has never handled low priced 
garments. None of the dresses ever sold by it were of the class or type or within 
the price range of dresses sold by plaintiff. All or practically all the garments 
it ever handled have been high priced. Wholly, or without material exceptions, 
these were bought from others—though some were manufactured specially for it. 
So far as appears, individually it has never engaged in the production of garments. 
It has done no advertising of garments outside of New York City. In its business 
it has used the trade-marks “Dunhill” and “Alfred Dunhill.” 

During the twenty months it was in the dress business its total sales of dresses 
aggregated approximately $77,000. 
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On or about October 9, 1935, Alfred Dunhill of London served notice on plain- 
tiff of a claim that, through using the word “Dunhill” as part of its corporate 
name and in connection with its business, plaintiff was violating the rights of 
Alfred Dunhill of London and demanded that it cease and desist from using the 
name “Dunhill.” 

As will be observed, the notice was given about two months subsequent to the 
organization in August, 1935, of plaintiff’s first predecessor. The date of the 
notice was approximately four months after Alfred Dunhill of London had decided 
to quit the dress business and somewhat more than two months after it had entirely 
ceased to sell dresses. 

To what extent (if at all) plaintiff had gone in its manufacture or sale of 
dresses, if it had already manufactured or sold them, when the so-called infringe- 
ment notice was served is not made clear in the evidence ; but I deem it unimportant. 

Defendant very seriously insists that, in the light of the facts recited, plaintiff 
going into or continuing the manufacture and sale of dresses, and particularly per- 
sisting in such manufacture and sale after it got the infringement notice, renders 
plaintiff guilty of unclean hands. 

The law on the subject of what constitutes unclean hands and of their being 
an obstacle to recovery in an equity suit seems to me clear. So also, as I read the 
cases which are cited by defendant, there is no difference between the Supreme 
Court of the United States, and the courts in the State of New York as to what 
the law is. 

Defendant relies on three cases. These are Ubeda v. Zialcita, 226 U. S. 452; 
Prince Manufacturing Co. v. Prince’s Metallic Paint Co., 135 N. Y. 24; and Penet v. 
Pinet Shoe Co., Inc., 236 App. Div. 479 [23 T.-M. Rep. 6]. 

As I interpret those decisions, they hold that, in order to sustain the defense 
of unclean hands in a trade-mark or unfair competition case, the evidence most 
establish that the plaintiff has committed a fraud in respect to the matter in con- 
troversy in the suit. They furnish no support for the proposition that it is enough 
merely to show violation of the defendant’s right in a trade-name or in a trade- 
mark. 


In the Ubeda case the article dealt with was gin; in the Prine case, paint ; and 
in the Penet case, shoes. 

The Ubeda case arose in the Philippine Islands. The action was between two 
residents there. The plaintiff was a manufacturer of gin and sought to restrain 
use of a trade-mark like his own by the defendant. 

Preceding plaintiff’s entry into the production and sale of gin in the Philippine 
Islands, there had long existed a manufacturer and seller of gin in Holland, whose 
name was Van Der Bergh & Company. The Holland firm had “a much earlier 
and widely known trade-mark” for its gin and that gin had a very excellent reputa- 
tion (pp. 453-454). 

From the opinion of the Supreme Court it appears that at one time: the Philip- 
pine gin merchant used an expression on his trade-mark which indicated that the 
article he was handling was gin imported from Holland. This was accomplished 
by insertion in his trade-mark of the word “Antwerp” (p. 453). That, however, 
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does not seem to have been one of the grounds on which Mr. Justice Holmes 
predicated the view he expressed in the case when it reached the Supreme Court. 

The local trial court in the Philippine Islands, as well as Mr. Justice Holmes, 
reached the conclusion on the evidence that the Philippine gin producer had framed 
his own trade-mark so as to give the impression to one who read and relied on it 
that his gin was Holland gin. I see no escape from interpreting to this effect the 
language of Mr. Justice Holmes. 

Thus the opinion says (1) that the plaintiff’s trade-mark “closely imitates in 
most particulars” the Van Der Bergh trade-mark; (2) that “the intent [of the 
plaintiff] to get the benefit of the Van Der Bergh device is too obvious to be 
doubted ;” (3) that “the obvious intent and necessary effect of imitating it [the 
Van Der Bergh trade-mark] was to steal some of the good-will attaching to it 
and to defraud the public;” and (4) that “The courts below found the fraud and 
that both plaintiff's and defendant’s marks were nothing more than variations 
upon the earlier [Van Der Bergh] mark” (pp. 453-454). 

It is the “imposition on the public,” described in the extracts quoted, that Mr. 
Justice Holmes denounced as constituting the fraud and unclean hands which 
debarred the plaintiff from maintaining his suit. 

In the Prince case the ruling was along the same lines. It will be enough 
to state the substance of the facts that are relevant. 

The founder of a business sold paint under the trade-mark “Prince Metallic 
Paint.” For a long time the article had been produced exclusively from an ore 
that was derived from a particular parcel of land, which was described as the 
Prince mine. Representation to this effect had been widely disseminated and known 
in, as well as relied on by, the trade. For many years the operator of the plant 
had told customers that the superiority of the paint was attributable to the extra- 
ordinarily good quality of the ore which came from the Prince mine; that this 
mine produced an ore from which was made a paint better than could be made 
from ore taken from any other parcel of land. These statements also went to the 
trade. 

In the course of time the business passed to a new hand. The successor con- 
tinued the representation that his paint was made from the Prince mine and con- 
tinued to sell the paint under the same name. As a matter of fact, however, half 
the ore used came from entirely new land, wholly disassociated from the land from 
which originally came the ore out of which paint had been produced under the old 
management and this fact was not disclosed to the trade. 

The court held that the false representations described were a fraud. On this 
ground it was also held that the plaintiff was guilty of unclean hands. The court 
said (p. 38): 


. Any material misrepresentation in a label or trade-mark as to the person by 
whom the article is manufactured, or as to the place where manufactured, or as to the 
materials composing it, or any other material false representation, deprives a party of 
the right to relief in equity. 


For many years there existed a concern called Pinet in Paris. It made shoes 
of excellent reputation which sold at very high prices. The plaintiff established a 
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business on Madison Avenue, New York City. Its name, as you will observe, was 
Penet ; not Pinet. Apparently, the names were pronounced alike. By exhibitions in 
its show window and by labelling attached to the lining of the shoes it sold, the 
plaintiff Penet represented that its shoes were made by or came from Penet of 
Paris, which was designed to be understood to refer to the Paris concern of Pinet. 
That was wholly false. As a matter of fact, pretty nearly all the shoes sold by 
plaintiff Penet were American-made. 

The Pinet concern of Paris established a store on Fifth Avenue in this city. 
Thereupon the Madison Avenue store sought to enjoin the Fifth Avenue store. 

The court found that the Madison Avenue store was seeking to sell its shoes 
by means of fraudulent representation that they came largely from Pinet of Paris 
and, therefore, denied relief. 

The principle laid down in the three cases, as I read them, is that if a plain- 
tiff has committed a fraud with respect to the very matter on which he sues, he 
is guilty of unclean hands and, hence, is not entitled to recover. As I have said 
heretofore, the law as declared both by the Supreme Court of the United States 
and by the courts of the State of New York seems to be in complete accord on 
the point that fraud is the essential foundation for the rule in regard to unclean 
hands. 

Was plaintiff in the case at bar guilty of fraud? Did it make any misrepresen- 
tation on the basis of which it undertook to sell or did sell its products? I think 
not. 

When plaintiff went into the dress manufacturing business, when the three 
gentlemen I have named got together and planned the business, according to the 
evidence they knew nothing about and had never even heard of Alfred Dunhill 
of London ever having been engaged in producing or selling dresses. As matter 
of fact also, at the time plaintiff, as the original corporation, began business in 
August, 1935, Alfred Dunhill of London was not only not engaged in, but had pre- 
viously entirely quit the dress business. 

As proved by defendant itself, when it produced and introduced in evidence eight 
trade-marks belonging to outsiders using the name Dunhill or Dunhills, seven of 
these were senior in age to plaintiff's trade-mark. It should be noted also that 
the seven for a varying number of years preceding 1935 had employed their trade- 
marks without objection or interference by Alfred Dunhill of London. 

Defendant argues that by using the name Kay Dunhill plaintiff was repre- 
senting that it was associated or connected with Alfred Dunhill of London. On 
what ground can that charge be maintained? If plaintiff took the name from some- 
one else, why attribute the source to Alfred Dunhill of London rather than to a 
holder of one of the then existing seven outsider trade-marks which used Dunhill 
or Dunhills as a trade-mark? 

Defendant urges that it should be inferred that Alfred Dunhill of London was 
the source because, when plaintiff adopted it, the name Dunhill had been rendered 
prominent by Alfred Dunhill of London and by some of those back in England 
with whom Alfred Dunhill of London was or had been associated. 
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It should not be overlooked, however, that both Dunhill in England and Alfred 
Dunhill of London in this country were or had been principally concerned and 
associated with smokers’ articles (such as pipes and tobacco). The evidence clearly 
indicates, if it does not conclusively show, that every other article with which they 
ever had been associated was merely incidental. So also the evidence does not show, 
or at least does not satisfactorily show, that they or either of them had gained 
substantial prominence or good-will with respect to any such article outside of the 
field of smokers’ articles. I recall no fact evidence of which, with any significance 
whatever, associated the name Dunhill with anything except smokers’ articles. 

It is true that there were some vague claims that, outside of smokers’ articles, 
what some English Dunhill or what Alfred Dunhill of London produced or sold 
was the “best” in the world. The opinion so expressed, however, was not backed 
up by facts and to me is not impressive. 

Even though, however, any English Dunhill or Alfred Dunhill of London pos- 
sessed the standing of prominence claimed by defendant, why ascribe the selection 
by plaintiff of the Dunhill name to that prominence, if it grew out of the smokers’ 
branch of business, instead of ascribing it to some of the outsiders mentioned above 
who had the name Dunhill in a trade-mark? 

One may suspect that prominence of the English people or of the concerns 
with which they were associated in this country named Dunhill led plaintiff to 
choose the word Dunhill for inclusion in its corporate name and in its trade-mark. 
But suspicion is not proof. Furthermore, as I see the matter, there is no reliable 
evidence on which I can rest an inference that the suspicion is well grounded. The 
testimony is an unambiguous denial by plaintiff that it was induced or influenced 
to select the name Dunhill or the name Kay Dunhill by the eminence or the accu- 
mulated good-will of any one having the name Dunhill or with the hope of advantage 
being gained by the standing of or by what had been done by any one with the 
name. 

One of the witnesses said that the three organizers conferred and eventually 
selected the name of plaintiff and its trade-mark. In substance the statement is that 
in canvassing names they used directories; what they desired was a name which, 
by its form, would be indicative or suggestive of an attractive young female o1 
that in substance: that they were looking for a well-sounding name which would 
be agreeable, and yet was mythical or fanciful; and that they wanted the name 
to create the impression that the dresses plaintiff was selling were appropriate for 
a person of that general type. 

It was also testified that after hitting on the surname Dunhill, the first name 
Kay was taken partly because suitable for the purpose of the organizers and partly 
as a compliment to one of the male organizers whose name began with the letter K. 

Whether, however, we accept all details of what is claimed by plaintiff with 
respect to the choice of a name, as I feel it, it certainly cannot be gainsaid that there 
is no evidence which would warrant a finding that in the choice or use of the 
name Dunhill or the name Kay Dunhill there was any fraud or misrepresentation 
on the part of plaintiff. If that be true, then the defense of unclean hands cannot 
be sustained. 
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Defendant advances a good many arguments in support of its contention. These 
will be considered. 

(1) Defendant’s counsel relies on the case of Alfred Dunhill of London, Inc. v. 
Dunhill Shirt Shop, Inc., 3 F. Supp. 487. There Judge Coxe said: 


The only conceivable reason for the use of the name “Dunhill” by the defendant is to 
trade on the reputation and good-will of the plaintiff. 


Because of this statement defendant in the case at bar insists that I should find 
that the sole reason of plaintiff for choosing the name “Dunhill” is to enable it to 
profit at the expense of the “reputation and good-will” of Alfred Dunhill of Lon- 
don. There are several reasons which, when taken together, persuade me that 
I would not be justified in making the finding asked by defendant. These are: 

(a)The complainant before Judge Coxe was the owner of the right alleged 
to have been invaded. The owner of such right here, however, is a stranger to the 
litigation and to the defendant before me. As I understand the case, in National 
Picture Theatres v. Foundation Film Corp., 266 F. 208 [10 T.-M. Rep. 385], the 
Circuit Court of Appeals for the Second Circuit held that there should be no recovery 
in a suit of the kind last mentioned. There it was said (p. 211): 

The court below rightly gave no weight to the defense based on Byers’ registration 


of a play named as defendant’s. Whatever may be Byers’ rights, unfair competition is 


a trespass, and no trespasser can justify by setting up the right of one to whom he is a 
legal stranger. 


(b) If what Judge Coxe said in the quotation from him above be deemed 
intended to mean that he thought the Dunhill Shirt Shop (the defendant of whom 
he was speaking) was guilty of fraud, without knowing all the evidence in that 
case I am unable to form an opinion as to whether the evidence in the case at 
bar would be as strong against plaintiff as was the evidence against Dunhill Shirt 
Shop. In order properly to pass on a charge of fraud, manifestly it would be 
necessary to take account of all the evidence. 

(c) Apparently also Judge Coxe was influenced by the Dunhill Shirt Shop “in 
substance” admitting the charge against it. He says that in its answering affidavit 
that concern stated that it chose the name Dunhill “because we [Dunhill Shirt 
Shop] wanted a name for our men’s haberdashery shop that would be associated 
with ‘the English’ because of that people’s great reputation in turning out well 
dressed men.” It may well be that Judge Coxe was influenced by this admission 
to adopt the conclusion he reached. There is no such admission by plaintiff in 
the case at bar. On the contrary, there is a square denial, backed by testimony. 

(d) As already pointed out, Alfred Dunhill of London abandoned selling dresses 
in July, 1935. So also it has ignored the matter since October, 1935. All this 
was more than six years ago. Plaintiff has never gone into any field which pre- 
viously had been occupied by, nor manufactured or sold dresses of a class pre- 
viously sold by Alfred Dunhill of London. In the meanwhile, following service 
of the infringement notice in October, 1935, plaintiff has gone ahead, spent money 
and made a success of its business. 

It seems to me that, on the facts of the present case, such delay on the part of 
Alfred Dunhill of London would constitute laches which would bar recovery if 
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it were now to undertake to enjoin use of the name “Dunhill” by plaintiff. If so, 
then surely defendant is not now entitled to set up a right, if there ever was a right, 
formerly belonging to Alfred Dunhill of London. 

(2) There has been a good deal of talk during the trial about the doctrine of 
natural expansion. As I see it, however, there are no facts here which would bring 
the doctrine into this case and that, therefore, there is no occasion to go further 
with it. My impression is that defendant’s counsel is in accord with that view. 

As will have been observed from reading the decisions, the courts are reluctant 
to apply the doctrine. They say, and I think it is true, that unless they be exceed- 
ingly careful about extension of the doctrine, it would lead into monopoly. Plainly, 
it is the duty of the courts to avoid sustaining a monopoly unless it be demanded 
by law. 

As I understand S. C. Johnson & Son v. Johnson, 2nd Circ., 116 F. 2d, 427, 
in principle it supports my conclusion that in this case there can be no application 
of the natural expansion doctrine in order to strengthen defendant’s case. 

(3) It may be urged that plaintiff has no interest in the name “Dunhill.’”’ I shall 
not go into whether that proposition be right or wrong; but even if true, it is not 
the test which should be applied here (Cf. S. C. Johnson & Son v. Johnson, 2nd Circ., 
supra; H. Co. v. H. S. Co., 144 N. Y. 462, at p. 469). 

The basis of the right to complain is that a person who has established a trade- 
name and carried on his business under it is entitled to protection against the inva- 
sion of the name by some other person who assumes it, or an approximation of it, 
in such way as to induce persons who deal with the latter to believe that they are 
dealing with the person who has used and given reputation to the name. The right 
to relief does not rest merely on the adoption of the name, however, “but grows 
out of its use” (United Drug Co. v. Rectanus Co., 248 U. S. 90, at p. 97 [9 T.-M. 
Rep. 1]). 

I conclude, therefore, that (1) defendant has infringed plaintiff’s trade-mark 
and has competed unfairly with plaintiff; (2) plaintiff has not come into court with 
unclean hands and is entitled to recover; (3) plaintiff is entitled to an injunction 
substantially in the terms asked for in the first and second prayers of the com- 
plaint ; (4) plaintiff is entitled to recover from defendant damages and profits sub- 
stantially as asked for in the third prayer of the complaint; and (5) plaintiff is 
entitled to costs. 

Let plaintiff have judgment in conformity with this opinion, including a pro- 
vision therein for the appointment of a master to hear and report on the amount of 
damages and profits to which plaintiff is entitled. 





DURABLE TOY & NOV. CORP. v. CHEIN & CO. 


DURABLE TOY & NOVELTY CORP. v. J. CHEIN & CO., INC. 
United States District Court, Southern District of New York 
June 2, 1942 


TRADE-MARK INFRINGEMENT—ELEMENTS. 


It is well settled that, in order to constitute infringement, the whole trade-mark need 
not be taken. 


TRADE-MarKs—“Uncie Sam”—Nor Orriciat INSIGNIA oF UNITED STATES. 
That the words “Uncle Sam” are not the official insignia of the United States Govern- 
ment held to be a fact within the judicial knowledge of the court. 
TRADE-MARK INFRINGEMENT—SUITS—EVIDENCE. 


Letters signed by the Secretary of State of the United States adduced to prove that the 
words “Uncle Sam” were the official insignia of the United States, held inadmissible, as 
they were not official documents or copies thereof. 

TRADE-MARK INFRINGEMENT—“UNCLE SAM” ON Toy BANKS—USE oF SAME MARK AND 
SIMILAR PICTORIAL FEATURES. 

Where plaintiff and its predecessors had since the year 1909 used as a trade-mark for 
toy banks the words “Uncle Sam,” either alone or in connection with a picture of Uncle 
Sam, the adoption by defendants in 1941 of a mark consisting of the words “Uncle Sam” 
on a bank shaped like a hat and colored red, white and blue, held infringement and unfair 


competition. 
In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 


John P. Chandler, New York City, for plaintiff. 
Andrew Foulds, Jr., New York City, for defendants. 


Concer, District Judge: 


This is a suit for infringement of registered trade-marks. The plaintiff and 
the defendants are corporations of the State of New York and jurisdiction is 
asserted under the provisions of the trade-mark statute, U. S. C. A., Title 28, 
Section 41. 

The predecessor of the plaintiff, on May 18, 1909, registered in the United States 
Patent Office, the trade-mark “Uncle Sam’s,” No. 73,778, as a trade-mark for 
toy banks. This trade-mark registration was effective for twenty years from the 
date of issue. 

In 1927 an application for a trade-mark was made by the predecessor of plain- 
tiff, comprising a black panel upon which appeared, in silhouette, the picture of a 
cash register with an operator standing in front of it and with the words “Uncle 
Sam’s” in the upper part of the panel. This application matured into Registration 
No. 256,533 as of May 21, 1929. In this registration as issued it is stated: “Appli- 
cant is now the sole owner of the trade-mark ‘Uncle Sam’ registered May 10, 1909, 
No. 73,778.” 

Plaintiff was organized in 1936 and took over the business including all assets, 
trade-marks and good-will appertainirg to such trade-marks as well as the registra- 
tion thereof. 

On June 24, 1941, plaintiff obtained a third registration, No. 388,453, on the 
words “Uncle Sam’s” on a black panel with the picture of Uncle Sam thereon. 
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This registration stated in part: “The trade-mark consisting of the words “Uncle 
Sam’s,” has been continuously used in the business of applicant and of applicant’s 
predecessor, The Durable Toy & Novelty Company, since 1907, and the trade-mark 
has been used in the form shown in the accompanying drawing since April, 1940.” 
The first registration has of course expired, but the latter two are still in effect. 

A large part, if not the major part of plaintiff's business is the manufacture 
and sale of toy banks. Plaintiff’s banks sell at retail from $0.59 to $2.50 and carry 
a lifetime guarantee. 

Defendant, J. Chein & Co., is a large manufacturer of toys; toys of the grade 
which are commonly sold in the five- and ten-cent stores. Sometimes during the 
year 1941, defendant Chein & Co. commenced the manufacture and sale of a 
tin bank shaped as a hat and colored in red, white and blue. The hat was shaped 
as the one we attribute to Uncle Sam. On the top of the bank there appeared 
in prominent letters “Uncle Sam Bank.” This tin bank was made to sell at retail 
for ten cents. ‘ 

Defendant F. W. Woolworth Co. on or about July 7, 1941, and at other times 
did sell in its stores the bank so manufactured by defendant Chein & Co. 

It is the plaintiff's contention that the manufacture and sale of this bank by 
the defendants constitute an infringement of their trade-marks. 

The jurisdiction of this court is made out under Section 41, Title 28, U. S.C. A., 
for there are two valid trade-marks owned by the plaintiff on the words “Uncle 
Sam” as applied to toy banks. 

On the trial it was proved to my satisfaction that banks carrying the words 
“Uncle Sam’s” as used in connection with toy banks had come to mean the bank 
of this plaintiff. That commencing in 1907 plaintiff and its predecessor had been 
selling to the trade these banks and had been using in connection therewith as part 
of the trade-mark the above words “Uncle Sam” or “Uncle Sam’s.” This has 
been continuous from 1907 down to the present. 

By constant and continuous usage plaintiff’s trade-marks have acquired a second- 
ary meaning ; that the name “Uncle Sam” or “Uncle Sam’s” as applied to coin banks 
means the coin bank made by the plaintiff. 

There was abundant proof that the defendant Chein & Co. used the words 
“Uncle Sam Bank” on its toy banks. The fact that defendant Chein & Co. has 
not used every aspect of the trade-mark of the plaintiff, the silhouette or figure of 
Uncle Sam, deos not mean that there is not an infringement. On the contrary, 
it is well settled that the whole trade-mark need not be taken. The defendant 
Chein & Co. has taken all of the words contained in plaintiff's trade-marks. 

The testimony of experts in the toy business produced by the plaintiff shows 
that the name “Uncle Sam” on toy banks had become synonymous with the plain- 
tiff in the toy industry and that of their own knowledge they knew that the public 
in purchasing toy banks often asked for the bank of the plaintiff as an “Uncle Sam 
bank.” 

The plaintiff has the right to be free from the competitive use of this name. 
The plaintiff has extensively advertised its bank as “Uncle Sam” banks. A total 
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of some three million of these Uncle Sam banks have been sold by Durable and 
its predecessors since the business was organized in 1907. 

When defendant Chein & Co. adopted their trade-mark they knew of plain- 
tiff’s trade-mark. Samuel Hoffman, secretary and treasurer of the defendant 
Chein & Co., admitted knowledge of the plaintiff’s use of the mark and that he 
was familiar with the banks of the plaintiff as the toy industry in general appeared 
to be. Hoffman testified as follows: 

. Well, I knew the trade-mark probably like anyone else did. 


. In fact, you had known of the trade-mark for about 20 years, hadn’t you? 
. I believe I did. 


. And you knew that the plaintiff was applying this trade-mark to coin banks? 
. wee 


That the bank of the defendant with the words “Uncle Sam” prominently 
displayed thereon would deceive the public is evident; the marks used are iden- 
tical; the goods of the plaintiff and of the defendant Chein & Co., upon which the 
mark is used, are coin banks. 

An infringer cannot avoid the charge of infringement by taking a portion of 
a trade-mark, providing the infringer takes enough to deceive the public. Sax- 
lehner v. Eisner & Mendelson Company, 179 U. S. 19. In the present case the 
wording “Uncle Sam” constitutes all the wording in both the plaintiff’s latter 
registrations. 

The bank of the defendant Chein & Co. is a cheap toy. The bank of the 
plaintiff carried a lifetime guarantee and there was evidence that they made 
good on this guarantee where a bank was found to be defective. Plaintiff’s 
trade-mark on its banks marked them as plaintiff’s product; a sign to the public 
of the origin of the banks to which it was attached and an assurance that they 
were the genuine articles of the original producer. It was of great value to 
plaintiff to prevent the substitution and sale of an inferior and different article 
for its product. See Manufacturing Co. v. Trainer, 101 UV. S. 51. 

It was contended at the trial that the words “Uncle Sam” cannot be the sub- 
ject of trade-mark. The basis for this is the assertion that the words are com- 
monly recognized to be the insignia of the Government and people of the United 
States. No proof was offered that it was the official insignia of the United States. 
The plaintiff offered in evidence copies of letters over the signature of Secretary 
of State Cordell Hull to prove that it was not. These were objected to, but were 
taken subject to later ruling. I find that these letters are not admissible. They 
are not official documents or copies of official documents. 

That the words “Uncle Sam” are not the official insignia of the United States 
Government is a fact within the judicial knowledge of this court. 

It appears from the evidence that there are sixty-nine registered trade-marks 
on the words “Uncle Sam.” That is not conclusive as to whether they can be the 
subject of trade-mark but it is evidence that the Patent Office so considers them 
to be. 

I can find no case in the books where the point has ever been raised or passed 
upon. In my opinion, the words, not being the official insignia of the United 
States, are properly the subject of trade-mark registration. 
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It was further contended by the defendant Chein & Co. that the words “Uncle 
Sam” were used in an old design patent and that on the expiration of that patent 
the words fell into the public domain subject to use by all. 

On the trial there was no proof that there was ever a trade-mark use of the 
words in connection with this old design patent. See Goodyear Tire & Rubber 
Co. v. Robertson, Commissioner of Patents, 25 F. 2d 833. It was stipulated 
by the parties that no banks were produced under this old patent subsequent to 
1899. The banks that had been produced are now collector’s items and are not 
an article of commerce in its generally accepted sense. 

Defendant Chein & Co. strongly urged the case of Singer Manufacturing Co. v. 
June Mfg. Co., 163 U. S. 169, in this connection. That case is not applicable to 
the facts in this case. In the Singer case, the word “Singer” had come to be 
synonymous with sewing machines. It is not contended here that the words 
“Uncle Sam” have come to mean toy banks. What the court said in President 
Suspender Co. v. MacWillam, 238 F. 159 [6 T.-M. Rep. 303], about the Singer 
case is apt here. 


It is to be observed that the doctrine of the Singer case rests upon the fact that the 
name had come to indicate the invention and thus constituted its generic description. . . 
There is no presumption of law, without proof of the fact as above indicated, that a name 
used on a patented article passes to the public on the expiration of the patent. 


I therefore find that, on the expiration of the old design patent on Uncle Sam 
banks, the words “Uncle Sam” were not used in a trade-mark sense, that they 
did not fall into the public domain or that if they did plaintiff and its predecessor 


by long, sole and continued usage of these words have made them their own, in so far 
as these words apply to toy coin banks. 


The plaintiff on the trial proved to my satisfaction an infringement of their 
trade-mark Nos. 256,533 and 388,453 by the defendants. 

On the question of an accounting for profits and damages the recent decision 
of the United States Supreme Court in Mishawaka Rubber and Woolen Mfg. Co. 
v. Kresge Co., 315 U. S. — [32 T.-M. Rep. 254], decided May 4, 1942, is in 
point. It is there stated: 


If it can be shown that the infringement had no relation to profits made by the defend- 
ant, that some purchasers bought goods bearing the infringing mark because of the 
defendant’s recommendation or his reputation or for any reason other than a response 
to the diffuse appeal of the plaintiff’s symbol, the burden of showing this is upon the 
poacher. The plaintiff, of course, is not entitled to profits demonstrably not attributable 
to the unlawful use of his mark. Cf. Straus v. Notaseme Co., 240 U. S. 179, 183 [6 T.-M. 
Rep. 103]; compare Sheldon v. Metro-Goldwyn Corp., 309 U. S. 390; Westinghouse Co. 
v. Wagner Mfg. Co., 225 U. S. 604. The burden is the infringer’s to prove that his in- 
fringement had no cash value in sales made by him. If he does not do so, the profits 
made on sales of goods bearing the infringing mark properly belong to the owner of the 
mark. Hamilton-Brown Shoe Co. v. Wolf Bros., 240 U. S. 251 [6 T.-M. Rep. 169]. 
There may well be a windfall to the trade-mark owner where it is impossible to isolate 
the profits which are attributable to the use of the infringing mark. But to hold 
otherwise would give the windfall to the wrongdoer. In the absence of his proving the 
contrary, it promotes honesty and comports with experience to assume that the wrong- 
doer who makes profits from the sales of goods bearing a mark belonging to another 
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was enabled to do so because he was drawing upon the good-will generated by that 
mark. And one who makes profits derived from the unlawful appropriation of a mark 
belonging to another cannot relieve himself of his obligation to restore the profits to 
their rightful owner merely by showing that the latter did not choose to use the mark 
in the particular manner employed by the wrongdoer. 


I hold the defendants liable for infringement of plaintiff’s copyrighted trade- 
mark and for unfair competition. 

The plaintiff is entitled to a judgment for the relief demanded in the complaint 
against both the defendants herein and defendants will be required to account for 
profits and damages which have accrued to them through the use of plaintiff’s 
trade-marks. 

In deciding this case, I have disregarded the testimony of plaintiff's witness 
Solomon J. Wallach. I am convinced that the greater part of his testimony was 
incompetent. It was objected to on a most material point but I allowed the testi- 
mony to stand subject to a motion to strike at the end of the case. No such motion 
was made, but the attorney for the plaintiff was to furnish me with a memorandum 
sustaining his contention as to the admissibility of the evidence. I received no such 
memorandum. Under the circumstance I strike out the entire testimony of this 
witness. : 

If findings of fact and conclusions of law are submitted, they should be triple- 
spaced typed, and on five days’ notice. The opposing counsel, if he be so disposed, 
should submit, on two days’ notice, criticisms of the proposed findings, as counter 
findings will avail him nothing. 


TALON, INC. v. GUTMANN, £7 AL., TRADING As UNITED ZIPPER RECON- 
DITIONING CO. 


United States District Court, Eastern District of New York 
April 13, 1942 


TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 

In an action for trade-mark infringement, where defendants allegedly purchased devices 
bearing plaintiff’s trade-mark, reconditioned them and sold them as new after submitting 
them to various processings, including dyeing, held that defendant on examination before 
trial must give name of dyer, as nature of dyes used bears on effect produced on the recon- 
ditioned devices. Defendant need not give names and addresses of all his customers, but 
must give specific number. 


In equity. Action for trade-mark infringement. On defendant’s objection to 
questions before trial. Objections overruled. 


Nims, Verdi & Martin, New York, N. Y., for plaintiff. 
Louis Applebaum, New York, N. Y., for defendants. 


CaMPBELL, District Judge: 


This is an action for trade-mark infringement. 
Plaintiff manufactures and sells slide fasteners (sometimes referred to as zippers) 
under its trade-mark “Talon.” 
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Plaintiff alleges that defendants purchase from junk dealers and the like, 
used or second-hand fasteners bearing plaintiff’s said trade-mark, and after remov- 
ing them from dirty, worn-out and discarded articles of merchandise, the defendants 
after cleaning, disassembling, removing and discarding parts in a different manner, 
sometimes adding parts, not of plaintiff’s manufacture, redyeing, and otherwise 
altering the fasteners, sell the slide fasteners so altered, to manufacturers of new 
clothing, and other new merchandise. 

The plaintiffs also allege that defendants’ manufacturing customers sell said 
altered merchandise to retailers and they to the public as new merchandise, equipped 
with new and unaltered slide fasteners wholly of plaintiff’s manufacture. 

The witness, Herbert Richard, one of the defendants, on the taking of his 
deposition on an examination before trial, after describing the step taken by defend- 
ants after taking off rags and threads, said that they sent them to a dyer, but 
objected to giving the name of the dyer. 

The question “What is the name of the dyer?” is material and relevant, as 
the plaintiff is entitled to ascertain the nature of the dyes used, and the method 
of dyeing, as that bears upon the effect which such redyeing has in changing the 
quality usually associated with the plaintiff’s slide fastener when first made and 
sold by plaintiff. The objection is overruled, and the question must be answered. 

Plaintiff requests, and defendants objected to giving the names and addresses 
of customers to whom the defendants had sold such changed fasteners. 

Of course, to require defendants to give the names of all of their customers, would 
be an unreasonable burden, and such information in that volume is unnecessary 
for plaintiff at this time. 

The specific questions presented relate to sales in New Jersey, and to enumerated 
customers at other places. 

These questions should be answered, but for future guidance it will be sufficient 
if defendants will give the names and addresses of five of its largest customers 
for the said changed or altered slide fasteners, whether attached to other mer- 
chandise or separate, in New York City, three in New Jersey, and one in each of 
the other States alleged. 

The objections to the questions asked with reference to enumerated customers 
and to other customers as limited herein is overruled, and must be answered. 


HELENA RUBENSTEIN, INC. v. CHARLINE’S CUT RATE, INC. anp 
CHARLES SCHECK, INpDIVIDUALLY AND TRADING AS 
CHARLINE’S CUT RATE 


New Jersey Court of Chancery 


September 11, 1942 
(Syllabus by the Court) 
UnFAIR CoMPETITION—STATE Farr TrapE Acts, New JerseEY—CoNFLICT WITH FEDERAL 
Price REGULATIONS. 


Where a conflict arises between the Fair Trade Act and regulations duly promulgated 
by the Federal Price Administrator, the regulations must control. 
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UNFAIR COMPETITION—FAIR TRADE PrICE CONTRACTS VERSUS EMERGENCY STATUTES. 
A statute enacted under the war powers of Congress in order to protect the public 
interest is valid, although it impairs the obligations of a contract. 


In equity. Action to restrain alleged violation of the New Jersey “Fair Trade” 
Act. Complaint dismissed. 


Gennet and Rafner (Samuel A. Gennet, of Newark, N. J., and Henry M. Flateau 
and Gustav Nadel, of New York City, of counsel), for complainant. 
Bilder, Bilder & Kaufman (Samuel Kaufman, of counsel), for defendants. 


STEIN, Vice-Chancellor : 


The original bill of complaint filed in this matter on December 26, 1941, 
sets forth alleged violations by the defendants of N. J. R. S., 56: 4-3, et seq., 
commonly called the “Fair Trade Act.’’ An order to show cause having issued 
why injunctive relief should not be granted, the defendant filed opposing affidavits 
and the applications for a preliminary injunction was denied January 26, 1942. 

Complainant filed an amended bill of complaint on May 6, 1942, alleging that 
the violations of its minimum resale prices by the defendants had continued from 
November, 1941, continuously to May, 1942. 

The defendants urged that the bill of complaint as amended failed to state a 
cause of action in view of the Federal Emergency Price Control Act of 1942 and the 
Regulations of the Federal Price Administrator issued thereunder, and moved to 
strike upon the ground that the record shows the continuous sale by the defendants 
below the complainant’s fixed prices. The proofs disclose that at all times during 
the month of March, 1942, the defendants sold the complainant’s products at 
prices below complainant’s so-called Fair Trade schedule. 

The Emergency Price Control Act enacted on January 30, 1942 (Public Law 
421, Ch. 26, 77th Congress, 2nd session, 56 Stat. 23, U. S. Code Congressional 
Service, 1942, page 23), section 205 (d) provides that “in any suit or action 
wherein a party relies for ground of relief or defense upon this Act or any regu- 
lation, order, price schedule, requirement or agreement thereunder the court 
having jurisdiction over such suit or action shall certify such fact to the Admin- 
istrator. The Administrator may intervene in any suit or action.” On June 9, 
1942, a certificate in conformity with this provision was issued by the court. On 
June 26, 1942, the Federal Price Administrator declined to intervene. 

The Price Administrator by the Act is empowered to promulgate rules, regula- 
tions and orders within the bounds of the definite standards set up by the Act 
(E. P. C. A., Sec. 2 (a); Sec. 201 (d) ). In pursuance of this power, the Price 
Administrator on April 29, 1942, issued General Maximum Price Regulations 
Bulletin No. 1, effective May 11, 1942, imposing a price ceiling upon commodi- 
ties generally and including the products of the complainant involved in this suit. 
This Price Regulation prevents retailers from charging prices higher than the 
maximum prices which they charged during March of 1942. It provides in 
Paragraph 1500.1: 

Prohibition Against Dealing in Commodities or Services Above Maximum Prices. 


On and after the effective date of this Regulation, regardless of any contract or other 
obligation : 
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(a) No person shall sell or deliver any commodity, and no person shall sell or supply 
any service, at a price higher than the maximum price permitted by this Regulation; and 
(b) No person in the course of trade or business shall buy or receive any com- 
modity or service at a price higher than the maximum prices permitted by this 

Regulation. 

The highest prices at which defendants sold complainant’s products during the 
month of March, 1942, were below complainant’s so-called Fair Trade schedules. 
Complainant alleges that the defendants have violated its fair trade contract and 
are thereby precluded from pleading the Federal Price Administrator’s Regula- f 
tions, notwithstanding such Regulations by their terms operate “regardless of 
any contract or other obligation” and there is nothing in the Emergency Price 
Control Act or in the Price Administrator’s Regulations which excepts contracts 
made under the Fair Trade Act from this provision. The Price Administrator has 
thus prohibited the defendants from selling complainant’s products at prices higher 
than those charged by the defendants in March of 1942 and that order is control- 
ling unless it constitutes an abuse of the power granted under the Federal Emer- 
gency Price Control Act. The Administrator regulates prices under the power 
of Congress, a portion of which has been delegated to him. The authority of the 
Federal Government is supreme with respect to matters which are delegated to 
it by the Federal Constitution, even though the exercise of such authority may inter- 
fere with the effective application of the laws of a State. Florida v. Mellon, 273 U.S. 
12 a p. 17 (1927) ; Cummings v. Chicago, 188 U. S. 410 at p. 428 (1903). 

Complainant points out that in this instance the application of the Emergency 
Price Control Act impairs the obligations of its contracts made under the Fair 
Trade Act. Such an impairment is valid under the war power of Congress. 
Brown Holding Co. v. Feldman, 256 U. S. 170 (1921) ; Home Building & Loan 
Asso. v. Blaisdell, 290 U. S. 398 (1934) ; United States v. MacIntosh, 283 UV. S. 
605, 622 (1931). The District of Columbia rent regulations imposed during 
the first World War were upheld on this basis. Block v. Hirsh, 256 U. S. 135 
(1921). See, also, Levy Leasing Co. v. Siegel, 258 U. S. 242 (1922) and Brown 
Holding Co. v. Feldman, supra. 

Under its police power a state may constitutionally fix prices where it does so 
for the protection of the public interest. State Board of Milk Control v. Newark 
Milk Co., 118 N. J. Eq. 504, 179 A. 116 (1935) ; Olsen v. Nebraska, 313 U. S. 
236 (1941); Nebbia v. New York, 291 U. S. 502 (1934). 

Although the Federal Government has no general police power, the limitations 
placed upon Congress by the Fifth Amendment are the same as those imposed 
on the several states by the Fourteenth Amendment. Hamilton v. Kentucky 
Distilleries & W. Co., 251 U. S. 146, 156 (1919). Therefore, the war power 
of Congress may be exercised under a price-fixing statute where the public interest 
requires such protection in order to prevent inflation. Highland v. Russell Car 
& Snow Co., 279 U. S. 253 (1929). See the dissenting opinion of Mr. Justice Stone 
in Tyson & Bro. v. Banton, 273 U. S. 418, 447 (1927). 

Since January 30, 1942, price regulation has been carried on under the Emer- 
gency Price Control Act, a specific exercise of the war powers of Congress. The 
effective enforcement of this price-fixing statute necessitated extensive delega- 





HELENA RUBENSTEIN v. CHARLINE’S CUT RATE 489 


tions of power by the legislative branch of the government to an administrative 
body. Thus Section 29 of the Emergency Price Control Act, dealing with the 
Price Administrator, provides that whenever prices 


have risen or threaten to rise to an extent or in a manner inconsistent with the purposes 
of this act, he may by regulation or order establish such maximum price or maximum 
prices as in his judgment will be generally fair and equitable and will effectuate the 
purposes of this act. 


Conditions are imposed by Section 29 upon the exercise by the Price Admin- 
istrator of this grant of authority. He must (1) give due consideration to the 
prices prevailing for commodities between October 1 and October 15, 1941; (2) 
he must continually adjust his Regulations on the basis of all facts which are 
relevant and which he may determine to be of general applicability to the com- 
modity involved, and (3) he must accompany every regulation or order with a 
statement of the considerations involving its issuance. A legislative delegation of 
power to an administrative agency is constitutional when the legislation itself sets 
up the necessary standards which are required by adjudications of the United 
States Supreme Court for the guidance of the agency created to administer the 
law. Sunshine Anthracite Coal Co. v. Adkins, 310 U. S. 381 (1940); United 
States v. Rock Royal Co-Operative, Inc., 307 U. S. 583 (1939) ; Panama Refining 
Co. v. Ryan, 293 U. S. 388, 421 (1935) ; State Board of Milk Control v. Newark 
Milk Co., supra. 

Under the Fair Labor Standards Act (52 Stat. 1064 (1938), 29 U. S.C. A. 
§ 208, Supplement 1939), Congress empowered the Federal Wage Administrator 
to fix minimum wages in various industries but required him in doing so to con- 
sider “among other relevant factors” competitive conditions as affected by trans- 
portation, living and production costs, and wage scales as established by collective 
bargaining or by voluntary minimum wage standards. The United States Supreme 
Court upheld that congressional delegation of power in the leading case of Opp 
Cotton Mills, Inc. v. Administrator, 312 U. S. 126, at p. 144 (1941) pointing 
out that 


. where, as in the present case, the standards set up for the guidance of the admin- 
istrative agency, the procedure which it is directed to follow and the record of its action 
which is required by the statute to be kept or which is in fact preserved, are such that 
Congress, the courts and the public can ascertain whether the agency has conformed to 
the standards which Congress has prescribed, there is no failure of performance of the 
legislative function. 


Congress has complied with these rules in the Emergency Price Control Act 
by requiring the Price Administrator to give consideration to “speculative fluctua- 
tions,” general increases or decreases in costs of production, distribution, and 
transportation and general increases or decreases in profits earned by sellers 
of the commodity during and subsequent to the year ended October 1, 1941. 

Similar delegations of power by our state legislature to an administrative officer 
or body have also been upheld. Veix v. Seneca B. & L. Assn., 126 N. J. L. 314, 
19 A. 2d, 219 (E. & A., 1940) and cases cited there at pages 321 et seq. 
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The Supreme Court of New York has recently dealt with a similar conflict 
between the provisions of the Fair Trade Act of the State of New York (Feld- 7 
Crawford Act, Art. 24 (a), Sec. 369-b, General Business Law) and the regulations 
of the Federal Price Administrator in Schrier, et al. v. Siegel, et al., N. Y. L. J., 
July 8, 1942, p. 59, Col. 1 [32 T.-M. Rep. —]. Plaintiffs sought a preliminary 
injunction against the violation of the state Fair Trade Act. Defendants inter- 
posed the Federal Price Regulation as a defense. Mr. Justice Eder denied the 
application for the reason “that all of the violations complained of occurred prior 
to the effective date of the Administrator’s price fixing, or price ‘freezing’ 
order... .” 

The defendants in that case also contended “that the enactment of this Federal 
Act has, during its operative period, rendered wholly impotent the state Fair 
Trade Law and violations thereof may be indulged and that they cannot be made 
the basis of an action for redress in the state courts; that the effect of the Federal 
enactment is the abrogation of the state law.” The court expressly declined to 
subscribe to this viewpoint and held that “this Federal Statute does not prohibit 
or bar a suit brought pursuant to the state Fair Trade Law. ...” No con- 
tention of that nature has been made by the defendants in this case and I do not 
pass upon that question. 

The mandate of the Emergency Price Control Act and the General Maximum 
Price Regulation Bulletin No. 1 issued by the Price Administrator is clear and 
must be held to apply “regardless of any contract or other obligation.” Where, 
as here, a conflict arises between a so-called Fair Trade contract or schedule made 
under the Fair Trade Act and regulations duly promulgated by the Federal Price 
Administrator, the Regulations must control. In the light of these Regulations, 
the amended bill of complaint filed herein fails to set forth a cause of action 
calling for equitable relief and the bill will be dismissed. 

Present an order in accordance with these conclusions. 


FAINBLATT v. LEO SPORTSWEAR CO., INC. 
(N. Y. L. J.) 


New York Supreme Court, Special Term 
June 12, 1942 


UnFaiR CoMPETITION—SUITS—PLEADING AND PRACTICE. 

The elements of criminal intent and reasonable doubt, that are irrelevant, immaterial 
and unnecessary in a formal civil action, are equally so where the same civil relief is 
permitted by a summary proceeding incongruously allied with a penal law. 

UNFAIR COMPETITION—MISLEADING Use oF CorPORATE NAME—“LEO SPORTSWEAR”—STATE 
STATUTES—NEW York. 

Defendants’ adoption and use of the name “Leo Sportswear Company” in a haberdashery 
business in competition with plaintiff held unfair competition and a violation of Section 964 
of the New York Penal Law, defendants’ allegation that they adopted said name because 
it was the name of an employee being merely an excuse. 


In equity. Action for unfair competition in the misleading use of a corporate 
name. Injunction granted. 





FAINBLATT v. LEO SPORTSWEAR CO. 


Eber, Judge: 


This is a summary application made upon petition and notice of motion as 
permitted by Section 964 of the Penal Law for an injunction to enjoin and restrain 
the respondent from in any manner or form using the name “Leo Sportswear 
Co.,” and for concomitant relief upon the ground that the use of the name objected 
to has the tendency to and has actually caused the public to be deceived and misled 
into believing that it is the trade-name of the petitioners, to wit, “Leo Sportswear 
Co.” The statute reads as follows: 


Section 964. Use of Name or Address with Intent to Deceive. No person, firm or 
corporation shall, with intent to deceive or mislead the public, assume, adopt or use as, 
or as part of, a corporate, assumed or trade-name for advertising purposes, or for the 
purposes of trade, or for any other purpose, any name, designation or style, or any symbol 
or simulation thereof, or a part of any name, designation or style, or any symbol or 
simulation thereof, which may deceive or mislead the public as to the identity of such 
person, firm or corporation or as to the connection of such person, firm or corporation 
with any other person, firm or corporation; nor shall any person, firm or corporation, with 
like intent, adopt or use as, or as part of, a corporate, assumed or trade-name, for adver- 
tising purposes, or for the purposes of trade or for any other purposes, any address 
or designation of location in the community which may deceive or mislead the public as 
to the true address or location of such person, firm or corporation. A violation of this 
section shall be a misdemeanor. Whenever there shall be an actual or threatened viola- 
tion of this section, an application may be made to a court or justice having jurisdiction 
to issue an injunction, upon notice to the defendant of not less than five days, to enjoin 
and restrain said actual or threatened violation; and if it shall appear to the satisfaction 
of the court or justice that the defendant is in fact assuming, adopting or using such name, 
or is about to assume, adopt or use such name, and that the assumption, adoption or use 
of such name may deceive or mislead the public, an injunction may be issued by said 
court or justice, enjoining and restraining such actual or threatened violation without 
requiring proof that any person has in fact been deceived or misled thereby. 


Without going into minute details it is enough to say that this court is entirely 
satisfied that the respondent adopted the trade or corporate name “Leo Sports- 
wear Co., Inc.” for the purpose of indulging in unfair competition and with the 
design and intent to create and cause deception and confusion with the trade-name 
of the petitioners and with intent to deceive and mislead the public. The excuse 
given by those associated with and in control of the respondent for the selection 
of the name “Leo” is rather amusing. It is said that in discussing the selection 
of an appropriate name “It was decided that a short, easily remembered and 
easily pronounced name should be used by the new firm.” That it was then 
decided that the firm was to use the firm name of its principal salesman or sales 
manager “Leo” Gilbert. This explanation appears to be fanciful. There are 
thousands of other short, easily remembered and easily pronounced names that 
could just as well have been chosen; but the choice had to be one that was as 
close to successful simulation with the petitioners’ trade-mark as could be 
thought of. 

Fortunately, it seems, the undersurface respondents had in their employ this 
salesman with the first name of “Leo.” It was a good choice, so these persons no 
doubt believed, for if their intent at simulation should be challenged by the peti- 
tioners they could argue, with seeming plausibility (so they thought), that no evil 
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intent prompted their selection of a name of such similarity but that it happened | 


to be just a coincidence that they had a man of such first name in their employ. 


The main ground of opposition appears to rest on construction placed on this 7 
statute to the effect that in order to render it applicable it is requisite that a criminal 


intent on the part of the respondent be clearly established and that the respondent’s 
intentional violation of this statute must be proved beyond a reasonable doubt. In 
support of this position the respondent cites and relies on Re Julius Restaurant, 
Inc., v. Lombardi (174 Miscs., 875, 22 N. Y. Supp., 2d, 17 [30 T.-M. Rep. 441]) 
and Schenne v. Benson (33 N. Y. Supp., 2d, 931 [32 T.-M. Rep. 292]). The 


premise these cases assume is that this is a penal enactment and hence involves the | 


necessity of proving these elements similarly as they are required to be proved in a 
criminal prosecution. I am unable to concur. 


It is true that this is a penal statute but it is also a hybrid of civil and criminal | 


remedies, yet capable of definite severance, the one from the other. Thus that part 
of it which relates to and grants civil remedy must be read separate and distinct 
from that part of it which is penal in character and viewed as a separate and inde- 


pendent enactment and construed and interpreted accordingly (McKinney’s Cons. | 


Laws, New York, Vol. 1, 1942, Secs. 273, 275, and cases there cited). 


That part which confers the right to the civil remedy in the instant statute is [7 
no more than the counterpart of the civil action for an injunction to restrain unfair | 


trade practices and unfair competition, the only difference is that it enables an 
aggrieved party to institute a summary proceeding and obtain prompt and per- 
manent relief, theretofore available only by the slow, cumbersome, and at times 
unsatisfactory procedure of a plenary suit, with its attendant and unavoidable 
delays occasioned by the necessity of serving a summons and the length of time 
to answer with the right of application for further extensions of time, thus ulti- 
mately delaying a final hearing and determination for a considerable period of 
time ; at best, in the emergency a temporary injunction or one granted pendente lite 
gave but provisional relief. 

In a formal civil action for injunctive relief the elements of criminal intent and 
reasonable doubt are irrelevant, immaterial and unnecessary, and I am unable 
to see that these elements become relevant, material and necessary merely because 
the same civil relief is permitted by a summary proceeding incongruously allied 
with a penal law (see Matter of Julius Restaurant, Inc. v. Lombardi, 282 N. Y. 
126,129). The line of division is marked and clear as between the one and the other. 
If criminal prosecution is invoked the elements of criminal intent and reasonable 
doubt become involved and material and must be established ; if civil suit is brought 
they have no application. 

Much as I believe in and favor uniformity of ruling and decision I am con- 
strained to dissent from rulings which espouse a contrary conclusion. 

In the light of the views thus expressed, and believing as I do that the motives 
which induced the naming of the respondent as “Leo Sportswear Co., Inc.” were 
and are intended to cause confusion and to deceive and mislead the public, 
it follows that the petition should be sustained. Application granted. Settle order. 
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| TIME, INCORPORATED v. VIOBIN CORPORATION 
hi — _— 
United States Circuit Court of Appeals, Seventh Circuit 
t’s [See 32 T.-M. Rep. 422] 
. Certiorari denied by the United States Supreme Court, October 26, 1942. 
n , 
1) 
he 
he DECISIONS OF THE COMMISSIONER OF PATENTS 
a 

Goods of Different Descriptive Properties 
al Insecticides and paints and varnishes 
rt Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
ct Interferences and thereby dismissed the opposition of Pratt & Lambert-Inc. to the 
4 application of Chapman & Rodgers, Inc., for registration of the numeral “61,” in 
“ association with a design, as a trade-mark for insecticides. The opposition was 
7" predicated upon opposer’s ownership of the same numeral, used in connection with 
4 paints, varnishes, lacquers, putties and related painters’ materials, and registered 
4 for a part of such goods prior to applicant’s first use of the mark on insecticides. 
4 The First Assistant Commissioner stated that the only question to be determined 
‘ was whether or not applicant’s goods and the goods of opposer possess the same 





descriptive properties within the meaning of the Trade-Mark Act, citing American 
Steel Foundries v. Robertson, 269 U. S. 372, 1926 C. D. 289 [16 T.-M. Rep. 51]. 
In discussing this question the First Assistant Commissioner said: 







Opposer does not deal in insecticides, and appears to have no thought of doing so in 
the future. The record discloses, however, that some paint manufacturers do produce 
insecticides and painters’ materials are sometimes sold in the same stores. The Examiner 
of Interferences thus reached the conclusion “that these goods possess the same descriptive 
properties.” 

The facts relied upon by the Examiner do not, in my opinion, support his conclusion. 
It is a matter of common knowledge that numerous items of different descriptive prop- 
erties frequently emanate from a common source. Matches and waxed paper, for example, 
are produced by the same manufacturer in at least one well-advertised instance. Nor is 
it of controlling importance that goods similar to those of both parties are to be found in 
the same stores. Kraft-Phoenix Cheese Corporation v. Consolidated Beverages, Limited, 
27 C. C. P. A. 803, 107 Fed. (2d) 1004 [30 T.-M. Rep. 52]. These are factors to be con- 
sidered, but manifestly they do not change the inherent characteristics of the merchandise 
involved. 

As stated in the Examiner’s decision, “the goods of the parties are non-competitive and 
differ widely in composition and uses.” Moreover, although applicant’s “61” product has 
been on the market for thirty years, there is no evidence that confusion has occurred; and 
while the absence of such evidence is not conclusive, it is nevertheless “persuasive that there 
is not likelihood of confusion.” E-Z Mills, Inc. v. Martin Brothers Co., 25 C. C. P. A. 

992, 95 Fed (2) 269 [28 T.-M. Rep. 207].2 


























1. Pratt & Lambert-Inc. v. Champman & Rodgers, Inc., Opp’n No. 19,691, 163 M. D. 899, 
March 11, 1942. 
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Soap and chewing gum 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of The Procter & Gamble Company to the appli- | 


cation of Sweets Laboratories, Inc., for registration of the notation “Ivoryne 

Peroxide Gum,” with a disclaimer of the last two words, as a trade-mark for 

“chewing gum containing a non-poisonous compound adapted to whiten the teeth.” 
In its brief on appeal, the opposer stated : 

The grounds of opposition are that the use of this mark “Ivoryne” on a dental gum 
for whitening the teeth will cause confusion in trade with opposer’s trade-mark “Ivory,” 
as used on a general-purpose soap, one particular use being as a dentifrice for sparkling 
white teeth, to remove tobacco stain and to eliminate cigarette breath. 


The First Assistant Commissioner stated that, in an effort to prove the likeli- 
hood of confusion, opposer took the testimony of a so-called market research 
investigator to the effect that she had interviewed some sixty housewives in Cleve- 
land, about half of whom indicated their assumption that applicant’s product was 
made by opposer. The First Assistant Commissioner also stated that the Examiner 
of Interferences refused to consider this testimony on the ground that it was “in 
the nature of mere hearsay” and hence incompetent. Before the First Assistant 
Commissioner the opposer complained of this ruling, but he concluded that the 
Examiner was clearly correct, adding, however, that in the view he took of the 
case, such testimony would not be helpful to opposer, even were it considered. 


In regard to the question of the likelihood of confusion, the First Assistant 
Commissioner said : 


The record discloses that in some few instances opposer’s “Ivory” soap has been used 
as a dentifrice, and that many years ago it was advertised as being suitable for that pur- 
pose. As pointed out by the Examiner, however, this soap, “like other cleaning materials 
available in the market, is a detergent preparation of general utility, having a wide field 
of household and industrial uses, and its use as a dentifrice would seem to be a relatively 
minor one of the many for which it is adapted.” In other words, opposer’s product is 
essentially a soap, which, in common with most soaps, may be used to clean the teeth of 
those having a penchant for the practice; while applicant’s product is essentially a chewing 
gum, with incidental cleansing properties as a dentifrice only. It is clear to me that the 
two items are not of the same class nor of the same descriptive properties. 

Moreover, the marks of the parties are not identical. In my opinion they differ suffi- 
ciently to insure against any reasonable probability of confusion in trade even should it be 
held that the goods are broadly of the same description, and notwithstanding the testimony 
of opposer’s investigator, even should such testimony be held competent.” 


Mouth wash and toothpaste 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of The S. S. White Dental Manufacturing Com- 
pany to the application of Sterile Products Company, Inc., for registration of the 
word “Oraclenz” as a trade-mark for “tablets to be dissolved in water for making 
a solution to be used as a mouth wash and gargle.”’ Opposer relied upon its owner- 
ship of the trade-mark “Oraline,” registered for toothpaste, and used in connection 


2. The Procter & Gamble Company v. Sweets Laboratories, Inc., Opp’n No. 19,289, 163 
M. D. 902, March 19, 1942. 
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} with such goods for many years before applicant adopted the mark sought to be 
registered. 
In his decision the First Assistant Commissioner said : 






Broadly speaking, there can be no question but that the goods to which these two marks 
are applied possess the same descriptive properties within the meaning of the Trade-Mark 
Act; but I agree with the Examiner that they “differ considerably in composition and uses 
and also in purchasing appeal.” And as pointed out by the Court of Customs and Patent 
Appeals in the case of Younghusband v. The Kurlash Co., 25 C. C. P. A. 886, 94 Fed. (2d) 
230 [28 T.-M. Rep. 132], “it is proper, in considering the question of confusion to recognize 
the differences in the goods.” Applying that rule in the instant case, it is my opinion that 
the marks “Oraclenz” and “Oraline” differ sufficiently to insure against any reasonable 
likelihood that confusion will result from their use on these particular goods.® 









Radio accessories and piece goods 






Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences and thereby dismissed the opposition of Radio Corporation of America to 
the application of Rayon Corporation of America for registration of the notation, 
“R. C. A. Fabric,” the word “Fabric” being disclaimed, as a trade-mark for “knitted 
rayon materials in the piece.” 

The opposition was sustained by the Examiner on the ground that the initial let- 
ters “RCA” of opposers’ corporate name have 









become so identified with the opposer company that their use as a part of the mark 
“R. C. A. Fabric” sought to be registered would lead many purchasers to assume that 
the opposer has sponsored the production and sale of applicant’s goods. 





In support of his position, the Examiner cited Feldman v. Amos and Andy, 21 
C. C. P. A. 823, 68 Fed. (2d) 746 (23 T.-M. Rep. 69) ; and Colonial Williamsburg, 
Inc., v. Tomlinson of High Point, 500 O. G. 771 (29 T.-M. Rep. 304). However, 
the First Assistant Commissioner found neither of these decided cases particularly 
apposite. He said » 








In the Feldman case the applicant had appropriated the complete firm name of the 
opposer ; and in the Colonial Williamsburg case it was pointed out “that applicant in his 
advertising has attempted to popularize his merchandise by associating it with opposer’s 
exhibits, thus deliberately seeking to take advantage of opposer’s prestige.” Here the 
appropriation of opposer’s name is only partial; and the rule applies that “where less 
than the whole name has been appropriated, the right of registration will turn upon whether 
it appears that such partial appropriation is of such character and extent that, under the 
facts of the particular case, it is calculated to deceive or confuse the public to the injury 
of the corporation to which the name belongs.” American Steel Foundries v. Robertson, 
269 U. S. 372, 1926 C. D. 289 [13 T.-M. Rep. 289]. 

Opposer is a holding company, whose business, as stated by the Examiner, “pertains 
to radio, television, and related arts.” In this particular field the record clearly establishes 
that the letters “RCA” have come to designate opposer to the mind of the public. But 
it is difficult to conceive of a class of merchandise more remote from the activities in which 
opposer is interested than are applicant’s fabrics in the piece, and I am unable to believe 
that any person of average intelligence would be likely to associate such goods with 


opposer. 























3. The S. S. White Dental Manufacturing Company v. Sterile Products Company, Inc., 
Opp’n No. 19,624, 163 M. D. 896, March 7, 1942. 
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In his decision the First Assistant Commissioner discussed and distinguished two 
decisions in trade-mark cases upon which the opposer relied, stating: 


Opposer relies heavily upon my decision in American Federation of Labor v. Joseph S. 
Finch & Co., 469 O. G. 772, 30 U. S. P. Q. 208, where I refused registration of the initials 
“A. F. L.” as a trade-mark for whisky, brandy, gin, rum, and alcoholic cordials, over the 
opposition of American Federation of Labor, on the ground that such partial appropriation 
of the opposer’s name, and its use as a trade-mark upon those particular goods, would 
be likely to cause confusion. The chief distinction between that case and this lies in the 
nature of the goods respectively involved. While it is reasonably possible that purchasers 
may assume that an alcoholic beverage bearing its initials is indorsed by American Federa- 
tion of Labor, it does not necessarily follow that purchasers of piece goods bearing opposer’s 
initials would be likely to assume that such goods are sponsored by opposer. As already 
indicated, it is my opinion that they would not. 

The same distinction exists between the instant case and National Society of the 
Daughters of the American Revolution v. T. Buettner & Co., Inc., 156 M.D. 457, 6 U. S. 
P. Q. 138, also relied upon by opposer. There the National Society of the Daughters of 
the American Revolution popularly known as the “D. A. R.,” opposed registration of a 
mark dominated by those letters for “fabrics upon which are stamped patterns for 
embroidery.” Because these goods were “of a class especially purchased by women,” the 
Commissioner reached the conclusion that “there is a probability of purchasers or customers 
attaching some significance to the use of these three letters and being misled into the belief 
that the opposer society indorsed or approved of the applicant’s goods.” That reasoning 
would doubtless apply here were applicant’s mark appropriated to some sort of electrical 
equipment, but that would be a far cry from fabrics in the piece.* 


Goods of Same Descriptive Properties 


Benzol substitute and gasoline 


Van ArspALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Petrol Corporation of Philadelphia, Pa., 
to the application of Anderson-Prichard Oil Corporation for registration of the 
trade-mark “Petrolene” for a petroleum by-product cut to specifications for the pur- 
pose of replacing benzol in the lacquer and rubber industries. The opposition was 
based on opposer’s prior ownership and use of the trade-mark “Petroline” for 
gasoline. 

The sole question raised on the appeal was whether the goods of applicant and 
opposer are of the same descriptive properties. In deciding that they are, the As- 
sistant Commissioner said : 


As appears from stipulated exhibits offered by applicant and from the statements of 
applicant’s attorney, applicant’s product is a naphtha, and naphtha and gasoline are pro- 
duced from petroleum during the same refining operation at close stages thereof. Each 
is a volatile, inflammable, liquid hydrocarbon mixture. Opposer refines and sells both 
products. 

It is my opinion the goods are so closely related in their manufacture, character and 
source of distribution that, even though the goods have specifically different uses, they 
are goods of the same descriptive properties and the concurrent use of identical trade- 
marks on both would lead purchasers to believe that both products were refined by the 


4. Radio Corporation of America v. Rayon Corporation of America, Opp’n No. 18,697, 163 
M. D. 909, April 14, 1942. 





DECISIONS OF COMMISSIONER OF PATENTS 497 


same refiner or came from the same distributor, or both, and therefore the concurrent use 
of the identical marks here involved on the goods stated would be likely to cause con- 
fusion or mistake in the mind of the public and to deceive purchasers.® 


Liquid dentifrice and liquid cleaner for tetth 

Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of The Procter & Gamble Co., to the application 
of Clark-Cleveland, Incorporated, for registration of the word “Zelle” as a trade- 
mark for “a liquid cleaner for teeth.” 

The opposer relied upon its own prior use and alleged ownership of two trade- 
marks, namely, “Teel” for a liquid dentifrice, and “telle” for a liquid hair shampoo. 
The Examiner considered only the latter of these marks, which he held to be con- 
fusingly simulated by applicant’s mark, and appropriated to merchandise of the same 
descriptive properties. The First Assistant Commissioner agreed with this con- 
clusion, stating : 

That a dentifrice and a shampoo possess the same descriptive properties within the 
meaning of the Trade-Mark Act there can be no question, and it is equally clear to me 
that as applied to such goods the two marks “telle” and “Zelle” are so nearly alike in 
appearance and in sound as to be likely to cause confusion. 

The “telle” mark was registered to a third party, and opposer claimed ownership 
by assignment. The applicant questioned the sufficiency of opposer’s proofs in that 
regard, but the First Assistant Commissioner agreed with the Examiner that op- 
poser’s actual use of the mark was shown to have antedated applicant’s claimed date 


of first use. He stated that, even were it conceded that opposer did not own the 
registration, that fact would have no material bearing upon the ultimate issue pre- 
sented, citing Dubonnet Wine Corporation v. Ben-Burk, Inc., 28 C. C. P. A. 1298, 
121 Fed. (2d) 508 (31 T.-M. Rep. 230). 

Although the Examiner made no ruling with respect to opposer’s mark “Teel,” 
the First Assistant Commissioner did. He stated: 


The record discloses that opposer had been using this mark upon a liquid dentifrice 
for some months before applicant’s first use of “Zelle.” “Teel” and “Zelle” are not so 
nearly similar as are “telle” and “Zelle,” but in view of the fact that they are used on 
substantially identical merchandise, I am unable to say without doubt that there is no 
reasonable likelihood of confusion between them, and any doubt in that regard must, of 
course, be resolved in opposer’s favor. The opposition is thus sustained upon the further 
ground that applicant’s mark is confusingly similar to opposer’s trade-mark “Teel.”® 


Metal couplings, metal pipes and metal tubes, and certain named plumbing supplies 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Cherry-Burrell Corporation, of the word “Diamond” as a 
trade-mark for 


fittings comprising right angle pipe bends, T’s, crosses, elbows, unions, union nuts, ferrules, 
reducing ferrules, caps, adapters, bushings, nipples, nuts, valve, pipe clamps, pipe hangers, 
vat outlets, pipe strainers, can fillers and thermometer holders. 


5. Petrol Corporation v. Anderson-Prichard Oil Corporation, Opp’n No. 19,722, 163 M. D. 
906, April 7, 1942. 

6. The Procter & Gamble Co. v. Clark-Cleveland, Incorporated, Opp’n No. 20,351, 163 
M. D. 923, April 22, 1942. 
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The Examiner refused registration in view of the trade-marks “Diamond 
B. X.” and “Diamond B. 8.,” both registered for “metal couplings, metal pipes, 
metal tubes, and metal casings,” prior to applicant’s claimed date of first use. In 
upholding the Examiner’s refusal of registration, the First Assistant Commissioner 
stated : 


That applicant’s goods, in part at least, are of the same descriptive properties as those 
set forth in these registrations seems too clear to merit discussion. Applicant argues, 
however, that there is no likelihood of confusion between its mark and the registered 
marks, because, as stated in the brief: 

“The applicant’s trade-mark ‘Diamond’ is written in a distinctive manner with the first, 
middle and last letters much larger than the remaining letters of the word. The reference 
trade-marks relied on by the Examiner are also written in a distinctive manner, not the 
same, however, as the manner in which the applicant’s trade-mark is written. 

“In the reference registrations the letters are written in a manner as is common in a 
stencil, i.e., segmental letters. In each instance, however, the reference registrations are 
definitely identified with further letters and numerals.” 

It is true that the marks differ somewhat in appearance, but that fact does not eliminate 
the confusion likely to arise from their use in trade on goods of the same descriptive 
properties. J. B. Williams Co. v. Williams, 18 C. C. P. A. 1133, 48 Fed. (2d) 398. 


The Examiner objected to the word “comprising” in applicant’s description of 
goods as being indefinite, and suggested the substitution of the word “namely,” and 
the First Assistant Commissioner ruled that this objection was sound.’ 


Name of Individual 
“Duchess of Windsor” for perfumes 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to Renée Lacoste, of the notation “Duchess of Windsor” as a 
trade-mark for perfumes. In his statement on appeal, the Examiner said: 

The ground of refusal to register is that the mark is the name or title of a particular 


individual. Registration has also been refused on the ground that the mark, in its com- 
mercial application, constitutes scandalous matter. 


The First Assistant Commissioner stated that he was not so sure that the mark 
constitutes scandalous matter, but that he was clearly of the opinion that it “consists 
merely in the name of an individual,” and is thus forbidden registration by the ex- 
press language of the statute. 

The applicant pointed out that at the time her application was filed, on March 11, 
1937, there was no such person as the Duchess of Windsor, and, in her brief, pre- 
sented the following argument : 

The important fact is that applicant’s rights to the trade-mark were established before 
there was anyone known by the title “Duchess of Windsor.” The fact that, after appli- 


cant’s rights have been established, someone else becomes known by the same words that 
are applicant’s trade-mark is immaterial. 


With reference to this argument and further arguments of the applicant, the First 
Assistant Commissioner said: 


7. Ex parte Cherry-Burrell Corporation, Ser. No. 412,941, 163 M. D. 986, June 25, 1942. 





DECISIONS OF COMMISSIONER OF PATENTS 499 


As supporting authority applicant cites the Commissioner’s decision in the case of 
Oldetyme Distillers, Inc. v. Motlow, 463 O. G. 701, 28 U. S. P. Q. 133, where it was held 
“that in order for an opposer to defeat registration of its corporate name it must be in 
existence at the time the application is filed.” It is applicant’s position that no distinction 
is permissible in that regard between the name of a corporation and the name of an indi- 
vidual, but in my opinion that position is untenable. Its significance as a name is inherent 
in the name of an individual, whereas the name of a corporation has no significance as such 
until adopted. The House of Windsor is the royal family of Great Britain, and a duchess 
is the wife or widow of a duke. The name significance of the expression “Duchess of 
Windsor” is thus apparent, and it had that significance when this application for its 
registration as a trade-mark was filed.® 


Non-Conflicting Marks 
“Lucky Brown” and “Lucky Heart” 


Lucky Heart Laboratories, Inc., petitioned for cancellation of trade-mark regis- 
tration No. 349,940, issued September 14, 1937, to Morton G. Neumann. The 
mark so registered is the notation “Lucky Brown” displayed in association with 
certain design features. Neumann, in his answer, by way of affirmative relief, 
petitioned that the registration, No. 322,912, issued March 26, 1935, relied upon 
by Lucky Heart Laboratories, Inc., be cancelled. The mark covered by the latter 
registration is the notation “Lucky Heart.” 

The Examiner of Trade-Mark Interferences sustained Neumann’s petition and 
dismissed the petition of Lucky Heart Laboratories, Inc., and from his decision 
the latter appealed. In a decision rendered by First Assistant Commissioner Frazer 
(Dec. 903), the decision of the Examiner of Trade-Mark Interferences was affirmed 
in so far as it dismissed the petition by Lucky Heart Laboratories, Inc., to cancel 
Neumann’s registration, but otherwise that decision was reversed, and Neumann’s 
petition to cancel the registration by Lucky Heart Laboratories, Inc., was likewise 
dismissed. 

As stated by the First Assistant Commissioner, both parties deal in a line of 
perfumes, cosmetics and other toilet articles, intended primarily for the Negro trade 
and all of the marks involved in this proceeding are applied to one or more of such 
items. 

The appellant, Lucky Heart Laboratories, Inc., in its petition for cancellation 
of the registration to Morton G. Neumann, the appellee, pleaded ownership of the 
registered mark “Lucky Heart,” and by amendment alleged. ownership of the 
unregistered mark “Good Luck.” The Examiner of Trade-Mark Interferences 
refused to consider this latter mark because appellant had failed to allege that it 
was confusingly similar to the mark of the registration sought to be cancelled. 
Upon this question the First A'ssistant Commissioner stated : 

While the Examiner was doubtless correct in that regard, the mark in question, even 
had it been properly pleaded, would have no material bearing here, because I am clearly 


of the opinion that it is sufficiently different from the mark of appellee’s registration as to 
insure against any reasonable likelihood of confusion. 


8. Ex parte Renée Lacoste, Ser. No. 389,919, 163 M. D. 926, April 24, 1942. 
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The First Assistant Commissioner added that, in so far as appellant’s petition 
was concerned, the real issue was whether or not its “Lucky Heart” mark is con- 
fusingly simulated by appellee’s mark, comprising the notation “Lucky Brown” 
displayed in association with certain design features. Upon careful inspection the 
First Assistant Commissioner found that mark to include a heart-shaped outline, 
almost totally obscured by certain pictorial matter. He stated that it was this 
heart-shaped outline which appellant seemed to feel conflicted with appellant’s 


earlier adopted trade-mark “Lucky Heart.” In finding that confusion was highly 
improbable, the First Assistant Commissioner said : 


Between the notations “Lucky Heart” and “Lucky Brown,” as applied to the goods 
involved, and considering the class of purchasers to whom such goods are sold, I think 
that confusion is highly improbable. It is a fact of record that such purchasers rely upon 
colors, pictures, and the general appearance of containers, rather than upon words, as 
indicating the origin of merchandise. And while it may be that in some instances the 
picture of a heart would be confused with the equivalent word, the heart-shaped outline 
in appellee’s mark as registered is so inconspicuous as to be negligible in comparing the 


mark as a whole with appellant’s mark. It is my opinion that appellant’s petition was 
properly dismissed. 


With respect to the petition by Morton G. Neumann for cancellation, the First 
Assistant Commissioner stated: 


Appellee’s petition to cancel appellant’s registration is predicated upon appellee’s use and 
alleged ownership of several trade-marks, some of which are registered, and probably all 
of which, with the exception of the “Lucky Brown” mark, were in use before appellant’s 
registered mark. These marks are such notations as “Lucky Mo-Jo,” “Lucky Fortune 
Teller,” and “Lucky Spirit,” used either alone or with various pictorial features, some- 
times including a heart-shaped outline as in the “Lucky Brown” mark. As in that mark, 
however, the heart serves only as a background for other matter, and is always obscured 
to such an extent as to be relatively inconspicuous. The only mark appellee has used, 
with which appellant’s mark would be likely to be confused, is the notation “Lucky Sweet- 
hearts”; and that mark may not properly be considered, because it was not pleaded in 
appellee’s petition to cancel. 

It seems to be conceded by both parties that the word “Lucky” alone is devoid of trade- 
mark significance as applied to the particular goods involved, so that with respect to this 
element of the several marks I find it unnecessary to determine the question of priority 
of use. Each party accuses the other of various acts of alleged unfair competition, which 
may or may not have resulted in confusion to the damage of one or the other. These, 
however, are matters with which the Patent Office has no concern in a proceeding of this 
character, and with regard to which I must decline to express an opinion. 


The First Assistant Commissioner therefore concluded that the petition for 
cancllation by Morton G. Neumann should be dismissed.® 


“Weed-Master” and “Stockmaster” 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks in 


refusing registration to The Brown Fence & Wire Company of the notation “Weed- 


Master” as a trade-mark for “electric fence chargers.” The Examiner based his 
refusal on the ground that said notation is confusingly similar to the trade-mark 





9. Lucky Heart Laboratories, Inc. v. Morton G. Neumann, Canc. 3483, 163 M. D. 903, 
March 27, 1942. 
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“Stockmaster,” previously registered for “electric fence controllers for con- 
trolling the electric current supply to fences or fence wire.” In concluding that, 
in the absence of opposition, applicant was entitled to the proposed registration. 
the First Assistant Commissioner said: 
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Manifestly, applicant’s goods and those of the reference possess the same descriptive 
properties, but they are not necessarily identical. The marks have in common only the 
word “master,” which, if not actually descriptive, is so highly suggestive, as used in both 
marks, as to have little, if any, trade-mark significance. Viewed in their entirety, the 
expressions “Stockmaster” and “Weed-master” differ so substantially in appearance, in 
sound, and in meaning, that I doubt the likelihood of any confusion arising through their 
concurrent use.!® 


“Steam-O-Matic” and “Steamotive” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of The Babcock & Wilcox 
Company, to the application of Williams Oil-O-Matic Heating Corporation for 
registration of the notation “Steam-O-Matic” as a trade-mark for boilers. The 
Examiner sustained the opposition upon the ground that applicant’s mark is con- 
fusingly similar to opposer’s unregistered mark “Steamotive,” alleged to be appro- 
priated to the same goods. The opposer also relied upon its ownership of an old 
registration for steam generators, which, the First Assistant Commissioner stated, 
discloses a composite mark including the word “Steam.” In regard to opposer’s 
use of the unregistered mark “Steamotive,” the First Assistant Commissioner said: 


There is some dispute between the parties as to whether opposer has used the word 
“Steamotive” on boilers per se, or only on a complete steam generating unit; but in 
either event opposer’s goods and applicant’s are of the same descriptive properties. 


The First Assistant Commissioner stated that the only point for determination 
by nim had to do with the likelihood of confusion between applicant’s mark and 
either of the marks upon which opposer relied. On this point he ruled as follows: 


Being purely descriptive of the goods of both parties, the word “steam” alone is not 
subject to exclusive appropriation by either, nor is it capable of denoting origin. Other 
than the common occurrence of this word, there is no similarity between applicant’s mark 
and the mark of opposer’s registration. Opposer’s mark “Steamotive” is an obvious con- 
traction of the words “steam motive,” and it is in my opinion no less descriptive of boilers 
or steam generating units than is the single word “steam.” And while opposer is doubt- 
less entitled to some degree of protection in its use of this descriptive expression, I do 
not think that there is the same likelihood of damage to opposer by the registration of a 
slightly similar mark as would exist if opposer’s mark were arbitrary. 

But regardless of the significance of opposer’s mark as a whole, the fact remains that 
it resembles applicant’s mark only to the extent that both contain the descriptive word 
“steam.” Otherwise the two marks differ sufficiently in appearance, significance and sound 
to insure against any reasonable likelihood of confusion ; and neither party can object to the 
other’s use of this descriptive word if the remaining portions of the marks are dissimilar. 
Hall v. The Pennzoil Co. (C. C. P. A.), 126 Fed. (2d) 506, 53 U. S. P. Q. 61. 


10. Ex parte The Brown Fence & Wire Company, Ser. No. 439,586, 163 M. D. 936, May 4, 
1942. 
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Moreover, this is not a case where the trade-marked goods are casually purchased by 
the general public. Prices are high, sales are infrequent, and selection is made by experts. 
And there is less likelihood of confusion between trade-marks when the goods to which they 
are applied involve the exercise of care and discrimination on the part of purchasers. 
Syncromatic Air Conditioning Corporation v. Williams Oil-O-Matic Heating Corporation, 
27 C. C. P. A. 1010, 108 Fed. (2d) 784 [28 T.-M. Rep. 500], is a case in point. 


The First Assistant Commissioner noted that applicant is the owner of a large 


number of registered trade-marks in which a descriptive word is combined with the 
ending “-O-Matic” to suggest a particular product. He stated that he was unable 
to agree with applicant’s counsel that its ownership of these other marks had any 
bearing on the registrability of the mark in issue, except to show applicant’s good 


faith in adopting this mark, and the absence of any intention to impinge upon op- 
poser’s good-will.” 


“The Best Brand” and “Colorado Best” 


Van ArRSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the petition filed by M. O. Best, for cancella- 
tion of a registration issued under the Trade-Mark Act of March 19, 1920, to 
George G. Smith, for cantaloupes. As described by the Assistant Commissioner, 
the trade-mark so issued to Smith, the registrant, consists of the words ‘Colorado 
Best,” the letters of the word “Colorado” being of outline block form and the word 
“Best” being in script form and partially overlapping the word “Colorado.” The 
Assistant Commissioner stated that Best, the petitioner, concededly had priority of 
use of a trade-mark consisting of the words “The Best Brand” prominently dis- 
played on a representation of a seal superimposed on a ribbon, the seal being red 
and the ribbon blue, which mark Best applied to cantaloupes, melons and fresh 
vegetables. 

The Examiner held these marks confusingly similar. He stated that, in his 
opinion, both the word “Colorado” of registrant’s mark and the word “Brand” of 
petitioner’s mark were incapable of any trade-mark significance and the word “Best” 
was the dominant feature in each. 


In disagreeing with the Examiner, the Assistant Commissioner stated: 


The mark “The Best Brand” is clearly descriptive of the quality of the goods. The 
mark “Colorado Best” is descriptive of the quality of the goods and geographical as well. 
The trade-mark significance of the marks appears to me to be very slight, but I do not 
say they have none, particularly as they have been accorded registration and petitioner does 
not raise the question. 

I do not agree with the Examiner that trade-mark significance attaches solely to the 
word “Best” of the “Colorado Best” mark, but am of the opinion that whatever trade- 
mark significance the mark has derives from the words of the mark in combination and 
not entirely from either one of the words of the mark alone. The same also may be 
said with regard to the expression “The Best Brand.” 

Since it seems to me the trade-mark significance of the marks flows from the complete 
marks and not solely from separate elements thereof, and the fact the mark “The Best 


11. The Babcock & Wilcox Company v. Williams Oil-O-Matic Heating Corporation, Opp’n 
No. 20,237, 163 M. D. 974, June 5, 1942. 







Int 
th 


ail 





























































irge | 

the 
ible 
any 


90d 


Op- | 
























DECISIONS OF COMMISSIONER OF PATENTS 503 


Brand” lacks the geographical significance present in the “Colorado Best” mark, it is my 
opinion that the marks “Colorado Best” and “The Best Brand” are so dissimilar in appear- 
ance, sound and meaning that they are not confusingly similar.?? 


“Season Skipper” and “Desmond’s Seasonaire” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 


Interferences and thereby dismissed the opposition of C. B. Shane Corporation to 
the application of Desmond’s, for registration of the notation “(Desmond’s Season- 
) aire” as a trade-mark for 


men’s and boys’ suits, overcoats, varsity suits, hats and caps, shoes made of leather, sport 
and negligee shirts, underwear, women’s coats and suits, underwear, men’s and women’s 
pajamas, play suits, beach robes and bathing suits. 


The applicant claimed use since April 4, 1939. 

The Examiner sustained the opposition upon the ground that applicant’s mark 
is confusingly similar to opposer’s trade-mark “Season Skipper,” registered 
February 13, 1940, for “men’s, boys’, women’s, and girls’ overcoats and topcoats.” 
The applicant moved for reconsideration on the ground that the Examiner had 
erred on the question of priority of use. In denying the motion, the Examiner 
refused the proposed registration for the additional reason that applicant’s mark is 
confusingly similar to a registration of record, but not pleaded, of the words 
“Season Skipper” for “men’s overcoats and topcoats,” issued to opposer July 28, 
1936. The First Assistant Commissioner stated that, since this registration 
antedates any use claimed by applicant, the Examiner’s alleged error with respect 
to dates in his original decision became immaterial. 

However, the First Assistant Commissioner concluded that the opposition 
should have been dismissed because of the dissimilarity of the marks. He noted 
that opposer argued the case as though applicant’s mark were the single word 
“Seasonaire” ; and that the Examiner, in his decision, had said: 


That the notation “Seasonaire” alone is capable of denoting origin and would be 
primarily relied upon by many purchasers for this purpose is believed evidenced by the 
advertisements introduced in evidence by the applicant (Exhibits 6a, 6b, 6c, 7) in which 
the notation is separately displayed and also in the fact that the woven labels for “Season- 
aire” are separate from those bearing the applicant’s name. 


Upon these matters, the First Assistant Commissioner had the following to say: 


Applicant, however, is not seeking to register the word “Seasonaire” alone. The 
mark of the application is “Desmond’s Seasonaire,” and for the purpose of this proceed- 
ing it must be presumed that applicant will use the mark as registered. Lucien Lelong, 
Inc. v. Elgin American Manufacturing Co., 23 C. C. P. A. 1139, 83 Fed. (2d) 690 [26 
T.-M. Rep. 350]. And though the word “Desmond’s” is disclaimed, it is nevertheless a 
part of applicant’s mark, and must be considered in determining the question of confusing 
similarity between the marks as a whole. 

“Season Skipper” and “Desmond’s Seasonaire” neither look alike, sound alike, nor 
have the same significance ; and I am unable to believe that there is any reasonable likeli- 


12. M. O. Best v. George G. Smith, Canc. No. 3692, 163 M. D. 981, June 18, 1942. 
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hood that their concurrent use on the goods described will confuse the public or deceive 
purchasers.?® 


Not a Trade-Mark 


“Spray Pasteurizer” for milk pasteurizing machinery 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the provisions of the Act of March 19, 1920, to the 
Cherry-Burrell Corporation, of the words “Spray Pasteurizer,” as a trade-mark 
for milk pasteurizing machinery. The position of the Examiner was “that the mark 


names the goods and does nothing more.” In his decision the First Assistant 
Commissioner said : 


Applicant asserts that it has made extensive use of the mark over a period of many 
years, and that “the trade identifies applicant’s goods by the trade-mark ‘Spray Pasteurizer’, 
as distinguished from the identification of the goods of competitive manufacturers.” Appli- 
cant seems to concede, however, and the record conclusively shows, that the particular type 
of pasteurizer upon which the mark is used features “the Cherry-Burrell method of 
spray heating”; or, as stated in the brief, includes “Mechanism for causing a spray of the 
heating medium upon the lining of a container in which a product is being pasteurized.” 
In other words, .applicant’s device is a pasteurizer operated in part by the use of a spray, 
and it is difficult to conceive of an expression that would more aptly name such device 
than does “spray pasteurizer.” 

Generally speaking, descriptiveness is no bar to the registration of a mark under the 
Trade-Mark Act of 1920, provided only that it is capable of trade-mark significance. But 
manifestly the mere name of an article must remain open to use by all. It is not subject 
to exclusive appropriation in the guise of a trade-mark, and may not properly be regis- 
tered as such, even under the liberal terms of the 1920 Act. 


The applicant pointed to certain registered marks which, it asserted, were equally 
objectionable with its own. However, the First Assistant Commissioner stated 
that the propriety of those registrations was not before him for determination and 
that their existence did not add anything to the registrability of applicant’s mark.* 


“Car Dealers Motor Oil” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to C. F. Battenfeld Oil Co., under the provisions of the Act 
of March 19, 1920, of the notation “Car Dealers Motor Oil” as a trade-mark for 
“fuel and lubricating oils.” The Examiner refused registration on the ground that 
such notation “does not function as a trade-mark.” 

In his decision the First Assistant Commissioner said: 


It is my opinion . ... that the expression “Car Dealers Motor Oil” would fail to impress 
the public as having any trade-mark significance. Rather, I think it would indicate to 
purchasers merely a particular type of motor oil, without reference to origin. Moreover, 


as applied to fuel oil the mark is deceptive, and is non-registrable as presented for that 
additional reason.*5 


13. C. B. Shane Corporation v. Desmond’s, Opp’n No. 20,460, 163 M. D. 980, June 19, 1942. 
14. Ex parte Cherry-Burrell Corporation, Ser. No. 412,948, 163 M. D. 897, March 9, 1942. 
15. Ex parte C. F. Battengfeld Oil Co., Ser. No. 423,591, 163 M. D. 928, April 24, 1942. 











Part Il 
TABLE OF CONTENTS 


Page 


AMERICAN DIRIGOLD CORPORATION v. DIRIGOLD METALS 
CORPORATION (U. S.C. C. 6th Cir.) —Sale of entire property of a cor- 
poration, including good will, includes trade-marks, and where receiver 
operated business till judicial sale, there was no abandonment............. 506 


NATIONAL FRUIT PRODUCTS COMPANY v. DWINELL-WRIGHT 
COMPANY (U.S. D. C. D. Mass.) —Defendant’s prior use (since 1888) 
of name “White House’ and picture thereof on coffee not infringed by 
plaintiff's later use of same mark on vinegar and apple. products........... 516 


H. MILGRIM & BROS. v. SCHLESINGER et at. (Oregon Sup. Ct.)— 
One may not submit to having his trade-name jeopardized by another even 
eB TOE TTT POLE T er OTe T RTT CTC TT ree 535 





DECISIONS OF THE COMMISSIONER OF PATENTS............. 





506 THIRTY-TWO TRADE-MARK REPORTER 





PART II 


AMERICAN DIRIGOLD CORPORATION v. DIRIGOLD METALS 
CORPORATION 


United States Circuit Court of Appeals, Sixth Circuit 
February 3, 1942 


TRADE-MARKS—DEFINITION. 


A trade-mark is a symbol or device, not previously appropriated, affixed to a product of a 


manufacturer, which will distinguish it from articles of the same general nature manufactured 
or sold by others. 


TRADE-MARKS—DEVOLUTION BY SALE IN BANKRUPTCY. 

Where a trade-mark is not in law a personal one and a transfer is made by operation of law 
through bankruptcy or a general assignment for the benefit of creditors, it has been held that, 
although not specifically mentioned in the proceedings, the trade-marks or trade-names law- 
fully identified with the business pass to one who purchases the business substantially as a 
whole. 

TRADE-MarKs—Goop WILL oF BusINESS—EFFECT oF DISSOLUTION. 
In the case at issue, the trade-mark and good will of the business held to have passed to 


the receiver, and the fact that the Dirigold Corporation became defunct and dissolved destroyed 
neither its good will nor its trade-mark. 
TRADE-MarKs AND Goop WLL—SALE IN BANKRUPTCY—TITLE. 

A sale under an order directing an officer to sell as an entirety the property of a corpora- 

tion, including good will, passes title to the business trade-marks of the corporation. 
TRADE-M ARKS—ABANDONMENT—BUSINESS OPERATED BY RECEIVER. 

Where the business was continuously operated as a going concern by the receiver until the 

judicial sale, there was no abandonment either of the good will or trade-mark. 
TRADE-MarKs—“DiRIGOLD” ON MetaL ComMpouND—USE ON Non-SEcRET PrRocESS—DESCRIPTIVE 
TERM. 

Appellant’s allegations that the processes and formulae referred to in appellee’s counter- 
claim were not in fact secret, and that the use of the word “Dirigold” therefor had been found 
deceptive and misleading by the Federal Trade Commission, and its use subsequently abandoned 
by appellant, were grounds for holding that appellant had no exclusive right to use of the said 
name and was entitled to no relief under its answer and counterclaim. Moreover, the litigants 
are estopped by the record, unless victims of fraud and mistake. 

UNFAIR COMPETITION—TRADE SECRETS. 

The discoverer who attempts to keep secret his machine or process of manufacture has no 
exclusive right to it as against the public, who uncovers the secret by fair means, or against 
those who in good faith acquire knowledge of it without the breach of a contract or of a 
confidential relationship with the discoverer. 

TRADE-M ARKS—TRANSFER OF TITLE—EFFECT OF LIMITATION. 

The rights flowing from a grant with limitation on title are different from those arising 
out of a conveyance of either real or personal property on a condition subsequent. In the 
former, the entire estate never vests in the grantee, in the latter the entire estate vests in him, 
with a possibility of reversion on failure to comply with the condition subsequent. 

UNFAIR COMPETITION—SUITS—PLEADING AND PRACTICE. 

On second appeal to the Circuit Court of Appeals, the Court, finding itself in error in re- 
manding the case for further evidence, certain alleged errors of the lower court that findings 
were not based on sufficient evidence were ignored. 
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In equity. Action for trade-mark infringement and unfair competition. From 


decree for plaintiff, defendant appeals. Reversed. For earlier decision, see 29 
T.-M. Rep. 417. 


Butzel, Eaman, Long, Gust & Bills, Detroit, Mich., and Sanborn & Andre, St. Paul, 
Minn., for appellant. 


McLeod, Fixel & Fixel, Detroit, Mich., for appellee. 
Before ALLEN, HAMILTON and Martin, Circuit Judges. 
HAMILTON, Circuit Judge: 


This cause was before us on a former appeal, 104 F. (2d) 863, and was remanded 
with directions to the District Court to hear further evidence in camera. 

The controversy involves the use of an alleged secret process for the manufac- 
ture of aluminum bronze, by the combination of copper, aluminum, tin and nickel 
in fixed ratio blended at a given temperature, and being superior in purity and 
appearance to any metallurgical alloy theretofore used for the same purposes. The 
controversy further involves whether appellee is entitled to use exclusively the trade- 
name “Dirigold” under which the product is sold. 

The questioned process was discovered by Carl A. Von Malmborg and Carl 
Molin in 1914, and in 1921 with Von Malmborg’s brother, Oscar, they organized a 
Swedish corporation under the name of Aktiebaloget Dirigold Company which ac- 
quired the exclusive license to use the process everywhere except in Finland and 
the Scandinavian countries and at the same time Sven Johnson acquired the ex- 
clusive license to use it in those countries. The Swedish Company did not manu- 
facture, its only substantial asset being the license. Under the Johnson license the 
alloy in question was manufactured and marketed in Europe under the trade-name 
“Dirigold.” Later Malmborg and Molin organized the Dirigold Corporation of 
Delaware and on February 1, 1924, the Swedish Company gave this corporation an 
exclusive license to use the process in the United States and Canada, and it adopted 
and registered in the patent offices of the United States and Canada the trade-mark 
“Dirigold” and imported into the United States from the Johnson Company in 
Sweden products manufactured according to the formula and sold them under the 
trade-name “Dirigold.” 

In 1926, the Dirigold Corporation of Delaware commenced the manufacture 
and sale of the product at Kokomo, Indiana. On October 4, 1930, an equity re- 
ceiver was appointed for the Delaware Corporation in the United States District 
Court at Indianapolis, which receiver continued the business of the Company. In 
February, 1931, the stockholders of the Dirigold Corporation authorized its board 
of directors to effect a reorganization of the Company by forming a new corporation 
under the laws of Illinois, this corporation to be known as the Dirigold Metals Cor- 
poration. It was formed and Malmborg and Molin were directors. A plan of 
reorganization was perfected and submitted to the United States District Court in 
Indianapolis, and rejected. The contract of February 1, 1924, between the Swedish 
Company and the Dirigold Corporation of Delaware provided that if the latter 
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Company should be liquidated, “all rights, hereby granted shall cease and shall 
revert to the party of the first part and belong to the latter as if this agreement had 
not been made.” 

Fearful that this provision might abrogate the contract, the Dirigold Metals 
Corporation of Illinois negotiated with the Swedish Company for a new contract 
and in September, 1931, a new contract was reduced to writing under which the 
Illinois Corporation acquired the exclusive and unlimited perpetual use of the 
process in the United States and Canada, subject, however, to the termination “for 
any reason whatsoever” of the license the Swedish Company had theretofore granted 
to the Dirigold Corporation of Delaware (then in receivership.) Malmborg and 
Molin, the discoverers of the alleged secret process, joined in this contract as third 
parties and agreed to all of its terms. The contract was prepared in quadruplicate 
and signed by the Dirigold Metals Corporation of Illinois and Malmborg and Molin 
and mailed to the Swedish Corporation for signature, and signed by the officers of 
that corporation, one copy retained by it and the other three copies mailed to an 
agent of the Swedish Corporation at Kokomo, Indiana, with instructions that none 
of the copies of the contract were to be delivered to the Dirigold Metals Corporation 
of Illinois until it had acquired the assets of the Dirigold Corporation of Delaware 
in receivership. Internal strife developed among the officers and stockholders of 
the newly organized Illinois Corporation and the reorganization proceedings in the 
Federal Court became dormant, but the receiver continued the operation of the Com- 
pany. On March 18, 1932, the agent of the Swedish Corporation returned to 
Sweden, but before leaving, delivered the three copies of the contract to a mutual 
friend of the two Malmborgs, with instructions to deliver it to the newly organized 
Illinois Corporation upon the receipt from it of its Class C stock certificate issued 
in the name of the Swedish Company for 20,000 shares and a like certificate for 
10,000 shares to Oscar Von Malmborg. 

In October, 1932, Carl Von Malmborg wrote his brother Oscar, in Sweden, that 
the reorganization of the Dirigold Corporation of Delaware by the creation of the 
new Illinois Corporation, should be abandoned and a new corporation formed under 
the laws of Delaware or some other state and when organized, the contract then 
being held by their mutual friend should be delivered to it. None of the other stock- 
holders or officers of the old Delaware Corporation or of the newly organized Illinois 
Corporation or Molin had any knowledge or notice of the correspondence between 
the two brothers, and Oscar Malmborg was under the impression that the proposed 
new Company was a part of the reorganization plans of the old Delaware Cor- 
poration and had been agreed to by its stockholders and directors and by Molin. 
Acting under this assumption, on November 11, 1932, Oscar Malmborg cabled his 
brother, Carl, “you are authorized to make the requested change in the contract.’ 

In January, 1934, Carl Malmborg organized the corporate appellee the Dirigold 
Metals Corporation under the laws of Delaware and dominated and controlled it, 
all of which was done without the knowledge or consent of the other stockholders 
and directors of the old Delaware Corporation in receivership or the newly formed 
Illinois Corporation or Carl Molin. 
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On January 31, 1934, Carl Malmborg had the appellee issue 20,000 shares of 
its Class C stock to the Swedish Company and 10,000 like shares to his brother, 
Oscar Malmborg. He delivered them to the escrow agent holding the contract of 
September, 1931, and this contract was delivered to Carl Malmborg in exchange 
for the shares. Carl Malmborg changed the date on the contract from September, 
1931, to January 31, 1934, and delivered it to the then newly organized appellee, 
but did not change the word “Illinois” as the state of incorporation to “Delaware,” 
the place of incorporation of appellee. 

The escrow agent mailed the stock certificates for the shares to Oscar Malmborg 
in Sweden, who retained them about six months. Immediately upon his discovery 
that the contract was not with the successor of the old corporation, he returned them 
by mail to the escrow agent in Chicago, Illinois. The post office department was 
unable to locate the addressee and the letter was returned unopened to Oscar Malm- 
borg and he retained the stock certificates about eighteen months, in the meantime 
corresponding with the receiver of the Delaware Corporation and Molin about its re- 
organization. The appellant in the meantime having been organized and having 
acquired the assets of the old corporation at judicial sale, Oscar Von Malmborg re- 
turned the stock certificates to the appellee and the Swedish Corporation passed a 
resolution cancelling the license theretofore granted by it to the Dirigold Metals 
Corporation of Illinois which was then in the possession of the appellee under the 
circumstances here detailed. 

Under the foregoing facts the appellee claims and the court found that it has 
the exclusive right to the process discovered by Molin and Malmborg in 1914 and 
also the trade-mark “Dirigold.” Malmborg tried to persuade Molin to join the 
new Company after its organization, which he refused, telling Malmborg he desired 
to operate his business independently. 

In May, 1934, the Dirigold Metals Corporation of Illinois was dissolved by quo 
warranto proceedings in that State because of failure to file annual reports and 
pay taxes according to its laws. The equity receivership of the old Dirigold Cor- 
poration of Delaware was continued, but the state of its creation statutorily sus- 
pended its charter in 1934 for failure to pay taxes. 

In the latter part of 1934, Molin communicated with Oscar Von Malmborg, 
president of the Swedish Company, about reorganization of the old Dirigold Cor- 
poration of Delaware in receivership and in November, 1934, the Swedish Company 
authorized Molin and John E. Frederick, the equity receiver, to effect a reorgani- 
zation of this corporation by forming a new company to take over its business and 
assets, including the original 1924 contract. A small interest in the new company 
was to be set aside to the stockholders of the old and they consented to the plan. 
Carl Malmborg was invited to join in the formation of the new company but de- 
clined, insisting that appellee then had the exclusive license to manufacture and sell 
under the name “Dirigold” the product of the secret process. 

In July, 1935, pursuant to a decree of the District Court for the Southern Dis- 
trict of Indiana, all the assets and good will of the old Dirigold Corporation of 
Delaware were offered at public sale and Molin and his associates acquired them 
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for $35,000 and in August, 1935 they caused to be organized under the laws of 
Indiana, appellant, the American Dirigold Corporation, and transferred the prop- 
erty purchased at the receiver sale to the new corporation. The Swedish Com- 
pany consented in writing to a transfer of the contract originally made in 1924 with 
the old Dirigold Corporation of Delaware to appellant the new corporation. The 
receivership proceedings in the United States District Court at Indianapolis were 
closed and appellant continued and expanded the business of the old company at 
Kokomo, Indiana, and in connection therewith used the trade-marks, patterns and 
designs of the old Delaware Company and sold its products throughout the United 
States and Canada. 

In 1935, after appellant had been in business for more than nine months, ap- 
pellee established a plant at Barrington, Illinois, and commenced the manufacture 
according to the formula used by appellant of aluminum bronze metals, sold 
such products under the same trade-name and in the same market. It claimed to 
be the successor of the old corporation and to own the exclusive right to the use 
of the alleged secret process and the trade-mark “Dirigold.” 

Carl Malmborg, president of appellee, wrote letters to appellant’s customers 
notifying them that it was the sole owner of the alleged secret process and the trade- 
mark “Dirigold” and that if anyone else sold products made according to the formula 
or under the trade-mark, such person would be held to strict accountability. 

This action was instituted by the appellee in April, 1936, to enjoin appellant 
from using the process and trade-marks. Appellant answered, and filed a cross 
claim in which it insisted it had equal rights to the use of the alleged secret process, 
and to the trade-mark. 

The court dismissed appellant’s cross bill and enjoined and restrained it from 
the further manufacture and sale of any metal compounds and articles made by 
or under the alleged secret process covered by the license granted by Aktiebolaget 
Dirigold, the Swedish corporation in 1924 to the Dirigold Corporation of Delaware 
and from the further use by it of the trade-name “Dirigold.” 

The issues for decision are: (1) Did appellant acquire the alleged secret formula 
for the manufacture of aluminum bronze under such circumstances as to entitle 
appellee to an injunction prohibiting the use of the process by appellant ; (2) Does 
the appellee have the exclusive right to use the trade-mark “Dirigold” ? 

Because of the presumed advantage to the public, it is the policy of the law to 
encourage and protect inventions and the trade-marks of business enterprises. If a 
business is made valuable by the skill and attention of its creator, the good will thus 
created is recognized by the law as property belonging to the founder and if, in con- 
nection with the business, he adopts and publicly uses a trade-mark, he has a remedy 
either at law or in equity against those who undertake to use it without his permis- 
sion. The discoverer of a new and useful invention of any machine or composition 
of matter upon filing in the Patent Office a description which will enable an expert to 
understand and apply the invention thus affording all persons the means of ulti- 
mately availing themselves of it, may obtain by patent a monopoly limiting for a 
given period of time, the use of the discoverer’s invention to such persons as he may 
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select and on such terms and conditions as he elects to impose. If the discoverer 
of the new machine or composition of matter, whether patentable or not, keeps it 
secret from all except those having a contractual or confidential relationship with 
him in regard to such machine or process, he may obtain perpetually a monopoly 
restricting the use of the discovery or invention to such persons as he may select 
and on such terms and conditions as he elects to impose. 

The jurisdiction in equity to interfere by injunction to prevent such a breach of 
contract or trust when the injury to the discoverer or his assigns would be irrep- 
arable and the remedy at law inadequate is so well established that the citation of 
authority would be trite. The discoverer who attempts to keep secret his machine 
or process of manufacture has no exclusive right to it as against the public, who un- 
covers the secret by fair means, or against those who in good faith acquire knowl- 
edge of it without the breach of a contract, or of a confidential relationship with the 
discoverer. O. & W. Thum Company v. Tloezynski, 114 Mich. 149; A. O. Smith 
Corporation v. Petroleum Iron W orks Company, 73 F. (2d) 531 (C. C. A. 6). 

The patent and copyright statutes confer upon an inventor or author, the ex- 
clusive right to make, use and sell articles embodying his invention or authorship, 
and any person acquiring by assignment or license an interest in such invention or 
authorship takes title subject to prior assignments or licenses of which the assignee 
must inform himself as best he can and at his own risk, but the owner of a secret 
process not patented has no such exclusive right and a person acquiring by assign- 
ment or license an interest in such process, takes it subject only to such prior assign- 
ment or transfers which he expressly or impliedly contracts with the assignor to 
respect. The appellee proceeds in part upon the theory that appellant must respect 
the contract which appellee obtained from the Swedish Company in 1934. Appel- 
lant was in no way a party to that agreement, and there is no fact in the record 
directly establishing, or from which an inference may be drawn, that appellant came 
by its knowledge of the formula in an unfair way or that it has committed any 
fraud or breach of trust in obtaining or using the alleged secret process. 

It is conceded by appellee that appellant is selling the genuine resultant of the 
alleged secret process, and is using the exact trade-mark under which the product 
has always been marketed. For the purposes of this case it may be assumed that 
the Swedish Corporation had the right to assign an interest in the alleged secret 
process in whole or in part to appellee, but before appellee is entitled to any relief 
in a court of equity, it must appear from the facts that appellant has violated some 
contract it had with appellee or has breached some relation of confidence it had to 
appellee. There is no evidence in the record supporting any confidential relation- 
ship between appellant and appellee. There is no nexus of obligation between appel- 
lant and appellee by reason of either of the present contracts. As to the appellant, 
appellee’s contract with the Swedish Corporation is res inter alios acta. 

All practices between rivals in business which tend to engender unfair com- 
petition are odious and will be suppressed by injunction. This equitable process 
rests upon the principle that a manufacturer, merchant or trader is entitled to the 
court’s protection against dishonest or perfidious business rivals, but the power of 
the court only comes into play against the fraudulent or deceitful simulation by a 
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competitor of tokens which tend to confuse the identity or business of the one with 
the other and against the false representation of facts which tend to mislead the 
public and divert trade from one to the other. 

Appellee, having predicated its cause of action solely on its exclusive contract 
right to the use of the alleged secret process, and there being no substantial evidence 
in the record that appellant has engaged in unfair trade practices of which appellee 
has a just ground of complaint, appellee must fail unless it has the exclusive right to 
the use of the trade-mark “Dirigold.” 

It is alleged in appellee’s bill of complaint that the present product had been 
manufactured and sold for many years by Dirigold Corporation of Delaware under 
the name of “Dirigold,” which word has a well-known meaning in and among the 
trade in the States of the Union and Canada, and it is further alleged that the Dela- 
ware Corporation with the consent of the Swedish Corporation, registered said 
name in the Patent Office February 28, 1934. It undertakes to claim title to the 
trade-mark by reason of the fact that the Dirigold Corporation became liquidated 
in the insolvency proceedings heretofore referred to and that, by reason thereof, the 
trade-mark reverted to the Swedish Corporation and that appellee reacquired it 
under its contract of January 31, 1934, with that corporation. 

It is well understood that a trade-mark is a symbol or device not previously 
appropriated affixed to a product of a manufacturer, which will distinguish it from 
articles of the same general nature manufactured or sold by others. There can be 
no valid trade-mark in a word which is placed upon an article not for the purpose 
of indicating origin, manufacture or ownership, but merely as designing quality, 
class or grade. Manufacturing Company v. Trainer, 101 U. S. 51, 55; Columbia 
Mill Company v. Alcorn, 150 U. S. 460, 466. 

The provision of the contract on which appellee relies for the reversion of the 
trade-mark to the Swedish Corporation states that, if the Dirigold Corporation shall 
be liquidated all rights, trade-marks, formulae and processes granted under it shall 
cease and revert to the licensor. Appellee seems to treat the word “Dirigold” as a 
generic or descriptive word of the article of trade in question; in other words, that 
the discoverers by their combination created a distinct and new alloy. If this be 
true, the word cannot be the subject of a trade-mark. Appellee also urges that the 
word is used not only in a generic sense, but to denote the origin or ownership of the 
articles and at least to this extent is to be treated as a trade-mark separate and apart 
from the description of the alloy. Thos. G. Plant Company v. May Company, 105 
F. 375 (C. C. A. 6) ; Prest-O-Lite Company v. Davis, 215 F. 349 (C. C. A. 6) [4 
T.-M. Rep. 419]. 

Considering the name “Dirigold” under the circumstances of this case as an 
appropriate trade-mark, the uncontradicted evidence shows that the Swedish Cor- 
poration had registered it in Sweden and by the licensing agreement of February 1, 
1924, granted to the Dirigold Corporation of Delaware the exclusive, unlimited and 
perpetual right to its use in the United States and Canada. By the express pro- 
visions of the contract, the trade-mark in question became the property of the 
licensee. The rule of law is well recognized that, in a voluntary sale of a business 
as an entirety, trade-marks and trade-names, which have been lawfully established 
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and identified with such business, will pass to one who purchases as a whole the 
physical assets or elements of the business, even though not specifically mentioned 
in the conveyance. Herring-Hall-Marvin Safe Company v. Hall Safe Company, 
208 U. S. 554, 558. 

The law makes no distinction between voluntary and involuntary sales, and 
where the trade-mark involved is not in law a personal one and the transfer is made 
by operation of law through bankruptcy or a general assignment for the benefit of 
creditors, the courts have held that, although not specifically mentioned in the pro- 
ceedings, the trade-marks or trade-names lawfully identified with the business pass 
to one who purchases the business substantially as a whole. Richmond Nervine 
Company v. Richmond, 159 U. S. 293, 302; Klintz v. Marx, 205 Ill. App. 376. 

The receiver in the proceedings in the Indiana District Court was directed to 
sell all of the assets of the Dirigold Corporation in his possession as such receiver, 
both tangible and intangible, except, cash and accounts receivable, and in the re- 
ceiver’s report of sale, it was stated that he had sold for $35,000 all the assets of the 
Dirigold Corporation described in the order of sale, and in his bill of sale, the re- 
ceiver stated that he was transferring all of these assets to the purchasers. 

Appellee urges on us that a trade-name can be assigned only with the good will 
of the business and that therefore the receiver could not have sold the trade-mark 
and good will, because he did not have title to either of them. As we have heretofore 
pointed out, these intangible assets did pass to the receiver, and the fact that the 
Dirigold Corporation became defunct and dissolved destroyed neither its good will 
nor its trade-mark. 

The receiver continuously operated the property as a going concern until the 
judicial sale. It follows that there was no abandonment of either the good will or 
the trade-mark used in the business. The Peck Bros. & Company v. Peck Bros. 
Company, 113 F. 291 (C. C. A. 7). 

Appellee also urges that these items were expressly excluded from the sale by 
the receiver, and refers to a statement alleged to have been made by the receiver 
at the time of the sale that he was not selling the trade-mark or the good will of the 
business. 

It is characteristic of a judicial sale that the court’s decree of sale specifically 
describes the property, to be sold (Minnesota Company v. St. Paul Company, 69 
U. S. 609, 640; Pillrod v. Angola Railroad Company, 46 Ind. A. 719) and that the 
officer conducting the sale has no authority to deviate from the provisions of the 
decree or order. Williamson v. Berry, 49 U. S. 495, 545. Under this rule, it be- 
comes immaterial as to what statement of exclusion, if any, the receiver made at the 
sale. The evidence relied on might be sufficient to sustain an objection to confirma- 
tion of the sale, but it is wholly insufficient to support a collateral attack thereon. 
A sale under an order directing an officer to sell as an entirety the property of a 
corporation, including good will, passes title to the business trade-marks of the 
corporation. Peck v. Peck Bros., supra; Sarrazin v. W. R. Irby Cigar & Tobacco 
Company, 93 F. 624 (C. C. A. 5) ; Sawilowsky v. Brown, 288 F. 533 (C. C. A. 5) ; 

Woodward v. White Satin Mills Corporation, 42 F. (2d) 987 (C. C. A. 8). 
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Finally, appellee urges that, as the license of the Swedish Corporation to the 
Dirigold Corporation provided that all rights thereunder should cease and revert 
to the licensor if the licensee was liquidated through legal proceedings, voluntary 
or involuntary, and as the licensee was in fact liquidated, that the trade-mark ipso 
facto reverted to the Swedish Corporation and that therefore appellant acquired no 
interest in it through the sale of the assets of the defunct corporation. Laurence- 
Williams Company v. Société Enfants Gombault, Et Cie, 22 F. (2d) 512 (C. C. A. 
6) [17 T.-M. Rep. 503]. 

Counsel for appellee contends with considerable skill in argument that the trade- 
mark which the Delaware Corporation acquired from the Swedish Corporation was 
subject to a conditional limitation and that it was accepted by the Delaware Corpora- 
tion on condition that such corporation remain solvent, on the breach of this con- 
dition, the title to the trade-mark reverted to the licensor. This contention does 
violence to the contract of conveyance. The Swedish Corporation granted to the 
Delaware Corporation the exclusive, unlimited and perpetual right to the use of the 
trade-mark with no reservation to itself of interest therein. The provision of the 
contract relied on by appellee for reversion was a condition subsequent which is 
clearly known to be one which follows the performance of the contract and operates 
to defeat and-annul it, upon the subsequent failure of compliance by either party. 
The rights flowing from a grant with limitation on the title are quite different from 
those arising out of a conveyance of either real or personal property on a condition 
subsequent. In the former the entire estate never vests in the grantee, in the latter 
the entire estate vests in him with a possibility of reverter on failure to comply with 
the condition subsequent. 

If the transfer be with a conditional limitation of title, a breach thereof will 
automatically reinvest the title in the grantor. If it be on a condition subsequent, 
in order for the title to reinvest, the grantor is required to take some affirmative 
action for the purpose of regaining possession. [Bryan v. Bliss-Cook Oak Co., 178 
F. 217 (C. C. A. 8)], and until such entry or action by the grantor, the quantity of 
the estate of the grantee is unimpaired, and his possession continues with all ad- 
vantages belonging to possession. A condition subsequent may be lost or waived 
by delay or by words or conduct evidencing an intention not to exercise it. Tark- 
ington Vv. Purvis, 128 Ind. 182; Pence v. Langdon, 99 U. S. 578, 581; First Federal 
Trust Company v. First National Bank, 297 F. 353 (C. C. A. 9) ; Kansas City Life 
Ins. Co. v. Davis, 95 F. (2d) 952 (C. C. A. 9). 

We cannot agree with the contention made on behalf of appellee that the appoint- 
ment of a receiver for the Dirigold Corporation of Delaware and its subsequent 
liquidation, standing alone, terminated the contract between it and the Swedish Cor- 
poration, and deprived its receiver of all interest in the trade-mark. The Swedish 
Corporation permitted the receiver to use the trade-mark in the conduct, of the busi- 
ness of the Delaware Corporation, took no action at any time to repossess it and 
consented to its use by the appellant after it had acquired all the assets of the old 
corporation. These acts are inconsistent with the exercise of its right to claim a 
reversion of the trade-mark and adequately support the conclusion that the Swedish 
Corporation intended to waive that right. Appellant acquired the right to use the 
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trade-mark in question through the receivership sale and by the consent of the 
| Swedish Corporation. 

On the former appeal this cause was remanded with directions to the lower 
court to hear such additional evidence as the parties offered on (1) whether the 
trade-mark “‘Dirigold’”’ had value when excluded from interstate commerce; (2) 
| whether the dissolution of the Aktiebaloget Dirigold Company occurring subse- 
quent to the institution of this action resulted in a reversion of the alleged secret 
process to its discoverers ; (3) whether the formula and secret were in fact secret and 
} not commonly known to the trade. 

In rehearing, the lower court found that the trade-mark did have value when 
affixed to products sold in intrastate commerce and in the Dominion of Canada and 
further that, while the Swedish corporation dissolved in 1938, such dissolution did 
not terminate appellee’s contract of January 31, 1934. The court also found that 
the alleged secret process was in fact secret and not commonly known to the trade. 

Appellant urges on us that the court’s findings in these respects are not sup- 
ported by substantial evidence. We have concluded from a reexamination of the 
record, that we were in error in remanding the cause for further evidence and that 
the case should have been decided on the original record. For this reason, the last- 
mentioned errors upon which appellant relies are ignored. 

After the cause was remanded, appellant filed a supplemental answer in which 
it alleged that the processes and formulae referred to in appellee’s petition and 
appellant’s counterclaim were not in fact secret but were well known to the trade 
prior to the year 1921, and that the use of the word “Dirigold” as a part of its cor- 
porate name, or as descriptive of, or a trade-mark for its products, had been found 
to be deceptive, misleading and fraudulent by the Federal Trade Commission, and 
constituted unfair competition. It further alleged that the Federal Trade Commis- 
sion had issued its order directing appellee and appellant to cease and desist from 
using the word “Dirigold” as a part of its corporate name or as a trade-mark and 
that appellant had complied with said order and had changed its name to the Ameri- 
can Art Alloys, Inc., and had abandoned the use of the trade-mark “Dirigold.” 

In view of these allegations, appellant has no exclusive right to the use of the 
trade-name “Dirigold” or the secret process and is entitled to no relief under its 
original answer and counterclaim. Litigants are estopped by the record unless they 
are victims of fraud and mistake. Putnam v. Day, 89 U. S. 60, 65. 

The decree is reversed and the cause remanded with directions to the District 
Court to dismiss appellee’s petition and appellant’s counterclaim. 
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NATIONAL FRUIT PRODUCTS COMPANY v. DWINELL-WRIGHT 
COMPANY 


United States District Court, District of Massachusetts 


October 16, 1942 


TRADE-MARK INFRINGEMENT—“WHITE House” AND REPRESENTATION THEREOF—VALIDITY. 

Under the Federal trade-mark act and the Massachusetts common law, the words “White 
House” and the picture of the Executive Mansion constitute a valid trade-mark. 

TRADE-MARK INFRINGEMENT—“W HITE House”—Goops oF SAME DESCRIPTIVE PROPERTIES. 

Orange and grapefruit juice held to be of the same descriptive properties as cider vinegar, 
sweet cider, apple juice, apple products and prune juice and sauerkraut; and defendant’s use of 
the word “White House” and the picture of the Executive Mansion on the first-named goods 
held infringement. 

TRADE-MARKS INFRINGEMENT—SuITts—“Goops oF SAME DESCRIPTIVE PROPERTIES”—MEANING. 

The phrase “substantially the same descriptive properties” found in Sect. 16 of the Act of 
February 20, 1905, held to include related or kindred merchandise, as well as merchandise of 
similar physical or chemical properties. 

TRADE-MARKS—CIDER VINEGAR, APPLE JUICE, AND OTHER APPLE PRODUCTS, AND COFFEE AND 
Trea—GoonS oF DIFFERENT DESCRIPTIVE PROPERTIES. 

Cider vinegar, sweet cider, apple juice, applesauce, apple butter, apple jelly, pectin, evapo- 
rated apples, sauerkraut, sauerkraut juice and prune juice, held to be of different descriptive 
properties from coffee and tea, or peanuts. 

TRADE-MaArK INFRINGEMMENT—SUITS—DEFENSES—LACHES. 

Where defendant at the outset sold coffee and tea, and plaintiff vinegar and cider, under the 
same mark, and defendant for thirty years made no protest despite knowledge of plaintiff’s 
use of the mark, defendant held barred by laches. 

UnFairn COMPETITION—TRADE-MARK INFRINGEMENT—“WHITE House” AND REPRESENTATION 
ON GrocERY Propucts—Honoriric MARK—DEGREE OF PROTECTION. 

Where defendant and its predecessors had used the name “White House” and a repre- 
sentation of same on coffee since 1888 and on tea since 1907, and in 1941 began its use on 
orange and grapefruit juice; while plaintiff or its predecessors had used the same mark on 
vinegar since 1907 and on various apple and similar products from 1908 to the present, its 
use on such products being covered by United States registrations; and both parties had 
wide sale for their goods throughout the country, the fact that a few consumers would 
attribute to defendant any grocery sold under the “White House” mark, and a grocer in his 
advertisements and order lists might group plaintiff’s with defendant’s products, held not con- 
clusive as to infringement of defendant’s “White House” mark by plaintiff. Such doctrine, 
carried to its logical extreme, would mean that none of the well-known and numerous marks 


under which coffee is sold in average city could be used by others on any product reaching the 
consumer’s table. 


UnFair CoOMPETITION—SUITS—J URISDICTION. 

In the case at issue, there being diversity of citizenship, the court has jurisdiction to hear 
the issue of unfair competition; and, apart from diversity of citizenship, plaintiff has a right 
to be heard on said issue in so far as that issue is raised by substantially the same facts as 
those pleaded in the issue of infringement, the law to be applied in the first instance being 
federal statutory law and, where that is silent, federal common law. 

Unrair CoMPETITION—SuIts—CourTs—FEpDERAL VERSUS Loca Common Law. 

In answering the question: shall a United States court, having jurisdiction over a cause of 
action for unfair competition only because the cause is “pendent” to a cause of action for 
infringement of a registered mark apply federal common law or the local common law, held 
that the court must apply local common law. 
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TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—“W HITE House”—CoNFUSION OF PuR- 
CHASERS—LIMITED DISTINCTIVENESS OF MARK. 

In the case at issue, held there was no such likelihood of confusion as to source of plaintiff’s 
products as to warrant issuing an injunction, especially as the name “White House,” being 
used by many others for trade purposes, has a limited distinctiveness, so that it is improbable 
that the public now supposes or ever did suppose that all “White House” products come from 
the same source as defendant’s coffee. 


In equity. Action for trade-mark infringement and unfair competition. In- 
junction granted and defendant’s counterclaim dismissed. 


Clarence B. Des Jardins, of Cincinnati and Gilman P. Welsh, of Boston, Mass., for 
plaintiff. 

Edward G. Fenwick and Charles R. Fenwick, of Washington, D. C., and Simon P. 
Townsend, of Boston, Mass. (Choate, Hall and Stewart, of Boston, Mass. and 
Mason, Fenwick and Lawrence, of Washington, D. C., of counsel), for de- 
fendants. 

OPINION 


WyzanskI, District Judge: 


Defendant or its predecessors have used the words “White House” together with 
a representation of the Executive Mansion as a trade-mark for the sale of coffee 
since January 1, 1888, for tea since 1907, for roasted peanuts since 1940 and for a 
blend of orange and grapefruit juice since 1941. Pursuant to the United States 
Trade-Mark Acts it secured federal trade-mark registrations for coffee and for tea 
in 1910 and for roasted peanuts in 1941. 

Plaintiff or its predecessors have used the same mark on cider vinegar since 1907, 
sweet cider since about 1908, canned apples since 1918, applesauce since 1920, apple 
butter since 1924, apple jelly since 1931, apple pectin since 1935, evaporated apples 
since 1935, concentrated apple juice since 1935, prune juice since 1936, canned 
sauerkraut and sauerkraut juice since 1937, and apple juice since 1938. Pursuant 
to the United States Trade-Mark Acts it secured or renewed federal trade-mark 
registration for apple cider vinegar in 1915; for apple cider in 1918; for apple 
products, namely, canned apples, apple jelly, apple jam, marmalade, applesauce, 
vinegar, table apples and apple butter in 1932; for canned fruits, fruit jellies, fruit 
marmalade, fruit preserves, evaporated apples, fruit pectin and distilled vinegar in 
1934 ; and for fruit and vegetable juices for food purposes in 1936. 

Plaintiff and defendant each sells its products in large volume in each of the 
forty-eight states. 

The immediate cause for this litigation was defendant’s beginning in 1941 to 
market a blend of orange and grapefruit juice under the mark. Plaintiff relying 
upon its trade-mark registrations and diversity of citizenship filed in this Court a 
complaint seeking an injunction against defendant’s use of the trade-mark “White 
House” accompanied by a representation of the Executive Mansion in connection 
with that particular juice. Defendant thereupon counterclaimed seeking relief 
against plaintiff’s use of the mark in connection with plaintiff’s whole line of 
products. 
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The principal questions presented are three: (1) what rule or rules of law are 
applicable to this controversy ?; (2) under the applicable rules has defendant a right 
to be protected against plaintiff's use of the mark on apple products, prune juice and 
sauerkraut products? ; and (3) if not, has plaintiff a right to be protected against de- 
fendant’s use of the mark on orange and grapefruit juice? The first question em- 
braces problems of conflict of laws ; the second, problems of infringement of regis- 
tered trade-marks (but not, by reason of defendant’s express disclaimer, problems of 
unfair competition) ; and the third, problems of infringement of registered trade- 
mark and of unfair competition. 

Prior to Erie Railroad Co. v. Tompkins, 304 U. S. 64, when the jurisdiction of 
a United States court was invoked in trade-mark cases, it was not customary or 
necessary to distinguish nicely as to what rule of law was applicable. In view of 
that decision, however, it is incumbent on the court to make a preliminary inquiry to 
determine what is sometimes called the conflict of laws question. 

In the case at bar my, jurisdiction rests both upon federal trade-mark registra- 
tions and upon diversity of citizenship ; and the plaintiff, at least, premises his com- 
plaint not only on infringement of registered marks but also on unfair competition. 
It may at first appear that the plaintiff relies on two and only two jurisdictional 
props. Closer*examination makes it clear, however, that plaintiff is seated on a 
three-legged stool: (1) apart from any question of diversity of citizenship, it has a 
right to be heard by this Court on the issue of infringement of its federal registration, 
U.S.C. Ti. 15 Sec. 97 ; Armstrong Co. v. Nu Enamel Corp., 305 U. S. 315, 323 [29 
T.-M. Rep. 3], note 4; (2) also apart from any question of diversity of citizenship, 
it has a right to be heard by this Court on the issue of unfair competition in so far 
as that issue is raised by substantially the same facts as those involved in the infringe- 
ment issue, Armstrong Co. v. Nu Enamel Corp., supra, at 325; and (3) finally, on 
the basis of diversity of citizenship, it has a right to be heard by this Court on the 
issue of unfair competition, Section 24 of the Judicial Code, U. S. C. Ti. 28 Sec. 41 
(1)(c) ; Dwinell-Wright Co. v. National Fruit Product Co., 129 F. (2d) 848, 850- 
51 (C. C. A. 1) [32 T.-M. Rep. 326]. 

The law to be applied on the first leg is federal statutory law and, where that is 
ambiguous or silent, federal common law. ‘The point has been discussed so ably and 
so recently by S. S. Zlinkoff in Erie v. Tompkins: In Relation to the Law of Trade- 
Marks and Unfair Competition, 42 Columbia Law Review 955 [32 T.-M. Rep. 81], 
that, borrowing from that author, I shall merely state compendiously the basis for 
my conclusion. Although the Supreme Court of the United States now requires 
that in suits where jurisdiction is founded solely on diversity of citizenship, the 
United States courts should apply the law of the state where suit is instituted (Erie 
Railroad Co. v. Tompkins, 304 U. S. 64; Pecheur Lozenge Co., Inc. v. National 
Candy Co., Inc., 315 U. S. 666, 667 (trade-mark) ), that tribunal has not held that 
where issues of validity, infringement, defenses or remedies arise under the terms 
of, or in the interstices of, the trade-mark laws of the United States, the United 
States courts should apply local law. Indications are to the contrary. Compare 
Mishawaka Mfg. Co. v. S. S. Kresge Co., 316 U. S. 203 [32 T.-M. Rep. 254], as 
explained 42 Columbia Law Review 981-983. Thus it has been held that a federal 
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common law rather than a local common law should be applied in formulating a 
gloss for, or filling a lacuna in, the act governing the Federal Deposit Insurance Cor- 
poration (D’Oench, Duhme & Co., Inc. v. F. D. I. C., 315 U. S. 447, 455-456, 463- 
464, 465-475), the Bankruptcy Act (Prudence Corp. v. Geist, 316 U. S. 89, 95), the 
National Bank Act (Dietrick, Receiver v. Greaney, 309 U. S. 190, 200-201), Indian 
treaties (Board of County Commissioners v. United States, 308 U.S. 343, 349-350), 
and the Communications Act (O’Brien v. Western Union Telegraph Co., 113 F. 
(2d) 539, 541 (C. C. A. 1)). Even more directly in point is a decision of the 
Circuit Court of Appeals for the Seventh Circuit that, in so far as a complaint is 
bottomed on infringement of a federally registered trade-mark, the applicable law is 
strictly federal. Time, Inc. v. Viobin Corp., 128 F. (2d) 860, 862 (C. C. A. 7) 
(32 T.-M. Rep. 422]. Nothing to the contrary was decided by Judge Ford in 
Folmer Graflex v. Graphic Photo Service, 44 F. Supp. 429 (D. Mass.) [32 T.-M. 
Rep. 280], for that case involved a mark not properly registrable under the federal 
statutes (p. 433). 

It is more difficult to decide what rule of law applies to the second leg. Here 
this Court’s jurisdiction over a cause of action for unfair competition does not 
rest on diversity of citizenship. It rests on the ground that the facts supporting 
that cause of action are substantially the same as the facts supporting a not “‘plainly 
unsubstantial” cause of action for violation of the Federal Trade-Mark Act. Arm- 
strong Co. v. Nu Enamel Corp., supra, at pages 324-325; L. E. Waterman Co. v. 
Gordon, 72 F. (2d) 272, 273-274 (C. C. A. 2) [24 T.-M. Rep. 343] ; Pure Oil Co. 
v. Puritan Oil Co., Inc., 127 F. (2d) 6 (C. C. A. 2) [31 T.-M. Rep. 382]. It seems 
that the Supreme Court has not as yet applied Tompkins’ case beyond the bounds 
of diversity jurisdiction cases, D’Oench, Duhme & Co., Inc. v. F. D. I. C., 315 U.S. 
447, 467. Therefore a novel question is presented: shall a United States court 
which has jurisdiction over a cause of action for unfair competition only because the 
cause is “pendent” to a cause of action for infringement of a registered trade-mark 
apply federal common law or the local common law ? 

In answering that question it is proper to take into account Section 34 of the 
Federal Judiciary Act of September 24, 1789, U. S. C. Ti. 28 Sec. 25; intimations 
in opinions of Supreme Court Justices ; and considerations of policy. 

The 1789 Judiciary Act provided that “The laws of the several states, except 
where the Constitution, treaties, or statutes of the United States otherwise require 
or provide, shall be regarded as rules of decision in trials at common law, in the 
courts of the United States, in cases where they apply.” As used in this statute, 
“laws” includes local rules of decision, Erie Railroad Co. v. Tompkins, at p. 73, 
note 5. But, strictly speaking, the statute applies only to “trials at common law.” 
Russell v. Todd, 309 U. S. 280, 287, 294. Although the Supreme Court has 
applied the principle of the statute and of Tompkins’ case to many suits in equity, 
Ruhlin v. New York Life Insurance Co., 304 U. S. 202, 205; Fashion Originators 
Guild v. F. T. C., 312 U. S. 457, 468 [30 T.-M. Rep. 421] (unfair competition) ; 
Pecheur Lozenge Co., Inc. v. National Candy Co., 315 U. S. 666, 667 (trade- 
marks) ; it is by no means clear that it will apply the principle to all such suits. See 
D’Oench, Duhme & Co. v. F. D. I. C., 315 U. S. 447, 467, note 3. The attitude of 
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the different justices plainly varies. The late Mr. Justice Brandeis regarded the 
Constitution as denying the federal courts power to apply a federal common law to 
any cause of action not imbedded in a federal statute creating substantive rights. 
Erie Railroad Co. v. Tompkins, 304 U. S. 64, 77-78, 80. While Mr. Justice Reed 
disagreed with that view when it was announced, tbid., at pp. 91-92, he later came 
close to accepting it. Ruhlin v. New York Life Insurance Company, supra. As 
Associate Justice, Chief Justice Stone seems to have first accepted the extreme 
Brandeis view, Erie Railroad Company v. Tompkins, supra, and then expressed a 
doubt. Russell v. Todd, 309 U. S. 280, 287, 294. Mr. Justice Jackson has con- 
tinued on the bench, as he did at the bar, to question and to seek to limit the Tomp- 
kins’ case. D’Oench, Duhme & Co. v. F. D.I.C., supra. However, his views have 
not been shared by the other justices who appear to have at least acquiesced in appli- 
cation of the Brandeis doctrine. 

Under these circumstances a judge of an inferior court must seek guidance from 
principle rather than authority. It is difficult to find support for the statement of 
Mr. Justice Brandeis that a constitutional principle is involved. Article III, Section 
2, of the United States Constitution which extends the judicial power to “‘contro- 
versies between citizens of different states” in the same section extends the judicial 
power to “cases of admiralty and maritime jurisdiction.” It has not been doubted 
since the time of Chief Justice Jay that this section ex proprio vigore permits a 
United States court sitting in admiralty to apply in the field of admiralty what may 
for convenience be called a federal common law. The Betsey, 3 Dallas 6 (1794) ; 
The Lottawanna, 21 Wall. 558, 574-575 ; Southern Pacific Co. v. Jensen, 244 U. S. 
205, 215. Logically the same section should, in the absence of a restricting statute, 
likewise permit a United States court sitting in a case where there is a diversity 
citizenship (and a fortiori in a case where there is a pendent jurisdiction) to apply a 
federal common law. The constitutional grant of the power to decide embraces a 
grant of power to formulate the law to be applied in the absence of a statute. 

But even though the Constitution permits the United States court to apply a 
federal law in a case where it has jurisdiction and where there is no applicable legis- 
lative restriction similar to Section 34 of the Judiciary Act, it does not follow that 
the court should do so. The basic argument against a federal common law in the 
type of case ordinarily cognizable in the state courts has been convincingly put by 
John Chipman Gray, The Nature and Sources of the Law (2nd ed.), p. 249. Since 
the United States courts sit in the same territory as the state courts and exercise what 
must be regarded as a jurisdiction of an exceptional character, it is desirable that 
they should apply the same rules of law as the local state Courts. Compare D’Oench, 
Duhme & Co. v. F. D. I. C., 315 U. S. 447, 455. Stated in this way, the principle is 
broader than a principle of not allowing a person whose cause of action is in the 
United States courts by the accident of his citizenship (or by the accident that an- 
other cause of action is supported by the same facts) to secure a discriminatory 
benefit from a rule of law peculiar to the federal tribunals. Erie Railroad Co. v. 
Tompkins, 304 U. S. 64, 74-75. It is broader than a principle that where the plain- 
tiff has an option to sue in either the courts of the United States or those of a state, 
he shall be bound by the same law. D’Oench case supra, at. pp. 466-467. 
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Contrary arguments in favor of applying a federal common law to a cause of 
action for unfair competition heard in the United States courts solely because it is 
pendent to a cause of action for infringement of a federally registered trade-mark 
will be found in Mr. Zlinkoff’s article already cited—particularly at 42 Columbia 
Law Review 986-990. The following sentences summarize and perhaps expand his 
argument. There is an anomaly in the same tribunal applying to the same set of 
facts at the same time two different rules of law. Moreover, where a federal regis- 
tered mark is involved, the problem of unfair competition, by hypothesis, involves 
commerce among several states, and alleged torts in several states. In such a case 
reference to the law of the state where the United States court sits requires a con- 
sideration not only of local tort rules, but also of local state rules of conflict of laws, 
Klaxon Co. v. Stentor Electric Mfg. Co., 313 U. S. 487; and if those local state 
rules of conflict of laws were those set forth in American Law Institute, Restate- 
ment, Conflicts, §§ 378, 383, 384, then the United States court would be required to 
frame its opinion, mould its decree and assess damages for each state where the 
alleged tort occurred. R.C. A. Mfg. Co. v. Whiteman, 114 F. (2d) 86, 89, col. 2 
(C. C. A. 2); Triangle Publications Co. v. New England Newspaper Publishing 
Co., 46 F. Supp. 198, 203 (D. Mass.). See Note, 41 Columbia Law Review 1403. 
Again, in many states there is, because of the long reign of Swift v. Tyson, 16 Pet. 1, 
now in existence no body, or at least no modern body, of local law of unfair com- 
petition. Reference to local law would sometimes be reference to archaic decisions. 
At other times it would be meaningless because there would be no local decisions 
and the federal courts would have to indulge in a presumption that local courts, 
when the matter came before them, would follow federal decisions and textbooks 
citing exclusively federal decisions. Cf. Kellogg Co. v. National Biscuit Co., 305 
U. S. 111, 113, note 1 [28 T.-M. Rep. 569]. Finally, unfair competition is under 
modern conditions of national commerce a subject adapted for national, uniform 
treatment, more particularly since large investments have been made on the faith 
of the broad protection the federal courts developed between 1900 and Tompkins’ 
case in 1938. Cf. Robert S. Lynd, The People As Consumers, Report of President 
Hoover’s Research Committee on Recent Social Trends in the United States, vol. I, 
ch. XXII, p. 876. 

Those arguments do not seem to me controlling. It seems to me more anomalous 
for a rule of law to be selected for a cause of action for: unfair competition because 
the cause is appended to another, than to hold that the cause is the same no matter 
in what forum it arises or with what it is joined. The danger arising out of the 
doctrine of the Klaxon case strikes me as largely fanciful, at least in this District. 
The Massachusetts State Court has, it is true, cited the Restatement of Conflicts, 
Strogoff v. Motor Sales Co., Inc., 302 Mass. 345, 347 and has applied to automobile 
accidents and the like the principle that the law of the place of wrong determines 
whether a person has sustained a legal injury. Jbid.; Murphy v. Smith, 307 Mass. 
64, 65; Smith v. Brown, 302 Mass. 432, 433. But the Massachusetts court has 
never applied that principle to cases where unlawful competition was alleged to have 
occurred in several states. Hub Dress Mfg. Co. v. Rottenberg, 237 Mass. 281, 
283 [11 T.-M. Rep. 100] ; Kaufman v. Kaufman, 223 Mass. 104, 107 [6 T.-M. Rep. 
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266] ; C. A. Briggs Co. v. National Wafer Co., 215 Mass. 100, 105 [3 T.-M. Rep. 
323]. This may be because the point was not raised by counsel ; but I prefer to be- 
lieve that the Massachusetts court has the robust common sense to avoid writing 
opinions and entering decrees adapted with academic nicety to the vagaries of forty- 
eight states. And until Massachusetts adopts a checker-board jurisprudence, the 
Klaxon case does not require this Court to do so. The next argument set forth in 
the preceding paragraph is likewise unsound in this District. The Massachusetts 
courts have a large, current and modern body of unfair competition and they 
have not customarily been criticized on the ground that were more likely to follow 
liberal decisions of other courts than conservative precedents of their own. Finally, 
the point that national commerce requires a national rule of unfair competition is 
peculiarly appropriate for consideration by the legislative rather than the judicial 
branch of the government. See Mr. Justice Brandeis in /nternational News Asso- 
ciation v. Associated Press, 248 U.S. 215, 262-263. Indeed, it might well be said 
that when Congress established the Federal Trade Commission to prevent what are 
now described as unfair methods of competition in commerce (U. S. C. Ti. 15 Sec. 
45), Congress indicated that it preferred to have such uniform federal rules as might 
be appropriate initially devised and applied not by federal courts but by a federal 
administrative agency. I believe it cannot fairly be said that Congress went further 
and (in accordance with the doctrine of the D’Oench and other cases cited at page 3 
above) authorized the federal courts to develop a rounded federal common law of 
unfair competition. Fashion Originators Guild v. F. T. C., supra; Pecheur 
Lozenge Co., Inc. v. National Candy Co., Inc., 315 U. S. 666, 667. 

I therefore conclude, as has previously been held by Judge Ford in this District 
(Folmer Graflex v. Graphic Photo Service, 44 F. Supp. 429 (D. Mass.) [32 T.-M. 
Rep. 280] ; and by the Seventh Circuit Court of Appeals (Times, Inc. v. Viobin 
Corp., 128 F. (2d) 860 (C. C. A. 7) [32 T.-M. Rep. 422] ; Rytex v. Ryan, 126 F. 
(2d) 952 (C. C. A. 7)), that where a United States court has jurisdiction over a 
cause of action for unfair competition solely because the cause is “pendent” to 
a cause of action for infringement of a registered trade-mark, the court must apply 
common law. 

The same reasoning requires, a fortiori, that where a United States court has 
jurisdiction over a cause of action for unfair competition because of diversity of 
citizenship, and also has jurisdiction (or as in Pecheur Lozenge Co., Inc. v. National 
Candy Co., Inc., 315 U. S. 666, has not jurisdiction) over a cause of action for in- 
fringement of a registered trade-mark, the court must apply local common law. 

Turning now to the merits of the case, I shall first consider whether defendant 
has a right to be protected against plaintiff’s use of the mark on what may be con- 
veniently grouped together as apple products, prune juice and sauerkraut products. 
Defendant having disclaimed any cause of action for unfair competition, its counter- 
claim is limited to trade-mark infringement simpliciter. 

Defendant’s federal registrations of the mark for coffee and tea entitle it to in- 
voke Section 16 of the Trade-Mark Act of February 20, 1905, c. 592, 33 Stat. 724, 
728, U. S. C. Ti. 15 Sec. 96. That section provides in part that: “Any person who 
shall . . . copy any such (registered) trade-mark and affix the same to merchandise 
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of substantially the same descriptive properties as those set forth in the registration 
...and shall have used ... such... copy .. . in commerce among the several States 
... Shall be liable to an action for damages therefor at the suit of the owner thereof.” 
Section 19 of the same Act, 33 Stat. 729, U. S. C. Ti. 15 Sec. 99 gives power to 
grant injunctions in addition to the damages just provided for. 

A priori it might have been supposed that a narrow construction would have 
been given to the phrase ‘‘substantially the same descriptive properties,” so that, for 
example, a mark for locks could not be protected against its use for flashlights. 
However, borrowing from the general law of unfair competition (which they were 
simultaneously developing under the tolerant, then prevailing, rule of Swift v. 
Tyson), the lower federal courts have given to the statutory phrase the same scope 
they gave to the non-statutory law of trade-marks. This was plainly held in Yale 
Electric Corp. v. Robertson, 26 F. (2d) 972, 974, col. 2 (C. C. A. 2) [18 T.-M. Rep. 
321] ; Rosenberg Bros. & Co. v. Elliott, 7 F. (2d) 962, 964 (C. C. A. 3) [15 T.-M. 
Rep. 479] ; California Fruit Growers Exch. v. Windsor Beverages, Ltd., 118 F. 
(2d) 149, 153 (C. C. A. 7). Compare American Steel Foundries v Robertson, 269 
U. S. 372, 381 [16 T.-M. Rep. 51]; B. F. Goodrich Co. v. Hockmeyer, 40 F. (2d) 
99, 103 (Ct. C. P. A.) [20 T.-M. Rep. 205]. It was implicit in a host of cases in 
every circuit, of which the following are typical: Mishawaka Rubber & Woolen 
Mfg. Co. v. S. S. Kresge Co., 119 F. (2d) 316, 325 (C. C. A. 6) ; Mantle Lamp Co. 
of America v. Aladdin Mfg. Co., 78 F. (2d) 426 (C. C. A. 7) [25 T.-M. Rep. 427] ; 
Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F. (2d) 956, 960-691 (C. C. 
A.8) [30 T.-M. Rep. 477] ; Del Monte Special Food Co. v. California Packing Corp., 
34 F. (2d) 774 (C. C. A. 9) [19 T.-M. Rep. 443]. Thus, in interpreting Section 16 
of the Trade-Mark Act of 1905 the federal courts now have two equally valid groups 
of federal cases upon which to draw; first, those that expressly interpret the statu- 
tory phrase “substantially the same descriptive properties” ; and second, those that 
(being older than the Tompkins’ case) apply as part of a federal common law of 
unfair competition a doctrine extending trade-mark protection from the goods to 
which it was originally affixed to kindred goods. 

Both these lines of federal authority make it clear that during the first four 
decades of this century the inferior federal courts gradually broadened the pro- 
tection given to an owner of a mark. Whereas once his right was limited to pro- 
tection against the passing off of another’s goods as his own, later he was entitled, at 
least in most federal courts, to complain if others used his mark on goods which 
prospective purchasers would reasonably regard as coming from him. The history 
of this change of doctrine is conveniently summarized in Am. L. Inst., Restatement, 
Torts, Secs. 712, 717, 730. The philosophy of the new approach has been best ex- 
pressed in a series of opinions by Judge Learned Hand that have become classics of 
trade-mark law. S.C. Johnson & Sons, Inc. v. Johnson, 116 F. (2d) 427, 429 (C. C. 
A. 2) ; Emerson Electric Mfg. Co. v. Emerson Radio & P. Co. Corp., 105 F. (2d) 
908 (C. C. A. 2) [29 T.-M. Rep. 514]; L. E. Waterman v. Gordon, 72 F. (2d) 
272 (C. C. A. 2); Landers, Frary & Clark v. Universal Cooler Corp., 85 F. (2d) 
46, 48 (C. C. A. 2) [26 T.-M. Rep. 591] ; Yale Electric Corp. v. Robertson, 26 F. 
(2d) 972 (C. C. A. 2) [18 T.-M. Rep. 321]. As Judge Hand has observed, the 
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owner is regarded as having an interest in not having another destroy the distinctive- 
ness of his mark by borrowing it, Yale Electric Corp. v. Robertson, supra, quite 
apart from his interest in not having another tarnish the mark by using it on in- 
ferior merchandise. He is also regarded as having an interest in extending his 
trade in markets which already identify him with his mark. Landers, Frary & 
Clark v. Universal Cooler Corp., supra. It is important, however, to note that, 
despite pleas which have sometimes been made by the bar, the usually accepted 
basis for the plaintiff’s relief is not that the defendant has secured an unearned 
benefit, or merely that the public may be deceived. S.C. Johnson & Son, Inc. v. 
Johnson, supra. 

It is quite possible that today we stand on the threshold of a change of view- 
point. The principle extending the protection of a mark to products different from 
those to which it was attached by the originator, has been attacked by some philo- 
sophical jurists, by some economists and by some students of the consumer move- 
ment. The jurists point out the fallacy in the theory that protection is necessary to 
safeguard a value created by the originator of the mark. That theory, it is said, 
“purports to base legal protection upon economic value, when, as a matter of actual 
fact, the economic value of a sales device depends upon the extent to which it will 
be legally protected.” Felix S. Cohen, Transcendental Nonsense and the Func- 
tional Approach, 35 Columbia Law Review 809, 815. They add that it tends to 
promote undesirable monopolies since the “stock of available trade-marks present- 
ing psychological advantages in certain classes of products is seriously restricted 
today.” Stephen Ladas, Trade-marks and Names, Encyc. Soc. Sciences, vol. XV, 
57, 59; F. S. Cohen, supra, p. 817. Some economists assert that extension of trade- 
marks is undesirable because it prevents the lowering of prices which would 
otherwise occur, both on branded and even on competing unbranded merchandise. 
Twentieth Century Fund, Does Distribution Cost Too Much? (1939), p. 304; 
Robert S. Lynd, The People as Consumers, Report of President Hoover’s Research 
Committee on Recent Social Trends in the United States, vol. I1, ch. XXII, p. 875, 
n. 35; Sidney and Beatrice Webb, Industrial Democracy (1920 ed.), pp. 683-684. 
They say it also tends to diminish the role which merchants formerly performed as 
expert advisers to the consuming public. /bid., p. 683. Furthermore, advocates 
of the consumers’ interest often oppose legal tendencies to expand the coverage of a 
brand mark because their belief is that it tends to restrict reliance upon grade marks 
carefully describing exact quantity and quality, which these advocates champion. 
Lyon, Watkins & Abramson, Government and Economic Life (Brookings Institu- 
tion 1939), vol. 1, pp. 229-233 ; M. G. Reid, Consumers and the Market (1938), pp. 
362-378; A. T. Poffenburger, Psychology in Advertising (2nd ed., 1932), pp. 
312-321 ; Twentieth Century Fund, supra, p. 302. Cf. Temporary National Eco- 
nomic Committee, Monograph No. 24, Consumer Standards (1941), pp. 44, 348. 

Perhaps most of this attack is launched not merely at the extension, but at the 
very existence of trade-mark protection. However that may be, there remains 
much to be said for the hitherto prevailing principles protecting a trade-mark 
against use on kindred products as well as on the identical product. Regardless of 
how clearly philosophers now show the fallacy of asserting that trade-marks have a 
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value apart from judicial protection, businessmen previously have been willing to 
place as high a value as forty-two million dollars upon a single trade-mark, un- 
doubtedly partly because they thought it could not be used by others on the same 
or related goods. Jbid., p. 348; Robert S. Lynd, The People as Consumers, Report 
of President Hoover’s Research Committee on Recent Social Trends in the United 
States, vol. Il, ch. XXII, p. 876. Courts should hesitate, by reversing the trend of 
their decisions, to destroy the economic values which those very decisions created. 
If the abuse is great, Congress can amend the statute. 

The asserted dangers of monopolies are undeniably not so great in trade-marks 
as in patents or certain other fields. As to marks derived from coined words, the 
establishment of what is loosely called a monopoly presents no possible threat to 
competitors or to the public. And as to marks taken from an existing vocabulary, 
the courts can create safeguards. Indeed, they already have guarded against the 
threat. (Cf. Restatement, Torts, § 731 (f) ; see cases cited though not completely 
followed in Landers, Frary & Clark v. Universal Cooler Corp., 85 F. (2d) 46, 48, col. 
2(C.C.A.2)) [26 T.-M. Rep. 391]. As to prices, it may be that there are public 
advantages as well as disadvantages in trade-marked articles. While in times of 
stable or declining prices branded goods may be over-priced, in times of rising 
prices branded goods, contrary to the market as a whole, may maintain rigidity of 
prices since to the consumer their price is as familiar a standard as is their name. As 
to the argument that the effect of manufacturer’s brands is to diminish the role of 
merchants there are several answers. Merchants themselves, as the testimony at 
bar showed, develop their own brands for their own protection. P. D. Converse, 
Essentials of Distribution (1936), p. 119. And in the resulting Tower of Babel 
it may well turn out, as the consumer groups hope, that many customers will make 
their final selection not by brand, but on the basis of more informative labeling— 
though a few gourmets may retain faith in the brand name as the only dependable 
clue to style, taste and like subtleties that tickle their palates. 

Though the riposte of the defenders of the established federal rule extending 
trade-mark protection to kindred products may not entirely answer the critical 
thrusts, the issue seems now to be primarily for Congress and not for the courts. 
At any rate, inferior federal courts had better follow what has been the orthodox 
rule. And this is so although the Supreme Court of the United States has never 
given its imprimatur to that rule (See Judge Learned Hand’s comment on Beech- 
Nut Co. v. Lorillard, 273 U. S. 629 [17 T.-M. Rep. 159], in Yale Electric Corp. 
v. Robertson, 26 F. (2d) 972, 974 (C. C. A. 2) [18 T.-M. Rep. 321] ; and observe 
the dicta in American Steel Foundries v. Robertson, 269 U. S. 372 [16 T.-M. Rep. 
51], 380 lines 1-4, 382 lines 9-14) and there are signs that some of its newer mem- 
bers look upon it with a jaundiced eye. (See the dissent in Mishawaka Mfg. Co. v. 
S. S. Kresge Co., 316 U. S. 203, 208-209 [32 T.-M. Rep. 259], and the careful 
reservation of Mr. Justice Frankfurter speaking for the majority, p. 205, lines 
2-4.) But perhaps today they would defer to the orthodox rule, not necessarily be- 
cause they thought it sound, but because it accords with such a long-standing ad- 
ministrative construction of Section 16 of the Trade-Mark Act of 1905 by the Com- 
missioner of Patents (American Steel Foundries v. Robertson, supra). 
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The question then narrows itself to whether under the orthodox rule of cases 
like Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 (C. C. A. 2) [8 T.-M. 
Rep. 163] (pancake flour and pancake syrup); Wall v. Rolls Royce of America, 
Inc., 4 F. (2d) 333 (C. C. A. 3) [15 T.-M. Rep. 239] (autos and radio tubes) ; Yale 
Electric Corp. v. Robertson, 26 F. (2d) 972 (C. C. A. 2) [18 T.-M. Rep. 321] 
(locks and flashlights) ; and California Fruit Growers Exch. v. Windsor Beverages, 
118 F. (2d) 149 (C. C. A. 7), [31 T.-M. Rep. 121] (fruits and fruit beverages), 
defendant as an importer, roaster and distributor of coffee and as an importer, pre- 
parer and distributor of tea has a right to protection of the mark “White House” 
against its use by plaintiff on apple products, prune juice and sauerkraut products. 
I lay aside for the moment the point that lapse of time might be a factor in the case. 

The following are the chief factors on which defendant relies to show it is en- 
titled to protection with reference to the apple products, prune juice and sauerkraut 
products in connection with which plaintiff has used the mark “White House.” De- 
fendant’s coffee and tea are sold in the same grocery stores as plaintiff's wares. 
Coffee, tea, and fruit juices are potables; and all of the products of defendant and 
plaintiff are served at dining-room tables. It is not unknown for a wholesale grocer 
or grocery chain to market under his special brand the exact variety of groceries 
here involved, ranging from coffee through canned fruits to fruit juices. Defendant 
has expended large sums upon advertising ‘““White House” coffee and tea. The 
advertising has had such effect that a few purchasers would attribute to defendant 
any grocery sold under the “White House” mark; and of these some would buy 
that grocery more readily on account of the mistaken attribution. (Compare A. W. 
Frey, Manufacturers’ Product, Package & Price Policies (1940), pp. 310-311; 
Agnew and Haughton, Marketing Policies (1941), pp. 212-213.) It is not unusual 
for a grocer in his advertisements, order lists and displays to group defendant’s 
products with plaintiff’s products under the single rubric, “White House.” 

In my opinion the factors just recited are not conclusive. 

That goods are retailed through the same channels is often important. (Cf. 
Restatement, Torts, § 731 (d).) Yet where the channel is the modern grocery 
store with its varied array of merchandise drawn from all quarters of the globe, this 
factor should not be regarded as of much weight. We are told that in democratic 
Germany the presumption that goods bearing the same mark and sold through the 
same channel would be regarded by the customer as coming from the same source 
was a presumption not applied to drug stores, department stores and the like because 
“in those stores many products are sold which the public knows do not come from 
the same source.” John Wolff, Non-Competing Goods in Trade-Mark Law, 37 
Columbia Law Review 582, 586, note 21. See also pp. 594-595. And the German 
rule has special relevance to American grocery stores not merely because standard 
retailing practice subdivides the stock and, for example, classifies coffees and teas 
separately from fruit juices and canned fruits (Alex Todoroff, Food Buying Today 
(The Grocery Trade Pub. House, 1938), pp. 98-100, 101-105), but because experi- 
ence shows that, though the consumer usually buys coffee and tea by brand names, he 
“does not care so much about brands in his purchase of canned fruit . . . jelly” and 
the like. (Hotchkiss and Franken, The Measurement of Advertising Effects (1927), 
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p.97. Cf. Restatement, Torts, § 731 (g).) The point that defendant and plaintiff 
both market products which go to the consumer’s table (Cf. Restatement, Torts, § 
731 (c) and (e) likewise loses much of its force because of the amplitude of the claim 
necessarily involved. Carried to its logical extreme it would imply that as soon as 
they were well known, none of the 150 trade-marks under which coffee is now 
sold in a typical middle-sized city (Cf. C. H. Sandoge, Advertising Theory and 
Practice (1940), p. 382), could be used by others to market any other product which 
ultimately reaches in any form the dining-room table. 

The fact that some wholesale grocers now market under the same label coffee, 
canned fruit and fruit juices does not persuade me that when it started its sales of 
vinegar, cider and apple products in the first two decades of this century, plaintiff 
was entering into a field into which defendant as a coffee roaster and tea distributor 
was then likely to expand. (Cf. Restatement, Torts, § 731 (b).) As a matter of 
common knowledge, I am aware that the leading coffee roasters, of which defendant 
was for so long second in volume, did not commonly go into the field of fruits and 
fruit juices in the first quarter of this century. (See the tables at pp. 174, 177-183, 
in Hotchkiss and Franken, supra.) In those days they confined their sales to 
articles which they themselves prepared or packed and did not use their good name 
as an umbrella for wares which others prepared and they merely selected. The next 
factor relied on, that defendant advertised on a huge scale and plaintiff not at all, 
has only a limited significance, both because it was a traditional difference in adver- 
tising expenditures between distributors of coffee and distributors of fruits and 
juices, based upon established proof of difference in consumer reactions (/bid., p. 97 ; 
Robert S. Lynd, The People as Consumers, Report of President Hoover’s Research 
Committee on Recent Social Trends in the United States, vol. II, ch. XXII, p. 873, 
n. 33) and because defendant’s rights depend on the claim that prospective pur- 
chasers will associate plaintiff’s goods with the source of defendant’s goods (Cf. 
Restatement, Torts, § 730 (b) ; Schechter, Historical Foundations of Trade-Mark 
Law, pp. 162-164; Wolff, supra, p. 597) and cannot be derived from the now dis- 
credited theory that defendant has standing to complain that plaintiff is taking “a 
free ride” on the basis of defendant’s work. (Cf. Cheney Bros. v. Doris Silk Corp., 
35 F. (2d) 279, 281 (C. C. A. 2) [19 T.-M. Rep. 491] ; R. C. A. Mfg. Co. v. White- 
man, 114 F. (2d) 86,90 (C. C. A. 2).) 

With respect to the claim that prospective purchasers associate plaintiff’s goods 
with defendant and mistake the true source (Cf. Restatement, Torts, § 731 (a)), 
my finding is that the evidence of confusion is surprisingly limited, not merely geo- 
graphically but quantitatively. No attempt, similar to Neil H. Borden’s scientific 
study of Determination of Confusion in Trade-Mark Conflict Cases (Harvard 
Graduate School of Business Administration, vol. XXIII, No. 8, December, 1936, 
pp. 3-6), was made to show the scientific likelihood of confusion. For its proof de- 
fendant relied upon informal tests conducted by retail grocers. ‘Those tests oc- 
curred under what seemed to me peculiar conditions that pre-determined the result 
of the experiments. Moreover, the trickle of complaints received by defendant 
showed that, regardless of theory, actual complaints of confusion were negligible. 
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This is more surprising in view of the period of time that had elapsed since plaintiff 
first used “White House” asa mark. (Cf. Restatement, Torts, § 731 (h).) 

Under all the circumstances I therefore have found as a fact that, even under the 
orthodox federal rule, there was no such likelihood of confusion as to the source of 
plaintiff's products as to warrant issuing an injunction or assessing damages in favor 
of defendant. In reaching this result I have not relied upon two points which seem 
to me material and which, had it been necessary, I should have been prepared to 
invoke. 

First, the trade-mark here involved (the words “White House” and the illustra- 
tion of the Executive Mansion) has a limited distinctiveness. (Cf. Restatement, 
Torts, § 731 (h).) It has been used by others for sundry commercial purposes. A 
large part of its worth depends not upon value contributed by defendant’s adver- 
tising and labor, but upon unearned increment attributable to the consumer’s patri- 
otism. It is true that even an honorific mark could be protected against use on 
kindred goods. Landers, Frary & Clark v. Universal Cooler Corp., 85 F. (2d) 46, 
48 (C.C.A.2). But the proof that the public associated such a mark with a par- 
ticular source instead of with a particular quality would need to be clear. See Re- 
statement, Torts, § 731, comment on Clauses (f) and (g), pp. 602-603. And here 
I am not persuaded that the public now supposes or even did suppose that all “White 
House” groceries came from the same source as defendant’s coffee. 

Second, defendant has made no complaint of plaintiff's user until more than a 
quarter of acentury elapsed. (Cf. Restatement, Torts, § 751). Defendant’s minor 
agents knew of this user at the outset ; and defendant’s principal officers have known 
it for nearly a decade. No protest was uttered until this litigation, when it is offered 
not as an original complaint but as a counterclaim. Defendant attempts to meet the 
difficulties in which this delay has enmeshed it by alleging that the running of time 
does not count where its mark is deliberately copied. Menendez v. Holt, 128 U. S. 
514. A sufficient answer is that whatever Menendez’s case may be worth today 
(See Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Co., 105 F. (2d) 
908 (C. C. A. 2); Landers, Frary & Clark vy. Universal Cooler. Corp., 85 F. (2d) 
46 (C.C. A. 2) ; Fruit Industries v. Bisceglia Bros. Corp., 101 F. (2d) 752 (C. C. 
A. 3), it has no application where defendant at the outset was selling coffee and tea 
and plaintiff was selling vinegar and cider and for thirty years defendant made no 
protest despite knowledge of the use of the mark. 

It will be observed from the cases cited in the last paragraph that I have assumed 
that in determining defenses to, as well as infringement of, a federally registered 
trade-mark the governing rule is supplied by federal law. (See Zlinkoff, supra.) 
If I am mistaken and rules of local law govern, the result would not be different. 
Economy Food Products v. Economy Grocery Stores, 281 Mass. 57, 62 [23 T.-M. 
Rep. 15] ; Canadian Club Beverage Co. v. Canadian Club Corp., 268 Mass. 561, 573 
[19 T.-M. Rep. 459]. 

The next main branch of the case is whether plaintiff has a right to be protected 
against defendant’s use of the mark on the blend of orange and grapefruit juice. 
Here it becomes necessary to consider both the cause of action for unfair competi- 
tion and the cause of action for trade-mark infringement. However, it is not neces- 
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sary to consider profits or damages, since plaintiff has limited itself to seeking an 
injunction. 

As to the cause of action for unfair competition, I must follow the Massachusetts 
rules of law, see page 6 above. I have already noted that in cases of unfair com- 
petition the Massachusetts courts apply only Massachusetts principles of tort law 
even where the competition occurs in several states. Under those principles plaintiff 
cannot prevail. The bare bones of two cases will make the point plain. Massa- 
chusetts has held that a plaintiff who has a trade-mark for paint brushes, shoe 
brushes and hair brushes cannot prevent a defendant from using the mark on rotary 
brushes for tanners (John L. Whiting & Co. v. Adams-White & Co., 260 Mass. 
137, 139, 142 [17 T.-M. Rep. 330] ; and that a plaintiff who has a trade-mark for 
prints, calicoes and staple cotton dresses cannot prevent a defendant from using the 
mark on silk or woolen dresses. (Hub Dress Mfg. Co. v. Rottenberg, 237 Mass. 
281, 283) [11 T.-M. Rep. 100]. 

As to the cause of action for trade-mark infringement, the issue, being governed 
by federal law, is closer. One of the reasons is that defendant in its pleading has 
gone a very long way to proving plaintiff’s case. It has admitted that “orange and 
grapefruit juices of the defendant are goods of the same descriptive properties” as 
products of plaintiff. This admission would ordinarily serve to establish plaintiff's 
right to prevail (Armstrong Co. v. Nu Enamel Corp., 305 U.S. 315, 322, par. 3 [29 
T.-M. Rep. 3]; L. P. Larson, Jr., Co. v. Wm. Wrigley, Jr., Co., 253 Fed. 914, 918 
(C. C. A. 7) [17 T.-M. Rep. 511] and certainly dispenses with the necessity of 
elaborate sample studies or other evidence as to public confusion. Moreover, the re- 
lationship between plaintiff’s apple juice, prune juice and sauerkraut juice and a 
blended orange and grapefruit juice is incontestably closer than between defendant’s 
coffee, tea and peanuts and blended orange and grapefruit juice. Not only are 
apple and prune juice, like orange and pineapple juice, prepared by the same 
methods, sold at the same stores and used at the same tables, but commonly one 
serves as a substitute or alternative for the other. I am clear that the public would 
suppose that the blended juice has the same source as plaintiff’s juices. Also I am 
persuaded that the field of orange and grapefruit juice was one in which plaintiff 

had already a special interest. This is shown not only by the confusion which 
existed among prospective purchasers, but by plaintiff's registration No. 336,489 
dated July 7, 1936, covering all fruit and vegetable juices for food purposes. 

I regard this case as unlike the hypothetical case, put by Judge Learned Hand in 
Emerson Electric Mfg. Co. v. Emerson Radio & P. Corp., 105 F. (2d) 908, 910 
(C. C A. 2) [29 T.-M. Rep. 514], where, a new market for competition being 
equally appurtenant to two markets previously occupied by different parties having 
identical marks, he who first makes actual entry on the new market is allowed to 
prevail. It might be proper to invoke the maxim, qui prior est tempore potior est 
jure, if the parties at bar were competing to use the “White House” mark on a soft 
drink of say, the so-called “cola” type, which is mid-way between a coffee and a 
fruit juice. But this principle cannot be applied here since, according to my find- 
ings, orange and grapefruit juice is not akin to coffee and tea, but is akin to apple 

juice, prune juice and sauerkraut juice and, furthermore is embraced by plaintiff's 
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registration No. 336,489 which purports to cover all fruit and vegetable juices for 
food purposes. 

Only two considerations might prevent plaintiff from securing an injunction. 
The first is that the mark “White House” depends for its efficacy to a large extent on 
its patriotic and honorific significance. Although some courts have thought this 
nearly fatal to protection on goods other than those to which the complaint had al- 
ready affixed the mark (France Milling Co. v. Washburn-Crosby Co., Inc., 7 F. 
(2d) 304, 306 (C. C. A. 2) [15 T.-M. Rep. 185] ; Arrow Distilleries v. Globe Brew- 
ing Co., 117 F. (2d) 347 (C. C. A. 4) ; Pease v. Scott County Milling Co., 5 F. (2d) 
524 (E. D. Mo.) [15 T.-M. Rep. 152]), the later cases, which I shall follow, tend 
the other way, and make the test, not what the mark is, but whether the public 
would be confused as to the source. Landers, Frary & Clark v. Universal Cooler 
Corp., 85 F. (2d) 46, 48 (C. C. A. 2) [26 T.-M. Rep. 591], see page 16, supra. In 
applying this test, I find, although with some doubt, that the public would suppose 
that ‘White House” orange and grapefruit juice came from the same source as 
plaintiff’s apple juice, prune juice and sauerkraut juice; and it would not be ade- 
quately warned by a difference in the color of the label. Therefore, although the 
mark is not highly distinctive and wraps itself in the flag, the plaintiff barely brings 
itself within the orthodox rule for protection. 

The other consideration is the one already adverted to; that the Supreme Court 
may be prepared to refuse its sanction to the doctrine that goods which are so 
chemically different as blended orange and grapefruit juice, on the one hand, and 
apple juice or prune juice, on the other hand, are of substantially the same descriptive 
properties. See pages 12 and 13, supra. But, in the face of existing authorities in 
the Circuit Court of Appeals, and the revolutionary effect which such refusal would 
have upon the present “exchange value” of trade-marks, a district judge had better 
wait until the Supreme Court of the United States speaks more plainly or Congress 
amends the statute. 


Plaintiff's prayer for injunction granted. Defendant’s counterclaim dismissed. 


FINDINGS OF FACT 


1. Plaintiff, National Food Product Company, Inc., is a corporation organized under the laws 
of Virginia. 

2. Defendant, Dwinell-Wright Company, is a corporation organized under the laws of Massa- 
chusetts. 

3. The complaint sets forth two causes of action: one for the infringement of trade-mark 
registered under the Act of February 20, 1905, c. 592, 33 Stat. 724, as amended, U. S. C. Ti. 15 ch. 
3; the other for unfair competition. 

4. The matter in controversy in the second cause of action in the complaint exceeds, exclusive 
of interest and costs; $3,000. 

5. The counterclaim sets forth one cause of action: for the infringement of trade-marks 
registered under the Act of February 20, 1905, c. 592, 33 Stat. 724, as amended, U. S. C. Ti. 15 ch. 
3. (See defendant’s brief, p. 47.) 

6. The matter in controversy in the second cause of action in the counterclaim exceeds, ex- 
clusive of interest and costs, $3,000. 
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or 7. Plaintiff is the owner of the following United States trade-mark registrations: 
Renewed registration, No. 104,641, registered June 8, 1915, for “White House” accompanied 
by a representation of the Executive Mansion, for apple cider vinegar. 


- Renewed registration, No. 121,723, registered May 21, 1918, for “White House” accompanied 
1 Fby a representation of the Executive Mansion, for apple cider. 

is Registration, No. 299,846, registered December 27, 1932, for “White House” for apple 
is products, namely, canned apples, apple jelly, apple jam, marmalade, applesauce, vinegar and table 


? japples, and apple butter. 
Registration, No. 316,305, registered August 21, 1934, for “White House” for canned fruits, 
jiruit jellies, fruit marmalades, fruit preserves, evaporated apples, fruit pectin, and distilled vinegar. 


) Registration, No. 336,489, registered July 7, 1936, for “White House” for fruit and vegetable 

id Fjuices for food purposes. 

ic | 8. Defendant is the owner of the following United States trade-mark registrations : 

- Renewed registration, No. 77,624, registered April 26, 1910, for “White House” accompanied 
by a representation of the Executive Mansion, for tea. 

" Registration, No. 77,625, registered April 26, 1910, for “White House” accompanied by a 

e representation of the Executive Mansion, for coffee. 

1S Registration, No. 388,899, registered July 15, 1941, for “White House” for salted peanuts. 

is 9. Plaintiff was incorporated on January 30, 1913, and, about March 1, 1913, succeeded to the 

; business of Board, Armstrong & Company in the manufacture and sale of cider vinegar and sweet 

¥ cider. About September 1, 1908, Board, Armstrong & Company had acquired the cider vinegar 

Ss business previously conducted by Semmes, Kelly Company under the title of Semmes, Kelly & 
Board Company. 

+t 10. A partnership known as Dwinell & Company started in business at Boston, Massachusetts 

m ) in 1843. Another partnerslip, known as Hayward & Company, started in business at Boston in 

} 1849. These partnerships continued in business until 1877, when they were merged in a partner- 

1 ship known as Dwinell, Hayward & Company, which name was changed on January 1, 1894, to 

eC Dwinell, Wright & Company. On January 1, 1899, defendant acquired the entire assets, business 

" and goodwill, including the trade-marks, of said partnership. 

1 11. Plaintiff’s predecessor, Semmes, Kelly Company began to sell cider vinegar under the 
trade-mark “White House” as early as 1906 or 1907 and continued to sell vinegar under that 

r mark until Board, Armstrong & Company took over its business about September 1, 1908. 

S Board, Armstrong & Company continued during its existence to market cider vinegar under the 





trade-mark “White House” and plaintiff, since it began business in 1923, has continuously 
marketed cider vinegar under that mark, and, up to June 30, 1941, had sold about 43,000,000 gallons 
4 of cider vinegar under the trade-mark “White House.” 

12. Plaintiff’s predecessor, Board, Armstrong & Company, commenced the sale of sweet cider 
under the trade-mark “White House” some time between the years 1908 and 1913. Plaintiff 
succeeded to that business in 1913 and since then has continued to sell sweet cider under that 
mark. Up to June 30, 1941, it had sold over 525,000 gallons of sweet cider under the trade-mark 
“White House.” In 1938 plaintiff began to sell apple juice under the “White House” trade-mark 
and has since then continued to sell apple juice under that mark to the extent of over 300,000 
gallons up to June 30, 1941. Plaintiff began to sell concentrated apple juice under the trade-mark 
“White House” in 1935 and up to June 30, 1941, had sold over 850,000 gallons of concentrated 
apple juice under that mark. 

13. Plaintiff began to sell canned apples under the trade-mark “White House” in 1918, has 
continued to sell canned apples under that mark and up to June 30, 1941, had sold over 1,300,000 
dozen cans of canned apples under the trade-mark “White House.” 

14. Plaintiff began to sell applesauce under the trade-mark “White House” in 1920, has con- 

| tinued to sell apple sauce under that mark and, up to June 30, 1941, had sold under the “White 
House” trade-mark almost 3,000,000 dozen cans of applesauce. 

15. Plaintiff began to sell apple butter under the trade-mark “White House” in 1924, has con- 

tinued to sell it and, up to June 30, 1941, had sold over 1,425,000 cases of containers of apple butter 

under that trade-mark. 
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16. Plaintiff began to sell apple jelly under the trade-mark “White House” in 1931, has con- 
tinued to sell that product and, up to June 30, 1941, has sold under that trade-mark over 1,500,000 
cases of containers of apple jelly. 

17. Plaintiff began to sell apple pectin under the trade-mark “White House” in 1935 and, up 
to June 30, 1941, had sold over 100,000 cases of eight-ounce bottles of pectin, over 350,000 gallons 
of pectin, and over 200,000 pounds of powdered pectin, all under the trade-mark “White House.” 

18. Plaintiff began to sell evaporated apples under the trade-mark “White House” in 1935, 
and, up to June 30, 1941, had sold over 1,500,000 pounds of evaporated apples under that mark. 

19. Plaintiff began to sell prune juice under the trade-mark “White House” in 1936 and, up to 
June 30, 1941, had sold over 78,000 cases of prune juice under that trade-mark. 

20. Plaintiff began to sell canned sauerkraut and sauerkraut juice under the trade-mark 
“White House” in 1937 and, up to June 30, 1941, it had sold over 240,000 dozen cans of sauerkraut 
and about 10,000 dozen cans of sauerkraut juice under that mark. 

21. Defendant and its predecessors have continuously sold coffee under the trade-mark “White 
House” and the representation of the Executive Mansion since prior to January, 1888; has con- 
tinuously sold tea under said trade-mark since prior to 1907 ; has continuously sold salted packaged 
peanuts under said trade-marks since December, 1940, and has continuously sold orange and 
grapefruit juice under said trade-marks since May, 1941. 

22. By 1900 defendant’s coffee had acquired a nation-wide distribution under the “White 
House” trade-marks, including sale in every state, and defendant has expended in excess of 
$4,000,000 in national advertising of said trade-marks. 

23. Prior to any use of the marks “White House” by plaintiff, or Semmes, Kelly Company or 
Board, Armstrong & Company or James H. Brookmire & Co., the said marks had become inti- 
mately associated with defendant’s coffee and enjoyed a nation-wide recognition as indicia of de- 
fendant’s high quality coffee both with consumers and the grocery trade. The marks had ac- 
quired a wide popular acceptance for coffee due to the extensive advertising and sales by defendant. 

24. Plaintiff, as early as 1900, knew of defendant’s use of the “White House” trade-mark in 
connection with coffee, and its president, Armstrong, remembered the label and dress of the 
package. He was on intimate terms with defendant’s representative in Parkersburg, West Vir- 
ginia, where Armstrong was located and knew that Wallis, defendant’s representative, had 
featured “White House” coffee as a grocer before going with defendant. He knew Wallis as 
early as 1895. He also knew Sale, defendant’s representative in Washington, in 1908, where 
defendant had a sales office and warehouse. 

25. Defendant’s president investigated plaintiff’s use of the trade-mark “White House” in 
1935 and knew of it in 1934. Defendant’s agent, Walters, knew of plaintiff’s use of the mark in 
1930 or 1931, and defendant’s agents, Wallis and Sale, knew of plaintiff’s use of the mark from the 
inception of the plaintiff company, but defendant made no protest and took no action concerning 
plaintiff’s use of the mark until the filing of the counterclaim in this case. 

26. At the time plaintiff entered the field in 1913 defendant was doing a nation-wide business, 
and in Virginia, West Virginia and the District of Columbia defendant had done over a million 
dollars worth of business from 1900 to 1908, and from 1908 to 1913 over $8,000,000, or a total of 
$1,392,000. Defendant had expended almost a half million dollars in advertising “White House” 
during this period. 

27. Defendant at the time plaintiff entered the field was using a label having a blue back- 
ground, a panel with a curved upper edge, the words “White House” being disposed immediately 
above said panel and curved to conform with the upper edge of the panel, the words “White 
House” being formed of block letters with a unique E. Gold printing was used with a border 
of the same color extending around the label. 

28. Armstrong, plaintiff’s president, the dominant figure in the new plaintiff company, 
adopted a label, plaintiff’s exhibits 23, 24 and 25, almost identical with defendant’s label, the color 
combination being the same, the placing of the words “White House” in association with the 
panel being the same, the panel having a curved upper edge and block letters curved to conform 
with the upper edge in exactly the same manner as found in defendant’s label. Plaintiff, in 
adopting these labels, plaintiff’s exhibits 23, 24 and 25, discarded the white label which he testified 
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the old Armstrong Company had used and which did not have the representation of the White 
House, and continued to use the blue, gold and white label, plaintiff’s exhibits 23, 24 and 25, on 
all of its packaged goods for a period of six years, or through 1919. 

29. After 1919 plaintiff, while continuing to use as a trade-mark the name “White House” 
and a picture of the Executive Mansion, changed the style of lettering on, and the color of, the 
label so that it differed sharply in appearance from defendants. 

30. The trade-mark “White House,” with a pictorial representation of the Executive Mansion, 
has a wide popular appeal because of almost universal familiarity with the pictorial representation 
of the White House at Washington, and with the name “White House,” through channels other 
than those connected with trade. 

31. White House Milk Company, Inc., a New York corporation doing business at Manitowoc, 
Wisconsin, and its predecessor White House Milk Products Company, a Wisconsin corporation 
of West Bend, Wisconsin, has, beginning in 1917 and continuing up to the present time, sold 
evaporated milk under the trade-mark consisting of the words ‘White House” and a representation 
of the Executive Mansion in Washington to the extent of over 3,000,000,000 cans. 

32. Standard Rice Company, Inc., a Texas corporation of Houston, Texas, formerly having 
the name, Standard Milling Company, since the year 1910 has sold rice, rice flakes, corn flakes, 
cereal breakfast food, rice flour and puffed rice cereal under the trade-mark “White House” in 
many states of the United States, the bulk of the sales, however, being in the rice-consuming belt 
south of the Mason and Dixon line. 

33. There are at least 73 United States trade-mark registrations of the mark “White House,” 
other than those owned by the parties to this suit, for many different products, and at least 38 
of these registrations are for food products or beverages. The telephone directories of many 
cities show the listing of many business names including the words “White House” and, in 
numerous trade directories, a large number of concerns are reported and listed as using the trade- 
mark ‘White House” for various products. 

34. Dubuque Biscuit Company, a corporation organized on April 6, 1905, under the laws of 
the State of Iowa, and having a place of business at Dubuque, Iowa, for the manufacture and sale 
of crackers, cakes and all goods pertaining to the baking business, caused its corporate name to be 
changed on September 21, 1923, to White House Biscuit Company, and since that date White 
House Biscuit Company has continued to be and now is an Iowa corporation in good standing. 

35. The record shows no appropriation by plaintiff for advertising. 

36. The record shows the defendant has expended $4,641,825.75 in advertising the “White 
House” trade-mark between 1900 and 1941. 

37. United States trade-mark registration, No. 16,895, was registered August 6, 1889, to 
James H. Brookmire & Company of St. Louis, Missouri, for the trade-mark “White House” 
accompanied by a representation of the Executive Mansion, for canned goods comprising canned 
vegetables, fruits, fish, oysters and meats. United States trade-mark registration No. 17,363, was 
registered January 7, 1890, to James H. Brookmire & Company of St. Louis, Missouri, for the 
trade-mark “White House” for coffee and tea of all kinds. All rights under these Brookmire 
registrations were transferred to Bauer Grocer Company of St. Louis, Missouri, shortly after 
January 7, 1890. About June 15, 1893, Bauer Grocer Company assigned to defendant’s predeces- 
sor, Dwinell, Hayward & Company, all right to the trade-mark “White House,” so far as it 
related to roasted coffee only, retaining the name “White House” as a trade-mark for tea, canned 
fruits, vegetables and other table beverages. About 1900, Bauer Grocer Company assigned its 
right in the trade-mark “White House,” as applied to articles other than coffee, to Adam Roth 
Grocery Company of St. Louis, Missouri, and on July 8, 1918, Adam Roth Grocery Company 
assigned to plaintiff all of its right, title and interest in and to the trade-mark “White House” for 
apple products. 

38. Cider vinegar, sweet cider, apple juice, canned apples, applesauce, apple butter, apple jelly, 
pectin, evaporated apples, sauerkraut, sauerkraut juice and prune juice (products marketed by 
plaintiff and for which it has acquired United States Trade-Mark Registrations either by name or 
under the phrase “fruit and vegetable juices”) are not nor are any of them merchandise of sub- 
stantially the same descriptive properties as coffee or tea or peanuts (the products marketed by 
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defendant). There is no substantial likelihood that the goods, just listed, marketed by plaintiff 
would be regarded by prospective purchasers as associated with the source of the goods, just 
listed, marketed by defendant. 

39. Orange and grapefruit juice, the product marketed by defendant under the trade-mark 
“White House,” is merchandise of substantially the same descriptive properties as cider vinegar, 
sweet cider, apple juice, canned apples, applesauce, apple butter, apple jelly, pectin, evaporated 
apples, prune juice, sauerkraut and sauerkraut juice, products marketed by plaintiff under the 
same trade-mark, and for which it has acquired United States trade-mark registration, either by 
name or under the phrase “fruit and vegetable juices.” 

40. There is a great likelihood that defendant’s blend of orange and grapefruit juice, because 
it is a fruit juice, will be mistaken for plaintiff's wares because plaintiff has marketed other fruit 
juices as indicated by its registration No. 336,489 for fruit and vegetable juices for food 
products, it was likely that plaintiff would expand into the orange and grapefruit juice trade. 
All the fruit juices have common purchasers or users. They are marketed through the same 
wholesale and retail channels. They are prepared and canned by third parties and not by either 
plaintiff or defendant who merely select from, and make contracts with, preparers and canners. 
In the degree of attention which the public gives to marks, there is no difference between blended 
orange and grapefruit juice and plaintiff’s goods. 

41. The mere differences in lettering on, and color of defendant’s label for its blend of orange 
and grapefruit juice do not adequately apprise prospective purchasers that defendant and not 
plaintiff is the source of the blend. No alteration in the minor features of the label would ade- 
quately protect plaintiff. 


CONCLUSIONS OF LAW 


1. This Court has jurisdiction over both causes of action set forth in the complaint. 

2. This Court has jurisdiction over the cause of action set forth in the counterclaim. 

3. The federal Trade-Mark Acts and federal common law establish the rules to govern plain- 
tiff’s claim of validity and infringement of its registered trade-marks, defendant’s claim of validity 
and infringement of its registered trade-marks, and plaintiff’s defense of laches. 

4. The law of Massachusetts establishes the rules of law to govern plaintiff’s cause of action 
for unfair competition. In that cause, Massachusetts rules apply to determine not merely ques- 
tions of tort liability but also questions of conflict of laws. 

5. The rule of law in Massachusetts is that where unfair competition is alleged to have oc- 
curred through infringement of a common law trade-mark in Massachusetts and numerous other 
states, Massachuesetts principles of tort liability apply, at least in the absence of proof that the 
tort principles of the other states differ from those of Massachusetts. 

6. Under federal Trade-Mark Acts, federal common law and Massachusetts common law, the 
name “White House,” together with the picture of the Executive Mansion, constitute a valid 
technical trade-mark. 

7. The phrase “substantially the same descriptive properties” in Section 16 of the Trade- 
Mark Act of February 20, 1905, c. 592, 33 Stat. 724, 728, U. S. C. Ti. Sec. 96 includes related 
or kindred merchandise as well as merchandise of similar physical or chemical properties. 

8. Plaintiff’s cause of action for unfair competition is dismissed for want of equity, under the 
applicable Massachusetts law. 

9. United States trade-mark registrations, Nos. 104,641, 121,723, 299,846, 316,305 and 336,489, 
are owned by plaintiff, are valid and infringed by defendant’s sale of orange and grapefruit juice 
under the trade-mark “White House.” 

10. Plaintiff is entitled to an injunction, as prayed, restraining the defendant from any further 
use of said trade-mark “White House,” whether alone or accompanied by a representation of the 
Executive Mansion, upon or in connection with the sale of orange and grapefruit juice, but not to 
an accounting, the same having been waived by counsel for plaintiff. 
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11. United States trade-mark registrations, Nos. 77,624, 77,625 and 388,899, are owned by de- 
fendant, and are valid, but they have not been infringed by plaintiff. If they had been infringed 
by plaintiff, defendant is barred by laches. 

12. Defendant’s counterclaim is discussed for want of equity. 

13. The plaintiff is entitled to the costs of suit. 


Decree 


1. Defendant is enjoned from any further use of the trade-mark “White House,” whether 
alone or accompanied by a representation of the Executive Mansion in connection with the sale 
of fruit and vegtable juices for food purposes. 

2. Defendant shall deliver to appropriate agencies collecting scrap for war uses all labels, 
signs, prints, packages, wrappers or receptacles which (a) are designed specially for use in 
blended orange and grapefruit juices, (b) bear the trade-mark “White House,” (c) are in the 
possession of defendant or its agents and (d) are incapable of being converted for use in con- 
nection with defendant’s coffee, tea or peanut products. Defendant shall file with the Court an 
affidavit stating the action it takes under this paragraph. 

3. Defendant’s counterclaim is dismissed. 

4. Defendant shall pay plaintiff the costs of this suit. 


H. MILGRIM & BROS., INC. v. SCHLESINGER et At. 
Oregon Supreme Court 
March 17, 1942 


Unrair Competition—Deceptive Use or TRADE-NAME—‘“MILGRIM” FoR WOMEN’S APPAREL. 
Where plaintiff was first to adopt the name “Milgrim” and to identify it with women’s 
wearing apparel to a wide circle of customers, the adoption and use of the same name by 
defendants in conducting a business of selling similar, but lower-priced merchandise, held un- 
fair competition. 
UNFAIR COMPETITION—TRADE-N AMES—USE IN DIFFERENT KIND OF BUSINESS. 
A man need not submit to having his reputation and the good will of his business jeopard- 
ized by another appropriating his trade-name, even for use in a different kind of business. 
UNFAIR COMPETITION—SUITS—EVIDENCE—DECEPTION OF PURCHASERS. 
To make out a case of unfair competition, it is not necessary to prove that any person has 
been led by defendant’s conduct to purchase his goods in the belief that they are plaintiff’s. 
UNFAIR COMPETITION—DECEPTION OF PUBLIC—INTENT. 
The intent of one appropriating the trade-name of another is an important factor in de- 
termining whether deception of the public is likely to follow. 
Unrair CoMPETITION—SUITS—INJUNCTION—FORM OF DECREE. 
In the case at issue, defendants were enjoined from using the name “Milgrim” in connection 
with their business and merchandise in any manner whatsoever. 


In equity. Action for unfair competition. From a decree for plaintiff, plaintiff 
appeals. Reversed. 


George L. Belt (Carson & Carson on the brief), both of Salem, Ore., for appellant. 
Asa L. Lewelling (Ross & Ford on the brief), both of Salem, Ore., for respondents. 


Before Ketty, Chief Justice, and Bartey, Lusk, RAnp, RossMAN and Branp, 
Justices. 
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Lusk, Judge: 


The only reasonable conclusion to be drawn from the evidence is that the defend- 
ants appropriated the nationally known and highly valuable trade-name of plaintiff 
for the advantage that would accrue to them from the plaintiff's reputation as a 


merchant. They would reap where they had not sown. Their purpose was decep- | 
tion of the buying public. Since they admit knowledge of the existence of the | 


plaintiff’s store in New York, they must have known of the plaintiff’s standing as a 
designer, manufacturer and seller of dresses, coats and other articles of women’s 
apparel, and that the name “Milgrim,” standing as it does for what is called “style,” 
high quality of fabrics and fine workmanship is an asset of great value to anyone 
engaged in that business. Their explanation, therefore, that they chose “Milgrim” 
as an “easy name to pronounce and easy to remember” is scarcely deserving of con- 
sideration. It is enough to say that, if their professed reason was their real reason, 
the number of names from which they could have selected one that would answer 
their requirements, without trespassing on the rights of others, is legion. 

Nor are we willing to accept the defendants’ claim that they were unaware that 
retail stores in Portland handled the plaintiff’s merchandise and advertised its name. 
It is opposed to all the probabilities that they should have been so ignorant of the 
activities of merchants in the same line of business in a city some fifty miles distant 
and which, as the testimony shows and we know judicially, is in the same trade area 
as Salem. Moreover, of the three members of the defendants’ partnership only Sol 
Schlesinger testified ; there is no explanation of the others’ failure to take the stand 
and we are left in the dark as to the extent of their knowledge upon this subject. 

Basically, the plaintiff's complaint charges unfair competition, and we need not 
concern ourselves with the law of trade-marks, which is “but a part of the broader 
law of unfair competition,” United Drug Co. v. Rectanus Co., 248 U. S. 90, 97, 63 
L. Ed., 141, 39 S. Ct. 48 [9 T.-M. Rep. 1] ; Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403, 413, 60 L. Ed. 713, 36 S. Ct. 357 [6 T.-M. Rep. 149] ; Union Fisher- 
men’s Co-op. Packing Co. v. Point Adams Packing Co., 108 Ore. 535, 548, 217 P. 
642. The plaintiff’s right to the name “Milgrim” grows out of its use, United Drug 
Co. v. Rectanus Co., supra. The general rule governing infringement of a trade- 
name is thus stated in the Restatement, Torts, vol. 3, pp. 562, 717: 

(1) One infringes another’s trade-mark if 

(a) without a privilege, to do so, he uses in his business, in the manner of a trade-mark 
or trade-name, a designation which is identical with, or confusingly similar to 
the other’s trade-name, though he does not use the designation for the purpose of 
deception, and 

(b) the other’s interest in his trade-name is protected with reference to 

(1) the goods, services or business in connection with which the actor uses his 
designation, and 
(2) the markets in which the actor uses his designation.” 

Or, as this court said in Columbia Engineering Works v. Mallory, 75 Ore. 542, 
546, 147, 542: 

But a court of conscience is justified in stamping the brand of commercial piracy upon 


wares of defendant, if he puts them upon the market in such form and manner as to deceive 
the purchasing public into the belief that such wares were made by plaintiff. 
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Much of the argument on behalf of the defendants is based upon the premise 
that there is no infringement here because the plaintiff and defendants are not 
found in the same markets ; but it is a false premise, because the plaintiff’s market, 
like its reputation and the prestige of its name, is nation-wide, and, more especially, 
because the plaintiff's merchandise has been sold in Portland—and to some extent 
to Salem residents—for many years by Portland merchants, and advertised in the 
Portland newspapers, which, of course, have a large circulation in Salem as well as 
in other parts of the state. Salem, a city of 30,000 inhabitants, is fifty-two miles, a 
little over an hour by automobile or bus from Portland, and, as stated, is in the 
Portland trade area. 


The Restatement, ibid., 604, §732, discussing the question of the territorial limits 
within which the right to the exclusive use of a trade-name exists, says: 


If the trade-mark or trade-name is unknown in a particular territory and there is no 
probability that it will become known there, the use of a similar designation in that territory 
will cause no harm to the person having the trade-mark or trade-name, since it cannot lead 
to mistaken association with that person. Such might be the case of a trade-name of a 
grocery store in a small city in northern New York and a similar designation used for a 
grocery store in Brooklyn, N. Y. On the other hand, a large department store in New 
York City might draw trade not only from the entire State of New York but even from 
distant States, either by mail or through the personal shopping of frequent non-resident 
visitors. Between the case of the local grocery store, at one extreme, and the nationally 
advertised house doing a nation-wide business at the other, there is a progression of busi- 
nesses with more or less extensive markets. In each case the issue is whether, in the 
territory in which the similar designation is used, there are or are likely to be a considerable 
number of prospective purchasers of the goods or services in connection with which the 
trade-mark or trade-name is used, who are likely to be misled by the similarity. On this 
issue, the good or bad faith of the alleged infringer is an important factor. If he imitates 
the other’s trade-mark or trade-name knowingly and acts in other ways to convey the im- 
pression that his business is associated with the other, the inference may reasonably be 
drawn that there are prospective purchasers to be misled. The actor’s purpose to forestall 
expansion of the other’s business is also an indication of the extent, in fact, of the other’s 
interest in his trade-mark or trade-name and of the limits within which the interest re- 
quires protection. A State may therefore, recognize and protect a trade-mark agaitist in- 
fringement within its borders before the trade-mark is used in the State, if the trade-mark 
has acquired a reputation elsewhere and, under the circumstances stated in this Section, 
custom in the State may reasonably be expected. 


At p. 548, the Restatement, ibid., gives the following illustration, quite pertinent 
to the facts of the instant case, of conduct that will be enjoined as unfair competition: 


A operates some retail stores and a mail order business. It has no store in Boston but 
residents of Boston on occasion patronize A’s New York store and also order goods from 
A by mail. B opens a store in Boston which he represents to be a branch of A. B is 
subject to liability to A. 


The record here shows without contradiction that the plaintiff was in the trade 
area of which Salem is a part, and to a certain extent in Salem itself, with its goods 
and its name long before the defendants undertook to adopt that name and use it 
in connection with the same general character of business; and the cases, therefore, 
relied on by the defendants and which hold that there is no infringement where there 
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are widely separated markets, have no application whatsoever to the facts of the 
instant case. See, Hanover Star Milling Co. v. Metcalf, supra; General Baking Co. 
v. Goldblatt Bros., Inc., 90 F. (2d) 241 [27 T.-M. Rep. 421]; Eastern Outfitting 
Co. v. Manheim, 59 Wash. 428, 110 P. 23, 35 L. R. A. (N. S.) 251; Code v. Seattle 
Theatre Corp., 162 Wash. 379, 298 P. 432. 

There are additional reasons why the plaintiff is entitled to equitable relief. The 
Restatement, ibid., says at p. 542: 


But there are many cases of trade-mark infringement which are not cases of “passing 
off” in the historical sense, such as those in which the actor and the other are not trade 
rivals and there is no diversion of custom from the other to the actor, or those in which the 
actor does not act fraudulently. 


And again, after referring to infringements between competitors, it is said (p. 


597) : 


More subtle forms of infringement developed later when trade-marks and trade-names 
became not simply indicia of source to purchasers who cared about source, but also 
powerful advertising and sale factors. An attractive, reputable trade-mark or trade- 
name could then be imitated not for the purpose of diverting trade from the person 
having the trade-mark or trade-name to the imitator, but rather for the purpose of secur- 
ing for the imitator’s goods some of the good will, advertising and sales stimulation of the 
trade-mark or trade-name. Thus, A who begins to sell suits under a designation like that 
of B who sells only overcoats does not hope that persons desiring to buy B’s coats will buy 
A’s suits under the mistaken belief that they are B’s coats. Diversion of trade to himself 
from B is not A’s purpose or the necessary effect of his conduct. Yet his conduct may 
cause B the same harm that is caused by such diversion. Persons previously satisfied with 
B’s coats might have an unsatisfactory experience with A’s suits and cease to buy the 
coats because of the mistaken belief that B is responsible for both. Or, persons who have 
had no previous experience with B’s coats might for the same reason never acquire such 
an experience. The loss of trade caused to B by A’s conduct is equally harmful whether 
the trade goes to A or to third persons. One’s interest in a trade-mark or trade-name 
came to be protected against simulation, therefore, not only on competing goods, but on 
goods so related in the market to those on which the trade-mark or trade-name is used that 
the good or ill repute of the one type of goods is likely to be visited upon the other. Thus 
one’s interest in a trade-mark or trade-name is protected against being subjected to the 
hazards of another’s business. 


As illustrative of the foregoing text attention is called to the following cases: 
In Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. Supp. 703, 
the defendant adopted as part of its trade-name “A & P,” the name by which the 
plaintiff was familiarly known to the public. Plaintiff and defendant did not sell 
the same articles. The use of the plaintiff's nickname was enjoined, the court 
quoting in its opinion from the opinion of Circuit Judge Learned Hand in Yale 
Electric Corporation v. Robertson (C. C. A.), 26 F. (2d) 972, 974 [18 T.-M. Rep. 
321], as follows: 


However, it has of recent years been recognized that a merchant may have a sufficient 
economic interest in the use of his mark outside the field of his own exploitation to justify 
interposition by a court. His mark is his authentic seal; by it he vouches for the goods 
which bear it; it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. This is an in- 
jury, even though the borrower does not tarnish it, or divert any sales by its use; for a 
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reputation, like a face, is the symbol of its possessor and creator, and another can use it 
only as a mask. 


The court continued : 


It is on the basis of this development conception of unfair competition that the courts 


have repeatedly restrained the use of similar trade-marks on noncompeting goods. (Cit- 
ing cases. ) 


I am satisfied that in the present case defendant’s name was chosen with an eye to the 
value of the letters “A & P” as the plaintiff’s trade-name because of the widespread ac- 
quaintance of the buying public with them as such. It undoubtedly hoped to appropriate 
some of that value to itself. This was an unfair interference with the plaintiff’s trade- 
name, and it is clear under the cases to which I have referred that the court has authority 
to enjoin it. It is equally clear that the granting of relief need not be conditioned upon 
the showing of actual deception of the public. Gehl v. Hebe Co. (C. C. A.), 276 F. 271 
[12 T.-M. Rep. 154]. 


In Wall v. Rolls-Royce of America, Inc. (C. C. A.), 4 F. (2d) 333 [15 T.-M. 
Rep. 239], the defendant sold radio tubes under the name of Rolls Royce Tube 
Company. The plaintiff had for many years manufactured automobiles and air- 
planes under the name of Rolls-Royce of America, Inc. In Aunt Jemima Mills Co. 
v. Rigney & Co. (C. C. A.), 247 F. 407 [8 T.-M. Rep. 163], the plaintiff manufac- 
tured pancake flour and the defendant appropriated the name “Aunt Jemima” for 
use in connection with the manufacture and sale of syrup. The plaintiff in Vogue 
Co. v. Thompson-Hudson Co. (C. C. A.), 300 F. 509 [15 T.-M. Rep. 1], published 
a style magazine and the defendant simulated its trade-mark in connection with the 
sale of hats. In Duro Co. v. Duro Co. (C. C. A.), 27 F. (2d) 339 [22 T.-M. Rep. 
83], the defendant adopted the trade-name of the plaintiff in connection with its 
business of manufacturing spark plugs. The plaintiff's business was the manufac- 
ture of small combustion engines. In Great Altantic & Pacific Tea Co. v. A. & P. 
Cleaners, 10 F. Supp. 450, the defendant, engaged in the dyeing and cleaning busi- 
ness, copied the trade-mark of the plaintiff, which was engaged in an entirely differ- 
ent business. In Del Monte Special Food Co. v. California Packing Corporation 
(C. C. A.), 34 F. (2d) 744 [19 T.-M. Rep. 443], defendant used the plaintiff’s 
trade-name “‘Del Monte” in connection with the sale of oleomargarine, which was 
not sold by the plaintiff. In Alfred Dunhill of London, Inc. vy. Dunhill Shirt Shop, 
3 F. Supp. 487, the plaintiff sold smokers’ requisites, the defendant shirts. The de- 
fendant appropriated the name Dunhill. In L. E. Waterman Co. v. Gordon 
(C. C. A.), 72 F. (2d) 272 [24 T.-M. Rep. 343], the plaintiff sold fountain pens 
and the defendant razor blades. The defendant appropriated the plaintiff’s name 
“Waterman.” 

In each of these cases the defendant was enjoined from using the plaintiff’s 
trade-name, notwithstanding the parties dealt in different manufactured articles or 
products and were not rivals for the same trade. The courts proceeded upon the 
view that a man need not submit to having his reputation and the good will of his 
business jeopardized by another appropriating his trade-name, even for use in a 
different kind of business—a view consonant with decent standards of commercial 
ethics and agreeable to the underlying principles of equity jurisprudence. “In this 
way,” as the court said in Aunt Jemima Mills Co. v. Rigney & Co., supra, “the com- 
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plainant’s reputation is put in the hands of the defendants” ; or again, “defendant’s 
use of plaintiff's trade-mark stakes the reputation of the plaintiff upon the character 
of defendant’s goods.” Standard Oil Co. v. California Peach & Fig Growers, Inc. 
(C.C. A.), 28 F. (2d) 283. The defendants here, as the court observed in Wall v. 
Rolls-Royce of America, Inc., supra, could have had but one object, to commercially 
use as their own “a commercial asset that belonged to others, the continued use and 
abstraction of which is so fraught with such possibilities of irremediable injury that 
the only way to remedy it is to stop it at the start.” 

The rule of these authorities, we think, is the complete answer to the defendants’ 
argument that they are not to be disturbed in their wrongful use of the plaintiff's 
name, because they sell only inexpensive wearing apparel and appeal only to “low- 
income” groups for patronage, whereas the plaintiff deals in high-priced merchandise 
which attracts a different class of customers. We are told that this difference “‘en- 
tirely eliminates the possibility of confusion of source, and the possibility of diversion 
of trade.” It does not, however, entirely eliminate the possibility of damage to the 
plaintifi’s reputation prestige likely to result from the association of plaintiff’s 
name with the defendants’. merchandise. It is true that the defendants allege in their 
answer that the quality of their merchandise “is fully equal to, if not superior to, 
plaintiff’s merchandise,” but, in view of the contention we are now considering, we 
attach no importance to that assertion. We intend no criticism of the defendants’ 
merchandise, which, for all we know, is excellent of its class ; but it would be absurd 
to suppose that the higher priced merchandise sold by the plaintiff is not of superior 
quality. 

This, however, is beside the mark. The point is that the plaintiff need not take 
the risk of injury involved in the unauthorized use of its name by the defendants, no 
matter what may be the quality of their merchandise. 

The two Oregon cases cited by the defendants do not support their contention. 
In neither was an intention to deceive the public and capitalize upon the plaintiff’s 
trade-name or trade-mark shown. In Union Fisherman’s Co-op. Packing Co. v. 
Point Adams Packing Co., supra, an injunction was denied because there were so 
many dissimiliarites between the label used on canned salmon by the plaintiff and 
that used by the defendant as to preclude the idea of deception of the public, and 
for the further reason that the court thought that canned salmon is not purchased 
on the strength of labels but of brands. In Federal Securities Co. v. Federal Securi- 
ties Corporation, 129 Or. 375, 276 P. 1100, 66 A. L. R. 934, it was also held that in 
the particular kind of business involved it was not the name of the institution that 
attracted customers, and, moreover, there were circumstances in that case which 
would have made it inequitable to enjoin the use by a foreign corporation of a name 
adopted in good faith and used by it for many years before it came in conflict with 
the plaintiff’s name in this state. 

The case here is quite diffrent, for it is but stating the obvious to say that an 
established name is a potent factor in the promotion of the sale of women’s dresses, 
coats and other wearing apparel; and the evidence conclusively shows the value of 
the plaintiff's name in that regard. 
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Nor are the cases (cited by defendants) of Diamond Drill Contracting Co. v. 
International Diamond Drill Contracting Co., 106 Wash. 72, 179 P. 120 [19 T.-M. 
Rep. 205], and Women’s Mutual Benefit Soc. v. Catholic Soc., 304 Mass. 349, 23 
N. E. (2d) 886, of persuasive force here. In neither case was the court concerned 
with a trade-name as applied to a class of commodities but rather as applied to a 
business. In the former case the name had acquired no secondary meaning and 
was merely descriptive of the business, which the plaintiff did not originate; in the 
latter the controversy was between two non-competing fraternal corporations with 
different purposes and different requirements for membership and the element of 
wrongful intent was wanting in both cases. 

It is true that there is no evidence that any person has been led by defendants’ 
conduct to purchase their goods in the belief that they are the goods of the plaintiff, 
but that is not necessary to make out a case of unfair competition. Columbia Engi- 
neering Works v. Mallory, 75 Or. 542, 547, 147 P. 542; Union Fishermen’s Co-op. 
Packing Co., supra, 108 Or. 549 [13 T.-M. Rep. 409] ; Gehl v. Hebe Co. (C. C.A.), 
276 F. 271 [12 T.-M. Rep. 154] ; Great Atlantic & Pacific Tea Co. v. A. & P. Radio 
Stores, Inc., supra. Beyond this, as the Restatement, ibid., emphasizes (p. 603), 
the intent of one appropriating the trade-name of another is an important factor in 
determining whether deception of the public is likely to follow. “If the actor knows 
of the other’s trade-mark or trade-name and adopts the identical or a confusingly 
similar designation for the purpose of misleading purchasers and attracting to him- 
self the good-will and reputation associated with the other, the likelihood that pros- 
pective purchasers will be so misled may more easily be inferred.” 

It is unnecessary to prolong the discussion. According to the Restatement, ibid., 
p. 538, “the scope of liability in this field is constantly expanding. This is due partly 
to the flexibility and breadth of equitable relief and partly to changing methods of 
business and changing standards of commercial morality.” In any view that may 
be taken, we are of the opinion that the plaintiff is clearly entitled to a decree enjoin- 
ing the defendants from using its name in connection with their business and mer- 
chandise in any way whatsoever. The circuit court, by its decree, ordered: 

That defendants shall not use any neon, or other, business sign on which the word 
“Milgrim,” shall appear unless there also be prominently set forth on and by such sign 
the words, “of Salem”; that defendants shall cause to be prepared and shall place in 
prominent places in their store, placards lettered and printing in large block type, capable 
of being easily read for a distance equal to the width of said store, on which shall appear 
substantially the words, “This firm has no connection with any New York, or other, 
firm of like or similar name,” and that such same matter shall also be made prominently 
to appear in all newspapers, or other, advertising that may be done hereafter by de- 
fendants, and that if labels are used in coats, suits or other merchandise sold by defendants, 
the same shall not bear any resemblance to the registered labels or trade-marks in use 
by plaintiff. 

We think that the remedy thus granted does not suffice. There should be no 
palliation of intentional wrong. 

There is no satisfactory basis in the evidence for an accounting and that relief, 
therefore, will be denied. See, Vogue Co. v. Thompson-Hudson Co., supra. 

The decree of the circuit court is reversed and the cause remanded with instruc- 
tions to enter a decree in accordance with this opinion. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation 


Significance of “Best” 


VAN ArSDALE, A. C.: Denied a petition for reconsideration brought by M. O. 
Best. Best had applied for cancellation of a registration issued to George G. Smith 
and the Assistant Commissioner had dismissed his petition on June 18, 1942 (540 
O. G. 714). 


In his decision upon the petition for reconsideration, the Assistant Commissioner 
said : 


The petitioner herein petitions for reconsideration of the decision of June 18, 1942, assert- 
ing that in said decision due consideration was not given to the fact that petitioner’s surname 
is “Best” and therefore petitioner’s mark, which petitioner asserts is dominated by the word 
“Best,” is not merely descriptive but has the significance of indicating petitioner himself. 
However, if petitioner’s mark does carry the significance petitioner urges for it, then the 
dissimilarity between petitioner’s mark and registrant’s mark would be increased because 
registrant's mark lacks entirely any such suggestion of a surname. 


Reconsideration has been accorded but the previous decision is believed correct and is 
adhered to.? 


Conflicting Marks 
“Graph-O-Lith” and “Kodalith” 


Van ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Eastman Kodak Company to the applica- 
tion of Philip A. Hunt Company for registration of a composite mark consisting of a 
peculiarly shaped red and blue panel on which appear the words “Developer” and 
“Graph-O-Lith,” the word “Developer” being disclaimed, for a photographic de- 
veloper for line and half-tone negatives. 

In its notice of opposition, opposer asserted confusing similarity between appli- 
cant’s mark and each of opposer’s marks “Kodalith,” “Autographic,” “Cinegraph” 
and “Topographic.” The Examiner did not pass on the pertinentcy of any of op- 
poser’s marks other than the mark “Kodalith.” The Assistant Commissioner stated 
that apparently this was satisfactory to opposer, since opposer on the appeal did not 
argue any of opposer’s other marks as supporting the opposition, and he correspond- 
ingly restricted his consideration. 

The Assistant Commissioner stated that the mark “Kodalith” has been used and 
registered by opposer for various photographic materials, including a developer sub- 
stantially the same as the developer named in the opposed application. He con- 
cluded that the sole question for determination by him was whether the mark 
“Kodalith” and the mark of the application, when applied to similar photographic 
developing chemicals are, or are not, confusingly similar. 

In finding the marks to be confusingly similar, the Assistant Commissioner said : 


1. M. O. Best v. George G. Smith, Canc. No. 3692, 163 M. D. 1031, August 1, 1942. 
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It appears that the specific developers to which the marks are applied are purchased and 
used mainly by professionals, and it is likely that considerable discrimination and care are 
exercised by this class of purchasers in the selection and purchase of the goods. The goods are 
moderate in price and last a comparatively short time in use. 

In comparing the marks for confusing similarity or lack of it, it is not proper to dissect the 
marks. By that is meant it is not proper to compare merely the identical suffixes “lith” of the 
marks and to disregard the other parts of the marks, or to compare merely the first syllables 
“Ko” and “da” of the one mark with the syllables “Graph” and “O” of the other mark and to 
disregard the last syllables “lith,” or to consider merely the presence and appearance of the 
panel portion of applicant’s mark. It is appropriate, however, to recognize and to note how 
and in what respect each part of a mark contributes to the general and composite effect of 
that mark as a whole; but the two marks must be compared with each other in their entireties, 
recognizing the composite effect of the entire structure and composition of each mark as a 
whole. 

I consider that the word “Graph-O-Lith” has dominating effect in applicant’s composite 
mark, particularly because that is the name by which the goods would be known and asked 
for. It seems to be conceded that the suffix “lith” of the words “Kodalith” and “Graph-O- 
Lith” of each mark carries into the entire mark the suggestion that the mark is applied to 
goods relating to lithography. This syllable “lith” is an integral part of each mark and this 
syllable, as well as the other parts of the mark, affects the appearance, sound and significance 
of the mark as a whole. 

Considering the marks in their entireties it seems to me that in view of the dominating 
status of the word “Graph-O-Lith” in applicant’s mark the identical suffixes “lith” in the words 
“Kodalith” and “Graph-O-Lith” clothe the marks in their entireties with a strong resemblance 
sufficient to justify the conclusion that there is at least considerable doubt that the concurrent 
use of the marks, when applied to the substantially identical goods of the character here in- 
volved, would not be likely to result in confusion or mistake in the mind of the public. Such 
doubt must be resolved against applicant, because with respect to the dates of adoption and 

first use of the marks by the parties applicant is junior to opposer.’ 


“Sana-Porce” and “Sani-Flush” 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by The Hygienic Products Company to the 
application of Huntington Laboratories, Inc., for registration of the mark “Sana- 
Porce” for a porcelain cleaner in powder form, intended particularly for use on 
porcelain coated metal fixtures such as sinks, wash basins, bath tubs and the like. 
The opposition was based on the registered mark “Sani-Flush,” which, the Assistant 
Commissioner stated, opposer has used for a cleaning powder for sinks, lavatories 
and the like since 1909; for solid porcelain water-closet bowls since 1911; and for 
automobile radiators since 1922. 

The Assistant Commissioner concluded that the cleaning compounds to which the 
parties apply their respective marks are clearly goods of the same descriptive proper- 
ties, even though opposer’s present “Sani-Flush” cleaner is not suitable for closet 
bowls which are not solid porcelain. 

In agreeing with the Examiner that the marks are confusingly similar, the As- 
sistant Commissioner stated : 





2. Eastman Kodak Company v. Philip A. Hunt Company, Opp’n No. 20,654, 163 M. D. 998, 
July 6, 1942. 
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The words “Sana” and “Sani” of the marks are quite similar in appearance, sound and 
significance, and notwithstanding the dissimilarity between the marks caused by the words 
“Porce” and “Flush,” the words “Sana” and “Sani” render the marks as a whole so similar 
that in my opinion their concurrent use on the cleaning compounds here involved would be 
likely to result in confusion and deception of purchasers and the public.® 


“Zinkhide” and “Ironhide,” “Metalhide” and “Stationhide”’ 


VAN ArsDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition by Pittsburgh Plate Glass Com- 
pany to the application of H. D. Hudson Manufacturing Company for registration 
of mark “Zinkhide” for coated steel. The opposer relied upon numerous trade- 
mark registrations. As listed by the Assistant Commissioner in his decision, the 
marks and dates of said registrations are: “Ironhide,” June 4, 1912 (now renewed) ; 
“Florhide,’ March 16, 1915 (now renewed) ; “Carhide,” September 29, 1931; 
“Metalhide,” September 29, 1931; ““Wallhide, The Vitolized Oil Paint,” April 12, 
1932 ; “Barnhide,” April 9, 1935; “Stationhide,” September 24, 1935; “Porchide,” 
October 15, 1935; “Cementhide,”’ August 23, 1938; “Enamelhide,’ December 20, 
1938 ; “Autohide,” September 24, 1940; “Painthide,” September 24, 1940; ““Tough- 
Hide,” September 24, 1940; “Quickhide,” October 1, 1940. 

The Assistant Commissioner added that paint is included as an item for which 
all the listed marks are stated to be used. 

The Examiner concluded that coated steel is not goods of the same descriptive 
properties as any of the goods listed in the registrations relied upon by the opposer 
and he dismissed the opposition on that ground. In disagreeing with the Examiner 
as to said conclusion, the Assistant Commissioner stated : 


Coated steel is steel having a coating. This designation “coated steel” given to the goods 
for which applicant seeks registration of the mark “Zinkhide” is so broad as to cover every 
form and character of coated steel irrespective of the size, shape, form or intended utility 
of the coated steel and irrespective of the material which forms the coating. Thus steel 
coated with the paint, enamel or lacquer named in opposer’s registration would be coated 
steel and be included in the goods named in applicant’s application. In opposer’s registration 
of “Ironhide” the goods named are “ready-mixed paint for use as a protective coating for 
metal surfaces.” Such surfaces include steel surfaces and thus it appears this paint is in- 
tended for coating steel as well as other metals. Steel coated with this paint would be coated 
steel. Since the goods named in the application include steel having applied thereto coating 
materials such as named in opposer’s registrations the goods of the registrations and the 
coating of the coated steel named in the application are closely related and the goods defined 
respectively as “coated steel” and as “paint” are related to that extent. 

It must be presumed that applicant designed the goods named in the application as “coated 
steel” rather than just “steel” deliberately and accordingly deemed the word “coated” im- 
portant to the definition of the goods and the coating on the goods to be an important feature 
thereof. Since this is so indicated by the application, and nothing appears of record to the 
contrary, it cannot properly be presumed that purchasers of the coated steel would consider 
the coating of the steel unimportant and to contribute little to the character or to the trade 
appeal of the coated steel. In fact the importance given to the word “coated” by its being 
made a part of the generic name of the goods in the application would seem to indicate the 


3. The Hygienic Products Company v. Huntington Laboratories, Inc., Opp’n No. 20,694, 
163 M. D. 1000, July 8, 1942. 
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contrary. Consequently, I consider paint, enamel or lacquer to be goods of the same descrip- 


tive properties as coated steel having a coating which is important and is of paint, enamel or 
lacquer. 


The Assistant Commissioner also found applicant’s “Zinkhide” to be confusingly 
similar to each of the marks of the registrations relied upon by opposer. On this 
matter he had the following to say: 


Steel, including coated steel, is suitable for many uses that paint, enamel and lacquers are 
not suitable for. The steel component of the coated steel is entirely dissimilar from paint, 
enamel or lacquer. The question then is whether, considering the goods to which the marks 
are applied, applicant’s mark is or is not confusingly similar to any of the marks of opposer’s 
registrations. It would be sufficient to warrant a holding in the affirmative if it appears 
likely that purchasers of steel coated with paint, enamel or lacquer and having the name 
“Zinkhide” applied thereto would consider the name to indicate opposer as the source of the 
coating material of which the coating was constituted. 

In this connection it is noted that opposer has used its mark “Ironhide” for paint for use 
as a protective coating for metal surfaces since June, 1912, a period of thirty years, and after 
such long use by opposer of the mark “Ironhide” on such coating material it would be ex- 
pected that if the word “Ironhide” were applied to steel having a coating of protective paint 
thereon, purchasers and the public would consider the name to apply to the paint coating 
rather than to the steel and to indicate that the paint coating was constituted of opposer’s 
“Tronhide” paint. Of course applicant is not seeking to register “Ironhide” but “Zinkhide,” 
and the record is entirely silent as to whether purchasers or the public would apply any 
mark used for steel coated with a coating composition to any extent to the coating as indicat- 
ing the source of origin of the coating. On the other hand, paint coated steel to which the 
name “Zinkhide” was applied would be known as “ ‘Zinkhide’ paint coated steel” and there is 
nothing in the record to indicate whether purchasers would understand that to mean “Zink- 
hide” steel that is paint coated or to mean steel that is coated with “Zinkhide” paint. The 
difficulty is that coated steel comprises two separate and distinct kinds of goods, for instance, 
steel and paint in the form of a coating thereon, and these goods quite likely might have 
different sources of origin. On the whole, I find myself unwilling to presume it to be un- 
likely that purchasers seeing the mark “Zinkhide” applied to coated steel would not consider 
the name to indicate the source of origin of the material constituting the coating of the coated 
steel. 

It is also my opinion that the mark “Zinkhide” is so similar to opposer’s mark “Ironhide” 
in appearance, in pronunciation, and in reference to metal—zinc and iron—and having the 
identical suffix, that purchasers familiar with opposer’s mark “Ironhide” for paint for use as a 
protective coating for metal surfaces would be likely to consider the mark “Zinkhide” applied 
to steel coated with a protective paint as designating opposer as the source of the paint coat- 
ing of the coated steel and thus be confused and deceived as to the source of origin of the coat- 
ing material. It is recognized that the mark “Zinkhide” may suggest the coating to be of 
zinc, and the mark “Ironhide” suggests the paint is suitable for iron, but this difference in 
the suggestive, descriptive significance of the marks is not believed to avoid likelihood of 
confusion due to the similarities mentioned. 

For substantially the same reasons I consider the mark “Zinkhide” applied to coated steel 
to be confusingly similar to opposer’s mark “Metalhide” applied to the goods named in the 
registration of that mark. 

The marks of opposer’s other registrations lack the direct reference to metal. The first 
parts of the marks “Florhide,” “Carhide,” “Wallhide,” “Barnhide,” “Porchide,” “Cementhide” 
and “Autohide” suggests the suitability of the products for floors, cars, walls, barns, porches, 
cement work, and automobiles respectively, all of which, except cement, may be steel. The 
first parts of the marks “Enamelhide” and “Painthide” are the names of the goods. The prefix 
of “Tough-Hide” suggests the paint forms a tough coating, and the prefix of “Quickhide” 
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suggests the paint is quick spreading or drying. Because the first parts of these marks alone 
would be merely descriptive of the goods the paramount trade-mark significance of each 
mark as a whole derives from the suffix “hide.” In the mark “Zinkhide” applied to coated steel 
the trade mark significance contributed by the suffix “hide” may not be paramount but this 
syllable does contribute prominently to the trade-mark significance of the mark as a whole. 
It is the trade-mark significance of a trade-mark, as distinguished from descriptive sig- 
nificance, that indicates to purchasers and the public the source of origin of the goods to 
which the mark is applied. Accordingly, marks may vary widely in descriptive significance, 
or in appearance or in other respects and yet if they convey the same trade-mark significance 
purchasers and the public will accord the same source of origin to the goods to which the 
marks are applied. 

As stated, the paramount trade-mark significance of opposer’s marks considered in their 
entireties derives from the suffix “hide” thereof and the suffix “hide” contributes prominently 
to the trade-mark significance of applicant’s mark. The syllable “Zink” of applicant’s mark, 
although possibly modifying the fanciful and arbitrary effect of the syllable “hide,” neverthe- 
less does not in my opinion create in the mark as a whole a fanciful and arbitrary indication 
of origin so different from that presented by opposer’s marks as to render it unlikely that 
purchasers and the public will not consider them to have the same trade-mark significance 
and will not consider them to indicate the same source of origin of the goods. Therefore I 
consider applicant’s mark “Zinkhide” when applied to steel having an important coating of 
paint, lacquer or enamel, and which goods are included in the goods named in the application, 
to be confusingly similar to the marks of opposer's registrations, just discussed, when applied 
to the goods named in the registrations. 

To my mind there is less trade-mark similarity between applicant’s mark “Zinkhide” for 
paint coated steel and opposer’s mark “Stationhide” for paints than between the mark “Zink- 
hide” and the other marks asserted by opposer, since the part “Station” of the mark “Station- 
hide” affects and colors the fanciful and arbitrary impression which gives the indication of the 
origin of the goods more strongly than the first parts of the marks of opposer’s other regis- 
trations here presented. However, the suffix “hide” is an integral part of each of the marks 
“Stationhide” and “Zinkhide” and gives the marks some degree of similarity in appearance, 
pronunciation and significance, and this syllable contributes strongly to the arbitrary and 
fanciful impression made by the complete marks and which gives them trade-mark significance. 
Considering the marks in their entireties it is my opinion the marks are so similar, particularly 
in their features of trade-mark significance that there is likelihood of purchasers and the 
public recognizing in applicant’s mark “Zinkhide” applied to paint coated steel the same trade- 
mark significance and indication of origin as is recognized in opposer’s mark “Stationhide” 
applied to paint, and the concurrent use of these marks on those goods would be likely to cause 
confusion and mistake on the part of the public and to deceive purchasers. 


The Assistant Commissioner concluded that the opposition should be sustained 
on the basis of each of the registered marks relied upon by opposer.* 


“Woodray” and “Wulrae” 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to The Millville Manufacturing Company of a trade-mark con- 
sisting of the word “Woodray” displayed beneath a design representing a rising or 
setting sun, applied to rayon piece goods. The Examiner considered said mark to 
be confusingly similar to a previously registered composite trade-mark consisting of 
the word “Wulrae” printed in white letters on a black panel having a decorated edge 


4. Pittsburgh Plate Glass Co. v. H. D. Hudson Manufacturing Co., Opp’n No. 20,690, 163 
M. D. 1022, July 30, 1942. 
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and extending across a circular background design on which appears the words 
“Witchin Fabric,” the word “Fabric” being disclaimed. This registered mark is 
also applied to rayon piece goods. 


In upholding the action of the Examiner, the Assistant Commissioner stated: 


The marks, of course, must be considered in their entireties, and not dissected. When so 
considered the word “Woodray” is the outstanding feature of applicant’s mark and the word 
“Wulrae” is the outstanding feature of the cited mark, and so much so that, in my opinion, 
the goods to which the marks are applied would be known respectively as “Woodray fabric” 
and “Wulrae fabric.” There is considerable similarity in the sound of the words “Woodray” 
and “Wulrae,” when spoken, and there is some similarity between the marks in their appear- 
ance. In my opinion when the marks are considered in their entireties the words are so 
prominent in the respective marks and the similarity in the words is such that, notwithstand- 
ing the differences in the marks, the concurrent use of the marks on the goods involved would 
be apt to result in confusion and deception of purchasers.5 


“Quick Starts” and “Quick Spin” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Willard Storage Battery Company to the 
application of George C. Van Veen for registration for storage batteries of a com- 
posite trade-mark comprising the notation “Quick-Spin” in association with a design. 

The Examiner concluded that this notation is “descriptive of a principal char- 
acteristic of the goods,” and is confusingly similar to the expression “Quick Starts,” 
used descriptively by opposer in connection with identical merchandise. In his de- 
cision the First Assistant Commissioner stated : 


For many years prior to applicant’s first use of the mark sought to be registered opposer 
had used in its advertising the slogan “Quick Starts and Many of Them,” with the words 
“Quick Starts” displayed above the remainder of the notation, and in larger type. More 
recently this slogan has appeared upon the cartons in which opposer’s batteries are sold. 
Opposer does not claim that it has been used as a trade-mark; but it is now well established 
that “the right to oppose the registration of a trade-mark does not depend upon the exclusive 
ownership by an opposer of a similar mark.” Lever Brothers Co. v. Nobio Products, Inc., 
26 C. C. P. A. 1253, 103 Fed. (2d) 917 [29 T.-M. Rep. 336]. 

I doubt that applicant’s mark is descriptive. As applied to a storage battery used in 
connection with an internal combustion engine it is, of course, highly suggestive of a desirable 
characteristic of the goods; but mere suggestiveness is no bar to registration. 

It is my opinion, however, that as applied to such goods, the expression “Quick Spin” 
and “Quick Starts” are so nearly the same in significance as to be reasonably likely to be con- 
fused, and that opposer would thus be damaged by the registration of applicant’s mark.® 


“Zincgrip” and “Zinkhide” 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by The American Rolling Mill Company to 
the application of H. D. Hudson Manufacturing Company for registration of the 


5. Ex parte The Millville Manufacturing Company, Ser. No. 430,691, 163 M. D. 1030, July 
31, 1942. 


6. Willard Storage Battery Company v. George C. Van Veen, Opp’n No. 19,973, 163 M. D. 
1033, August 4, 1942. 
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mark ‘‘Zinkhide” for coated steel. The Assistant Commissioner said that applicant 
in its brief stated that its steel is treated with zinc, i.e., galvanized. 

Opposer relied upon its use and registration of the mark “Zincgrip” applied to 
galvanized iron and steel sheets since long before applicant’s first use of the mark 
“Zinkhide.” The Assistant Commissioner stated that, from testimony presented 
by opposer, it appeared that opposer’s steel to which its mark is applied is purchased 
by manufacturers for fabrication into finished products, and frequently these manu- 
facturers with opposer’s consent apply opposer’s mark “Zincgrip” to the finished 
structures to indicate to the public that the structures are fabricated of opposer’s 
“Zincgrip”’ steel. 

The Assistant Commissioner concluded that, since the goods involved are the 
same and opposer had used its mark from a time long prior to applicant’s adoption 
of its mark, the sole question was whether the marks are or are not confusingly 
similar. In passing upon this question, the Assistant Commissioner said: 


The marks must be compared in their entireties, although it is proper to analyze the effects 
of the several parts of each mark on the composite effect of each mark as a whole, paying 
particular attention to the arbitrary and fanciful impression, if any, created by the mark, for 
it is that impression which constitutes the trade-mark significance of the entire mark. The 
natural, descriptive impression, if any, would not be recognized as relating the goods to a 
particular manufacturer or distributor thereof. 

The word “zinc” itself applied to zinc coated steel would be merely descriptive of the steel 
and would have no trade-mark significance. Both parties are free to so use the word. 

By adding to the word “zinc” the word “grip” opposer has created a new word “zincgrip” 
which when applied to galvanized steel or iron creates an arbitrary and fanciful impression 
recognized as having trade-mark significance. It may be said that the syllable “grip” con- 
tributes predominantly to the trade-mark significance of the entire word and the syllable 
“zinc” contributes predominantly to the descriptive significance of the word. However, 
opposer’s mark is not the word “grip” but “Zincgrip.” The total impression of each is not 
the same. The general arbitrary and fanciful impression created by the word “Zincgrip” 
when applied to galvanized steel or iron is that it is a composite word composed of an un- 
natural suffix added to the syllable “zinc.” All persons might not remember that the suffix 
was precisely the syllable “grip.” Many would have the impression that the suffix indicated 
gripping, holding, being affixed, or the like, and that the entire mark suggested zinc gripped 
or fastened to the steel for a coating. 

Similarly with applicant’s mark “Zinkhide,” the syllable “hide” contributes predominantly 
to the trade-mark significance of the word as a whole. The syllable “zink” would be con- 
sidered the same as if spelled “zinc.” Also in this mark the general arbitrary and fanciful 
impression created by the mark as a whole and constituting trade-mark significance when 
applied to galvanized steel is that the mark is a composite word composed of an unnatural 
suffix added to the syllable “zinc.” This general impression is the same with respect to the 
marks of both parties. The suffix “hide” might quite likely suggest the thought of skin and 
thus to suggest there is a thin coating or skin of zinc affixed or gripped to the steel. In this 
respect the marks “Zincgrip” and “Zinkhide” are similar to a certain extent. 

Both marks are composed of two syllables of four letters each. The presence of the 
similar first syllables in the marks may not be disregarded, although their lack of major con- 
tribution to the trade-mark significance of the marks as a whole must also be recognized. 
The suffixes of the marks are dissimilar in spelling, appearance and sound when pronounced, 
but each are unnatural suffixes to the preceding syllable “zinc” and in the marks as a whole 
both have a somewhat similar significance in suggesting that zinc is affixed to the steel. 
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On the whole, considering the marks in their entireties, the fact that both are applied to 
the same sort of goods, the merchandising aspects and the similarities and differences between 
the marks, it is my opinion that the concurrent use of these marks on the identical goods 
would be likely to cause confusion and mistake on the part of the public and to deceive 
purchasers.* 


“Donna Maria” and “Maria Mia” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Swinger and Binenstock to the application 
of Antonio Corrao for registration of the notation “Maria Mia” as a trade-mark for 
salad oil. The opposition was sustained by the Examiner on the ground that appli- 
cant’s mark is confusingly similar to opposer’s trade-mark “Donna Maria,’’ regis- 
tered for the same goods prior to applicant’s claimed date of first use. In likewise 
finding the marks to be confusingly similar, the First Assistant Commissioner said: 


As pointed out by the Examiner, the Italian words “mia” and “donna” mean, respectively, 
“my” and “lady”; and I agree with him “that to purchasers familiar with the fact the sig- 
nificance of either mark would be primarily that of the name, to which the qualifying term 
associated therewith is merely subordinate.” Clearly, the marks are too nearly alike to be 
used concurrently on identical merchandise of the character here involved without a reason- 
able likelihood of resulting confusion.® 


“Sta-Lite” and “Sta-Rite” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the petition of Barber Asphalt Corporation to cancel trade- 
mark registration No. 379,962, issued July 30, 1940, under the provisions of the Act 
of March 19, 1920, to Wood Conversion Company. 


With respect to the marks of the parties and the goods to which they are appro- 
priated, the First Assistant Commissioner stated : 


The mark of the registration sought to be canceled is the notation “Sta-Lite,” and the 
goods to which it is appropriated are described as “a light-colored coated artificial board.” 
This mark has been used since February 6, 1939. 

Petitioner is the owner of two registrations of the trade-mark “Sta-Rite,” both effected 
under the provisions of the act of February 20, 1905. The first, issued October 14, 1919, and 
renewed, is for “lumber, shingles, composition roofing, and lime.” The second, issued Febru- 
ary 16, 1937, is for “asphalt shingles.” 


In upholding the position of the Examiner, the First Assistant Commissioner 
said : 


The Act of 1920 prohibits the registration thereunder of marks which so nearly resemble a 
known trade-mark, owned and in use by another and appropriated to merchandise of the same 
descriptive properties, as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers. In part, at least, the petitioner’s goods are unquestionably of the 


7. The American Rolling Mill Company v. H. 9D. Fludson Manufacturing Company, Opp’n 
No. 20,714, 163 M. D. 1035, August 6, 1942. 

8. Swinger and Binenstock v. Antonio Carrao, Opp’n No. 20,439, 163 M. D. 1040, August 7, 
1942. 
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same descriptive properties as those of respondent; and in sound and appearance the marks 
of the parties are substantially identical. There is a difference in significance, but as pointed 
out by the Court of Customs and Patent Appeals in Kroger Grocery & Baking Co. v. Blue 
Earth Canning Co., 24 C. C. P. A. 1098, 88 Fed. (2d) 725, “significance of marks is not the 
only factor to be considered, for appearance and sound are equally important.” 

Respondent insists that petitioner’s mark is descriptive of the goods to which it is applied, 
but that is a collateral attack upon the validity of petitioner’s registrations and may not be 
considered in a proceeding of this character. Respondent’s mark, being confusingly similar 
to the mark of petitioner and appropriated to merchandise of the same descriptive properties, 
is forbidden registration by the express terms of the statute, and injury to petitioner will be 
presumed.® 











“First Nighter” and “Premiere Nuit” 





Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Campana Corporation to the application of 
Lissar Compania Incorporada for registration of the notation “Premiere Nuit” as a 
trade-mark for “perfumes, lotions, face powders and lipstick, eau de cologne.” The 
opposition was predicated upon opposer’s ownership of the trade-mark “The First 
Nighter,” registered before applicant’s alleged date of first use, for “toilet cream, 
beauty cream, cleansing cream, cold cream, tissue cream, and face cream.” 

The Examiner concluded that the marks of the parties are confusingly similar 
and the First Assistant Commissioner was of the same opinion. In his decision the 
First Assistant Commissioner said: 































Translated into English, the French words “premiere nuit” mean “first night.” “First night” 
and “first-nighter” are both dictionary expressions. “First night” is defined as “the night on 
which a theatrical production is performed first at a given place; also, the performance itself.” 
“First-nighter” is defined as “a spectator habitually present at first-night performances.” 
Webster’s New International Dictionary. 

Regardless of its significance to the Frenchman, it thus appears that applicant’s mark 
when translated has a meaning very closely related to that of opposer’s mark. 

The two marks differ, of course, in appearance and in sound; but I am constrained to 
agree with the Examiner that they are too nearly the same in significance to be concurrently 
used in the particular goods here involved without a reasonable probability of confusion. 
Certainly “First Night” is deceptively similar to “The First Nighter,” and it matters not 
that applicant has employed the French language instead of the English. In re Maclin- 


Zimmer-McGill Tobacco Co., Inc., 49 App. D. C. 181, 262 Fed. 635 [10 T.-M. Rep. 93].7° 


























Dwarf holding tray and man holding tray 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of The E. Kahn’s Sons Company to the appli- 
cation of Oscar Mayer & Company for registration of a trade-mark for certain meat 
products. The mark of the applicant and the mark relied upon by opposer, the First 
Assistant Commissioner described as follows: 


Applicant’s mark is the full-length side view of a dwarf attired in chef’s uniform and cap, 
and holding a tray. The mark relied upon by opposer, previously registered for similar 








9. Barber Asphalt Corporation v. Wood Conversion Company, Canc. No. 3827, 163 M. D. 
1042, August 7, 1942. 

10. Campana Corporation v. Lissar Compania Incorporada, Opp’n No. 20,406, 163 M. D. 
1045, August 12, 1942. 
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merchandise, is the half-length front view of a normal man, likewise attired in chef’s uniform 
and cap, and also holding a tray. In small letters across the top of his cap is printed the 
name “Kahn’s,” but the picture is clearly the dominating feature of the mark. 


The First Assistant Commissioner agreed with the Examiner that these two 
marks are so nearly the same as to be likely to be confused, and added that he found 
ample authority for that ruling in the case of /nternational Latex Corporation v. 
I. B. Kleinert Rubber Co., 26 C. C. P. A. 1321, 104 Fed. (2d) 382 [29 T.-M. Rep. 
396], from which he quoted at length. He said: 


With respect to the marks here in issue, it is my opinion that there may be those who 
would retain only the impression of a chef holding a tray, and thus mistake applicant’s goods 
for those of the opposer. And so here, as in the cited case, any doubt in that regard must be 
resolved in opposer’s favor." 


“Neumode” and “NuMolde” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition of Neumode Hoisery Co. to the application of 
Aronson-Caplin Co., Inc., for registration of the notation ““Nu-Molde” as a trade- 
mark for women’s slips. The opposer relied upon the mark “Neumode,” registered 
for hosiery under the act of March 19, 1920. 

The only issue before the First Assistant Commissioner on appeal was whether 
opposer’s mark and applicant’s mark are likely to be confused with each other. 
Applicant insisted that there is no likelihood of confusion because no instance of 
actual confusion had been proved. In answer to this contention, the First Assistant 
Commissioner stated : 


While “evidence of lack of confusion in the use of different marks may be persuasive that 
there is not likelihood of confusion, . . . such evidence cannot be controlling.” E-Z Mills, 
Inc. v. Martin Brothers Co., 25 C. C. P. A. 992, 95 Fed. (2d) 269 [28 T.-M. Rep. 207]. And 
as was pointed out by the same court in Kroger Grocery & Baking Co. v. Blue Earth Canning 
Co., 24°C. C. P. A. 1098, 88 Fed. (2d) 725: 

“It is so well established as to require no citation of authority that an opposer, in order to 
succeed, is not required to produce evidence of actual confusion. Likelihood of confusion may 
be determined by consideration of the goods to which the marks are applied and a comparison 
of the marks involved.” 


He added: 


Here neither the goods of the parties nor their marks are precisely the same. But the 
goods are very closely related, and the only substantial difference between the marks is that of 
significance, which “is not the only factor to be considered, for appearance and sound are 
equally important.” Kroger Grocery & Baking Co. v. Blue Earth Canning Co., supra. 

Resolving doubts, as I must, in opposer’s favor, it is my opinion that the opposition was 
properly sustained.’? 





11. The E. Kahn’s Sons Company v. Oscar Mayer & Company, Opp’n No. 19,024, 163 M. D. 
1047, August 13, 1942. 

12. Neumode Hosiery Co. v. Aronson-Caplin Co., Inc., Opp’n No. 20,535, 163 M. D. 1050, 
August 27, 1942. 








THIRTY-TWO TRADE-MARK REPORTER 


“Nutone” for book paper 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to McGraw-Hill Publishing Company, Inc., of the mark 
“Nutone” for book paper in rolls or sheets. The Assistant Commissioner stated 
the ground of the Examiner’s refusal to be: 


that the mark would be considered to be merely an obvious misspelling of the words “new 
tone” and merely describes the goods as having a new hue, tint or shade and therefore is 
merely descriptive of the goods. 


The Assistant Commissioner agreed that the applicant’s mark is the equivalent 
of the words “‘new tone.” He added: 


A well-known meaning of the word “tone” is “tint or shade of color.” Applied to book 
paper tone means the tint or shade of the color of the paper. To say the paper has a new 
tone does not disclose the particular color of the tone but does describe the tone as being new, 
which means modern or recently adopted. Accordingly, to my mind the mark “Nutone” is 
merely descriptive of book paper.'® 


Descriptive Terms 
“Dial-a-Tune” for phonograph control apparatus 


VaN ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Rock-Ola Manufacturing Corporation of the mark “‘Dial- 


a-tune” for remote control apparatus for phonographs. As stated by the Assistant 
Commissioner, 


The Examiner held the mark describes the method of operating the control apparatus and 
therefore to be merely descriptive of the goods. 


In agreeing with the Examiner, the Assistant Commissioner stated : 


From the instructions on the labels filed with the application and from applicant’s brief it 
appears that to put the control apparatus into operation a person inserts a nickel in a coin slot 
of the apparatus and then sets a dial of the apparatus to a selected number corresponding to the 
tune he wishes to have the phonograph play. Obviously, when the person dials the number he 
dials the record selected by that operation and dials the particular tune the record will re- 
produce when played. 

To my mind the mark is merely descriptive of the means and system of setting the control 
apparatus to select a tune to be played. Ex part Robert E. Miller, Inc., 260 O. G. 733, 1919 
C. D. 31 [9 T.-M. Rep. 322]. Ex parte Standard Oil Company of New Jersey, 151 M. D. 
985 [19 T.-M. Rep. 175].%* 


“Antiseption” for cleaning preparations 


VAN ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Fitzpatrick Bros., Inc., of the mark “Antiseption” for soap 
compositions and cleansing and scouring preparations for household use. 


13. Ex parte McGraw-Hill Publishing Company, Ser. No. 441,481, 163 M. D. 1029, July 31, 
1942. 


14. Ex parte Rock-Ola Manufacturing Corporation, Ser. No. 430,800, 163 M. D. 1031, August 
3, 1942. 





DECISIONS OF COMMISSIONER OF PATENTS 553 


The Examiner refused registration of said mark on the ground that the mark 
is merely descriptive of the goods named in the application. In agreeing with this 
position of the Examiner, the Assistant Commissioner said : 


The Examiner noted that one dictionary states that in medical terms the word “antisep- 
tion” means “antisepsis” and the latter word means “The process of inhibiting the growth 
and multiplication of micro-organisms; the prevention of sepsis by antiseptic means” and 
then held that, since it was common to compound household soaps so as to be antiseptic and 
thereby to prevent sepsis, the word “antiseption” was merely descriptive of that kind of soap 
and therefore not registrable for such product. 

Certainly antiseptic soaps are included within the definition of the goods to which the 
application states the mark is applied and it would seem that at least doctors and others 
familiar with medical terms would be likely to consider the word “antiseption” to mean “anti- 
sepsis, as stated in the dictionary, and thus, when applied to soap, to mean that the soap 
was capable of preventing sepsis by antiseptic means. Such meaning of the word “anti- 
seption” when applied to soap would be merely descriptive of that character and quality of the 
soap. It is sufficient if the word is likely to be so understood by members of the medical 
profession. In re Richfield Oil Company, 24 C. C. P. A. 996, 88 F. (2d) 499, 483 O. G. 465 
[27 T.-M. Rep. 232]. Since an antiseption property might also be considered desirable in 
cleansing and scouring preparations for household use I consider the mark merely descriptive 
of these preparations also.*® 


“Aid to Ease” for mineral oil 
Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 


fusing registration under the Act of February 20, 1905, to Golden Acres, Inc., of 
the notation ‘Aid of Ease,” as a trade-mark for “mineral oils for internal human 


lubrication.” The Examiner refused registration on the ground that the mark is 
descriptive of the goods. 


Referring to said ruling of the Examiner, the First Assistant Commissioner said : 


I think he was so clearly right as to preclude serious argument to the contrary. I agree 
with applicant that the mark is equally descriptive of many other articles of merchandise, but 
that fact does not make it less so of the goods named in the application. 

Applicant points to a number of marks published in recent issues of the Official Gazette, 
and asserts “that if the applicant’s mark is descriptive of the mineral oil, the other marks re- 
ferred to herewith are equally descriptive of the products to which they were applied and for 
which they were granted registration.” The propriety of such registrations is not before me 
for determination, but even if it be assumed that all were improperly issued nothing is thereby 
added to the registrability of applicant’s mark.'® 


Goods of Different Descriptive Properties 


Knitted underwear and knitting needles 


Van ArspALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by Holeproof Hosiery Co. to the application 
of Hamilton C. Bates for registration of the mark “Luxite” for crochet hooks and 
knitting needles for hand use. Applicant claimed use since January 1, 1928. As 
stated by the Assistant Commissioner, the notice of opposition asserted and the 
parties stipulated use by opposer and its predecessor company of the identical mark 


15. Ex parte Fitzpatrick Bros., Inc., Ser. No. 446,996, 163 M. D. 1034, August 4, 1942. 
16. Ex parte Golden Acres, Inc., Ser. No. 431,808, 163 M. D. 1046, August 13, 1942. 
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“Luxite” for certain hosiery since July 7, 1915, and for certain knitted underwear 
since March 28, 1917, and ownership of two registrations of this mark for such 
goods. The Assistant Commissioner added that the registration for hosiery was 
issued December 28, 1915. The other registration, he said, was issued August 3, 
1920, and covers one- and two-piece textile knitted or woven undergarments for men, 
women and children. The Assistant Commissioner also stated that both registra- 
tions stand renewed to opposer. 


194 
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In deciding that applicant’s goods and opposer’s goods do not possesses the same 


descriptive properties, the Assistant Commissioner said: 


Opposer takes the position that knitted goods and knitting needles are closely associated 
in women’s minds and to them knitting needles suggest knitted material and in consequence 
women seeing applied to knitting needles the same trade-mark they have seen since 1915 
applied to opposer’s hosiery and since 1917 to opposer’s women’s knitted underwear will be 
misled and confused into believing the knitting needles to be opposer’s goods or at least to be 
sponsored by opposer and thus the granting of the registration which applicant seeks would 
embarrass opposer in the free and exclusive use of its mark and would result in damage to 
opposer. 

In ascertaining whether goods are or are not the same descriptive properties all factors 
may be considered. Meredith Publishing Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. 956, 
88 F. (2d) 324, 482 O. G. 243. 

The present policy is to give the language “merchandise of the same descriptive properties,” 
used in section 5 of the Trade-Mark Act of February 20, 1905, a liberal interpretation in order 
to effectuate the purpose of the act. General Shoe Corporation v. Forstner Chain Corpora- 
tion, 27 C.C. P. A. 1398, 113 F. (2d) 127, 521 O. G. 7 [30 T.-M. Rep. 454]. 

However, the issue is not whether some women may be led to believe that applicant’s knit- 
ting needles which are sold under the name “Luxite” are sponsored by opposer, but rather 
whether such use of the mark by applicant would be likely to cause the purchasing public to 
believe that applicant’s crochet hooks or knitting needles and opposer’s hoisery and women’s 
knitted underwear had the same origin. Lever Brothers Co. v. Butler Manufacturing Com- 
pany, 27 C. C. P. A. 1215, 111 F. (2d) 910, 521 O. G. 3 [30 T.-M. Rep. 382]. 

Hosiery and articles of women’s underwear may be knitted with knitting needles used by 
hand, and all these articles may usually be purchased in dry goods stores. However, even 
though goods are sold through common channels or may be used together they may neverthe- 
less be goods of different classes and be goods not possessing the same descriptive properties ; 
for instance, cheese-coated popcorn and soft drinks. Kraft-Phenix Cheese Corporation v. Con- 
solidated Beverages, Limited, 27 C. C. P. A. 803, 107 F. (2d) 1004, 514 O. G. 827 [30 T.-M. 
Rep. 52]. 

Considering all the factors, it is my opinion that the goods in question are not in the same 
class and possesses no descriptive property in common. The fact that knitting needles are 
implements which may be used to knit hosiery and women’s underwear does not endow the 
goods with a mutual descriptive property. It is also my opinion that the use by applicant 
of the mark “Luxite” for crochet hooks and knitting needles will not be likely to lead the 
purchasing public to attribute their source of origin to opposer.™* 


Goods of Same Descriptive Properties 


Hair tonic and liniment 


On June 15, 1942, the Court of Customs and Patent Appeals rendered a decision 


affirming the decision of Frazer, F. A. C. (527 O. G. 852), dated May 16, 1941, 


17. Holeproof Hosiery Co. v. Hamilton C. Bates, Opp’n No. 20,587, 163 M. D. 1037, August 7, 
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which in turn affirmed the decision of the Examiner of Trade-Mark Interferences 
sustaining the petition of Leonard James Company for cancellation of a trade-mark 
registration of the word “Brace,” issued to McKesson & Robbins, Incorporated, for 


tooth paste, hair and scalp preparations, powders and talcs for the face and skin, lotions for 
the face, sunburn lotions and preparations including antiseptic oils for sunburn. 


McKesson & Robbins, Incorporated, presented what the First Assistant Com- 
missioner termed a “so-called disclaimer,” directed “to that part of said registration” 
naming other products than hair and scalp preparations. Both parties petitioned 
that such disclaimer be entered, and that the certificate of registration be canceled 
only with respect to the disclaimed items. 

The First Assistant Commissioner denied this petition. In this decision, he 
stated : 


In the view I take of the case it is unnecessary to determine whether or not the Patent 
Office has authority, under any circumstances, to amend a certificate of registration, or to effect 
its partial cancellation. 

In its decision the court said: 

“The first question to be determined . . . is whether the goods to which the marks of the 
parties are applied possess the same descriptive properties. Upon this question we are in 
agreement with the view of Commissioner that, in part at least, the goods named in appel- 
lant’s registration are of the same descriptive properties as those to which appellee’s mark is 
applied. That ‘antiseptic oils for sunburn,’ for example, one of the products named in appel- 
lant’s certificate of registration, are of the same descriptive properties as a liniment for 
human use, is so clear that further discussion upon this point is unnecessary.” 

The parties apparently construe this language and similar language used in my decision, 
to indicate a ruling that hair and scalp preparations differ as to descriptive properties from 
a liniment for human use. I do not think the court intended to be so understood, and I am 
sure that I did not. 

McKesson & Robbins, Incorporated, took no testimony in the cancellation proceeding ; and 
there is nothing in the record to disclose the exact nature of its hair and scalp preparations, 
except the labels filed with its application for registration. On these labels occurs the 
notation: “Brace Tonic and Dressing for the Hair Removes Dandruff.” 

It is a matter of common knowledge that hair tonics and liniments are similarly packaged, 
and are sold in the same stores to the same class of purchasers, who apply them in similar 
fashion to different parts of the body for their tonic effect. That the sale of these two items 
under closely similar trade-marks would be likely to confuse the public as to origin seems to 
me almost inevitable ; and that the goods are of the same descriptive properties I entertain no 
doubt. 

From what has been said it follows that, in my opinion, the elimination from the regis- 
tration in question of all goods other than hair and scalp preparations would in nowise affect 
the finality of the court’s adjudication." 


Interference 
Dissolution denied on similarity of marks and goods 
Frazer, F. A. C.: Denied a petition brought in this trade-mark interference 


proceeding by the party Arnold G. Behn and concurred in by the party George E. 
Murber. The petition requested the Commissioner to 





18. Leonard James Company v. McKesson & Robbins, Incorporated, Canc. No. 3448, 163 
M. D. 1032, August 3, 1942. 
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direct the Examiner of Trade-Marks to dissolve the . . . interference on the record, and allow 
both registrations applied for. 


As stated by the First Assistant Commissioner, the interference involves the 
application of Behn for registration of the word “George’s” as a trade-mark for 
“boots, shoes and slippers of leather, fabric and/or combinations thereof,” and the 
application of Murber for registration of the same word as a trade-mark for “rubber 
overshoes, sandals, and heel protectors.” After the interference had been declared, 
a joint request for dissolution was submitted, conditioned in the following manner : 


1. On the filing of an amendment by Murber limiting his class of goods to golf rubbers 
and overshoes; and of his filing of a concession of priority in favor of Behn with respect to 
boots, shoes and slippers in leather, fabric and combinations thereof excluding golf rubbers 
and overshoes. 

2. On the filing of an amendment by Behn limiting his class of goods to boots, shoes 
and slippers in leather, fabric and combinations thereof, excluding golf rubbers and over- 
shoes; and of his filing of a concession of priority in favor of Murber with respect to golf 
rubbers and overshoes. 


The amendments and concessions were filed but the Examiner refused to dissolve 
the interference. 


In denying the petition the First Assistant Commissioner quoted from section 5 
of the Act of February 20, 1905, and stated: 


Here the marks of the parties are identical, and the goods respectively set forth in the 
two applications as amended are unquestionably of the same descriptive properties. The 
registration of both marks is thus prohibited by the express language of the statute; and as 
was observed by the Court of Customs and Patent Appeals in the case of Skookum Packers 
Association v. Pacific Northwest Canning Co., 18 C. C. P. A. 792, 45 Fed. (2d) 912 [21 T.-M. 
Rep. 50], “parties cannot, ... by any agreement, confer upon the Commissioner of Patents 
the power to do that which the law forbids.”!® 


Non-Conflicting Marks 
“Vitacap” and “Life-Cap” 


VAN ArsDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of James C. Heintz to the appli- 
cation of American Tire Machinery Co. for registration of the mark “Vitacap” for 
certain specified machinery for building, treating and retreading tires. The case 
was submitted on a stipulated statement of facts. In regard to this stipulated state- 
ment, the Assistant Commissioner said: 


It appears that opposer manufacturers a general line of retreader’s supplies, including many 
of the items of machinery mentioned in the opposed application, and this machinery is used by 
opposer and selected licensees to retread tires by a special process. Opposer owns a registra- 
tion of the mark “Life-Cap” for tires and retreaded tires. Opposer’s machinery is not marked 
with the trade-mark “Life-Cap” but the mark “Life-Cap” is placed on all tires retreaded by 
means of opposer’s machinery. Also the mark “Life-Cap” has been advertised to call atten- 
tion to opposer’s machinery and the process by which the “Life-Cap” tires are produced. 

Applicant does not seek registration of the mark “Vitacap” for tires or retreaded tires, 


19. Arnold G. Behn v. George E. Murber, Int. No. 3355, 163 M. D. 1017, July 24, 1942. 
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and it does not appear that any tires are so marked. However, it is stipulated that applicant 
in its advertising has referred to tires retreated by its “Vitacap” machinery as “Vitacaps” and 
as “Vita-capped Tires” and is attempting to educate and to encourage the public to associate 
the word “Vitacap” with tires retreaded on its machinery. 


The Assistant Commissioner stated that the questions to be determined by him 
related to the descriptive character of the goods involved and to the similarity of the 
marks. In ruling upon the former question, he had the following to say: 


That retreaded tires are the product of retreading machinery is the only relationship be- 
tween these goods. The manufacturers who purchase or use the machinery are an opposite 
class to the purchasers and consumers of the products produced by the machinery. The fact 
that opposer manufactures both retreading machinery and retreaded tires relates both goods 
to opposer but does not relate the goods to each other. Many manufacturers produce a wide 
variety of products, but the mere fact that the goods are made by the same manufacturer 
does not render them goods of the same descriptive properties. In my opinion the mere fact 
that retreaded tires are produced by retreading machinery does not render the goods of the 
same descriptive properties. There must be a closer relationship than here exists, and I 
consider retreaded tires and tire retreading machinery to be so dissimilar in every respect 
that they are not goods of the same descriptive properties. 









The Assistant Commissioner added: 
































Considering now opposer’s retreading machinery, including items identical with certain 
names in the opposed application, it is stipulated “That his [opposer’s] tire retreading 
machinery is not marked with the name ‘Life-Cap’” . . . but “advertising has called attention 
to the machinery and process by which said tires are retreated and has applied ‘Life-Cap’ 
to said process and equipment” [emphasis added]. Stipulated “Exhibit E” is an advertisement 
mentioning “The ‘Life-Cap’ Process and Equipment”; states that “ ‘Life-Cap’ is the trade- 
mark of the process” ; and refers to “exclusive features of ‘Life-Cap’ Mold Equipment.” It is 
clear that opposer licenses tire retreading concerns to use his special retreading process and 
that the equipment they use to carry out the process is known as “Life-Cap” equipment. 
Apparently the equipment is known by the name of process it employs and of the goods pro- 
duced. However it does not appear that opposer’s licensees may not or do not use equipment 
which they have obtained from others than opposer to carry out opposer’s process. Because 
of the “Life-Cap” process employed such equipment would be known as “Life-Cap” equipment 
irrespective of its source of origin. Thus the name does not indicate any particular source 
of origin of the equipment, but only that the equipment is suited to carry out the “Life-Cap” 
process. The equipment may have been secured from any source. In my opinion opposer 

has not so applied the mark “Life-Cap” to retreading machinery as to indicate that opposer 

is the source thereof, and since opposer’s mark “Life-Cap” does not indicate opposer as the 

: source of retreading machinery used for the “Life-Cap” process, neither would the mark 

: “Vitacap” applied to retreading machinery indicate opposer as the source of that machinery, 

: and therefore the use by applicant of the name “Vitacap” on such machinery would not be 

: likely to lead purchasers or the public to believe that applicant’s machinery was manufactured 
or distributed by opposer. 

Further than this: Retreading machinery and equipment is expensive, is sold or licensed 
to manufacturers for manufacturing purposes and is likely to be purchased with great care 
and discrimination as a capital investment and only after full investigation of the process to 
which the equipment is adapted. 


Pideitee Se atin es” 2 


In regard to the question of similarity between the marks, the Assistant Com- 
missioner stated : 






The marks “Life-Cap” and “Vitacap” are not identical, and considering the differences in 
the marks, the nature and character of tire retreading equipment, the class of purchasers or 
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licenses, and the manner in which opposer has used the mark “Life-Cap,” it is my opinion that 
applicant’s use of the mark “Vitacap” on tire retreading machinery will not be likely to result 
in purchasers or the public being confused or misled into believing opposer to be the source 
of the machinery sold by applicant under the name “Vitacap.”” 


“Toilet-San” and “Sani-Flush” 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by The Hygienic Products Company to the 
application of Huntington Laboratories, Inc., for registration of the mark “Toilet- 
San,” the word “Toilet” being disclaimed for a porcelain cleaner in powder form, 


intended specifically for water-closet bowls having genuine porcelain surfaces. 
Applicant claimed use since 1925. 


The opposition was based on opposer’s registered mark “Sani-Flush,’ which, 
the Assistant Commissioner stated, opposer has used for a cleaning compound in 
powder form for sinks, lavatories and the like since 1909; for solid porcelain water- 
closet bowls since 1911; and for automobile radiators since 1922. 

It was conceded that the goods to which the opposer and applicant respectively 
apply the marks “Sani-Flush” and “Toilet-San” are of the same descriptive proper- 
ties. The issue was whether these marks are confusingly similar. In agreeing with 
the Examiner that they are not, the Assistant Commissioner said: 


It is recognized that the word “Toilet” of the mark “Toilet-San” is merely descriptive 
of the goods and is disclaimed in the application. It is the word “San” that gives the entire 
mark its trade-mark significance. Accordingly, the effect of the word “San” on the appear- 
ance, sound and significance of the mark as a whole must be given more weight than in the 
effect of the word “Toilet” on the mark as a whole. The public when considering words as 
trade-marks is apt to be more impressed by the trade-mark significance which the marks 
carry than by any descriptive significance that also may be present. When words are con- 
sidered for indication of descriptive properties of the goods, the reverse would be true. 
Here we are concerned with the marks as trade-marks. 

It would seem that the trade-mark significance of opposer’s entire mark does not derive 
from either of its parts “Sani” or “Flush” alone but from the combination of the two in 
the mark. Both the “i” after “San” and the word “Flush” effect the trade-mark significance 
of the mark and to that extent reduce the relative prominence of the effect of the syllable 
“San” therein, and although this syllable may be said to be prominent in the mark it appears 
to be far from dominant over the other parts of the mark in its effect either on the appear- 
ance, sound or significance of the mark as a whole. Further, opposer’s mark lacks the descrip- 
tive significance of applicant’s mark that the cleaner is suited to clean toilets. 

Considering both marks in their entireties it seems to me that, because of the difference in 
the positions of the syllable “San” in the marks, the difference in their degrees of prominence 
in the marks and the absence of the word “Toilet” in opposer’s mark and the absence of the 
word “Flush” in applicant’s mark, the marks in their entireties are so dissimilar that even 
when applied to the inexpensive cleaning compounds adapted for the same uses their con- 


current use would not be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers.7? 


20. James C. Heintz v. American Tire Machinery Co., Opp’n No. 20,144, 163 M. D. 991, July 
3, 1942. 


21. The Hygienic Products Company v. Huntington Laboratories, Inc., Opp’n No. 20,695, 
163 M. D. 1001, July 8, 1942. 
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“Cognac” and “Calognac” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by Schieffelin & Co. to the application of 
Italian Swiss Colony for registration of the word “Calognac” for brandy. The As- 
sistant Commissioner stated that, while the application names merely brandy, it was 
conceded that applicant uses the mark on domestic brandy only, produced by appli- 
cant in California from domestic grapes, and not on cognac. 

Opposer is an importer of cognac, which, as the Assistant Comissioner said, it 
distributes and sells as such. Opposer asserted that there is such similarity between 
the words “cognac” and “Calognac”’ that people will purchase the domestic brandy, 
which applicant sells under the name “Calognac,” in the mistaken belief that the 
brandy is cognac, and that thus opposer may lose sales of its cognac and so suffer 
damage. However, opposer did not dispute applicant’s right to use the words 
“cognac” or “Calognac’”’ on brandy which is cognac. 

The Assistant Commissioner held that the name “cognac’’ is both descriptive and 
geographical. He stated that because opposer uses the name “‘cognac” in its busi- 
ness both descriptively and geographically, this gave opposer a right to file opposi- 
tion based on its use of the word “‘cognac,” citing Burmel Handkerchief Corporation 
v. Cluett, Peabody & Co., Inc. (C. C. P. A.), 127 Fed. (2d) 318 [32 T.-M. Rep. 
306] ; Trustees for Arch Preserver Shoe Patents v. James McCreery & Co., 18 C. C. 
P. A. 1507, 49 Fed. (2d) 1068, 1931 C. D. 399. 

The Assistant Commissioner stated that, in his opinion, the only question requir- 
ing determination was: 


whether it appears reasonably likely that people seeing the name “Calognac” on brandy will 
believe the brandy to be cognac ; in other words whether “Calognac” will be reasonably likely 
to impress purchasers and the public as merely a corruption or a mere misspelling of the word 
“cognac” and to mean nothing else but cognac either descriptively or geographically or both. 


In this connection, he referred to the case of American Druggists Syndicate v. 
U. S. Industrial Alcohol Co., 55 App. D. C. 140, 2 Fed. (2d) 942, 332 O. G. 5 [15 
T.-M. Rep. 37], which involved the words “Al-Kol” and “alcohol.” He added: 


If the mark “Calognac” applied to brandy would not be likely to lead purchasers and the 
public to believe the brandy actually was cognac opposer would not be likely to be damaged 
by registration of the mark and the opposition would fail for that reason. 


In agreeing with the Examiner that applying the mark “Calognac” to brandy 
would not be likely to lead purchasers and the public to believe the brandy actually 
was cognac, the Assistant Commissioner said: 


This is not a case where a geographical or descriptive word has been so applied to 
merchandise in trade that the word has come to be recognized as having acquired a significance 
foreign to its ordinary meaning and which it never possessed before, such as indicating an 
association of certain goods with a certain established business and the good will of that 
business. In this respect I consider the present situation differs from that in the case of 
Wincharger Corp. v. Winchester Repeating Arms Co. (C. C. P. A.), 124 Fed. (2d) 191 [32 
T.-M. Rep. 84], involving the word “Winchester.” 

The word “cognac,” as noted from its definition previously quoted, has a geographical 
meaning ; but this meaning is natural and has always been present therein. It is not an un- 
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natural, arbitrary or artificial significance and not something different from and additional to 
the natural and ordinary meaning the word has always had. 

Considered from the trade-mark aspect there is a wide difference between the ordinary 
and natural meaning of a word and a significance which is unnatural to the original meaning 
of the word and has been acquired solely as a result of the use of the word by one or more 
persons or concerns as a business trade-mark. I would designate such latter significance as 
artificial—considering business as an art or human skill or labor. 

Now it must be presumed that people know the correct spelling and pronunciation of 
“cognac.” It is an ordinary word of long standing in the English language, and, as stated, 
appears to have no meaning or significance other than the natural descriptive or geographical 
meaning it has always had, and in this respect it differs from a word or name which has 
something fanciful or arbitrary about it or which includes some some arbitrary or fanciful 
meaning or significance. It seems to me the presumption is not so strong that the spelling, 
pronunciation and meaning of a word of this latter character will be recognized and re- 
membered as exactly as that of an ordinary word which has no meaning other than its ordi- 
nary and usual meaning and there will be more likelihood of confusion of a somewhat similar, 
but different, word with a word having arbitrary or unnatural significance than with a word 
carrying no more than its natural, elementary significance and meaning. In my opinion it is 
quite possible that the same artificial trade-mark significance may appear to be present in 
words which-differ considerably in spelling, appearance and pronunciation; whereas only a 
very small variation in ordinary words is possible without destroying their meaning or giving 
them a different meaning. I hold that it would not be proper to consider the word “cognac” 
here as if it had something fanciful or arbitrary about it, since from the record it does not 
appear that such is the case. 

The word “cognac” has two syllables and is pronounced “Ko’-nyak.” It has no arbitrary 
or fanciful meaning or significance. The word “Calognac” has three syllables and the Ameri- 
can pronunciation would be either “Ca-log’-nak” or “Cal’-og-nak.” I think the former 
pronunciation would be the more natural, following the pronunciation “ca-lor’-ic.” The word 
is somewhat arbitrary and fanciful in spelling and pronunciation, sufficiently so, in my opinion, 
to give it some degree of trade-mark significance. In these respects it differs from the word 
“cognac.” 

Considering the matter in all its aspects, I find myself in agreement with the Examiner’s 
opinion that it is not likely the word “Cognac” will be believed by the public and purchasers 
to be the generic name of cognac brandy and further that the word is not descriptive of 
cognac and is not misdescriptive of domestic brandy, and no confusion or deception of pur- 


chasers appears likely to result from the use by applicant of the mark “Calognac” on brandy 
domestic or otherwise.?* 


VaN ArspDALE, A.C.: Affirmed the decisions of the Examiner of Trade-Mark 
Interferences dismissing the several oppositions of Otard, Inc., Canada Dry Ginger 
Ale Incorporated, Julius Wile Sons & Co., Inc., F-C-G Importers, Inc., and Park 
& Tilford Import Corporation to the application of Italian Swiss Colony for registra- 
tion of the word “Calognac”’ for brandy. 

The rulings made by the Assistant Commissioner in these five decisions were the 
same as his rulings in his decision in Opposition No. 20,335, entitled Schieffelin & 
Co. v. Italian Swiss Colony, which decision he handed down the same day.” 


22. Schieffelin & Co. v. Italian Swiss Colony, Opp’n No. 20,335, 163 M. D. 1005, July 23, 1942. 

23. Otard, Inc. v. Italian Swiss Colony, Opp’n No. 20,337; Canada Dry Ginger Ale, Incor- 
porated v. Italian Swiss Colony, Opp’n No. 20,343; Julius Wile Sons & Co. v. Italian Swiss 
Colony, Opp’n No. 20,344; F-C-G Importers, Inc. v. Italian Swiss Colony, Opp’n No. 20,345; 
Park & Tilford Import Corporation v. Italian Swiss Colony, Opp’n No. 20,346, 163 M. D. 1010, 
1012, 1012, 1014, and 1015, July 23, 1942. 





DECISIONS OF COMMISSIONER OF PATENTS 561 


VAN ARSDALE, A. C.: Affirmed the decisions of the Examiner of Trade- Mark 
Interferences dismissing the several oppositions of Schieffelin & Co., Otard, Inc., 
Canada Dry Ginger Ale Incorporated, Julius Wile Sons & Co., Inc., F-C-G Im- 
porters, Inc., and Park & Tilford Import Corporation to the application of Italian 
Swiss Colony for registration of the word “Calognac” for brandy. 

The rulings made by the Assistant Commissioner in the six decisions were sub- 
stantially the same as his rulings in his decisions in Opposition No. 20,335, entitled 


“Schieffelin & Co. v. Italian Swiss Colony,” which decision he handed down the 
same day.* 


“Plant Dinner” and “Plant Pantry” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences dismissing the opposition of A. H. Hoffman, Inc., to the application of 
William H. Rorer, Inc., for registration of the notation “Plant Dinner,” with a dis- 
claimer of the word “Plant,” as a trade-mark for “‘a food or tonic for plants.” 

In setting forth the basis of opposition and in passing upon the question of the 
similarity of the goods of the parties, the First Assistant Commissioner said: 


The opposition is predicated upon opposer’s prior use of the notation “Plant Pantry” to 
designate a specially designed carton. fitted to contain a number of separately packaged fer- 
tilizers and related goods, which are sold as a unit. These items are also available separately 
in the same individual packages, and do not bear the “Plant Pantry” mark. It is applied 
only to the carton in which all are contained. In other words, the expression appears to be 
a trade-mark for the container rather than for its contents; but even so, the goods to which 
the two marks are respectively appropriated doubtless possess the same descriptive properties. 
Elgin American Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1153, 83 Fed. 
(2d) 681 [26 T.-M. Rep. 422]. 


The First Assistant Commissioner agreed with the Examiner that the marks are 
not confusingly similar. He said: 


The word “Plant” is descriptive in both, and taken alone is incapable of denoting origin 
of the goods of either party. “Dinner” and “Pantry” are words in common use, and their 
meaning is universally understood by the English-speaking public. They neither look alike, 
nor sound alike, nor have the same significance. Viewed as a whole, it is my opinion that 
the marks thus differ sufficiently to insure against any reasonable likelihood that confusion 
would result from their concurrent use in trade.*° 


“Mamma Mia” and “Maria Mia” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark In- 
terferences and thereby dismissed the opposition of Mamma Mia Importing Com- 


24. Schieffelin & Co. v. Italian Swiss Colony, Opp’n No. 20,336; Otard, Inc. v. Italian Swiss 
Colony, Opp’n No. 20,338; Canada Dry Giner Ale, Incorporated v. Italian Sfiss Colony, Opp’n 
No. 20,347; Juilius Wile Sons & Co., Inc. v. Italian Swiss Colony, Opp’n No. 29,348; F-C-G 
Importers, Inc. v. Italian Swiss Colony, Opp’n No. 20,349; Park & Tilford Import Corporation 
v. Italian Swiss Colony, Opp’n No. 20,350, 163 M. D. 1008fi 1011, 1013, 1015, 1016 and 1017, July 
23, 1942. 


25. A.H. Hoffman, Inc. vy. William H. Rorer, Inc., Opp’n No. 20,739, 163 M. D. 1041, August 
7, 1942. 
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pany, Inc., to the application of Antonio Corrao for registration of the notation 


“Maria Mia,” as a trade-mark for “edible salad oil.”” Applicant claimed use since 
July 1, 1940. 


The opposition was predicated upon opposer’s alleged ownership by assignment 
of a registration issued September 29, 1936, to a third party. As described by the 
First Assistant Commissioner, this mark: 


is the notation “Mamma Mia” printed in two lines and associated with the picture of a 
woman holding a bottle in one hand and a spoon in the other, apparently in the act of deposit- 
ing the contents of the spoon in the mouth of a child. The picture is surrounded by an olive 
wreath. 


The First Assistant Commissioner added that this composite mark is registered for 
“canned olive oil.” 

The applicant contended that opposer had failed to prove a valid assignment of 
said registration, but the First Assistant Commissioner said that, in the view he took 
of the case, that point need not be determined. He addressed his decision to the 
question of confusing similarity, about which he had the following to say: 


In appearance the two marks, viewed as a whole, differ widely; but it was the Examiner’s 
opinion that the expressions “Mamma Mia” and “Maria Mia” are sufficiently similar, “par- 


ticularly in sound, . . . that their concurrent use in trade would be reasonably likely to cause 
confusion. 


“Mia” is the Italian equivalent of the English word “my.” “Mamma” and “Maria” are 
both common words of the English language, of entirely different significance which in each 
instance is well understood. They bear some slight resemblance in appearance, but in sound I 
think they are distinctly different. As these are the dominating words of the two marks, I 
am unable to agree with the Examiner that the marks as a whole are likely to be confused.”© 


“Vitacap” and “Life Cap” 


VAN ArsDALE, A. C.: Acted upon renewed requests by the opposer, James C. 
Heintz, for reconsideration of his decisions of July 3, 1942 (541 O. G. 673). As 
stated by the Assistant Commissioner, the opposer asserted that due consideration 
was not given to the prominent manner in which retreading machinery is commonly 
displayed in retreading shops or to applicant’s advertising. 


In making identical rulings upon each of the renewed requests, the Assistant 
Commissioner said: 


It is believed these points were given due consideration, and it is still considered that the 
mark “Vitacap” applied to applicant’s retreading machinery would not be likely to lead people 
who are familiar with the mark “Life Cap” applied to retreated tires to believe that the 
machinery and those tires had the same source of origin. The following quotation from Jever 
Bros. Co. v. Butler Mfg. Co., 27 C. C. P. A. 1215, 111 F. (2d) 910, 521 O. G. 3 [30 T.-M. Rep. 
382], is interesting in that connection: 

“The issue in this case is not whether the advertisment, hereinbefore referred to caused a 
few housewives to think that the ‘Lustrlux system of cleaning’ was sponsored by the manu- 
facturer of ‘Lux’ soaps, but rather whether a trade-mark used by appellee of the term ‘Lustr- 


26. Mamma Mia Importing Company, Inc. v. Antonio Corrao, Opp’n No. 20,445, 163 M. D. 
1039, August 7, 1942. 
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lux’ on its dry cleaning apparatus would be likely to cause the purchasing public to believe 
that appellee’s dry cleaning apparatus and appellant’s ‘Lux’ soaps had the same origin.” 
Renewed reconsideration has been granted, but the original decision is adhered to.” 


“Digiseals” and “Kapseals Digifortis” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark In- 
terferences and thereby dismissed the opposition of Parke, Davis & Company to the 
application of The G. F. Harvey Company for registration of the notation 
“Digiseals” as a trade-mark for “powdered digitalis leaf hermetically sealed in oil 
put up in capsule form.” 

The First Assistant Commissioner stated that opposer uses the notation “Kap- 
seals Digifortis” on substantially identical merchandise. He also stated that each 
word of this mark is separately registered but only their use in combination was 
pleaded in the notice of opposition, so that the similarity of applicant’s mark to either 
word alone was not in issue and would not need to be considered. The only ques- 
tion for determination, he said, was whether or not the trade-mark “Digiseals” so 
nearly resembles the trade-mark “Kapseals Digifortis” as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers when applied to 
merchandise of the character involved. Upon this question he had the following 
to say: 


The two marks neither look alike nor sound alike, nor am I able to detect any particular 
similarity in significance. It is true that they have certain syllables in common, but mani- 
festly these syllables do not “occur in the same relative order”; and such slight resemblance 
as results from their common occurrence is outweighed by the total dissimilarity of applicant’s 
one-word mark to the remaining portions of opposer’s two-word mark. Moreover, the goods 
of the parties are of a character requiring the exercise of extreme care in their purchase; or, 
to borrow the language of the United States Court of Customs and Patent Appeals in Ciba 
Pharmaceutical Products, Inc. v. Abbott Laboratories, 28 C. C. P. A. 1315, 121 Fed. (2d) 
551 [31 T.-M. Rep. 270]: 

“The fact that both are medicinal in character and have a therapeutic effect upon users, of 
necessity makes carefulness in selection imperative on the part of prudent purchasers.” 

Viewed as a whole, and considered in connection with the nature of the goods, it is my 
opinion that the marks of the parties differ sufficiently to insure against any reasonable likeli- 
hood of confusion in their concurrent use in trade.** 


Not a Personal Name 


“Riley Waters” for cartoons 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks in 
refusing registration to Anthony Company of the notation “Riley Waters” as a 
trade-mark for “cartoons, sketches and drawings.” The ground of the Examiner’s 
refusal of registration was “that the mark is merely the name of an individual not 
distinctively displayed.” 

In disagreeing with the Examiner, the First Assistant Commissioner said: 


27. James C. Heintz v. American Tire Machinery Co., Opp’n Nos. 20,144 and 20,458, 163 
M. D. 1044, August 11, 1942. 

28. Parke, Davis & Company v. The G. F. Harvey Company, Opp’n No. 20,478, 163 M. D. 
1048, August 13, 1942. 
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While it is true that “Riley Waters” may be the name of an individual, I am unable to 
agree with the Examiner that it is “merely” so. “Riley,” meaning “turbid,” is a word in 
common use, as is the word “waters”; and when the two are associated together as in appli- 
cant’s mark, I think both are more likely to convey their dictionary significance than their 
significance as proper names.” 
































Opposition 


Status of applicant 








Van ArspDALe, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of Meem-Haskins Coal Corp., to 
the application of Central Fuel Corp., for registration of the trade-mark “Original 
Green Ridge” for coal. 

As stated by the Assistant Commissioner, the opposer owns coal mining prop- 
erty and mines coal therefrom, while applicant is in the business of acting as exclu- 
sive sales agents for mines. Opposer’s mine was one of those mines, and the trade- 
mark in issue was applied to the coal produced at that mine. Applicant’s predecessor 
in business, Carbon Glow Mines, Inc., had previously been sales agent for this coal. 

Before the Assistant Commissioner the applicant alleged that the mark designates 
applicant as the source from which the coal is obtainable by the public, and opposer 


alleged it designates opposer as the producer of the coal. The Assistant Commis- 
sioner stated that : 
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Thus each party asserts the name indicates its own company as the source of origin 
of the coal and claims ownership and use of the mark in its business. 


He added: 


The predominant question on this appeal appears to be whether the use of the mark 
was by applicant in its own business of selling the coal as exclusive sales agent of opposer 
and establishes applicant as owner of the mark or whether the use of the mark establishes 


ownership and use of the mark by opposer through applicant acting as agent of the 
opposer. 


In setting forth the facts of the case, the Assistant Commissioner said : 


Both the Examiner and opposer refer to a prior use of the name “Green Ridge” on coal 
from mines owner by opposer. Opposer sold one of the mines and thereafter the name 
“Green Ridge” continued to be applied to coal from that mine only, and ceased to be applied 
to coal from the mine retained by opposer, being replaced by the name “Original Green 
Ridge.” Such previous use of the name “Green Ridge” on coal from opposer’s mines 
has not been pleaded and opposer was not using the mark when the notice was filed. 
Therefore present damage to opposer cannot be predicated on said previous and discon- 
tinued use of the mark “Green Ridge.” 

The parties operated under a written agreement between them. Unfortunately, this 
agreement was not introduced in evidence, so the relationship between the parties must 
be ascertained otherwise from the record. 

It appears that under the arrangement between the parties applicant secured orders for 
the coal, forwarded the orders to opposer for shipment from the mines to the customer, 
paid for advertising and distributing the coal and billed the customers and collected the 
amounts of the bills. It does not appear how or on what basis the amounts collected were 
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29. Ex parte Anthony Company, Ser. No. 435,111, 163 M. D. 1046, August 13, 1942. 
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apportioned between the parties, or to what extent, if any, applicant was reimbursed 

) : for sums spent for advertising and distributing the coal. Applicant’s name and not 

| : opposer’s appeared on the orders and copies of orders and advertising matter. Further 
it appears that applicant made the contracts with the purchasers and opposer shipped the 
j coal to the purchasers for the account of the applicant. 

Applicant’s predecessor in business in soliciting orders as exclusive selling agents for 
the “Original Green Ridge” mine located at Emmet, Kentucky, assured the trade that the 
coal would be the original product of that mine and that customers could “depend upon its 
quality, preparation and service.” 

On the order blanks of applicant’s predecessor in business that company’s name appeared 
j as the seller and there was printed on the order slip the following: 

“Seller is responsible for any loss occasioned by improper preparation of coal or coke 
) and for any loss occasioned by failure to ship in accordance with agreement of purchase or 
through failure to properly forward prompt notice of shipment.” 

“Apparently, the understanding was that applicant, or its predecessor in business would 
not apply the name to any coal other than that particular coal from that particular mine. 
However, applicant at times, and without objection by opposer, did ship coal like opposer’s 
coal in grade and character, but produced at other mines, in filling orders for “Original 
Green Ridge” coal to meet exceptional situations. Also, during a brief period when appli- 
cant was unable to function, opposer, without objection from applicant, arranged with 
other concerns to sell opposer’s coal under the name “Original Green Ridge.” I regard 
these instances of departure from the normal routine of operation under the agreement 
as insignificant since they were due to special circumstances and were so recognized by 
both parties. 

The above, I think, gives a fair picture of what the record shows, except possibly it 
may be added that apparently it was an officer of applicant’s company who suggested the 
name for the coal. 


. . 
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In concluding that the opposition should have been dismissed, the Assistant Com- 
missioner stated : 


Thus it appears that, although applicant was known as opposer’s selling agent, actually 
applicant’s business of selling the coal under the trade-mark “Original Green Ridge” was 
its own business and not the business of opposer, and I believe this was recognized by 
purchasers from the fact that applicant’s name, and not opposer’s, appeared on the adver- 
tising and order blanks, that orders were directed to applicant and the purchase price was 
to be paid to applicant on bills rendered by applicant, and applicant was responsible for 
supplying purchasers with the coal that was ordered and for its condition. Opposer was 
obligated merely to ship the coal as and when ordered to do so by applicant and for the 
account of applicant, and opposer was obligated to applicant and not applicant’s customers 
to maintain the character, quality and condition of the coal. 

I do not consider the application of the mark by opposer, at the request of applicant, 
to coal shipped to applicant’s customers on applicant’s orders and for applicant’s account 
to constitute trade-mark use of the mark by opposer in its business of producing coal and 
allowing it to be sold by applicant. 

Accordingly, it is my opinion that opposer has not shown such ownership of the mark 
or such use of the mark on coal in its business as would be likely to cause the use of the 
mark by applicant to result in confusion or in damage to opposer.*° 
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Disclaimer of “Flame” in mark “Cool Flame” 


Frazer, F. A. C.:. Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition by Lehn & Fink Products Corporation to the 








- 30. Meem-Haskins Coal Corp. v. Central Fuel Corp., Opp’n No. 20,173, 163 M. D. 920, 
April 20, 1942. 
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application of Drezma, Inc., for registration of the notation “Cool Flame” as a 
trade-mark for lipstick, but refused registration of applicant’s said mark. The 
Examiner of Trade-Mark Interferences held the word “Flame,” as applied to ap- 
plicant’s goods, to be descriptive, and refused registration in the absence of an appro- 
priate disclaimer. Such a disclaimer was filed by the applicant, but the First 
Assistant Commissioner stated that he was unable to agree with the Examiner that 
the disclaimer rendered applicant’s mark registrable. He said: 
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If the word “Flame” is descriptive of lipstick, so is the word “Cool,” and for the same 
reason. Both have a well-recognized significance with respect to color, which was the 
Examiner’s reason for requiring applicant to disclaim the word “Flame.” The propriety 
of that requirement need not be discussed here, because it is conceded by applicant. 
“Flame” is defined in Webster’s New International Dictionary as “the color of flame; 
flame scarlet.” The same authority gives one definition of the word “cool” as “of colors, 
producing a sense of coolness.” Both words of applicant’s mark are thus descriptive, or 
misdescriptive, of the character of the goods to which the mark is appropriated. 









With reference to the opposition, the First Assistant Commissioner stated : 













In view of applicant’s disclaimer, the opposition was properly dismissed. As between 
the parties to’ this proceeding opposer has established prior use of the word “Flame” on 
lipstick; but because the word is descriptive of such goods, opposer has acquired no exclu- 


sive right to its use. Any dealer has the right to apply to his merchandise a word which 
truly describes it.*?. 
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Denial of petition 


Van ArspaLe, A. C.: Denied a petition by James C. Heintz for reconsider- 
ation. In his decision the Assistant Commissioner said: 











The petition again presents the question of whether the mere fact that tires are retreaded 
by machinery on which the mark “Vitacap” identifies the source of origin of the machinery 
is likely to cause confusion as to the source of origin of tires retreaded on that machinery and 
opposer’s tires which are marked “Life-Cap.” Retreading machinery is not a dispensing con- 
tainer for tires as a gasoline pump is for gasoline. The normal way to apply a mark 
to the gasoline would be to display it on the pump. The normal way to apply a mark to 
automobile tires would be to place the mark directly on the tires, as stated in opposer’s regis- 
tration of “Life-Cap.” 

Appellant is not seeking registration of the mark “Vitacap” for tires and the previous de- 
cision appears to be entirely adequate.*” 
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Van ArspaLe, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition by James C. Heintz to the appli- 
cation of American Tire Machinery Co. for registration of a mark for certain 
specified machinery for building, treating and retreading tires. That mark shows 
the words “Vitacap Process of Capping” displayed on a ribbon extending across the 
representation of a tire, the words “Process of Capping” being disclaimed. The 
Assistant Commissioner stated that the word “Vitacap” is the dominant feature of 
the mark. 


31. Lehn & Fink Products Corporation v. Dresma, Inc., Opp’n No. 19,887, 163 M. D. 949, 
May 5, 1942. 

32. James C. Heintz v. American Tire Machinery Co., Opp’n No. 20,144, 163 M. D. 1019, 
July 30, 1942. 
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a In this proceeding the rulings of the Assistant Commissioner were the same as in 
e | Opposition No. 20,144, likewise entitled “James C. Heintz v. American Tire Ma- 
chinery Co.,” and concurrently decided.™ 


— 
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VAN ArsDALE, A. C.: Denied a petition by James C. Heintz for reconsidera- 
tion. His reasons for denying this petition were the same as those given in denying 
a similar petition in Opposition No 20,144.* 
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Failure to claim mark as used 


VAN ArSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by Southern Rice Sales Co., Inc., to the 
application of Standard Rice Company, Inc., for registration of a mark, for rice, con- 
sisting of the letters “S” and “R” in red arranged vertically within a red rectangular 
| frame. In its notice of opposition, the opposer asserted prior use, on rice, of a mark 
“consisting of the letters ‘S R S’ printed in red ink. In its proofs, however, 
| opposer relied solely upon a trade-mark registration, the mark of which the Assistant 
| Commissioner described as follows: 


The mark of this registration is for rice and is a composite mark consisting of an upper 
star-shaped figure formed by two overlapping triangles with the numeral “16” in the center 
and a flattened diamond outline depending from the lower point of the star-shaped figure and 
enclosing the notation “S R S Co. Inc.” The registration states: “The outline of the double 
triangle and the letters S R S Co. Inc. are claimed in red, and the numerals 16 and the 
diamond-shaped border surrounding the lettering are blue.” 


' 
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The opposer insisted that said registration proved use by it of the mark defined 
in the notice of opposition as “consisting of the letters S R S,” but the Assistant 
Commissioner did not agree with this contention. He said: 


j : The mark of the registration is radically different from a mark “consisting of the letters 
. i S RS” and such latter mark is not the mark of the registration. Therefore the registration is 
not evidence of ownership or use by opposer of the only mark asserted in the notice of opposi- 
: tion. Having failed to establish ownership or use of the only mark asserted in the notice of 
opposition, opposer has failed to establish the sufficiency of the objections to registration set 

forth in the notice of opposition and dismissal thereof was proper. 


In regard to applicant’s right to registration, the Assistant Commissioner stated : 


The Examiner further adjudged applicant entitled to the registration for which it has made 

application. This had previously been determined ex parte when the application was passed 

to publication of the mark. However it is proper now to consider this matter again ex parte, 

, Bourjois, Inc. (International Perfume Co., Inc., Substituted) v. Cheatham Chemical Co., 18 


C. C. P. A. 1089, 407 O. G. 1120, 47 F. (2d) 812, but opposer is not entitled to be heard on 
this ex parte matter. I consider the Examiner properly declined to declare applicant’s mark 
unregistrable over the registration to which opposer has called attention.*® 


33. James C. Heintz v. American Tire Machinery Co., Opp’n No. 20,458, 163 M. D. 1019, July 
3, 1942. 

34. James C. Heintz v. American Tire Machinery Co., Opp’n No. 20,458, 163 M. D. 1019, July 
3, 1942. 

35. Southern Rice Sales Co., Inc. v. Standard Rice Company, Inc., Opp’n No. 20,661, 163 
M. D. 1002, July A, 1942. 
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Opposition—Amendments to Answer 


Motion to suspend pending cancelation proceedings denied 


Frazer, F. A. C.: Denied in part, and granted in part, identical petitions 
brought by Barron-Gray Packing Company, the applicant in each of these two op- 


position proceedings, wherein Bruce’s Juices, Inc., is the opposer. The petitioner 
prayed 


that the Commissioner, under his supervisory authority, review the motion to suspend pro- 
ceedings and the motion for permission to amend its answer, which motions were filed herein 
on June 12, 1942, and denied by the Examiner of Interferences on June 24, 1942; that the 
Commissioner grant said motions to suspend proceedings and to amend the answer; and that 
the hearing set for December 2, 1942, on the appeal to the Commissioner, filed on June 15, 


1942, be suspended pending final determination of the petition for cancellation filed by peti- 
tioner on June 12, 1942. 


With reference to amendments of the answers, the First Assistant Commissioner 
said: 


In denying the motions to amend, the Examiner of Interferences correctly stated : 

“In the motion for permission to file an amendment to its answer, the applicant alleges 
that the motion was not earlier presented because the facts were not fully developed until the 
introduction of testimony and exhibits on behalf of the opposer. It appears, however, that 
opposer’s testimony in chief was taken a year prior to the filing of this motion, and further 
that the motion was not filed until after the rendition of the Examiner’s decision on final 
hearing.” 

Manifestly, the motions to amend should have been made, if at all, before final hearing ; 
and I agree with the Examiner that no reasonable excuse has been offered for the delay. 


As to suspension of proceedings, the First Assistant Commissioner stated : 


The motions to suspend are predicated upon petitioner’s application to cancel a certificate 
of registration pleaded in the notices of opposition. It is asserted in the petition that: “The 
decision of the Examiner of Interferences sustaining the opposition was, in each case, 
predicated solely upon this registration.” Opposer takes issue with this assertion; but the 
Examiner expressly stated in each of his decisions that the conclusion there reached “on the 
question of confusing similarity of the marks is based only upon a comparison of opposer’s 
registered mark and that shown in applicant’s application.” That being true, the outcome 
of the cancellation proceeding may well have a bearing on the final disposition of the opposi- 
tion proceedings. Moreover, it does not appear, nor is any claim made, that opposer will be 
prejudiced by reason of the requested suspension. Assuming that opposer would be damaged 
by the registration of petitioner’s marks, no damage can accrue until the marks are registered, 
and registration is impossible while the oppositions are pending. 


The First Assistant Commissioner granted the petitions to the extent of suspend- 
ing hearing on the appeals, but in all other respects he denied the petitions.* 


36. Bruce’s Juices, Inc. v. Barron-Gray Packing Company, Opp’n Nos. 20,680 and 20,681, 163 
M. D. 1021, July 30, 1942. 
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I. TRADE MARKS GENERALLY. 


1. Nature or TRADE-Mark RIGHTs. 
§ 1. Character of Right. 


a. Definition. 
A technical trade-mark is a word, device or symbol lawfully appropriated by a manufacturer 
or trader to distinguish his products, the primary purpose of which is to indicate the origin of the 
goods, and not to distinguish a particular grade, style or size thereof. 42 


The protection of trade-marks is the law’s recognition of the psychological function of symbols, 
a trade-mark being a merchandising short-cut which induces a purchaser to select what he wants, 
or what he has been led to believe he wants. If another poaches upon the commercial magnetism 
of the symbol, the owner can obtain legal redress. 254 


The most universal element may be appropriated as the specific mark of a manufacturer if 
used and claimed with a sufficiently complex combination or other elements as to make the com- 
bination unique. 411 


A trade-mark is a symbol or device, not previously appropriated, affixed to a product of a 
manufacturer, which will distinguish it from articles of the same general nature manufactured or 
sold by others. 506 

b. Use Required. 

The trade-mark does not exist in gross or separate from the good-will with which it is asso- 

ciated, but only in connection with the goods which it identifies. 258 


§ 2. Extent of Right. 


a. As to Territory. 

Where the second and later user of a mark extends its use to territory not yet appropriated 
by the prior user, his right thereto in such territory depends on his proving that he adopted the 
mark innocently and not for the purpose of forestalling the first user’s extension of his mark to 
the same territory. 430 

Defendant, without knowledge of plaintiff’s prior rights in the use of a red flying horse as a 
trade-mark, began the use of a white flying horse in territory not hitherto entered by plaintiff. 
Held that defendant’s established rights in the limited territory should be protected, but should 
be strictly limited so as not to interfere unduly with plaintiff's rights in its established trade-mark. 

434 
b. As to Goods 

Although plaintiff does not make electric fans as such, certain devices made and sold under 
its trade-mark include them as necessary constituents ; and the protection to a mark extends to all 
autonymous elements necessarily embodied in goods to which it applies. 6 


It is not infringement to use the identical mark of another person upon an entirely different 
class of goods, but the owner of a trade-mark for a broad class) is entitled to enjoin the use of 
the mark on a particular species of goods belonging to the class covered by the mark. 43 


§ 3. Who May Have. 
When, as in the present case, each party had established rights in a flying horse as a trade- 
mark, different in color from the other, neither should be expected to surrender its rights merely 
because of some confusion in the public mind. 434 
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2. Wuat May Be A TRApE-MarkK. 


§ 1. Descriptive and Generic Terms. 

A generic term or a word properly descriptive of an article is in the public domain and with 
proper distinguishing features can be used by anyone without being guilty of fraud or deception. 
214 


When other distinguishing features clearly appear, a producer is not ordinarily guilty of in- 
fringement if he uses a descriptive or generic term as part of his trade-name, even though the 
same word has been used by a competitor. 215 


A word descriptive of the goods on which it is used, or some feature or function of them, is 
not available as a trade-mark. 280 


In order to possess a secondary meaning, a substantial section of the purchasing public should 
be proved to identify the mark with the plaintiff’s goods, and this should be true of the district 
in which the defendant’s trade is carried on. 280 


Where plaintiff’s trade-mark was not proven to have acquired a secondary meaning as identify- 
ing its goods exclusively, defendants were not compelled to take precautions to distinguish their 
business from plaintiff’s. 280 










Defendant’s use in the city of Gardner, Mass., of the word “Graphic” in its business name 
and in connection with its business of selling cameras and photographic accessories held not to 
infringe plaintiff’s use of the same word on cameras, inasmuch as defendant’s volume of camera 
sales was small and plaintiff’s mark was not proven to have acquired a secondary meaning. 280 


The following marks are held to be descriptive : 
(See also post p. 21.) 


“Non-Stick Window” for a freely sliding window sash................ceeeeeeeees 154 
"Qatses” ton: a DREGE GETea) Wie OF ORIG. cosis Sake ie hehe 6 eek eked eA eOs wee ss 


§ 2. Color. 

Color, except in connection with some definite arbitrary design which serves to distinguish the 
article as made or sold by a particular person, is not the subject of a trade-mark; but the owner 
of a valid trade-mark, otherwise distinctive, may be protected against its appropriation by a rival 
through mere change of color. 42 


§ 3. Marks Publici Juris. 

A circle or ball as a trade-mark is publict juris where it has not acquired a secondary mean- 
ing. Where, therefore, appellant’s mark consisting of a ball or circle, used on its rubber heels sold 
as part of the shoes, had not become distinctive of such goods, the use by appellee on its detachable 
rubber heels and lifts of a red circular mark held not to constitute infringement. 42 


§ 4. Use on Reconditioned Goods. 

The use by defendant on reconditioned vacuum cleaners made by plaintiff and bearing plaintiff’s 
trade-marks “Premier” and “Premier Duplex” of name or cover plates bearing such marks, or 
the rebuilding or repair of unpatented cleaners in disregard of plaintiff’s trade-mark rights held 
infringement and deception of the public. 109 


§ 5. Proper Names. 
While surnames are not capable of serving as trade-marks or trade-names, they can acquire 
much of the legal force of trade-names if they are used to designate a particular product for a 
sufficient period for the public to attach a secondary meaning to them. 181 


3. Tr1Le TO A TRADE-MaArRK. 


§ 1. Assignment and Devolution. 
The originator of the trade-mark “Sunseald” registered it in the name of a corporation of 
which he was president, but reserving title thereto by agreement of the parties, the corporation 

















th 


- 


4 


le 
5 
is 


30 


ct 
30 


ir 


ne 
to 
ra 


30 


54 
53 


he 
er 
al 
42 


n- 
Id 
ile 
42 


81 


of 


Be dR ONE Tm 


et eee 


citar be sein 


DIGEST OF CASES—PART II 15 





having license. After the corporation became bankrupt, said mark, together with the good will, 
was assigned by bankruptcy trustee to plaintiff. Plaintiff held to have title to mark as against 
assignee of originator during bankruptcy proceedings, and the status of said title was not affected 
by originator’s act in registering the mark as the property of the corporation. 70 


The rights flowing from a grant with limitation on title are different from those arising out 
of a conveyance of either real or personal property on a condition subsequent. In the former, the 
entire estate never vests in the grantee, in the latter the entire estate vests in him, with a possibility 
of reversion on failure to comply with the condition subsequent. 506 


Where the business was continuously operated as a going concern by the receiver until the 
judicial sale, there was no abandonment either of the good will or trade-mark. 506 


A sale under an order directing an officer to sell as an entirety the property of a corporation, 
including good will, passes title to the business trade-marks of the corporation. 506 


a. In Insolvency. 
In the case at issue, the trade-mark and good will of the business held to have passed to the 
receiver, and the fact that the Dirigold Corporation became defunct and dissolved destroyed 
neither its good will nor its trade-mark. 506 


§ 2. Abandonment. 

Where appellant began in 1912 to publish a magazine called “Popular Photography,” but in 
1916 merged same with its “American Photography,” which latter name then became the sole 
name of the publication, the words “Popular Photography,” together with the names of twelve 
other discontinued publications appearing only on the masthead, held that such use on the mast- 
head was not a trade-mark use, and that the mark had been abandoned by appellant. 304 


If two or more persons are using a mark at the time of abandonment, with or without knowl- 
edge of its prior use, neither would be prior to the other in point of time, since no one could 
date priority of use beyond the time when the prior owner surrendered title by act of abandonment. 


4. INFRINGEMENT. 


§ 1. Elements. 
In retail business where transactions are conducted orally, the sound of a name is of great 
significance ; moreover, in radio advertising there is no effective way of avoiding confusion be- 
tween the sound of defendant’s trade-mark “Solvite” and plaintiff’s mark “Solventol.” 15 


It is the duty of the court to compare the whole labels used by the parties, and if it finds that 
the infringer’s devices are colorable and require careful inspection to distinguish them from those 
of the goods imitated, an injunction will issue. 42 


Guilty knowledge or fraudulent intent is not an essential element of infringement of a mark, 
which will be restrained irrespective of the question of intent on the part of the infringer. If op- 
portunity is furnished whereby deception may ensue, a basis exists to grant injunctive relief. 42 


Generally, a trade-name is found to infringe when there is proof of actual confusion occasioned 
by the manner of its use. 195 


The infringement of a trade-name consists in the unauthorized use of a colorable imitation 
by another producer on goods of substantially the same character asi those for which the name 
has already been legitimately appropriated by the complainant. 214 


Infringement may exist in some cases if a substantial part of the trade-name of another is used 
on a product of the same nature, though there are some differences in the whole names used. 214 


In cases of alleged trade-mark infringement the real problem is what the name means to the 
buying public, the probability of deception as to the manufacturer of] the product being the sole 
test. Moreover, when the word in question has become generic, no deception is reasonably 
probable. 214 
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Where a name, symbol or label is not chosen to deceive and has not been used in a way in- 
tended to deceive, the court should not interfere unless the similarity is sufficient to deceive the 
usual person proceeding with ordinary care. 258 


Where an only word or the first word of a trade-mark is adopted by a competitor as the first 
word in its mark, there is more likelihood of confusion than when second or later words are 
used. Moreover, the addition of other words may not destroy the identity of a trade-mark and 
relieve the infringer of the consequence of the infringement. 349 


It is well settled that, in order to constitute infringement, the whole trade-mark need not be 
taken. 481 


§ 2. Conflicting Marks. 
The following marks are held to conflict: 
(See also post. p. 22.) 


“Coke” and “La Coq” 

“Solventol” and “Solvite” 

“Salad Whip” and “Miracle Whip” 
“Diana Deane” and “Diana” 


Where appellant since 1917 had used as a trade-mark on its rubber heels a circular plug of 
contrasting color, said heels having always been sold as part of the shoes, the adoption and use 
by appellee of a red circular mark to distinguish its rubber heels, together with word “Crusader” 
and the head of a crusader, held infringement. 258 


Where plaintiff and its predecessors had since the year 1909 used as a trade-mark for toy 
banks the words “Uncle Sam,” either alone or in connection with a picture of Uncle Sam, the 
adoption by defendants in 1941 of a mark consisting of the words “Uncle Sam” on a bank shaped 
like a hat and colored red, white and blue, held infringement and unfair competition. 481 

The following marks are held not to conflict : 


“Artist” and “Ateco” 

“Rynart” and “Rytex” 

“Royal Crown Cola” and “Coca-Cola” 

oe lt a a err 
“Oaties” and “Wheaties,” “Kornies” and “Maizies” 

“Life of Wheat” and “Life” 

“Gumakers of America, Inc.” and “Gum, Inc.” 


§ 3. Goods of Same Descriptive Properties. 
The following are held to be goods of the same descriptive properties : 
(See also post p. 23.) 


Orange and grapefruit juice held to be of the same descriptive properties as cider vinegar, 
sweet cider, apple juice, apple products and prune juice and sauerkraut; and defendant’s use of 
the word “White House” and the picture of the Executive Mansion on the first-named goods held 
infringement. 516 


The following are held to be goods of different descriptive properties : 
Coffee and evaporated milk 


Cider vinegar, sweet cider, apple juice, applesauce, apple butter, apple jelly, pectin, evaporated 
apples, sauerkraut, sauerkraut juice and prune juice, held to be of different descriptive properties 
from coffee and tea, or peanuts. 516 


The phrase “substantially the same descriptive properties” found in Sect. 16 of the Act of 
February 20, 1905, held to include related or kindred merchandise, as well as merchandise of 
similar physical or chemical properties. 516 
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5. Suits ror INFRINGEMENT. 


§ 1. Jurisdiction. 
In an action for trade-mark infringement, in which one party was a resident of the State and 
district and the other a non-resident, held that removal from the State to the Federal court was 
improper, especially as there was no separable controversy. 10 


In a suit for trade-mark infringement in which plaintiff prayed that defendant be enjoined 
from prosecuting suit for the cancellation of plaintiff’s trade-marks registered in the Patent 
Office, pending termination of instant suit, held that, since a decreed suspension of the cancella- 
tion proceedings has been vacated, the court has jurisdiction to enjoin the parties from further pro- 
ceedings in another forum—in this case, the Patent Office. The principle that federal courts 
should not interfere with state court proceedings held not to apply to proceedings between a 
federal court and an administrative tribunal. 114 


In an action for trade-mark infringement under the common law, the court has jurisdiction, 
regardless of whether sales of the goods in interstate commerce are involved. 174 


In a case where defendants sought to cancel plaintiff’s registrations by filing petition in the 
Patent Office during the pendency of the District Court of a suit between the parties to test 
the validity of the said registrations, and of a motion to enjoin defendant from prosecuting its 
cancellation proceeding in the Patent Office, held that, the plaintiff’s trade-marks having been 
registered, the district court would not need to pass upon the validity of such registration to pre- 
serve its jurisdiction. 326 


§ 2. Parties and Liability. 

Where, co-defendant Mann, after allegedly agreeing to promote the sale of plaintiff’s product 
under her trade-mark on a national scale, entered into secret dealings with another group and 
formed a company, Tampax, Inc., to sell a product in competition with plaintiff under a competing 
trade-mark, said Mann held guilty of trade-mark infringement and unfair competition against the 
plaintiff. 10 


Whether individual defendant was dominant factor in corporate defendant is a question of 
fact which cannot be determined on affidavit showing comparative holdings of individual de- 
fendant and other directors. 10 


In a suit for trade-mark infringement and unfair competition involving the use of the words 
“Saratoga Vichy” on bottled water, it was held no defense that defendants are merely sellers 
or wholesalers, and not bottlers or manufacturers. 426 


It is well settled that a defendant who sells to retailers is responsible for the natural and 
reasonably to be anticipated acts of his customers. 462 


§ 3. Pleading and Practice. 

In an action for unfair competition and alleged infringement of a trade-mark claimed to have 
been registered under the Act of 1905, where it appeared that the registration claimed was not 
made under the trade-mark statute but under the Copyright Law, and the lower courts failed 
to apply the local law, a decree for the respondent rendered by the circuit court of appeals was 
vacated and the cause remanded to afford the court opportunity to apply the appropriate local 
law to the case. 194 


Where, in an action for trade-mark infringement and unfair competition, defendant, after 
decision was rendered, moved to dismiss the complaint, and for judgment on the pleadings, which 
judgment was duly entered, held the fact that no answer was filed by defendant was immaterial, 
plaintiff having raised no question as to any improper procedure at the time, and not having 
been prejudiced by such procedure. 422 


In a suit to restrain trade-mark infringement, the court will not restrict its order to the 
specific act complained of, where there was a prayer for other and general relief. 434 
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Except where a dispute arises over the accuracy of certain portions of the record, all questions 
as to what material each party may include therein must be presented to the appellate court. 454 


In an action for trade-mark infringement and unfair competition, held that the district court 
had jurisdiction of both trade-mark infringement and unfair competition; also that the court’s 
finding that there was infringement but no unfair competition should be affirmed. 454 


In an action for trade-mark infringement, where defendants allegedly purchased devices bear- 
ing plaintiff's trade-mark, reconditioned them and sold them as new after submitting them to 
various processings, including dyeing, held that defendant on examination before trial must give 
name of dyer, as nature of dyes used bears on effect produced on the reconditioned devices. De- 
fendant need not give names and addresses of all his customers, but must give specific number. 


485 
§ 4. Evidence. 


If one intends that the name, symbol or label which he chooses should be mistaken for that 
of another, it is fair to assume he will use them to promote that belief or purpose. 42 


In both state and federal courts, in cases of trade-mark infringement and unfair competition, 
a likelihood that the public will be confused into believing that a competitive product is that of 
the plaintiff must be demonstrated. 174 


Letters signed by the Secretary of State of the United States adduced to prove that the 
words “Uncle Sam” wefe the official insignia of the United States, held inadmissible, as they 
were not official documents or copies thereof. 481 


Where defendant and its predecessors had used the name “White House” and a representation 
of same on coffee since 1888 and on tea since 1907, and in 1941 began its use on orange and grape- 
fruit juice ; while plaintiff or its predecessors had used the same mark on vinegar since 1907 and 
on various apple and similar products from 1908 to the present, its use on such products being 
covered by United States registrations ; and both parties had wide sale for their goods throughout 
the country, the fact that a few consumers would attribute to defendant any grocery sold under 


the “White House” mark, and a grocer in his advertisements and order lists might group plain- 
tiff’s with defendant’s products, held not conclusive as to infringement of defendant’s “White 
House” mark by plaintiff. Such doctrine, carried to its logical extreme, would mean that none 
of the well-known and numerous marks under which coffee is sold in average city could be used 
by others on any product reaching the consumer’s table. 516 


§ 5. Defenses. 


a. Misrepresentation. 

Appellant’s allegations that the processes and formulae referred to in appellee’s counterclaim 
were not in fact secret, and that the use of the word “Dirigold” therefor had been found decep- 
tive and misleading by the Federal Trade Commission, and its use subsequently abandoned by 
appellant, were grounds for holding that appellant had no exclusive right to use of the said name 
and was entitled to no relief under its answer and counterclaim. Moreover, the litigants are 
estopped by the record, unless victims of fraud and mistake. 506 


b. Laches. 

Where plaintiff, after adopting in 1888 the name “White House” and a picture of the White 
House as a trade-mark for coffee, which use was in 1910 extended to tea, allowed without protest 
the adoption by the defendant in 1917 of substantially the same mark for its evaporated milk, and, 
after defendant had assigned its business and trade-mark to the Great Atlantic and Pacific Tea 
Company, used the latter company as outlet for its “White House” coffee, and consented to its 
being advertised in connection with the “White House” brand of milk, making no protest against 
defendant’s conduct till May, 1940, held that it would be inequitable to restrain defendant from 


further use of the mark in its business, which had grown to immense proportions, without objec- 
tion by plaintiff. 102 


Third party having waited six years before taking action to suppress infringement, held 
barred by laches. Defendant cannot, therefore, set up any right in third party. 463 
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Where defendant at the outset sold coffee and tea, and plaintiff vinegar and cider, under the 
same mark, and defendant for thirty years made no protest despite knowledge of plaintiff’s use 
of the mark, defendant held barred by laches. 516 

§ 6. Relief. 


a. Injunction. 


Where the parties agreed to restrict the controversy to question of which, if either, was en- 
titled to exclusive right to use the word “Sunseald” as a trade-mark on citrus fruit, the successful 
party was not entitled to have the other enjoined from using said word in its corporate name. 70 


The use by defendant of a card displaying in large letters the words “Evening in Paris,” in 
association with small bottles of the said perfumery product, which it had rebottled from plaintiff's 
product, held violation of the injunction. 189 


As there was no evidence of confusion of purchasers of the respective goods, and the infringe- 
ment had no cash value in sales made by it, a permanent injunction was decreed, but no accounting 
of profits. 349 


b. Damages. 


The equity practice of granting extra allowances in appropriate cases has its authority in 
power of court to do equity between the parties, and its use is exceptional. 19 


In a suit for trade-mark infringement and unfair competition the prevailing defendants were 
allowed ordinary costs, but not extra allowance, since the suit was not vexatious but brought in 
good faith and tried with due despatch. Moreover, the charges of fraud and misconduct brought 
against the defendants were not proven. The presence of a fraud or its equivalent is not essential 
to the awarding of extraordinary costs. 19 


If the petitioner suffered damages beyond the loss of profits, the decree should provide for the 
assessment of such damages. 254 


Proof of the absence of fraudulent intent in trespassing on trade-mark rights may avail a 
defendant in saving costs, damages or profits where his acts have been bona fide. 42 


c. Accounting of Profits. 


The burden of proving that appellee had made profits, attributable in whole or in part to its 
trade-mark, was upon the appellant. The decision of the lower court prohibiting the use of any 
red or reddish circular figure, or imitation thereof on the face portion of the heel, and limiting 
the accounting to profits unlawfully enjoyed by appellee from sales made by it after May 19, 
1933, of rubber heels bearing a red or reddish circular mark, was affirmed. 43 

Infringement and damage having been found, the Act of 1905 requires the trade-mark owner to 
prove only the sales of articles bearing the infringing mark, and if it can be shown that the in- 
fringement had no relation to the profits made by the defendant, the burden of showing this is 
upon the latter. If he does not do so, the profits made on sales of goods bearing the infringing 
mark properly belong to the owner of the mark. 254 


§ 7. Decree. 


a. Form 


An opinion of the Court of Appeals should be construed with reference to the facts on which 
it is based. In an action to restrain defendant from the sale of plaintiff's reconditioned spark 
plugs bearing its trade-mark “Champion” without removing all of said marks therefrom, the 
court’s decree to that effect must be interpreted literally. 13 


In the case at issue, defendant, after its present supply of labels was exhausted, was required 
to print thereon the words “Not connected with any company using a similar name or brand.” 102 
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§ 8. Declaratory Judgment Act. 


The Declaratory Judgment Act furnishes an additional remedy which is not to be denied 
because of the pendency of another suit between the parties. 272 


The granting of relief under the Declaratory Judgment Act is within the sound discretion of 
the court, but this discretion is a judicial discretion and must find its basis in good reasoning. 
272 

In a suit for infringement of a registered trade-mark defendant held entitled to counter-claim 
for judgment under the Declaratory Judgment Act, that the mark be held invalid and not infringed 
and that an unfair use of it had been made, injuring its business, as against contention that dis- 
missal of the action sufficiently protected defendant and insured the determination of the litigation. 
The judgment of the lower court dismissing the counterclaim was, accordingly, reversed. Ste 


II. REGISTRATION OF TRADE-MARKS. 


4. Errect or REGISTRATION. 


§ 1. Under Act of 1905. 
The statute governing the right to register a trade-mark, in so far as it prohibits the registra- 


tion of a mark which is confusingly similar to a prior mark, is simply declaratory of common 
law regarding infringement. 15 


Registration of a trade-mark does not enlarge registrant’s rights, but only confers jurisdiction 
on the court, with other procedural advantages. 42 


Where the evidence showed that plaintiff’s use of the name “Hamilton” on watches did not 
begin till the year 1909, whereas the registration thereof was obtained under the ten-year clause 
of the Act of 1905, said registration held invalid and hence not infringed by defendants’ use of 
the same word on watch chains and jewelry. 162 


Registration under the Act of 1905 neither enlarges nor abridges substantive common-law 
rights in a trade-mark, but enlarges remedies for the enforcement of such rights. Moreover, 
registration does not establish ownership or validity of the mark. 376 


Trade-marks registered under the law are not thereby rendered valid, and may be collaterally 
attacked in any suit where material. 410 


The words “Saratoga Vichy” having been registered as a trade-mark for Saratoga carbonated 
water under the ten-year proviso of the Act of 1905, it is immaterial that these words may once 
have been descriptive, or that to a certain degree, they are so still. 426 


The right to be protected against an unwarranted use of a registered mark was made a statu- 
tory right by the Act of 1905. 


5. Tue APpPLicaTION. 


§ 1. Consent to Register. 


The words “You have our permission to enter the word ‘Plasticolor’ as a trade-mark” were 
not accepted as a consent to register. 448 


§ 2. Revival of Application. 
Where the registration of a mark cited against an application had been canceled, a petition to 


revive the application on that ground was refused, inasmuch as it did not appear that the registered 
mark was not in use when petitioner’s application was filed. 250 
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§ 3. Disclaimer. 


Applicant was required to disclaim the word “Western” in the mark “Western Holly,” used 
on heating and cooking appliances. 451 


§ 4. Affixation of Mark. 


The insertion of leaflets showing the mark in cartons containing the goods held to be a com- 
pliance with the act. 33 


8. REGISTRABLE MARKS. 


§ 1. Descriptive and Generic Terms. 
(See also ante p. 14.) 


The following marks are held to be descriptive and hence unregistrable : 
“Aid to Ease,” for mineral oil 
“Antiseption,” for cleaning preparations 
“Basser” for bass bait 


“Cool Flame” for lipstick 

“Dial-a-Tune,” for phonograph control apparatus. 
“Flekdye” for yarn 

“Fold-Spray” for fountain syringes 

“Golden Whip” for a yellow food ingredient 
“Graphic” for cameras 

“Handkerchiefs of the Year” for handkerchiefs 
“Ne Line” for hosiery 

“Nutone,” for book paper 

“Old English” for cheese 

“Superior” for lubricating oils and greases 


The following marks are held not to be descriptive : 
“Betascorbate” for a medicinal substance 
“Hydrolite” for a waterpoofing compound 


§ 2. Proper Names. 


A mark consisting of the names “Briggs & Stratton,” shown in block letters. surrounded by 
an elongated octagonal frame superimposed on a diamond-shaped outline, held unregistrable, not 
being distinctively displayed. 40 


A mark consisting of the name “Redfern” held registrable under the Act of 1920, although 
its registration under the Act of 1905 was successfully opposed by Francis Redfern. 144 


The notation “Duchess of Windsor” held unregistrable for perfumes, as being the name of a 
member of the royal family of Great Britain. 498 


“Riley Waters,” held not to be merely the name of an individual not distinctively displayed. 
563 
§ 3. Corporate Names. 

Where appellee’s use of the word “Norma” as a trade-mark was not a complete appropriation 
of appellant’s corporate name, Norma-Hoffman Bearings Corporation, and the respective goods 
were dissimilar in character, held that no confusion in their origin would result from appellee’s 
registration of its mark. 30 


An opposition brought by Chas. R. Walgreen, Jr., and Walgreen Co., jointly, to the registra- 
tion of the word “Waldgreen” as being the corporate name of the second opposer, was dismissed 
as the names “Walgreen” and “Waldgreen” are not identical. 449 
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§ 8. Functional Feature of Goods. 
A mark consisting of rows of circular upraised recesses used on pliers, held not to be regis- 
trable as a trade-mark, as it is a utilitarian function of the goods, irrespective of the inclusion 
in the mark of the words “Velvet Grip.” 80 


A mark described as being “comprised of a channel extending longitudinally of a bumper 
rail or other longitudinally extending raised or rib portion on the lower portion of the side of a 
vehicle body, said channel having substantially straight sides whereby to simulate the letter 
U,” held unregistrable, as being a functional feature of the goods. 452 


§ 9. Collective Marks. 

A mark adopted by the International Union, United Automobile Workers of America, affiliated 
with the Congress of Industrial Organization, and used on certain tools made and sold by manu- 
facturing concerns authorized by applicant to be used on their goods, held a collective mark 
and hence registrable. 388 


§ 10. Conflicting Marks. 
The following marks are held to conflict: 
(See also ante p. 16.) 


“Byron” and “Bry Ann” 
“Colixir” and “Glicolixir” 
Colors: Blue, red and yellow, and blue 
Orange blotches and red spots. 
“Continental” and “Continental Electric” 
PRED RE TRE AiR eAidndae hs Lebiee hike eRe Rae RR eee LObk 5 de 445 
“Diamond” and “Diamond” plus design of diamond 
“Duff's” and “Duffy’s” 
“Grape Nuts” and “Wheato-Nuts” 
“Hemglo” and “Miraglo,” 
“Kold Kup” and “Kol-Pop” 
“Kol-Pop” and “Kool-Aid” 
TE ET SE CEPI cn dacs 0b ceebdtdansbbawaneeahaakendeeetee cs 2 
I Eh i vale Lon cave X6ae Rel Ades eRe CE Cee Rae ea eintees 2 
“Mastercraft” and “Mastertrim” 
“Meds” and “Med-i-Pax” 


“Metro-Cam” and “Metrogon” 

“National” and “National Co-operatives” 
“Oxolac” and “Oxo” 

“Panatol” and “Palatol” 

“Penatrine” and “Penetrene” 

“Pyrox” and “Hitox” 

“Scotsman” and “Scotch Mist” 

I CS IE sas dias Cla inka wk dia Ka dare DE ACAD RTM Owen ae eR ieed eae 
“Soltene” and “Solvenol” 

“St. Martin” and “San Martin” 

“Sun Drop” and “Sun Orange” 

“Sun Fruit” and Sun Drop” 

“Sun Spot” and “Sun Drop” 

“Star of Them All” and “Star Biscuits” 
“Tang-Hi” and “Nehi”’ 

“True Confession” and “Crime Confessions” 
“Twin Season” and “Season Skipper” 
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ae Glen eI ws iicicck cus deadabeicaabebcceeaedukeadianmia 247 
“Wincharger” and “Winchester” 


Cee eee eee eee eesreseseseeeseseseeeeeeteeeeseeseeeseese 





A trade-mark consisting of the words “Duff’s Liqueur Scotch Whisky,” together with three 
stars, the head of an elk and certain descriptive wording, held to be confusingly similar to a mark 
composed of the name “Duff’s.” 381 





The following marks are held not to conflict: 





ne a a ME occa cinnddaese densa sae a heei dw dtnlee eakousea wad 502 
Ge I rt ia cca ncens aa ads db ws ansdadak dad cdecad ose 559 
ET ae I MI 5 ienicin 4 dtdacawusseudeceddnadebasegaeerkauces 563 
“From the Heart” and “The Heart of A Good Cocktail”. ............ ccc cece eeeee 39 
SS os hacia ane hdcd Wahidwedesase¥bek aa eaweexeteceacs el 133 
Te EY I I ic civincckeesduasancnaskeaasanebee deeds oeunueeee 499 
PE Ge SEE ovrkicabGebdceucededd 6ausdbeudeak eucceesiliewe 561 
mg ge EET TT PETE EERE PUTT TOT T TORT OCT T Ore ee 235 
a Iee MN INO cack cases Sacsndle cee abe cscatcanes besten 561 
SE Se GE Te SOE oon ooo cceccieccinenssccdcddcenuean 503 
Ey SO IE wd An cae oeuidbeas Ks addsWakanawakeaaaaaieeieel 501 
PE ee I a5 60. kN H sak doda ds inn dan 60ebeKkbnsd can cansdeeiene 558 
Ge IE Wahiawa beka heed ince Sis cnn ere ccdiacnabarewaaeees 556, 562 


“Weed-Master” and “Stockmaster” 


CeCe CT EEE SCO SHEESH SESE EEO HES EE SOSH ESO OESES 









§ 11. Goods of Same Descriptive Properties. 
The following goods are held to have the same descriptive properties: 
(See also ante p. 16.) 






















Alimentary pastes, and fruit preserves and honey 


ee a a 


Antiseptic oil for sunburn, and a liniment for human use...................eseeeeee 368 
Ball bearings, roller bearings and related machines, and boiler compounds, soot des- 
I Gy TE DNS oo chia Sek Sed ee RGN Sisie sc cceeeds cages tacusene 30 | 
Meer ne MOE CI oii wee een fle sc eden ed fee llentcvendcentsnekessewet 496 
Hiectric; dry-cell batteries, an@ stovame DAMOIIS 6 ici cic ceescicicdsascescccde 84 
Fresh fruits, berries, nuts and olives, and nuts, peanut butter and popcorn............ 251 
Pead Sa We MONEE caf died sets dkiieeace de Asie davdsctendadeasendenes 554 
Liquid dentifrice and liquid cleaner for teeth ...........ccccccccccccccccccccccecs 497 
The following goods are held to have different descriptive properties: 
ey Se Ge FONE in bins ce cctececindscndescascesctnsnesiceedins 493 
ee Sr CT Is a a 0's ods akc hcceniiedecceisccencsianesnens 553 
I I INE IG sono 5 nc bcs edn wad sevnceasecicesdvenaseawedsreauaen 142 
i EG ios aos nd aecteedcciecawesdsewetndsnddecdsteusnancenas 494 
: Radin -ceeteteride and plete MOOS. «2. osc ccc cccccscceswesbvccsiccssceccnesdancavac 495 
ee ed a eee err rer rr errrerrrrrrrrrrr rrr rrr re rrr rrr 494 


Wind-driven, electric generating equipment, and dry-cell electric batteries............ 87 


10. No Trape-Mark USE. 
The words “Spray Pasteurizer” used as a trade-mark for milk pasteurizing machinery, held 
not registrable under the Act of 1920, being the mere name of the article. 504 


fe vi i Be 












The words “Car Dealers Motor Oil,” used on fuel and lubrication oils, held to have no trade- 
mark significance. 504 
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11. INTERFERENCE. 


§ 1. Evidence. 
Where the senior party failed to adduce any evidence of partnership with the junior party, by 
whom he was employed, or of ownership of the mark in question, registration was refused. 143 


Where appellee had established use of the word “Mainliner” as a grade mark for watches 
prior to appellant’s first date of use, held that neither party was entitled to register its mark. 399 


§ 2. Dismissal. 
Where the question raised by a petition to dissolve had not been ruled on by either the Ex- 
aminer of Trade-Marks or the Examiner of Interferences, a request that the matter be considered 
by the Commissioner held premature, and the petition was dismissed. 38 


13. OPpposITION. 


§ 1. The Opponent. 
Where opposer pleaded in its notice of opposition that it was a manufacturer of handkerchiefs 
and had a right to use the notation “Handkerchiefs of the Year” in connection therewith, opposer 
held to have qualified as a proper party opposer. 308 


Applicant for registration of words “Green Ridge” on coal, bought from opposer, owner of the 
mines, and sold to the trade. Inasmuch as applicant sold, advertised and shipped the coal under his 
own name, applicant held owner of the mark, and the opposition was dismissed. 564 


Where the opposer failed to claim the mark as actually used, the opposition was dismissed. 567 


§ 2. Notice. 
Where appellant’s notice of opposition failed to refer to its sale of grease bearing its mark, its 
use of the mark on such goods was not considered in determining the question of like or unlike 
descriptive properties. 30 


§ 3. Evidence. 

In an opposition proceeding involving right to register the words “Old Joe” as a trade-mark 
for whiskey, in which applicant-appellant sought to show prior use through transfer of title to said 
mark from one Hawkins, held that, inasmuch as the latter’s sole use of the mark was in connec- 
tion with the purchase of certain buildings and stock of “Old Joe” whiskey when the parent cor- 
poration was dissolved, there was no valid transfer of title. 25 


The fact that use of the mark sought to be registered was by a partnership, rather than by 
applicant, and such use began after the application was filed, held to involve the merits of the ap- 
plication, and not to affect applicant’s right to prosecute his appeal. 40 


a. Res Adjudicata. 
After a decision by the Examiner of Interferences upholding opposition to the registration 
of the words “Town Tavern” because of conflict with “Kentucky Tavern” had become final, the 
question of confusing similarity of the marks in a later suit between the parties held res adjudicata. 


91 
§ 4. Review of Decision. 


In adjudicating an opposition case, the Patent Office tribunals held not to have erred in de- 
ciding the ex parte case before deciding the inter partes case. 308 


17. CANCELLATION. 
§ 1. Who May Apply. 
Use of a trade-mark by licensees held not to establish use by the licensor. 90 


A petition to cancel the registration of the words “Scott Barrie” on the ground of ownership 
of the name “Chester Barrie” was dismissed for lack of evidence of use of the latter mark when 
the petition was filed. 318 
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: The cancellation provision (15 U. S. 93) held not to mean what it literally implies, namely, that 
; one may petition for cancellation as many times as he chooses; it merely excludes laches as a 
defense in cancellation proceedings, but does not concern the question of the effect given by the 
Patent Office to prior determination of matter of the validity of a mark made by the court in 
an infringement suit between the parties. 326 









§ 2. Under Act of 1920. 
Inasmuch as no appeal from a decision of the Commissioner of Patents was authorized by the 
Act of 1920 in a cancellation proceeding, appellant’s appeal from a decision of the Commissioner 


9.99 


refusing to cancel appellee’s registration of the name “Duffy’s” was dismissed. 381 








§ 3. Pleading and Practice. 

Where appellee petitioned to cancel appellant’s registration of the word “Hydrolite,” shown 
in connection with a hollow building block and used in the sale of a waterproofing compound 
to be mixed with concrete, on the ground of appellee’s use of the word “Hydrolite” on casein wall 
paint, held that, inasmuch as appellee’s use of the mark was restricted to wall paint, it had failed 
to show damage as required by the statute. 241 









Jurisdiction of appeal from an order enjoining party from prosecuting cancellation proceed- 
ings in the Patent Office is conferred on the Circuit Court of Appeals by 28 U. S. C. 227. 326 







Respondent was not required to answer interrogatories in a suit to cancel registration of the 
word “Monopole” used on wine, where it was pleaded that its use implied a monopoly of the sale 
of such wine, since petitioner also used the same mark on wine and thus was} guilty of the same 
deceptive practices as respondent. 386 













Judgment in a R. S. 4915 suit against the Commissioner and cancellation, petitioner refusing 
to enjoin the former from cancelling plaintiff’s trade-mark registrations under ten-year proviso 
was affirmed, since finding of Commissioner and District Court that petitioner used similar word 
during ten-year period was not unreasonable. The evidence supporting finding depends on 
memory and is confuted by circumstantial evidence but confirmed by likelihood that petitioner 
with Superior in its name would use “Superior” (which plaintiff registered as a trade-mark). 409 









Where motions to amend were not filed before the Examiner’s decision at final hearing, the 
petition was dismissed. 568 










Where the filing of an appeal from a decision sustaining a petition of cancellation was received 
two days after the limit set, and no good reasons were given for the delay, a motion for an exten- 
sion of time was denied. 141 













In order to pass upon a prayer for triple damages, the court must pass on the validity of regis- 
tration although cancellation is not requested. 326 







The provision of U. S. Code, Title 11, Chap. 3, Sect. 29, to the effect that a suit founded 
on a claim from which a discharge would be a release, and pending against a person at the time 
of filing a petition against him, shall be stayed until after the dismissal of the petition, held not 
to apply in a cancellation proceeding, inasmuch as said proceeding is not a suit within the mean- 
ing of Section 29. 368 








It having been shown that appellee’s use of the word “Penetro” on mutton suet salve was not 
exclusive at the time it was registered, its registration was ordered cancelled. 375 







Where appellant, after being refused registration of its “Penetrene” mark for liniment on 
the prior registration of the word “Penatrine” for like goods, obtained the assignment of the said 
registration, but without the transfer of the business associated therewith, held that, while such 
transfer might suffice to overcome the statutory bar to registration, it could not be made the basis 
of a cancellation proceeding. 375 
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§ 5. Suspension. 
Where suit for infringement filed by the registrant of the mark sought to be cancelled against 


petitioner for cancellation was pending in a state court, a petition to vacate a stay of proceedings 
was denied. 141, 317 


§ 6. Evidence. 
a. Res Adjudicata., 













After decisions by the Commissioner and a District Court adverse to the registrant, a stipula- 
tion between the parties to reinstate three of the four registrations involved was disapproved. 34 





18. RENEWAL OF REGISTRATION. 

An application to renew a trade-mark registration was denied on the ground that the mark 
comprised other features than those shown in the original application, and was used on additional 
goods. 251 







19. STATE AND Loca. STATUTEs. 







§ 1. Pennsylvania. 

The prohibition against infringement of duly registered labels, as contained in Section 3 of the 
Act of June 20, 1901 (P. L. 582, No. 4, P. S. 6) cannot be construed as extending protection to 
any other than genuine labels, which do not violate prior rights of another. In the instant case, 
though the registered label was original in design, it included as its dominating feature the name 
under which plaintiff_had previously sold whiskeys. 186 
















20. REGISTRATION By BILL IN Eguity. 
In suits brought under R. S. 4915 the decision of the Patent Office must be accepted as con- 
trolling, unless the contrary is established by evidence which carries through to conviction. 15 





III. UNFAIR COMPETITION. 
1. 





NATURE AND BAsIs OF WRONG. 


§ 1. Definition. 

In cases of unfair competition fraudulent intent must be shown by the evidence or be inferable 
from the circumstances, but where one uses the trade-mark or trade symbol of a competitor, fraud 
will be presumed from the wrongful use. Moreover, if such use is continued after due notice, 
fraud and imposition will be presumed and relief granted. 42 










The grounds on which unfair competition will be enjoined are (1) that the means used are 
dishonest, and (2) that by false representation or imitation of name or device, there is a tendency 
to create confusion and thus work fraud on the public. If these grounds are absent, and no trade- 
mark rights are involved, an injunction does not lie. 77 
















The principles involved in the case at issue are the same as those involved in the unfair use 
of trade-marks, namely, that a court of equity should enjoin any form of “passing off,” which in- 
volves fraudulent appropriation through devices calculated to mislead the public, of the business 
or good-will which another has built up. 97 


Unfair competition means palming off something as the goods of another, not because of acci- 
dental similarity, but by means, wilful, deceptive and intentionally misleading. 














When it does not appear that the public has been moved in any degree to buy an article because 
of its source, an action for unfair competition does not lie. 150 





Any unfair conduct, the natural and probable result, of which is to permit the goods of one 
person to be passed off for those of another, is usually unfair competition. 215 







Deceit is the basis of actions for unfair competition and it is well settled that nothing less than 
conduct attempting to pass off one man’s merchandise or business as that of another will constitute 
unfair competition. 457 
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Although market competition is present in most cases of unfair competition, it is not essential, 
and the threat of competition is sufficient. 55 


§ 2. Is Competition Necessary? 

Defendant Lefco in 1920 opened in Philadelphia a store featuring men’s custom tailored clothes 
under the name “Adams Clothes,” defendant retiring from such business in 1923, but resuming 
in the fall of 1923 under the name “Clark’s,” and other names, but selling “Adams Clothes” as 
before. In 1933 defendant opened in Philadelphia and subsequently in other cities a store devoted 
exclusively to the sale of “Adams Clothes.” Plaintiff was engaged in the sale of men’s wearing 
apparel, including hats, throughout the United States, having developed a large business in many 
cities, including Philadelphia, where it had two company-owned stores, the first of which opened in 
September, 1930. Held there was no trade-mark infringement or unfair competition on the part of 


defendants, as less than two percent of defendant’s business is in hats, which is plaintiff’s major 
business. 203 


Where plaintiff manufactured ladies’, misses’ and juniors’ dresses, which since the year 1933 
it sold through retail stores throughout the country under the mark “Kay Dunhill,” and defendant 
since 1940 had manufactured and sold fabrics used in the fashioning of dresses, the products of 
both plaintiff and defendant having been advertised in the same papers and sold, to some extent, 
in the same markets, held that there was competition between them. 463 


§ 3. Intent. 
Where appellant had identified the names “Aetna” and “Aetna Auto” with its nation-wide 
business of auto insurance, the use by appellee in its advertising and in its corporate name of the 
words “Aetna Auto,” held unfair competition, although appellee sold no insurance but loaned 


money on automobiles, especially as the intent of appellee was plainly to trade upon appellant’s 

reputation. 2 
§ 4. Deception. 

It is well settled that, even though there has been no actual confusion or deception, a plaintiff 

is entitled to relief if the situation presents a likelihood of confusion or deception. 360 


§ 5. Territorial Extent of Rights. 

The first user of a trade-name is not entitled to protection in the market of a subsequent user. 
However, where the first user’s goods are sold in the markets of a second user at the time of com- 
mencement of such use by the latter, the first user’s right will be protected regardless of the dis- 
tance between the places of business of the parties. 72 


Inasmuch as a trade-name exists only as appurtenant to a business, the right to its use is co- 
existent with the markets in which it has been used, and the first user must show competition 
between his goods and those of the subsequent user in the market where protection is sought. 
Therefore, a trade-name, like a trade-mark, cannot project the right of protection in advance of 
the extension of the trade, or operate as a claim of territorial rights over areas into which it 
thereafter may be deemed desirable to extend the trade. 72 


2. UNFAIRNESS IN COMPETITION. 


§ 1. Imitating Appearance of Article. 

A manufacturer may market his product in a dress in which there is no element of size, shape, 
color, lettering, word or symbol to which he has an exclusive right of use, but, if the ensemble 
has come to be a public guaranty of origin or quality, he may secure protection against unlawful 
piracy by a competitor on the ground of unfair competition. 42 


Where both parties manufactured and sold to the retail trade personalized stationery, consist- 
ing of writing paper, envelopes and cards, also sample books, display cards, etc., all featuring 
their respective trade-marks, but each distinguished from the other by differences in color, design, 
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and wording, held that there was no unfair competition, especially as no evidence of confusion 
attributable to such use was adduced. 195 



















a. Imitating Color. 

The fact that the use by defendants in their “Royal Crown Cola” and similar beverages of a 
brown coloring matter similar to that used in complainant’s “Coca-Cola” enabled its dealers to 
pass off the former beverage for the latter, did not, in the absence of proof that such acts by 
dealers were known to the defendants, justify the inference that a word, originally in some 
measure descriptive, but now become generic, was being used for deceptive purposes. 215 






In cases of unfair competition, the question of color and the use of a particular style of pack- 
age are not always controlling, since it is not so material as in technical trade-mark infringement 
whether the applicant has the exclusive right in any one element of the dress of the goods, as 
long as the ensemble has come to be a public guarantee of origin and quality. 411 





Defendant, which originally put out its cereal product in containers having red and white 
labels, at plaintiff’s request changed certain white portions to yellow, plaintiff’s trade-mark being 
featured in large white block letters against a flame red background. Held there was no unfair 
competition. 422 







Where, in an action to restrain defendant from the alleged copying of the design of plaintiff’s 
tricycle, the question of unfair competition was a close one, and certain similarities in the respec- 
tive designs were functional, a preliminary injunction was denied, pending the filing of additional 
evidence and testimony. 55 














In a suit to restrain alleged unfair competition in copying the functional features of an un- 
patented switch device for automobile starters, where it was shown that neither defendant nor 
its agents betrayed plaintiff’s confidence, as alleged, by appropriating any of the features of the 
said device, but, on the contrary, developed a switch totally dissimilar in principle to plaintiff's 
invention, there was no unfair competition. 61 














§ 2. Imitating Functional Features. 

Where appellant’s bait bore its trade-mark “River Runt,” and was sold in containers having 
herringbone markings, with red edges, said design being without patent or trade-mark protec- 
tion, the use by appellee of similar functional features held not to be unfair competition, especially 
as there was no convincing evidence of confusion of purchasers, all of whom called for appellant’s 
product by the trade-mark. 411 















§ 4. Imitating Containers of Goods. 

Where plaintiff put out bubble gum under the name “Blony,” which it had registered as a 
trade-mark, and defendant made and sold a similar gum under the mark “Bubly,” held that there 
was no unfair competition, inasmuch as there were distinguishing differences in the color scheme, 
stick ends and printing of the respective wrappers. 457 

















§ 5. Imitating Labels. 

Where, although the labels of both plaintiff and defendant were shown in light blue against 
| a white background, neither package was distinctive in design, and their general appearance not 
so similar as to confuse or deceive customers, held there was no unfair competition. 58 





Plaintiff and its predecessors had manufactured and sold for many years prior to 1918 a 
straight whiskey bearing the name “Dougherty’s,” which name plaintiff has used since 1925 to 
designate such whiskey sold generally and in the State of Pennsylvania before and after the pro- 
hibition era, but sold no blended whiskey so marked in Pennsylvania until February 8, 1940. 
Defendant began to sell blended whiskey under the name “Dougherty’s” in 1939, with knowledge 
of plaintiff’s use thereof, said name dominating the label, with statement in smaller type that the 
whiskey was that of Edwin L. Dougherty. Evidence being adduced of confusion of the public 
in the respective goods, defendant held guilty of unfair competition and was required to so change 
his labels as to avoid confusion with plaintiff's. 181 
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Although defendant enjoined from using the name “Dougherty’s” on blended whiskey, held en- 
titled to an injunction restraining plaintiff from simulating general design of defendant’s label 
used on blended whiskey before plaintiff began selling the latter. 186 


Defendant’s use on its carbonated bottled water of a label which simulated plaintiff’s “Saratoga 
Vichy” label in form, arrangement, color and style of printing, and bore the trade-mark “Saratoga 
Carlsbad Vichy,” held unfair competition, and was enjoined. 476 


§ 6. Names. 


a. Personal Names. 
The use by defendant of the surname “Bea Meisner” on her millinery stores located on Fifth 
Avenue, New York City, and elsewhere, held not to constitute unfair competition against plain- 
tiff, who featured the name “Janet Meisner,” as the name of her millinery store on Madison 


Avenue, New York City, especially as the respective store fronts and window arrangements 
were totally unlike in appearance. 77 


Plaintiff corporation, composed of two brothers named Moon, and a sister, conducted stores 
selling radios and electrical appliances, gas ranges, washing machines, and similar goods, under 
the name “Moon Brothers” and “Moon Brothers, Incorporated.” Defendant John C. Moon did 
a general furniture business, also handling second-hand electrical appliances. In a suit to enjoin 
the use by defendant of the name Moon Brothers, held that, as no one of ordinary intelligence 
would assume that the parties were the same, the decree of the trial court enjoining defendants 
from using the words “Moon Brothers” separately and providing for the use by them of the 
words “Moon Bros. Furniture” or “Moon Bros. Upholstering” should be affirmed. 126 


While it is true that every one has the right to use his own name in his business, he has 
no right to use it for the purpose of stealing the good-will of another. 181 


b. Corporate Names. 
The use by defendant of the corporate name Campus Togs, Inc., in its business of manufactur- 
ing and selling misses’ wearing apparel, after plaintiff had engaged in a similar business under the 


title Campus Coat Co., Inc., held unfair competition, especially as defendant’s place of business 
was directly opposite plaintiff's. 119 


The incorporation by defendant in the State of New York was not enough to afford it in- 
junctive relief as against the use of a similar corporate name by defendant, since in granting a 
franchise the state merely sanctions the use of a name if it is otherwise lawful. It is not an ad- 
judication of the legality of the name chosen. 158 


Where defendant was apprised of plaintiff’s prior right, but refused to cease use of the 
offending name, its corporate charter held to afford it no protection. 360 


Where plaintiff was first to adopt and use the name “Adam” in its corporate name and as a 
trade-mark on its hats, the adoption by defendant of the names “Adams” and “Adams Famous 
Hats” to identify hats made and sold by him held not to have been in good faith and hence 
unfair competition. Moreover, defendant’s use of the slogans “The Bomber” and “Broadcast 
Special,” used with priority by plaintiff, held not to have been a coincidence. 430 


The use by defendant of the name “Dunhill” in its corporate name, and as a trade-mark on 
fabrics for the manufacture of dresses, said name appearing also on hang tags used in connection 
with the sale of such dresses, held unfair competition with plaintiff, which, long prior to de- 
fendant’s adoption of the name, had used it continuously as a trade-mark for ladies,’ misses’ and 
juniors’ dresses, sold to the same class of customers as defendant’s. 463 


c. Trade Names. 
Where plaintiff’s business was founded in Paris in 1859 and a branch established in New 
York City in 1909, both featuring the name “Cartier” on their jewelry products, the adoption and 
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use by defendants of the name “Chartier” as a trade-mark for their perfumes sold in the same 
territory as plaintiff’s products held infringement, and was enjoined. 21 


Where it was shown that defendant’s use of the name “Direct Service” on his gasoline filling 
stations, adopted after plaintiff’s adoption of the same name for its filling stations, did not come 
into competition with plaintiff’s business and no proof of conclusion of purchasers was adduced, 
the complaint was dismissed. 72 


A trade-name is a word or phrase by which a business or an article of merchandise coming 
from a specific source is known to the public. Protection to a trade-name is granted on the 
ground of unfair competition, and relief afforded to protect its owner against diversion of his 
trade to a later user or simulator of the name. Moreover, a trade-name can be acquired only by 
appropriation and use. 72 


In certain cases one’s name added to the trade-name is not a sufficient distinction to prevent 
probable deception, but, in other cases, such addition may, in itself, serve to dispel all confusion. 
122 


The controlling principle in cases wherein it is charged that a name used by one party is in 
conflict with a name used by another is that, in order to justify relief, the circumstances must 
be such that it appears that the business of complainant will suffer from! a deceptive use of the 
name, or that, by reason of such deceptive use, the public will be imposed upon. 229 


Where plaintiff was first to adopt the name “Portland Cleaning Works” in his business of 
cleaning and dyeing and duly filed such name with the county clerk, the adoption and use by 
defendant Hotelling of the name “Portland Cleaners” in a similar business, held unfair competition 
and was enjoined. Such injunction was also extended to restrain the defendant, The Pacific 
Telephone and Telegraph Company, from listing in its directories the name “Portland Cleaners,” 
theretofore used by Hotelling. 229 


The basis of relief is that a person who has established a trade-name and carried on his busi- 
ness under it is entitled to protection against the invasion of the name by one assuming it, 
or an approximation of it, in such a way, as to induce persons who deal with the latter ta 
believe they are dealing with the one who has given reputation to the name. 463 


The intent of one appropriating the trade-name of another is an important factor in determin- 
ing whether deception of the public is likely to follow. 535 


A man need not submit to having his reputation and the good will of his business jeopardized 
by another appropriating his trade-name, even for use in a different kind of business. 535 


Where plaintiff was first to adopt the name “Milgrim” and to identify it with women’s 
wearing apparel to a wide circle of customers, the adoption and use of the same name by de- 
fendants in conducting a business of selling similar, but lower-priced merchandise, held unfair 
competition. 535 


d. Literary and Dramatic Titles. 

Plaintiff had, since January, 1936, put out a monthly magazine for children under the name 
“Famous Funnies Family,” and had identified it exclusively with the publisher. Defendant, in 
September, 1939, began to issue a catalogue of children’s toys under the title “Famous Funn 
Family, Inc.,” over plaintiff’s protest. Defendant held guilty of unfair competition, and an in- 
junction was ordered, but no accounting of profits. 65 


The use by defendant Powell of the name “The Lone Ranger” in a circus act featuring him- 
self in the part of the “Lone Ranger,” held unfair competition with plaintiff corporation, which 
since 1933 had been broadcasting over the radio copyrighted serial stories featuring the exploits 
of a western cowboy known to radio audiences as “The Lone Ranger,” and had licensed the use 
of such name in comic strips and as a trade-mark on various articles, particularly as defendant 
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was advertised as the original “Lone Ranger,” and identified himself to the public by the call 
“Hi, yo, Silver,” originally used by the radio character. 97 


The adoption and use by defendant as a trade-mark for letter-heads, invoices and other printing 
products of the letters “W O R” after plaintiff had given them a secondary meaning as identify- 
ing its radio broadcasting station, held unfair competition, and was enjoined. 276 


e. Secondary Names. 
When descriptive words have acquired a secondary meaning, competitors must use them so 
as to avoid deception and confusion, in order to prevent unfair competition. 122 


In order to, have a secondary meaning, a word must carry an association in the minds of 
the public that it means the product of a certain producer and none other. 158 


The use by defendant of the expression “Koke-Up” to designate a soft drink of its production 
held to constitute unfair competition as against plaintiff, whose trade-mark “Coca-Cola,” used 
on a similar beverage, had come to be known to the public as “Koke.” 174 


Where plaintiff had, through wide advertising and sales, made the words “Miracle Whip” 
known to the public as indicating its salad dressing exclusively, plaintiff held entitled to the 
exclusive use of the word “Whip” on said goods. 209 


f. Use of Trade-Mark in Name. 

Where the use by plaintiff's predecessor, David B. Levy, of the word “Sterling” began in 
1914, but was restricted to the phrase “Sterling Products” appearing in small letters shown on 
a flourish after his name, and was not used in the business till 1928, whereas defendant’s use of 
the same word began in 1917 and has been since used by it extensively throughout the country 
on a variety of products, held that, in the absence of proof of secondary meaning in favor of plain- 
tiff, there was no such evidence of unfair competition as to warrant a preliminary injunction. 158 


The claim of defendants, jewelry wholesalers, that they acquired right to use the name 
“Hamilton” as a trade-mark on their goods from Hamilton & Hamilton, Jr., Inc., held un- 
founded. Inasmuch therefore as the evidence showed that the said name as applied to watches 
and jewelry meant the plaintiffs, defendants’ use thereof held unfair competition. 162 


Where plaintiff had adopted and made well known throughout the country the words “Town 
Hall” as the name of its headquarters in New York City, and as the title of its educational radio 
program, supported by “Town Hall” groups throughout the United States, the subsequent adop- 
tion and use by the defendant of the corporate name “Associated Town Halls, Incorporated,” 
and its engaging in a competing business held unfair competition. 211 


The adoption by defendants of the name “Young Colony” as part of its corporate name, with 
the evident intention of affixing it to labels attached to its goods, garments for women, held unfair 
competition as against plaintiff, which had used the name for over nine years as a trade-mark 
on its junior and misses’ ready-to-wear garments. 360 


§ 7. Descriptive Terms. 
Although defendant’s use of the words “Frigid Air” on electric fans was restrained, as no 
evidence appeared that confusion had resulted from use of “Frigid” alone, such use was not 
enjoined. 6 


The term “Food Center” held descriptive, and in a class with such terms as “Bowling Center,” 
“Furniture Center,” etc. Therefore, the name “Berde’s Food Center” for a clerk service store 
in down town district held not to unfairly compete with the name “Food Center” in bull’s-eye 
design for self-service stores in outlying areas. 122 


The word “Sterling” used by the parties, both in their corporate names and as a trade-mark, 
held descriptive, and not susceptible of appropriation as a valid trade-mark in the absence of sec- 
ondary meaning. 158 
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The word “cola,” since it has long been used by complainant and by many others to indicate 
the presence in their respective beverages of extract of the cola nut, held generic and descriptive 


of a type of soft drinks having a characteristic taste and color somewhat resembling ‘“Coca- 
Cola.” 215 


On appeal from judgment of the Supreme Court in a suit for unfair competition in which 
plaintiff sought to enjoin the use by defendant of the words “Broadcast Baseball” and “Broad- 
cast Football” in describing its toys and games, the decision of the lower court was modified 
to permit of such use, also of the use of boxes or containers now in use by defendant, the 
plaintiff being adequately protected by prohibiting the use of colors, photography and other 
distinctive markings deemed so similar to those in use by plaintiff as to confuse purchasers. The 
decree was also so modified as to require the defendant to account. 234 


The words “Personal” and “Finance” as used in the title “Personal Finance Corporation,” 


name of a corporation engaged in the business of making personal loans, held descriptive and not 
subject to appropriation. 344 


§ 8. Geographical Terms. 

Where geographical names and descriptive terms have become exclusively identified with 
the first user, equity may enjoin a later user. However, the use by plaintiff of the name “Sun 
Valley” in its corporate natne held not to have been of such long duration as to give it a secondary 
meaning identifying its business of manufacturing ski suits and other sports apparel; and its 


motion for a temporary injunction against defendant Sun Valley Togs, Inc., a manufacturer of 
cotton skirts, was denied. 68 


§ 9. Name of Patented Article. 

The copying and sale by defendant of plaintiff’s address plates, on which the patent had ex- 
pired, together with certain other acts alleged to constitute unfair competition with plaintiff, held 
not to constitute unfair competition under the Illinois rule; and the decree of the lower court in 
favor of plaintiff was, accordingly, reversed. 50 


In a suit to enjoin the manufacture by appellee of certain enameled bathroom fixtures, iden- 
tical with those made for many years by appellant and its predecessors, inasmuch as none of the 
articles was protected by patent or coyright, or bore the name of the manufacturer, or other dis- 
tinguishing mark, and there was no proof of “palming off,” there was no unfair competition. 54 


Appellant put out freely sliding window sashes under a patent, using thereon the trade-marks 
“N.S. W.” and “Non-Stick.” In 1934 appellee Currier took over the N. S. W. business for his 
company, appellee, Wholesale Lumber & Millwork, Inc., which for a time bought metal for its 
frames from plaintiff, but, subsequently broke off relations, though continuing to use the said 
trade-marks. Appellees held guilty of unfair competition and were enjoined from the further 
use of the terms “Currier Never Stick” and “Never Stick.” 154 


§ 10. Elements Publici Juris. 


Where indicia of the dress of goods are publici juris, appellant cannot complain of their use 
by appellee, even though it makes an exact copy or duplicate. 15 


The use by appellee in putting out its rakes of a certain form, size and color, did not give it a 
monopoly of these features, especially when no proof was shown that customers identified them 
with appellee, and the latter claimed the low price of its rakes was its main appeal to customers. 


15 


Where plaintiff put out reprints of popular fiction in booklet form, using therefor certain 
colors, formats and designs and bearing plaintiff’s name as publisher, the whole not being sub- 
ject of patent or copyright, the use by defendants of a similar get-up on a different series of 
fiction held not to constitute unfair competition, since no publisher has any proprietary rights 
in any of the physical elements of which the books are composed. 120 
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The fact that the gum in question may have become popular as a result of plaintiff’s advertis- 
ing does not make defendant’s duplication of it a tort, as all the features for which plaintiff asks 
protection belong to the public and are open to use by defendant, who, however, must identify its 
product in such manner that it will not reasonably be taken for plaintiff's. 457 
















In the case at issue, held there was no such likelihood of confusion as to source of plaintiff’s 
products as to warrant issuing an injunction, especially as the name “White House,” being used 
by many others for trade purposes, has a limited distinctiveness, so that it is improbable that 
the public now supposes or ever did suppose that all “White House” products come from the 
same source as defendant’s coffee. 517 














§ 11. Advertising. 

Defendant Goberna, after acting as plaintiff’s agent in the sale of Cuban tour and bus tickets at 
his office at Miami Beach, after the expiration of the contract, opened an office for the sale of 
such tickets, on which the word “Greyhound” was given special prominence, together with the 
symbol of a running greyhound, similar advertising appearing in circulars distributed in Dade 
County, Florida. Defendant’s conduct held unfair competition as calculated to deceive the travel- 
ing public as to the source of the business. 333 















§ 12. Trade Secrets. 

The discoverer who attempts to keep secret his machine or process of manufacture has no 
exclusive right to it as against the public, who uncovers the secret by fair means, or against 
those who in good faith acquire knowledge of it without the breach of a contract or of a con- 
fidential relationship with the discoverer. 506 











The use by a company selling radios in interstate commerce of the name “Remington” held 
to have been properly made the subject of a “cease and desist” order of the Federal Trade Com- 
mission, as such name was similar to the names of other long established corporations. 94 
















§ 13. Federal Statutes. 
a. Trade Commission Act. 

The test of determining whether a person or a company may be enjoined from using as a 
trade-mark a name similar to that of a corporation, long established and favorably known to 
the purchasing public, is whether such use makes the average purchaser unwittingly, under or- 
dinary circumstances, purchase that which he did not intend to buy. A deliberate intent to de- 
ceive is not necessary, nor must the Commission find actual deception or that any competitor 
has been damaged; but it must find a specific and substantial public interest. 94 
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Where petitioners were not given opportunity to complete the testimony in their defense, the 
case was remanded to the Commission for a rehearing. 146 















The additions to the Federal Trade Commission Act found in sections 12 to 15 give the 
Commission greater control over the advertising of food, drugs, cosmetics, etc., and only in pro- 
ceedings under said sections is the definition of false advertising in section 15 relevant. 146 


Petitioners, engaged in selling fruit preserves, on appeal from an order of the Federal Trade 
Commission requiring them to cease and desist from making allegedly false statements on the 
labels used on the preserves, denied such acts were in violation of the Trade Commission Act, but 
at most called for proceedings under the Food and Drug Act. Defense held invalid, as such 
acts amounted to unfair trade practice, which the Commission had authority to prevent under 
Section 5 of the Act. 146 
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Plaintiffs having sued to restrain defendants from publishing a trade libel to the effect that 
the “Philippine Mahogany” advertised by plaintiffs was not mahogany, a determination of the 
question by the Federal Trade Commission that the term was deceptive would make it impossible 
for plaintiffs to maintain an action in any court. 402 
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§ 14. State Statutes. 


a. Connecticut. 

The sale of plaintiff’s trade-marked products by defendant at prices less than those established 
by plaintiff in contracts with other dealers under the State Fair Trade Act, held unfair competi- 
tion and rightly enjoined. Plaintiff’s refusal to sell its products to defendant, as it did to all 
stores of the type, did not affect the situation, in as much as defendant was able at all times to 
obtain plaintiff's products from wholesale distributors at the same prices paid by other retailers. 

287 
b. Delaware. 

The substantive law of Delaware gives the person who has received legal injury a right of 

action for trade libel or disparagement of goods. 402 


c. Illinois. 
In an action for alleged unfair competition where defendant’s acts were committed in the 
State of Illinois, the law of unfair competition asi announced by the courts of Illinois should be 
applied. Where, therefore, no cause of action was found under the state laws, the judgment of 


the District Court in plaintiff’s favor was reversed. 50 
d. Maryland. 

Held that books are “commodities” within the meaning of the Maryland Fair Trade Act and, 

accordingly, subject to its provisions. 361 


In an action to restrain appellee from selling a certain copyrighted book at a price less than 
that specified in contracts subsisting between the publisher and appellant under the Maryland 
Fair Trade Act, held that the said Act applies to copyrighted books. 361 


e. New York. 

The sale by defendant of plaintiff’s liquor products below the minimum resale price established : 

by plaintiff held to state facts sufficient to constitute a cause of action, although it did not appear 
that plaintiff possessed a license from the Alcoholic Beverage Control Board. 233 


Petitioner on April 3, 1941, purchased from defendant a hotel business located in West Falls, 
N. Y., together with right to use the names “Dog” and “Dog Bar” used in connection therewith. 
In an action to restrain defendant, under § 964 New York Penal Law, from the use of the term 
“Dog Club” in connection with a bar, restaurant and club operated by him in the city of Buffalo, 
seventeen miles from West Falls, held that, it appearing unlikely that people could be deceived 
or misled by such use, the motion should be denied without prejudice. 292 
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Unless, for some reason, acts of Congress are unconstitutional, they override the laws of the 
State of New York insofar as the two are in conflict. 436 








a In an action to restrain unfair competition brought under the Fair Trade Law of New York 
. | (Art. 24-A, sec. 369b, General Business Laws) the fact that defendant was prevented by the 
a Federal Price Control Act from complying with the said State statute held a proper defense, 
provided his non-compliance was done in good faith. 436 












Defendants’ adoption and use of the name “Leo Sportswear Company” in a haberdashery 
business in competition with plaintiff held unfair competition and a violation of Section 964 of the 
New York Penal Law, defendants’ allegation that they adopted said name because it was the 
name of an employe: being merely an excuse. 490 













§ 15. Misuse of Another's Trade-Mark. 

The use by defendant on its fans of the words “Frigid Air Circulators,” after plaintiff and its 
predecessors had adopted the name “Frigidaire” as a trade-mark for refrigerators and air-condi- 
tioning units, held unfair competition, and was enjoined. 6 
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§ 16. Other Instances. 
The use by defendant on its bottled beverage of the words “La Coq” held to be an attempt 


to take advantage of the good-will earned by planitiff in its “Coca-Cola” beverage and trade-mark 
and to constitute unfair competition. 8 


A person cannot ordinarily have a monopoly of a sales method if there is no showing of 
unfair trade or violation of trade-mark. That defendants used the same sales methods as plain- 
tiff, or benefited from plaintiff's advertising did not constitute unfair competition. 117 


The fact that defendant’s store is operated as “Berde’s Food Center,” whereas only certain 
departments are operated by Berde, the others being rented by him to other persons, held not 
to be misrepresentation. 122 


Where plaintiffs had developed an extensive bus and tour business under the name “Grey- 
hound” and the symbol of a greyhound, but defendants were first to use such name in their Cuban 
tour business, the latter were permitted to continue such use, but not to enlarge or emphasize 
the name “Greyhound” as compared with other features. Moreover, defendants were not per- 
mitted to use the name “Greyhound” in selling bus transportation tickets, nor to make any use 
of the dog symbol. 199 


It is well settled that merely copying an article, unprotected by patent, copyright, or trade- 
mark, does not establish unfair competition, unless the article or its design has a secondary 
meaning. 458 


3. Suits ror UNFAIR COMPETITION. 


§ 1. Jurisdiction. 
A Circuit Court of Appeals is without jurisdiction to consider an order overruling motion 
for rehearing, as notice of appeal did not include order in specifying matter from which appeal 
was taken. 149 


Even though the patents and trade-mark concerned in the case are invalid, the question of 
unfair competition is not foreclosed for lack of jurisdiction because no diversity of citizenship 
exists. 154 


Where complainant sued for infringement of patent, alleging selling by defendant of an oil 
under the trade-mark “Bertola,” also infringement of its common-law trade-mark “Infusion,” the 
lower court held to have properly dismissed the second cause of action for lack of jurisdiction, dis- 
tinguishing the case from Hurn v. Oursler, 289 U. S. 238. 266 


In an action for unfair competition, in which plaintiff, a holding corporation, claimed that 
damages in excess of the jurisdictional amount had been caused its subsidiary companies, the 
claim was such that plaintiffs, neither jointly nor severally, were permitted to sustain it by evi- 
dence. The court accordingly dismissed the complaint without prejudice of its own motion. 345 


Where the action was for both trade-mark infringement and unfair competition held that the 
former should be determined by Federal, the latter by State law. 422 


Although defendant did not sell its hats outside the State of Wisconsin, such hats, bearing 
the name “Adams,” were all shipped into Wisconsin from other states. Held: jurisdiction of fed- 
eral court established. 430 


In answering the question: shall a United States court, having jurisdiction over a cause of 
action for unfair competition only because the cause is “pendent” to a cause of action for infringe- 
ment of a registered mark apply federal common law or the local common law, held that the court 
must apply local common law. 516 


There being diversity of citizenship, the court has jurisdiction to hear the issue of unfair 
competition; and, apart from diversity of citizenship, plaintiff has a right to be heard on said 
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issue in so far as that issue is raised by substantially the same facts as those pleaded in the issue 
of infringement, the law to be applied in the first instance being federal statutory law and, where 
that is silent, federal common law. 516 



















§ 2. Parties and Liability. 
The fact that plaintiff was a licensee of the original user of the letters “W O R” held irrele- 
vant, since, so long as it conducts any business, its property rights are entitled to protection. 276 





A suit brought by several furniture manufacturers located in Grand Rapids, Michigan, to 
restrain defendants from the use of the name “Grand Rapids” on furniture not made in that city, 
held to be a class suit. Notwithstanding, plaintiffs have a common cause of action based on the 
same acts of defendants, and, as the plaintiffs have an undivided interest, though separable as 
between themselves, the amount of their joint claim was held to be the test of jurisdiction. 336 








In the case at issue, the injunction applied both to the corporate defendant and its 
president. 426 

















Where defendant, later adopter of the name “Dunhill,” used it in its corporate name, on 
hang tags attached to dresses made out of fabrics purchased from it, and in advertisements of 
stores selling dresses bought from the manufacturers, defendant held liable for said acts, such 
liability to be the same as if said representations had been made by defendant directly to the stores 
or their customers. 463 


§ 3. Pleading and Practice. 
The dismissal by the lower court for lack of jurisdiction held proper, but its dismissal on the 
merits was reversed. 266 


Defects of allegation or improper joinder of parties may be readily disposed of in a district 
court, if desired by appellant, at any time prior to or at the final hearing. 336 


In actions for unfair competition it is well settled that a notice to take a deposition must 
name the persons to be examined or designate them by description sufficient to identify them. 357 





In an action for unfair competition to restrain the unauthorized use by defendants of the name 
“Dinty Moore” in connection with the sale of canned food products, plaintiff's motion to vacate 
defendant’s notice of examination with respect to certain unnamed witnesses was granted. The 
motion to vacate defendant’s notice as to named witnesses was denied, on condition that defendants 
proceed by written interrogatories, serving a copy thereof sufficiently in advance on plaintiff 
to enable it to prepare cross-interrogatories; or that defendants pay plaintiff the expense of the 
attendance of an attorney at the place of deposition, including a reasonable attorney’s fee. 357 








The rules of substantive law to be applied in a federal equity court in a diversity case are those 
that would be applied in a state court sitting in the same state. 402 











Where, in an action to enjoin trade disparagement, the complaint failed to allege the jurisdic- 
tional amount for each of the complainants and no cause of action was stated under the anti-trust 
laws, held that the complaint must be dismissed unless amended. 402 











The elements of criminal intent and reasonable doubt, that are irrelevant, immaterial and un- 
necessary in a formal civil action, are equally so where the same civil relief is permitted by a 
summary proceeding incongruously allied with a penal law. 490 








On second appeal to the Circuit Court of Appeals, the court, finding itself in error in re- 
manding the case for further evidence, certain alleged errors of the lower court that findings 
were not based on sufficient evidence were ignored. 506 












a. Joinder of Actions. 

The only cases where there has been a joinder of a federal with a non-federal count and juris- 
diction over the latter was sustained have been cases of joinder of suits on copyrights with suits 
for unfair competition based on common-law copyrights; suits on registered trade-marks with 
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suits for unfair competition based on unregistered trade-marks and suits on design patents with 
suits for unfair competition based on products made in accordance with the patented design. 266 


§ 4. Evidence. 
Evidence of actual confusion is not necessary in suits for unfair competition, but the mere 
existence of possible confusion does not give rise to the right of injunction. 149 


All the findings in the case being fully supported by the verified allegations of the complaint 
for the purpose of passing on appellant’s motion to dismiss the complaint and appellee’s applica- 
tion for a preliminary injunction, those allegations were admitted by appellant to be true by the 
filing of a motion to dismiss. 336 


Defendant’s counterclaim for certain declaratory judgments were denied because the record 
disclosed insufficient evidence to support the allegations. 458 


To make out a case of unfair competition, it is not necessary to prove that any person has 
been led by defendant’s conduct to purchase his goods in the belief that they are plaintiff’s. 535 


§ 5. Defenses. 


a. Plaintiff’s Misconduct. 
Where plaintiff sought to encourage and induce the commission of a wrong upon her as the 
basis of an appeal to equity, she was held not entitled to relief. 77 


The fact that there had been changes in the ownership of plaintiff’s business was immaterial 
so long as some secondary meaning attached to the name “Dougherty” as the identifying desig- 
nation of its whiskey. 181 





The fact that plaintiff did not proceed by legal action against all violators simultaneously 
held no bar to granting the relief sought. 233 


Defendant’s claim that plaintiffs were estopped from enjoining defendants because of the 
sales contract at one time subsisting between them held unfounded. 333 


In order to sustain the defense of unclean hands in a case of trade-mark infringement or unfair 
competition, the evidence must establish that the plaintiff has committed a fraud in respect to 
the matter in dispute. It is not enough to show violation of the defendant’s right in a name 
: or mark. 463 


The fact that others besides plaintiff had used the name “Dunhill” as a trade-mark for goods 
entirely dissimilar to plaintiff's; also that Alfred Dunhill of London from November, 1933, 
to July, 1935, sold dresses and related goods bearing the name “Dunhill,” but later discontinued 
such sales, held not to establish the defense of unclean hands. 463 












b. Laches. 
A delay of more than fifteen years in bringing suit, held laches. 58 












Where plaintiffs acquiesced in the use of the name “Greyhound” by defendants and accepted 
the benefits resulting from the sale of Cuban Greyhound Tours, they were estopped from en- 
joining the defendants in the use of such name in their Cuban business. 199 















Where plaintiff in February, 1934, filed a bill in the Court of Common Pleas of Philadelphia 
County to enjoin defendant from the use of the term “Adams Clothes,” but one month later at- 
tempted to discontinue proceedings, and on being refused by the court, five years later sought an 
injunction in a new forum, plaintiff held estopped by laches from restraining defendants in the 
use of said term, particularly as the latter had, in the meantime, expended large sums of money 
in enlarging their business under such name. 203 
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§ 6. Relief. 


a. Injunction. 
That the defendant’s use of an unfairly competing trade-mark is threatened, but not begun, 
does not bar an injunction. 174 


In deciding whether an injunction has been violated, it is proper to observe the objects for 
which relief was granted and to find a breach of the decree in a violation of the spirit of the 
injunction, even though the strict letter may not have been disregarded. 418 


In the case at issue, defendants were enjoined from using the name “Milgrim” in connection 
with their business and merchandise in any manner whatsoever. 535 


b. Accounting of Profits. 
Held that defendant’s unfair competition did not call for an accounting ; but, if plaintiffs were 
otherwise advised, the matter might be considered on settlement of decree. 6 


The decree of the lower court was modified in that an accounting was ordered to determine 
appellee’s profit on sales of its “Currier Never Stick” goods. 154 


Where plaintiff unnecessarily requested an accounting, held that the trial court was free to 
assess costs against it. 454 


c. Damages. 
While plaintiff was enjoined from imitating the general design of defendant’s label, defendant 
held not entitled to damages in view of its infringing use of plaintiff’s name on its labels. More- 
over, the determination of pecuniary loss would be largely conjectural. 186 


Where one defendant sold goods bearing plaintiff’s registered mark “Deep Sea Treasure” after 
notice, the lower court rightly awarded damages for such sales. 454 


d. Use of Distinguishing Notice. 

After defendant had been enjoined from the use of the name “Stetson” on its hats, or in adver- 
tising same, except when accompanied by one of two notices prescribed by the court, its use of 
signs showing the name in type large enough to be read across a room, while the notice was 
visible only five feet away, held to be violation of the court order that the notice should be 
“always visible when the name ‘Stephen L. Stetson’ is visible” ; and the order appealed from was 
reversed. 419 


As an alternative to enjoining defendant from any use of the name “Stetson,” an order was 
issued prohibiting the use of said name except as part of the notice of differentiation. 419 
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-p. 206- 
f 1-164 
f 1-165 
ec ll- 63 
f 11-1138 
ec 11-879 
e 19-118 
c 19-280 
c 24-110 


-p. 266- 
f T- 85 
f T- 87 
f 10-3384 
f 11-100 
f 14-183 
f. 15-476 
d 26-126 


-p. 310- 
s 6-482 
a 6-535 
ce 9-117 
cee 11-160 

12-231 
18-109 
94- 57 
26-143 


-p. 349- 
cc 5-109 
r 9-242 
d 9-316 
e 13-2438 
p 16- 81 


VOL. 6 


d 20-406 
ec 26- 6 


-p. 357- 
cf 3-496 
f 9-201 
c 9-203 
p 17-145 
ec 25565 


-p. 406- 
ce 22-153 
cf 25-158 
c 25-585 
c 25-652 


-p. 423- 
f 7-141 
d 1-324 
f 1-367 
f 1-572 
f 192-209 
d 24 4 


-p. 496- 
v 5-276 
f 11-360 
p 139- 39 
ce 192-368 
c 26-148 


-p. 535- 
f 8-238 
ce 9-117 
D 11-159 
f 13-486 
cc 14-400 
c 26-148 


-p. 597- 
p 26- 54 
c 26- 71 


VOL.7 


=p. 7- 
cf 8-409 
ce 10-449 
cf 15-295 
c 23-147 
c 24-229 


-p. 32- 
5-198 
8-312 
9-122 
9-522 
9-524 

12-221 
12-267 
22-106 
24 48 
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=p. 54. 
f 8-305 
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VOL.7 


f 13-137 
c 24-229 
c 24-363 


-p. 80- 
f 1-626 
ef 138-838 
c 24-139 
c 24-453 
ce 24-571 


-p. 99- 
f 1-247 
cf 7-592 
f 10-388 
f 13-289 
e 13-391 
ce 17-221 
c 24-266 


-p. 103- 
f 17-385 
cf 8-195 
f 10-319 
p 18-486 
f 19-288 
d 20-201 
c 24-235 
cf 25-216 
c 26-148 


-p. 108- 
c 26-512 


-p. 110- 
f 17-239 
f 1-243 
f 7-583 
f 8-372 
f 9-204 
e ll- 87 
f 11-238 
f 11-3338 
p 138- 90 
e 19 11 
f 20-573 
d 24-181 


-p. 138- 
ma 17-137 
c 24-268 


-p. 430- 
f 9-376 
-p. 432- 
f 17-375 
c 25-490 


-p. 460- 
f 9-150 
p li- 1 
c 21-160 
c 25-123 


-p. 469- 
s 17-496 
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VOL.7 


8- ll 
9-188 
9-332 
9-357 
9-359 
11-384 
18-281 
23- 86 
25- 74 
26-512 


mcrae 2. ee | 


VOL. 8 


-p. 1l- 
9- 89 
9-332 

1l- 87 
14-183 
24-144 
24-153 
26-614 


-p. 113- 
c 23-506 
c 24-164 
c 24-332 
cf 25-363 


-p. 114- 
c 23-476 
ce 23-491 
cc 24-479 
c 26-318 


-p. 163- 
9- 


° 


10- 44 
10-205 
10-267 
1l- 38 
Il- 95 
11-238? 
12- 53 
13- 4 
13-196 
f 13-311 
13-348 
18-352 
14-258 
14-281 
14-367 
14-424 
15- 5 
15- 15 
17-240 
18- 8 
18-121 
18-323 
18-466 
18-562 
19- 10 
19-446 
24- 22 
24-343 
25- 12 
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THIRTY-TWO TRADE-MARK REPORTER 


VOL. 8 


c 25-242 
c 25-388 


-p. 177- 
f 8-372 
f 9-248 
10-172 
10-319 
12-102 
12-897 
22-467 
24-140 
24-275 
25-652 


Qaanannmant-s 


-p. 283- 
f 10-217 
p 11-397 
p 19-179 
e 19-186 
ce 15-489 
c _ 23-148 
c 25-187 


-p. 366°- 
r 10- 90 
d 13-448 
e 15-155 


-p. 369- 
9-242 
10-205 
1l- 87 
11-220 
17- 54 
18-404 
cf 19-102 
c 23-223 


-p. 405- 
f 10-148 
f 11-824 
c 25-196 


VOL.9 


-p. 1- 
ec 9-815 
f 10-193 
f 10-194 
f 10-196 
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13-481 


VOL.9 


13-465 
14-193 
14-202 
14-244 
14-255 
14-258 
14-271 
14-367 
14-379 
14-425 
15-150 
15-352 
15-292 
15-527 
16- 53 
16-379 
16-286 
17-276 
17- 32 
17- 66 
17-112 
17- 71 
18-455 
18- 8 
18-137 
18-433 
18-486 
18-551 
19- 2 
19-188 
19-456 
19-465 
20- 22 
20- 74 
20-165 
20-283 
20-434 
20-477 
20-565 
21-120 
21-234 
21-498 
21-612 
22-133 
22-394 
22-406 
23- 59 
f 23-131 
23-279 
28-333 
23-388 
24- 42 
24-165 
24-422 
24-183 
26- 8 
26- 18 
26- 67 
26-126 
26-450 
26-591 
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-p. 15- 
ce 9-951 
e 10-172 
f 11-333 


VOL.9 


11-128 
11-134 
11-286 
12- 8 
12-202 
19-348 
138- 61 
14-447 
18-441 
18-540 
19-225 
19-343 
19-491 
22-291 
23-436 
24-428 
25- 4 
25-610 
ce 26-107 
ce 26-539 
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-p. 89- 
ce 9-333 
c 17-463 
ce 24-332 
c 25-314 
c 25-350 
c 26-308 


-p. 123- 
15-208 
21- 84 
21-328 
23-384 
24-228 


-p. 131- 
c 22-326 
c 25-142 


-p. 136- 
9-507 
10-205 
10-318 
10-359 
11-178 
11-192 
11-212 
11-284 
12-231 
12-968 
13-889 
14-166 
14-171 
15-353 
16-318 
17- 14 
17-463 
18- 30 
18- 92 
19-522 
20-174 
24-106 
25-512 
25-638 


Qa 
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VOL.9 


-p. 182- 
13-303 
14-197 
15-441 
18-279 
22-415 

23-155 
25-520 


-p. 198- 
e 10-190 
p 16-572 
q 26-583 


-p. 205- 
c 16-442 
f 21-293 


10-301 
12- 39 
16-518 
16-329 
25-484 
25-658 
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e 
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c 
P 
d 
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c 
c 


-p. 321- 
f 10-170 
a 10-312 
c 24 51 
f 24-377 


op. 324- 
f 26-227 


-p. 341- 
c 15-338 
ce 25-350 


-p. 399- 
9-413 
1l- 41 
12- 8 
12- 79 
12-458 
13-803 
14- 8 
16-329 
19-395 
19-503 
24-446 


Q 
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VOL.9 
c 26-614 


-p. 498- 
f 17-236 
p 23-251 
c 26-324 


VOL. 10 


-p. 33- 
ce 16-218 
ce 21-516 
c 26-144 


-p. 40- 
c 25-331 


ce 26-570 


-p. 102- 
f 19-159 
f Q1- 75 
d 25-579 
¢ 25-101 


-p. 191- 
13-314 
15-298 
16-101 
17-167 
17-278 
23-279 
23-394 
25-375 


RAR A wes 


-p. 198- 

18-425 
14-144 
14-202 
15-802 
15-488 
16-197 
18-101 
19-496 
22-110 
93-251 
25-574 
26-356 


oy 
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-p. 227- 
ce 192-299 
c 16-176 
c 21-114 
c 24-362 
q 26-630 


-p. 231- 
f 13-284 
ef 13-331 
f 14-434 


VOL. 10 


17- 52 
19- 16 
19-109 

20-35 
23-229 
24-219 


-p. 235- 
c 16-404 
q 26-582 


-p. 243- 
19-367 
18-114 
13-189 
15-353 
17-399 
17- 34 
19-523 

21-396 
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-p. 244- 
f 21-121 


-p. 246- 

10-345 
13- 64 
13-220 
138-223 
14- 84 
15-134 
15-317 
15-482 
15-505 
16- 17 
16- 81 
16-132 
16-196 
16-373 
17- 17 
17-130 
17-250 
18-169 
24-106 
24-331 
26-670 
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-p. 255- 
10-415 
10-437 
12- 29 
12- $1 
12- 93 
12-129 
19-176 
192-236 
12-260 
12-280 
14- $1 
14-133 
14-217 
15- 45 
15- 87 
15-165 
15-440 
16-262 


hrrRA AO moO OO “ee 


VOL. 10 


16-352 
16-368 
17-178 
18- 92 
18-374 
18-461 
19- 48 
19-191 
19-400 
20-189 
20-259 
21-125 
21-330 
21-379 
ef 23-147 
d 23-348 
f 23-370 
c 28-384 
cf 25-414 
25-576 
25-666 
26- 71 
26-220 
26-227 
26-487 
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-p. 312- 
ce 14 52 
c 14-386 
f 16-486 
c 25-387 


-p. 317- 
d 14- 32 
f 16-519 
d 24-335 


-p. 320- 
14-183 
15-384 
16-565 
17-369 
20-517 
24-153 
24-415 


aanannaa-s 


-p. 321- 
c 26-487 


-p. 381- 
f 11-395 
s 138-127 
f 26-13 
q 26-639 


-p. 441- 
f 11-118 
f 11-128 
f 11-252 
ec 19-191 
ce 12-200 
cf 13-248 
f 13-384 
ce 14-224 
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VOL. 10 


14-231 
14-260 
16- 72 
16-509 
17- 62 
17-225 
cf 17-363 
cf 17-428 
p 18-515 
f 20-561 
p 24219 
c 24-245 
c 25-389 


mons 


-p. 444- 
m 19-158 
ef 12-190 
12-200 
17- 81 
17-472 
18-280 
18-409 
20-405 
23-148 
24-239 


20A00.052 aA 


VOL. 11 


-p. l- 
f 21-157 
c 22-172 


-p. 13- 
c 24-403 


-p. 28- 
c 24-350 


-p. 63- 
p 24-161 
c 26- 


-p. 87- 
f 11-384 
18-350 
17-879 
19- 5 
19-4938 
19-500 
Q1- 4 
21-292 
22- 98 
23-223 
cf 24-269 
d 24-282 
c 26-512 


aanaQganea 


-p. 107- 

11-309 
ec 13-114 
ce 18-196 
f 15- 5 
f 15-309 


VOL. 11 


c 16-361 
ce 17-128 
c 24-110 
c 24-234 
c 24-379 


-p. 128- 

19-202 
18-337 
19-127 
19-149 
22-424 
23-387 
24- 15 


-p. 134- 
ce 19-465 
c 21-516 
Cc 24-227 
f 25- 4 
cf 25-216 
c 26-148 


™onAnand a 


-p. 163- 
f 11-284 
c 13-302 
f 24-357 


-p. 178- 

12-205 
20-517 
20-523 
24-181 
24-572 
26-524 


2028 a0 A 


-p. 192- 
ce 11-998 
e 138-114 
ec 15-353 
ce 16-280 
cc 17-865 
c 19-870 
d 24-282 


-p. 231- 
m 19-939 
c 24-533 


p. 238- 
c 15-488 
c 24 § 
c 24-266 


-p. 251- 
c 26-148 


-p. 255- 
c 24-590 


-p. 257- 
c 25-466 


=p. 275- 
c 18-477 
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VOL. 11 


p 23-267 
cf 24-341 


-p. 277- 

15-516 
16-316 
17-183 
18-427 
19-391 
19-400 
19-488 
20-517 
21- 79 
21-549 
21-582 
21-588 
22-238 
24-154 
24-339 
25-485 
25-547 
25-633 
26-649 


Qa 
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-p. 281- 
12-129 
14-367 
15- 6& 
15-208 
15-243 
18-450 

f 16-559 

17-420 

17-459 

18-562 
20-14 

20-245 

20-429 

21-109 

21-438 

21-467 

23- 60 

24-343 

25- 12 

25-363 
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aonmenannatwa we. 


-p. 333- 
16-176 
16-295 
22-289 
24-119 
26-532 
96-631 


eae amen 


-p. 356- 
p 19- 34 
c 26-286 


-p. 360- 
19-513 
22-283 
23-297 
24-106 
94-945 
25-313 
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VOL. 12 


-p. 20- 
f 13-194 
f 13-290 
8 16-207 
f 16-226 
f 16-408 
ce 26- 55 


-p. 39- 
ec 19-488 
e 19-489 
c 21-578 
c 24-317 
c 25-484 
c 26-649 


-p. 100- 
17-267 
22-147 
22-432 
24-144 
24-549 
24-555 
26-614 


aAAaAanRnawda 


-p. 154- 
14-519 
15-269 
16- 71 
16- 81 
17-392 
19-328 
22-516 
23-224 
24-224 


ange ddan 


-p. 179- 
14-191 
15-353 
16-207 
16-389 
17-463 
19-159 
25-137 
25-638 


aaomanteam 


-p. 202- 
v 26-422 


-p. 205- 

138-288 
138-355 
18-373 
14-380 
15-469 
17-3834 
93- 18 


me O “he ee ey O 


-p. 209- 
d 22-288 
c 2 5§ 
c 24-578 
f 24-263 


-p. 211- 
c 26-221 


VOL. 12 


-p. 257- 
ec 138-385 
f 14-135 
c 18-236 
f 25-199 


-p. 426- 
p 26- 43 


-p. 448. 
c 18-428 
c 19-395 
c 25-482 


-p. 460- 
ef 14-253 
ce 14-260 
c 24-167 


VOL. 13 


-p.1- 
13-352 
14-342 
14-424 
15- 99 
15-484 
17-153 
17-329 
19-250 
21- 30 
21-440 
22- 18 
24-383 
26-216 
26-591 
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-p. 18- 
c 25-526 


-p. 44- 
c 16-248 
cf 17-413 
d 20- 95 
c 21- 95 
cf 22-147 
c 25-196 
c 26- 73 
c 26-220 


-p. 58- 
f 15-246 
ec 19- 16 
c 25-136 


-p. 60- 
c 26- 95 


-p. 62- 
p 13-133 
f 14 15 
f 14-281 
f 14-424 
f 15-257 


VOL. 13 


16- 40 
16- 44 
17-128 
17-351 
19- 22 
19-469 
20-205 
20-246 
25-423 
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-p. 69- 
13-173 
17-171 
17-428 
17-507 
18-137 
19- 4 
20-169 
21-167 
22-470 
23-162 
24-560 
25-389 
26-244 
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-p. 96- 
14- 64 
14-390 
15-581 
15- 82 
17- 18 
17- 64 
17-129 
17-141 
17-194 
17-407 
18-371 
18-576 
26-594 
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-p. 109- 
f 14-153 
ce 14-400 
c 26-602 


-p. 121- 
13-486 
14-196 
14-292 
14-397 
15-101 
16-192 
1l- 98 
20-266 
21- 61 
21-175 
22-253 
26- 55 
26- 59 


-p. 125- 
c 26- 64 


mom oO een oan 


-p. 145- 
e 15- 75 
c 21-520 
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c 25-381 


-p. 185- 
ce 21-516 
ce 26-148 


-p. 193- 

14-342 
15-100 
17-329 
17-530 
19-250 
19-400 
20-561 
23- 60 
23-390 
24-111 
24-246 
26- 5 
26-594 
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-p. 198- 
c 21-497 
C 22-424 
v 23-338 
ce 24-3938 


-p. 228- 
c 25-376 


-p. 233- 
14-193 
16-128 
17- 90 
17-226 
17-370 
17-503 
18-480 
19- 50 
21-120 
21-419 
22-160 
23-113 
23-251 
23-260 
24- 4] 
21-245 
24-351 
24-575 
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-p. 269- 
ce 13-480 
r 14-159 
c 25-299 
c 25-136 


-p. 285- 
c 16-483 
¢ 17-3338 
v 25-331 
cf 25-363 
d 25-407 


-p. 289- 
f 14- 82 
f 14-401 
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14-405 
16- 51 
21-126 
21-369 
21-436 
21-533 
21-571 
22- 80 
22-369 
23-128 
23-224 
23-351 
23-513 
24- 69 
24-385 
25-249 
25-306 
26- 1 
26- 64 
26-602 
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-p. 300- 
c 18-282 
c 19-449 
f 19-503 
ce 20-523 
Cc 22-252 


-p. 304- 
c 25-136 


-p. 314- 
f 14-155 
c 25- 66 


-p. 324- 
c 25-136 


-p. 345- 
15-318 
15-385 
16-237 
17-190 
19-424 
20-340 
20-569 
25-539 
26-264 
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-p. 349- 
15- 1 
15-519 
16-263 
19- 11 
20-566 
22-246 
24-350 
26-558 
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-p. 373- 
d 16-173 
ce 18-540 
f 19- 192 
c 25-462 
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VOL. 13 


-p. 389- 
18-282 
18-517 
18-556 
21-177 
21-363 
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cf 22-246 
c 24-224 
c 24-239 
c 25-227 
c 25-292 


-p. 393- 
d 25-234 
p 26-176 


-p. 418- 
c 21-291 
e 25-141 


-p. 425- 
a 15-309 
ce 16-373 
ce 18-118 
c 26-466 


VOL. 14 


-p. 12- 
c 25-635 


-p. 35- 
ec 20-340 
q 26-500 


-p. 79- 
ce 19- 50 
d 20-479 
d 25-161 
d 25-514 


-p. 119- 
ec 20-531 
c 21-363 
c 26-653 


-p. 128- 
14-521 
15-261 
17-392 
20- 82 
20-220 
20-464 
25-663 
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-p. 159- 
15- 91 
15-434 
15-442 
16-378 
16-566 
17-166 
17-317 
17-463 
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VOL. 14 


18- 51 
18-251 
18-517 
20-245 
20-516 
21-601 
23- 18 
24-239 
26- 7 
26-211 
29- 21 
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-p. 185- 
14-181 
14-511 
15-441 
17- 60 
18-280 
20-577 
23-294, 
94-219 
26-187 
26-531 
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~p. 225- 
d 21-374 
p 23-251 
c 26-409 


p. 228- 
18-483 
20-266 
21-419 
22- 3 
23-251 
24-245 
26-356 
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=p. 247- 
14-457 
16- 81 
16- 79 
17- 85 
17-370 
18- 2 
18- 92 
18-118 
18-266 
18-428 
20- 69 
20-118 
20-293 
20-516 
Q1- 75 
21- 87 
21-327 
23-384 
24-154 
24-269 
24-262 
25-568 
25-583 
26-243 
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-p. 281- 
f 16- 40 
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VOL. 14 


17-110 
17-129 
17-149 
17-153 
18-131 
18-576 
19-356 
26-220 
26-550 
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-p. 289- 
f 19-217 
c 26- 95 


-p. 331- 
d 26-126 
c 26-211 


-p. 351- 
16- 12 
17-159 
17-191 
17-207 
25-462 
25-664 


-p. 399- 
19-188 
23-248 
24-246 
24-320 
26-602 
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VOL. 15 


-p. l- 
ec 15-156 
ec 16- 19 
s 16-263 
ec 16-503 
ec 18- 1 
c 18-324 
d 18-344 
f 18-562 
c 19-446 
f 19-496 
ce 20- 17 
ce 20-245 
c 20-577 
c 21-467 
c 21-598 
c 22-322 
f 24-348 
q 26-468 


-p. 5l1- 
c 26- 95 


-p. 80- 
d 15-327 
ec 17- 14 
ec 17- 18 
f 17-407 
c 25-388 


VOL. 15 


-p. 160- 
c 25- 39 


-p. 185- 
16-409 
16-465 
17- 66 
17-151 
17-196 
17-249 
17-327 
17-525 
18- 80 
18-180 
19- $ 
19-126 
19-178 
21- 30 
21-132 
22- 18 
23- 72 
24-423 
25-234 
25-307 
25-378 
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-p. 208- 
18- 66 
19- 50 
19-365 
19-144 
19-148 
20-321 
22-521 
25-143 
26-473 
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-p. 227- 
c 25-388 
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d 15-480 
cf 15-498 
p 17-420 
cf 17-459 
17-182 
18-430 
18- 8 
18-122 
18-324 
19- 10 
19-500 
20-429 
21-598 
23- 60 
24-343 
24-550 
24-350 
25-234 
26-428 
26-444 
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